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Pursuant to the Board’s reply email of Nov. 12, 2015 to the parties, 

Petitioner JT International S.A. (“Petitioner” or “JTI”) hereby files this Reply to 

Patent Owner’s Preliminary Response to Petition for Inter Partes Review.   

I. JTI IS NOT PRECLUDED FROM PETITIONING BASED ON THE 
BOARD’S DECISION IN VMWARE 
 
35 U.S.C. § 315(b) states that ‘[a]n inter partes review may not be instituted 

if the petition requesting the proceeding is filed more than 1 year after the date on 

which the petitioner, real party in interest, or privy of the petitioner is served with a 

complaint alleging infringement of the patent.”  Patent Owner has not shown this 

one-year bar applies. 

Patent Owner alleges that § 315(b) bars JTI from petitioning for inter partes 

review of the ‘742 patent because (i) Logic Technology Development LLC 

(“Logic”) was served with an infringement complaint more than one year prior to 

the filing of the Petition, and (ii) JTI acquired Logic after JTI filed the Petition.  

See Paper 6 at 2-8.  Patent Owner relies on the Board’s decision denying institution 

in VMWare, Inc. v. Good Technology Software, Inc., IPR2015-00031, Paper 11 

(PTAB Mar. 6, 2015).  See, e.g., Paper 6 at 4-7.  VMWare does not support Patent 

Owner’s position.   

In VMWare, the petition was precluded as untimely under § 315(b) given the 

petitioner admittedly became a privy with a defendant it acquired more than a year 

after the defendant was served with the infringement complaint, but prior to the 
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filing of the IPR petition.  VMWare, Inc., Paper 11 at 2.  Therefore, VMWare did 

not hold that events taking place after the filing of an IPR petition could bar the 

petition.  In fact, it is illogical that later acts could bar an already filed petition; 

other Board decisions similarly reflect that events subsequent to a petition filing 

are inapposite to the § 315(b) inquiry.  For example, in Synopsys, Inc. v. Mentor 

Graphics Corp., IPR2012-00042 (PTAB Feb. 22, 2013), the Board held that the 

petitioner was not in privy with the defendant it acquired after filing the petition.  

Paper 16 at 15-18 (finding no persuasive evidence that defendant was a subsidiary 

of petitioner when the petition was filed). 

VMWare is easily distinguishable from the facts here because JTI was not in 

privity with Logic at any time prior to the Petition filing.  The time line is clear.  

Logic, not JTI, was served with the complaint in March 2014.  Paper 6 at 5.  JTI 

subsequently filed the Petition on July 14, 2015 and, after filing the Petition, 

acquired Logic on July 27, 2015.  Id. at 5-6.1  Patent Owner has pointed to no 

evidence that, at the time of the Petition filing (1) JTI agreed to be bound by the 

determination of issues in the district court litigation alleging Logic infringes the 

‘742 patent; (2) a “substantive legal relationship” existed between JTI and Logic; 

(3) Logic represented JTI (adequately or otherwise) in the district court litigation; 

or (4) JTI assumed control over the district court litigation.  See Taylor v. Sturgell, 

                                           
1 Patent Owner incorrectly listed the filing date of the Petition as June 26, 2015.  
Compare Paper 6 at 5 with Paper 4 (Notice of Filing Date Accorded Petition). 
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