UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TERREMARK NORTH AMERICA LLC, VERIZON BUSINESS NETWORK
SERVICES INC., VERIZON SERVICES CORP., TIME WARNER CABLE
INC., ICONTROL NETWORKS, INC. and COXCOM, LLC

Petitioners,
V.
JOAO CONTROL & MONITORING SYSTEMS, LLC

Patent Owner

Case IPR2015-01486
Patent 6,549,130

PRELIMINARY RESPONSE OF PATENT OWNER

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Preliminary Response of Patent Owner Case IPR2015-01486

Patent 6,549,130
TABLE OF CONTENTS
Page
L. INTRODUGCTION ...ttt e e e e e e e et ee e e e e aaaeeeaaaeeeeaaaeeeeeanns 1
I1. BACKGROUND ..ot e e et e e e et e e e e ea e e e e aeeeeaaaaeeeeeanns 2
A.OVerview O0f the ‘130 Patent .. ..ooueeeeeeeeeee e ee e e eeeaeas 2
B. Prosecution History of the ‘130 Patent ...........cccoocuveeeeiiiieiiiiiieeee e 6
C. PUItION OVEIVIEW ..vneeeeeeeeeee e e e e e e ee e e eae e eaeeeeeeeeeaeeeaeaeeeaeeaennns 7

III. THE PETITION SHOULD BE DENIED BECAUSE IT IS BARRED UNDER

B35 ULS.C. § 315(D) it 12
AL Back@round.........oooeiiiiiiiiie e e 12
B. The Petition 1S Time Barred .......cccoooeveiiiiiiiiiiiiiii e 14
C. PetitioNerS’ MOLION .....ooovviiiiiiiiiiiiiiiieeceeeee e e e et e e e e e e e e e e e e ee e e e e e e e e eveaeeaaaaaaaes 14

D. The Petitions Were Not Timely Filed, Fees Were Not Timely Paid and the
Petitions Were Not Timely Served.......cooooiiiiiiiiiiiniiiieeeeeeeeee e, 15

E. Petitioners Intentionally Delayed Completing the Filing of the 01485 and

01486 Petitions Until June 24, 2015 ..o 19
F. Petitioners’ Counsel have Breached Their Duties of Candor
and Good Faith ..........cooiiiii e 20
G. The Board’s Prior Decisions are Distinguishable..............ccccoeeviiiirnnennnne. 23
i

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Preliminary Response of Patent Owner Case IPR2015-01486

Patent 6,549,130

IV. CLAIM CONSTRUCTION ....cccuiiiiiiiiiiiieiienie ettt 24
A. Legal Standards...........ooeeiiiiiiiiieeeee e 24

B. Petitioners have Failed to Submit Claim Constructions for Key Terms
Supporting its Invalidity Arguments ...........cccceeeeiiieeeiiiieeeiiee e 27
G PTOIMISES .ottt e e ettt e e e e e ettt e e e e e tar e e e e e e e tbaeeeeeesaasseeeeeeennsaeeeeeeennnes 31
| s (=) 1010 ) £ PP PPPPPRR 32
E. “located @t .......oeiieiee e e 33
V. RESPONSE TO PROPOSED GROUNDS OF INVALIDITY ......ccccceevveennen. 34

A. Petitioners’ Proposed Grounds Fail to Comply with the Applicable Rules 34

B. The Proposed Grounds Fail to Meet the Burden of Showing a Reasonable
Likelihood of Prevailing ..........coooviiiiiiiiiieiieeeeee e 38

C. GIOUNA 1 oottt e et e e et e e et e e e ennneeeennes 40

1. Busak fails to teach a second control device remote from the premises 40
D. GrOUNA 2 ..ottt et e e et e e et e e e nneeeeas 43
E. Ground 3.....ooo e 44

1. Goldberg fails to teach a second control device remote from the

8 5788 T 44
E. GroUnd 4......ooooooeeeeeeeee et 45
F.oGround 5. ...t 46

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Preliminary Response of Patent Owner Case IPR2015-01486

G. Ground 6........

VII. CONCLUSION

DOCKET

Patent 6,549,130

..............................................................................................

..............................................................................................

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Preliminary

| Exhibit |
EX2001

Response of Patent Owner Case IPR2015-01486
Patent 6,549,130

LIST OF EXHIBITS

Description
Declaration of René A. Vazquez

EX2002

Proof of Service indicating that Verizon Communications, Inc. was
served with a Complaint alleging infringement of the 130 Patent on
June 23, 2104 in the matter of JCMS v. Terremark North America
LLC, C.A. No. 14-525-GMS (D. Del.)

EX2003

Terremark’s Rule 7.1 Disclosure Statement in the matter of JCMS v.
Terremark North America LLC, C.A. No. 14-525-GMS (D. Del.)

EX2004

Substitution of Terremark North America LLC in place of Verizon
Communications Inc. in the matter of JCMS v. Terremark North
America LLC, C.A. No. 14-525-GMS (D. Del.)

EX2005

Proof of Service indicating that Time Warner Inc. was served with a
Complaint alleging infringement of the *130 Patent on June 23, 2104
in the matter of JCMS v. Time Warner Cable, Inc., C.A. No. 14-524-
GMS (D. Del.)

EX2006

USPS Tracking data for package containing service copies of
IPR2015-01482, -01485 and -01486, indicating shipment on June 24,
2105

EX2007

FedEx Tracking data for package containing service copies of
IPR2015-01466, -01477, -01478 and -01484, indicating shipment on
June 24, 2105

EX2008

Email dated July 17, 2015 from Patent Owner’s counsel R. Vazquez to
Petitioners’ counsel C. Holloway

EX2009

Email dated July 29, 2015 from Petitioners’ counsel C. Holloway to
Patent Owner’s counsel R. Vazquez

EX2010

Email dated July 31, 2015 from Petitioners’ counsel C. Holloway to
Patent Owner’s counsel R. Vazquez

EX2011

U.S. Patent No. 6,204,760 to Brunius

EX2012

“Preliminary Remarks” filed by applicant on November 26, 2006
during prosecution of the patent application that issued as related U.S.
Patent No. 7,277,010
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