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- 1 - 
 

US Endodontics, LLC (“Petitioner”) petitions for Inter Partes Review 

(“IPR”) under 35 U.S.C. §§ 311-319 and 37 C.F.R., Part 42, of claims 1, 4, 5, 8-10, 

and 12 of U.S. Patent No. 8,727,773 (“the ’773 patent”), filed on April 25, 2012, 

issued on May 20, 2014, and currently assigned to Gold Standard Instruments, 

LLC (“GSI” or “Patent Owner”).  There is a reasonable likelihood that Petitioner 

will prevail with respect to at least one claim challenged in this Petition. 

I. INTRODUCTORY STATEMENT  

This is US Endo’s second petition concerning the ’773 patent.  The first 

petition—IPR2015-00632 (“the -632 Petition”)—explains that the claims of the 

’773 patent are not entitled to claim the benefit of any earlier filing date because, in 

their broadest sense, they cover heat-treating a nickel-titanium (“Ni-Ti”) 

endodontic file in any type of atmosphere, either reactive or unreactive with the 

Ni-Ti instrument, to achieve “permanent deformation.” IPR2015-00632, Paper 2, 

at pp. 16-19. In contrast to the claims of the ’773 patent, the disclosures in all 

applications in the claimed priority chain are limited to heat-treating in an 

unreactive atmosphere. Id. Every example in the specification of the ’773 patent 

(and the priority applications) describes heat-treating at 500°C for 75 minutes in 

argon, which Patent Owner acknowledges is unreactive with Ni-Ti. See IPR2015-

00632, Paper 9, at p. 16; see also Ex. 1101 at 4:12-19.  
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