
 

 

Filed on behalf of Chestnut Hill Sound Inc.  

By:  Edmund J. Walsh        Paper No. _____  

Gerald B. Hrycyszyn  

WOLF, GREENFIELD & SACKS, P.C.  

600 Atlantic Avenue  

Boston, MA 02210  

Tel: (617) 646-8000  

Fax: (617) 646-8646  

EWalsh-PTAB@wolfgreenfield.com    

GHrycyszyn-PTAB@wolfgreenfield.com  

 

 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

_____________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

_____________ 

 

APPLE INC. 

Petitioner 

 

v. 

 

CHESTNUT HILL SOUND INC. 

Patent Owner 

_____________ 

 

Case IPR2015-01463 

Patent No. 8,090,309 

_____________ 

 

PATENT OWNER’S PRELIMINARY RESPONSE 

37 C.F.R. § 42.107 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2015-01463 

Patent No. 8,090,309 

i 

 

TABLE OF CONTENTS  

I. Introduction ........................................................................................................ 1 

II. Overview of the ’309 Patent .............................................................................. 4 

A. The “first mode” .......................................................................................... 5 

B. The “second mode” ..................................................................................... 5 

III. Claim interpretation ........................................................................................... 6 

A. The “media source that, in turn, responds . . . by accessing . . . and 

sending . . . to a media output device” limitation of the “second 

mode” of independent claim 1 ..................................................................... 7 

B. The “remote media source that, in turn, responds . . . by accessing . 

. .  and once accessed, sends . . . to a media output device” 

limitation of the “second mode” of independent claim 9 ..........................11 

C. The “mode” limitations in independent claims 1 and 9 ............................12 

IV. The Petition fails to establish a reasonable likelihood that the claims are 

anticipated by U.S. Patent App. No. 2002/0002039 (“Qureshey”) .................14 

A. Overview of Qureshey ...............................................................................14 

B. The Petition fails to show that Qureshey discloses a media device 

operable in the “second mode” of claim 1 ................................................17 

1. The Petition does not address the correct interpretation of the 

“media source that, in turn, responds . . . by accessing . . . and 

sending . . . to a media output device”  limitation of the “second 

mode” of claim 1 .................................................................................17 

2. Even under the Petition’s incorrect interpretation of the “media 

source that, in turn, responds . . . by accessing . . . and sending . 

. . to a media output device” limitation  of the “second mode” of 

claim 1, the Petition fails to show Qureshey discloses that 

limitation .............................................................................................18 

3. The Petition does not identify a “second mode” .................................21 

4. The Petition fails to show Qureshey discloses bi-directional 

messaging as required in the “second mode” of claim 1 ....................23 

a. “transmitting . . . a request” & “receiving . . . the media 

metadata indicating” limitations of the “second mode” of 

claim 1 ......................................................................................... 26 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2015-01463 

Patent No. 8,090,309 

ii 

 

b. “displaying” limitation of the second mode of claim 1 .............. 27 

c. “generating a signal” & “sending a corresponding signal” 

limitations of the “second mode” of claim 1 .............................. 30 

5. The Petition does not identify the remote “media source” 

required in the “second mode” of claim 1 ...........................................33 

C. The Petition fails to establish a reasonable likelihood that claim 9 is 

anticipated by Qureshey ............................................................................35 

D. The Petition fails to establish a reasonable likelihood that Qureshey 

anticipates the claims dependent on claims 1 and 9 ..................................37 

1. The Petition fails to show that Qureshey anticipates claims 3-8, 

and 12-14 .............................................................................................37 

2. The Petition fails to show that Qureshey anticipates dependent 

claims 6, 7, and 14 because there is no showing that Qureshey 

discloses a server as the remote media source ....................................37 

E. The Petition fails to specify where each element of the challenged 

claims are found in Qureshey, leaving Patent Owner and the Board 

guessing about the significance of the Petition’s arguments and 

cited disclosures .........................................................................................39 

V. The Petition fails to establish a reasonable likelihood that the claims are 

anticipated by U.S. Patent No. 6,563,769 to Van Der Meulen (“VDM”) .......41 

A. Overview of VDM .....................................................................................41 

B. Because VDM, just like Qureshey, is directed to a virtual jukebox,  

the Petition’s Ground 3 suffers from much the same failings as 

discussed with respect to Ground 1 ...........................................................44 

C. The Petition fails to show that VDM discloses a media device 

operable in the “second mode” of claim 1 ................................................45 

1. The Petition does not identify a “second mode” .................................45 

2. The Petition does not address the correct interpretation of the 

“media source that, in turn, responds . . . by accessing . . . and 

sending . . . to a media output device”  limitation of the “second 

mode” of claim 1 .................................................................................48 

3. Even under the Petition’s incorrect interpretation of the “media 

source that, in turn, responds . . . by accessing . . . and sending . 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2015-01463 

Patent No. 8,090,309 

iii 

 

. . to a media output device” , the Petition fails to show VDM 

discloses that limitation .......................................................................48 

4. The Petition does not identify metadata that is requested, 

received, displayed, and included in a signal identifying to the 

media source what media file to select and play .................................50 

a. “transmitting . . . a request” limitation of the “second 

mode” of claim 1 ......................................................................... 51 

b. “displaying” in the “second mode” of claim 1 ........................... 52 

c. “generating a signal” & “sending a corresponding signal” 

limitation of the “second mode” of claim 1 ................................ 54 

D. The Petition fails to establish a reasonable likelihood that claim 9 is 

anticipated by VDM ..................................................................................55 

E. The Petition fails to establish a reasonable likelihood that VDM  

anticipates the claims dependent on claims 1 and 9 ..................................57 

1. The Petition fails to show that VDM anticipates claims 3, 5-8, 

and 13-14 .............................................................................................57 

F. The Petition fails to establish a reasonable likelihood that VDM  

renders obvious claims 4 and 12, because the Petition fails to 

address the correct language of claims 4 and 12 .......................................57 

G. The Petition fails to specify where each element of the challenged 

claims are found in VDM, leaving Patent Owner and the Board 

guessing about the significance of the Petition’s arguments and 

cited disclosures .........................................................................................58 

VI. The Petition fails to establish a reasonable likelihood that the 

challenged claims are obvious over Qureshey or VDM ..................................60 

VII. Conclusion .......................................................................................................60 

 

 

 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case IPR2015-01463 

Patent No. 8,090,309 

iv 

 

TABLE OF AUTHORITIES 

CASES 

Apple Inc. v. ContentGuard Holdings, Inc., 

IPR2015-00450 (Jun. 29, 2015) .................................................................... 40, 59 

Apple Inc. v. Zilabs Inc.,  

IPR2015-00964 (Sept. 17, 2015) ......................................................... 7, 18, 36, 48 

CallCopy v. Verint Americas, Inc.,  

IPR2013-00486 (Feb. 5, 2013) ...................................................................... 41, 60 

Jiawei Tech. (HK) Ltd. v. Richmond, 

IPR2014-00937 (Feb. 6, 2015) ..................................................................... passim 

Net MoneyIN, Inc. v. Verisign, Inc.,  

545 F.3d 1359 (2008) ...........................................................................................25 

Silicon Labs., Inc. v. Cresta Tech. Corp., 

IPR2014-00809 (Oct. 24, 2014) ...........................................................................58 

Symantec Corp. v. RPost Commc’ns Ltd., 

IPR2014-00355 (July 15, 2014) .................................................................... 37, 56 

Zerto Inc. v. EMC Isr. Dev. Ctr., Ltd., 

IPR2013-00458 (Jan. 16, 2014) .......................................................... 7, 40, 56, 60 

OTHER AUTHORITIES 

IBM Dictionary of Computing (10th ed. 1993) .......................................................34 

Microsoft Computer Dictionary (4th ed. 1999) .......................................................34 

REGULATIONS 

37 C.F.R. § 42.104 ...................................................................................... 31, 39, 58 

37 C.F.R. § 42.108 ...................................................................................................45 

37 C.F.R. § 42.22(a) .................................................................................................39 

77 Fed. Reg. 48,612 (Aug. 14, 2012).......................................................... 39, 58, 59 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


