UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

BUNGIE, INC.,
Petitioner

V.

WORLDS INC.,
Patent Owner

Case IPR2015-01319
Patent 8,082,501

PATENT OWNER‘S MOTION TO EXCLUDE
PETITIONER’S EVIDENCE UNDER 37 C.F.R. § 42.64(c)
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Under 35 U.S.C. § 311(b), the scope of an inter partes reivew entitles a
petitioner to challenge patent claims “only on a ground that could be raised under
section 102 or 103 and only on the basis of prior art consisting of patents or printed
publications.” Despite these restrictions, Petitioner here has embarked on what can
only be referred to as a litigation-style “smear campaign,” with character attacks
designed to tanish the reputations of Patent Owner Worlds Inc., its CEO Thom
Kidrin, and its technical expert Mark Pesce before the Board. Of the five exhibits
subject to this motion to exclude, four are directed to character “evidence” that
falls outside the scope of any inter partes review and has no bearing on the
question of whether Patent Owner’s claims are patentable “only on a ground that
could be raised under section 102 or 103 and only on the basis of prior art
consisting of patents or printed publications.” 35 U.S.C. § 311(b).

The Office Patent Trial Practice Guide explains that “the Office’s goal is to
conduct the proceedings in a timely, fair, and efficient manner.” Office Patent
Trial Practice Guide, 77 Fed. Reg. 48756 (Aug. 14, 2012) (emphasis added). The
Board has consistently embraced this goal of fairness, not only in procedures
designed to ensure fair outcomes but also in the manner in which cases are carried
out. But here, Bungie infects the proceedings with exhibits having no bearing on

the facts of this proceeding, or any other proceeding for that matter. The fair and
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legally correct action with respect to these exhibits is for the Board to exclude
them from the record.
Accordingly, Patent Owner timely moves to exclude the following five of

Petitioner’s Exhibits as set forth below:

Exhibit 1033 — Business Wire Article

1. ldentity of the exhibit and portion thereof sought to be excluded: Website
article: “Worlds.com Sues NCSoft for Infringing Key Virtual Worlds
Patent,” published on Business Wire, December 31, 2008,
http://www.businesswire.com/news/home/20081231005197/en/Worlds.c
om-Sues-NCSoft-Infringing-Key-Virtual-Worlds#.VczjsWi{jDTs; Patent
Owner moves for exclusion of the full exhibit.

2. Objection: Fed. R. Evid. 402/403.

3. Timely objection was made in Patent Owner’s Objections filed
December 14, 2015. (Paper 16 at 5).

4. In Petitioner’s Opposition to Patent Owner’s Motion for Routine or
Additional Discovery (Paper 10 at 2), Petitioner relies upon Ex. 1033 for
its unsupported allegation that Patent Owner is a “notorious patent
assertion entity, known in the videogame industry for aggressively

threatening and asserting through litigation the patents at issue in the
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current IPRs.” 1d. Namely, Petitioner is attacking the character of the
Patent Owner through this evidence and argument. Neither is relevant to
the proceeding.

5. Exhibit 1033 has no probative weight on any “fact that is of consequence
to the determination” in this proceeding. See Fed. R. Evid. 401.
Specifically, Ex. 1033 is not relevant to content of the claims being
challenged, to the content of the prior art, or to any other issue to be
decided by the Board. Petitioner’s only use of this evidence is in support
of its attack of Patent Owner’s character, which is not relevant to the
outcome or to any underlying issue in this proceeding. The existence of a
prior lawsuit brought by Patent Owner on a valid U.S. Patent has no
bearing on whether claim 1 of the ‘856 patent is patentable. Irrelevant
evidence is inadmissible. Fed. R. Evid. 402. Exhibit 1033’s irrelevance
is further supported by Fed. R. Evid. 405. In that rule, specific instances
of conduct are only admissible where character of a person “is an
essential element of a charge, claim, or defense ... .” The character of
Patent Owner as an entity (or the character of its CEQ) is not an essential
element to this proceeding, and indeed has no bearing on the outcome.

6. Even if the Board believes that Ex. 1033 is relevant to any issue in this

proceeding (which Patent Owner denies), Ex. 1033 should be excluded
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under Fed. R. Evid. 403 since the risk of unfair prejudice due to Ex. 1033
substantially outweighs any probative value. Patent Owner’s decision to
file suit against NCSoft on a valid and issued U.S. Patent No. 7,181,690
in 2008 does not justify Petitioner’s hyperbole in characterizing Patent
Owner as “notorious” and “aggressively threatening.” The unfair
prejudice that may spring from these unfounded characterizations—
namely, the unfair prejudice that the Board would conclude that Patent
Owner or its CEO is a “bad actor” as a result of its prior lawsuit to
enforce a patent—substantially outweighs any probative value of Ex.
1033.

7. Accordingly, Ex. 1033 should be excluded under Fed. R. Evid. 402, or at

minimum under Fed. R. Evid. 403.

Exhibit 1034 — Business Insider

1. ldentity of the exhibit and portion thereof sought to be excluded: Website
article by Krangel, Eric, published on Business Insider, December 31,
2008, http://lwww.businessinsider.com/worldscom-ceo-were-absolutely-
going-to-sue-second-life-and-world-of-warcraft-2009-3; Patent Owner
moves for exclusion of the full exhibit.

2. Objection: Fed. R. Evid. 402, 403, 801.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




