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HOUSE REPORT NO. 112–98(I)

June 1, 2011

*1  Mr. Smith of Texas, from the Committee on the Judiciary, submitted the following

REPORT

[To accompany H.R. 1249]

The Committee on the Judiciary, to whom was referred the bill (H.R. 1249) to amend title 35, United States Code, to provide
for patent reform, having considered the same, reports favorably thereon with an amendment and recommends that the bill as
amended do pass.

CONTENTS
 

Page
 

The Amendment
 

1
 

Purpose and Summary
 

38
 

Background and Need for the Legislation
 

40
 

Hearings
 

57
 

Committee Consideration
 

58
 

Committee Votes
 

58
 

Committee Oversight Findings
 

63
 

New Budget Authority and Tax Expenditures
 

63
 

Congressional Budget Office Cost Estimate
 

63
 

Performance Goals and Objectives 73

Patent Owner Ex. 2019 
IPR2015-01241 

Page 1 of 159
f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

http://www.westlaw.com/Link/Document/FullText?findType=l&pubNum=1077005&cite=UUID(I4EC254D0E2-C811E09C69A-E09CBDB48B5)&originatingDoc=I040B83618D4811E0B5E996D7BD7CD857&refType=SL&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Default)
http://www.westlaw.com/Link/Document/FullText?findType=l&pubNum=1077005&cite=UUID(I4EC254D0E2-C811E09C69A-E09CBDB48B5)&originatingDoc=I040B83618D4811E0B5E996D7BD7CD857&refType=SL&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Default)
https://www.docketalarm.com/


H.R. REP. 112-98(I), H.R. REP. 112-98(I) (2011)

 © 2015 Thomson Reuters. No claim to original U.S. Government Works. 2

  
Advisory on Earmarks
 

73
 

Section-by-Section Analysis
 

73
 

Agency Views
 

85
 

Changes in Existing Law Made by the Bill, as Reported
 

89
 

Dissenting Views
 

162
 

Additional Views
 

163
 

*2  **0  THE AMENDMENT

The amendment is as follows:

Strike all after the enacting clause and insert the following:

SECTION 1. SHORT TITLE; TABLE OF CONTENTS.

(a) Short Title.–This Act may be cited as the “America Invents Act”.

(b) Table of Contents.–The table of contents for this Act is as follows:

Sec. 1. Short title; table of contents.

Sec. 2. Definitions.

Sec. 3. First inventor to file.

Sec. 4. Inventor's oath or declaration.

Sec. 5. Defense to infringement based on earlier inventor.

Sec. 6. Post-grant review proceedings.

Sec. 7. Patent Trial and Appeal Board.

Sec. 8. Preissuance submissions by third parties.

Sec. 9. Venue.

Sec. 10. Fee setting authority.

Sec. 11. Fees for patent services.

Sec. 12. Supplemental examination.

Sec. 13. Funding agreements.
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Sec. 14. Tax strategies deemed within the prior art.

Sec. 15. Best mode requirement.

Sec. 16. Marking.

Sec. 17. Advice of counsel.

Sec. 18. Transitional program for covered business method patents.

Sec. 19. Jurisdiction and procedural matters.

Sec. 20. Technical amendments.

Sec. 21. Travel expenses and payment of administrative judges.

Sec. 22. Patent and Trademark Office funding.

Sec. 23. Satellite offices.

Sec. 24. Designation of Detroit satellite office.

Sec. 25. Patent Ombudsman Program for small business concerns.

Sec. 26. Priority examination for technologies important to American competitiveness.

Sec. 27. Calculation of 60-day period for application of patent term extension.

Sec. 28. Study on implementation.

Sec. 29. Pro bono program.

Sec. 30. Effective date.

Sec. 31. Budgetary effects.

In this Act:

(1) Director.–The term “Director” means the Under Secretary of Commerce for Intellectual Property and Director of the
United States Patent and Trademark Office.

(2) Office.–The term “Office” means the United States Patent and Trademark Office.

(3) Patent public advisory committee.–The term “Patent Public Advisory Committee” means the Patent Public Advisory
Committee established under section 5(a)(1) of title 35, United States Code.

(4) Trademark act of 1946.–The term “Trademark Act of 1946” means the Act entitled “An Act to provide for the
registration and protection of trademarks used in commerce, to carry out the provisions of certain international conventions,
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and for other purposes”, approved July 5, 1946 (15 U.S.C. 1051 et seq.) (commonly referred to as the “Trademark Act of
1946” or the “Lanham Act”).

(5) Trademark public advisory committee.–The term “Trademark Public Advisory Committee” means the Trademark
Public Advisory Committee established under section 5(a)(1) of title 35, United States Code.

SEC. 3. FIRST INVENTOR TO FILE.

(a) Definitions.–Section 100 of title 35, United States Code, is amended–

(1) in subsection (e), by striking “or inter partes reexamination under section 311”; and

(2) by adding at the end the following:

“(f) The term ‘inventor’ means the individual or, if a joint invention, the individuals collectively who invented or discovered
the subject matter of the invention.

“(g) The terms ‘joint inventor’ and ‘coinventor’ mean any 1 of the individuals who invented or discovered the subject
matter of a joint invention.

“(h) The term ‘joint research agreement’ means a written contract, grant, or cooperative agreement entered into by 2 or more
persons or entities for the performance of experimental, developmental, or research work in the field of the claimed invention.

“(i)(1) The term ‘effective filing date’ for a claimed invention in a patent or application for patent means–

“(A) if subparagraph (B) does not apply, the actual filing date of the patent or the application for the patent containing a
claim to the invention; or

*3  “(B) the filing date of the earliest application for which the patent or application is entitled, as to such invention, to a
right of priority under section 119, 365(a), or 365(b) or to the benefit of an earlier filing date un

“(2) The effective filing date for a claimed invention in an application for reissue or reissued patent shall be determined by
deeming the claim to the invention to have been contained in the patent for which reissue was sought.

“(j) The term ‘claimed invention’ means the subject matter defined by a claim in a patent or an application for a patent.”.

(b) Conditions for Patentability.–

(1) In general.–Section 102 of title 35, United States Code, is amended to read as follows:

“S 102. Conditions for patentability; novelty

“(a) Novelty; Prior Art.–A person shall be entitled to a patent unless–

“(1) the claimed invention was patented, described in a printed publication, or in public use, on sale, or otherwise available
to the public before the effective filing date of the claimed invention; or
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“(2) the claimed invention was described in a patent issued under section 151, or in an application for patent published or
deemed published under section 122(b), in which the patent or application, as the case may be, names another inventor and
was effectively filed before the effective filing date of the claimed invention.

“(b) Exceptions.–

“(1) Disclosures made 1 year or less before the effective filing date of the claimed invention.–A disclosure made 1 year
or less before the effective filing date of a claimed invention shall not be prior art to the claimed invention under subsection
(a)(1) if–

“(A) the disclosure was made by the inventor or joint inventor or by another who obtained the subject matter disclosed
directly or indirectly from the inventor or a joint inventor; or

“(B) the subject matter disclosed had, before such disclosure, been publicly disclosed by the inventor or a joint inventor or
another who obtained the subject matter disclosed directly or indirectly from the inventor or a joint inventor.

“(2) Disclosures appearing in applications and patents.–A disclosure shall not be prior art to a claimed invention under
subsection (a)(2) if–

“(A) the subject matter disclosed was obtained directly or indirectly from the inventor or a joint inventor;

“(B) the subject matter disclosed had, before such subject matter was effectively filed under subsection (a)(2), been publicly
disclosed by the inventor or a joint inventor or another who obtained the subject matter disclosed directly or indirectly from
the inventor or a joint inventor; or

“(C) the subject matter disclosed and the claimed invention, not later than the effective filing date of the claimed invention,
were owned by the same person or subject to an obligation of assignment to the same person.

“(c) Common Ownership Under Joint Research Agreements.–Subject matter disclosed and a claimed invention shall be
deemed to have been owned by the same person or subject to an obligation of assignment to the same person in applying
the provisions of subsection (b)(2)(C) if–

“(1) the subject matter disclosed was developed and the claimed invention was made by, or on behalf of, 1 or more parties
to a joint research agreement that was in effect on or before the effective filing date of the claimed invention;

“(2) the claimed invention was made as a result of activities undertaken within the scope of the joint research agreement; and

“(3) the application for patent for the claimed invention discloses or is amended to disclose the names of the parties to
the joint research agreement.

“(d) Patents and Published Applications Effective as Prior Art.–For purposes of determining whether a patent or application
for patent is prior art to a claimed invention under subsection (a)(2), such patent or application shall be considered to have
been effectively filed, with respect to any subject matter described in the patent or application–

“(1) if paragraph (2) does not apply, as of the actual filing date of the patent or the application for patent; or

“(2) if the patent or application for patent is entitled to claim a right of priority under section 119, 365(a), or 365(b), or to
claim the benefit of an earlier filing date under section 120, 121, or 365(c), based upon 1 or more prior filed applications for
patent, as of the filing date of the earliest such application that describes the subject matter.”.
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