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1 Case IPR2015-00283, instituted on a petition filed by Lupin Ltd. and Lupin 

Pharmaceuticals, Inc., has been joined with this proceeding. 
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I. INTRODUCTION 

Patent Owner’s motion to exclude should be denied because it is both 

procedurally and substantively flawed.  As to the former, the Board has 

consistently held that a motion to exclude is not the proper mechanism to argue 

whether new arguments have been raised.  Yet Patent Owner seeks to exclude 

certain testimony of Petitioners’ expert, Dr. Neal Sondheimer, and exhibits used 

during his deposition because such evidence is allegedly beyond the scope of his 

cross-examination testimony.  Notwithstanding Patent Owner’s procedural failure 

that such arguments are improperly raised in a motion to exclude, the disputed 

evidence should not be excluded because Dr. Sondheimer’s deposition testimony 

and reliance on certain exhibits respond to topics and, in some cases, the exact 

same questions Patent Owner’s counsel raised during cross-examination.  

Accordingly, the Board should deny Patent Owner’s Motion to Exclude.   

II. ARGUMENT 

A. Patent Owner’s Motion to Exclude is an Improper Vehicle to 
Address the Permissible Scope of Testimony. 

The Board has repeatedly and consistently held that a motion to exclude is 

not the proper vehicle for a party to raise the issue of permissible scope of 

testimony.  See Vibrant Media Inc. v. General Electric Co., No. IPR2013-00170, 

slip op. at 31, 2014 WL 2965703 at *19 (P.T.A.B. June 26, 2014); see Lib. Mut. 
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Ins. Co. v. Progressive Cas. Ins. Co., No. CBM2012-00004, 2014 WL 2213411 at 

*27 (P.T.A.B. Feb. 11, 2014) (holding that a motion to exclude is not the vehicle to 

argue whether new arguments have been raised); see also ABB Inc. v. Roy-G-Biv 

Corp., No. IPR2013-00063, Paper 71 at 13-14 (P.T.A.B. Aug. 1, 2014).  Instead, a 

motion to exclude, for example, must state why the evidence is inadmissible (e.g., 

based on relevance or hearsay).  See Vibrant Media Inc., No. IPR2013-00170, slip 

op. at 31.  

Here, Patent Owner seeks to exclude certain deposition testimony and 

exhibits used at Dr. Sondheimer’s deposition based on the allegation that such 

evidence exceeded the scope of Dr. Sondheimer’s cross-examination testimony.  

Patent Owner makes no claim of inadmissibility of such evidence under the 

Federal Rules of Evidence.  As noted above, a motion to exclude is not the proper 

vehicle for a party to raise the issue of permissible scope of testimony.2  Patent 

Owner, therefore, wastes the Board’s and Petitioners’ resources by improperly 

raising these issues in a motion to exclude.  Patent Owner’s motion to exclude 

should be denied for at least this reason.  

                                                 
2 As Patent Owner concedes, Petitioner has not attempted to rely upon the 

evidence sought to be excluded.  (Paper 36 at 2.)  As such, Patent Owner’s request 

to exclude such evidence is further improper because it is premature at best. 
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Notwithstanding the foregoing, the testimony of Dr. Sondheimer and 

exhibits sought to be excluded do not exceed the scope of evidence permitted by 

reply.  As discussed below, such evidence is directly responsive to Patent Owner’s 

cross-examination questioning. 

B. Patent Owner’s Attempt to Exclude Testimony Regarding Dr. 
Sondheimer’s Background and Experience and Exhibits 1031 and 
1033 is Unreasonable. 

Patent Owner seeks to exclude Dr. Sondheimer’s testimony about his 

qualifications and experience treating UCD patients as well as his updated 

curriculum vitae (Exhibit 1031).  (Paper 36 at 4-5, 13.)  But Dr. Sondheimer 

discussed his background and qualifications in his declaration (See Exhibit 1002 at 

¶¶ 8-14.)  And during his cross examination, Patent Owner’s counsel questioned 

Dr. Sondheimer regarding his declaration and his experience treating UCD 

patients. (See, e.g., Exhibit 2012 at 4:14-5:10, 19:17-25, 20:2-10, 24:7-13, 128:23-

129:6.)  Indeed, Exhibit 1033, is a prior art publication, cited in Dr. Sondheimer’s 

declaration in support of the petition (Exhibit 1002 at ¶ 12), where he managed and 

treated patients with urea cycle disorders using ammonia scavenging drugs based 

on that patient’s fasting ammonia level.  Exhibit 1033 is background prior art 

reflecting the state of the art at the time. Therefore, Dr. Sondheimer’s testimony 
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