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Pursuant to 37 C.F.R. § 42.64(b)(1), Patent Owner Celgene Corporation 

(“Celgene”) objects as follows to the admissibility of evidence relied upon by 

Petitioner in its May 27, 2016 Reply (Paper 54). 

1. Exhibit 1086 at 168:5-11, 166:3-7, and 306:4-10 is objected to under 

Fed. R. Evid. 401-402 because it is irrelevant to whether Dr. Lourdes Frau’s POSA 

would have been able to design the inventions claimed in U.S. Patent. No. 

6,315,720 (the “’720 patent”).  The cited testimony does not concern whether any 

POSA would be able to design the inventions claimed in the ’720 patent.   

2. Exhibit 1086 at 168:5-11 and 166:3-7 is objected to under Fed. R. 

Evid. 403 because its minimal probative value is substantially outweighed by the 

fact that it is misleading and unfairly prejudicial.  Exhibit 1086 at 168:5-11 and 

166:3-7 is also objected to under Fed. R. Evid. 106 because Petitioner only 

introduces part of Dr. Frau’s deposition testimony on this issue and, in fairness, 

another portion of that deposition testimony ought to be considered at the same 

time.  Petitioner’s use of Exhibit 1086 at 168:5-11 and 166:3-7 is objected to under 

Fed. R. Evid. 401-403 because it mischaracterizes Dr. Frau’s full testimony on this 

issue.  Specifically, Dr. Frau explained that her POSA would not have been able to 

design the inventions claimed in U.S. Patent No. 6,045,501 (the “’501 patent”) 

because “[s]uch POSAs would not have had the information that the inventors had.  

If my POSA would have the information, then they would have been able to - - 
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they would have been able to, but they didn’t have what the inventors had.”  Ex. 

1086 at 333:6-25.  Dr. Frau further testified that her POSA would have been 

capable of designing the inventions claimed in the ’501 patent because they had the 

skills to do so.  Id. at 334:3-335:8.     

3. Exhibit 2061 at 190:15-18 and 192:10-14 is objected to under Fed. R. 

Evid. 401-402 because that testimony is not relevant to any material issue of fact in 

dispute in this IPR.  Whether Dr. Jeffrey Fudin’s POSA could design an 

unspecified “risk management program that was successful” is irrelevant to 

whether his POSA could design the inventions claimed in the ’720 patent, which is 

at issue in this IPR.   

4. Exhibit 1084 is objected to under Fed. R. Evid. 401-402 because it is 

not relevant to any material issue of fact in dispute in this IPR.  Exhibit 1084 was 

published in 2013 (13 years after the filing date of the ’720 patent), and is not prior 

art to the ’720 patent.  Exhibit 1084 provides no evidence of Dr. Joseph DiPiro’s 

opinion of a pharmacist’s role at any time relevant to the validity of the 

’720 patent.  

5. Exhibit 1086 at 75:22-77:2, 81:12-83:5, 129:11-133:7, 152:12-154:21, 

and 185:12-187:8 is objected to under Fed. R. Evid. 401-402 because it is 

irrelevant to the issue of Dr. Frau’s credibility.  The fact that Dr. Frau carefully 
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considered Petitioner’s counsel’s questions and asked for clarification when the 

questions were confusing is irrelevant to Dr. Frau’s credibility.     

6. Exhibits 1087-1091 are objected to under Fed. R. Evid. 401-402 

because they are irrelevant to the issue of Dr. Frau’s credibility.  The fact that 

Dr. Frau carefully considered Petitioner’s counsel’s questions and asked for 

clarification when the questions were confusing is irrelevant to Dr. Frau’s 

credibility. 

7. Exhibit 1086 at 307:3-4 is objected to under Fed. R. Evid. 403 

because its minimal probative value is substantially outweighed by the fact that it 

is misleading and unfairly prejudicial.  Exhibit 1086 at 307:3-4 is also objected to 

under Fed. R. Evid. 106 because Petitioner only introduces part of Dr. Frau’s 

answer to a deposition question and, in fairness, both the full answer and the 

question that preceded it should be considered at the same time.  Petitioner’s use of 

Exhibit 1086 at 307:3-4 is objected to under Fed. R. Evid. 401-403 because it 

mischaracterizes Dr. Frau’s full testimony on this issue.  Specifically, the question 

that led Dr. Frau to testify that “her interpretation of prior art may not be accurate” 

was whether she “agree[d] that the ’501 patent is prior art to the ’720 patent.”  Ex. 

1086 at 306:11-12.  Dr. Frau’s full answer was:  “I am not a lawyer, so my 

interpretation of prior art may not be accurate.  It may not even be the same that 

you have.  So . . . In my interpretation of your statement prior art and what I think 
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is prior art, even though I’m not a lawyer, I’m going to say it may have been so - - 

but I’m not a lawyer, so my interpretation of prior art and yours may be different.”  

Id. 307:3-11. 

8. Exhibit 1086 at 204:10-18 is objected to under Fed. R. Evid. 403 

because its minimal probative value is substantially outweighed by the fact that it 

is misleading and unfairly prejudicial.  Exhibit 1086 at 204:10-18 is also objected 

to under Fed. R. Evid. 106 because Petitioner only introduces part of Dr. Frau’s 

deposition testimony on this issue and, in fairness, another portion of that 

deposition testimony ought to be considered at the same time.  Petitioner’s use of 

Exhibit 1086 at 204:10-18 is objected to under Fed. R. Evid. 401-403 because it 

mischaracterizes Dr. Frau’s full testimony on this issue.  Specifically, the very next 

question and answer state:  “Q.  My last question was just about what you have 

written in your report in paragraph 70, which is that terms are to be given their 

broadest reasonable constructions as would be understood by a POSA . . . And do 

you agree with that statement?  A.  Yes, yes, I do.  But I wasn’t sure if that was the 

follow-up to your previous question.  So I wasn’t totally sure whether you were 

trying to say, well, that refers to the previous question.  So I had to say no, I wasn’t 

totally sure which way you were going.  So if you were only addressing that one 

statement, I agree.”  Ex. 1086 at 204:19-205:9. 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


