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Mail Stop 8 REPORT ON THE
Director of the US. Patent and Trademark Office FILING OR DETERMINATION OF AN

P.0. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK

T0:

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the US. District Court for the District of Delaware on the following

I] Trademarks or [Z Patents. ( E] the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
1/26/2015 for the District of Delaware

PLAINTIFF DEFENDANT

SENJU PHARMACEUTICAL CO., LTD., et al. PADDOCK LABORATORIES, LLC, et al.

mm;

 

  
 

  

 
 

 

 

  
 
 
 
 

 
 
 
 

4 8 871 813 82 10/28/2014 Senju Pharmaceutical Co., Ltd.

5 8,917 606 B1 1/6/2015 Senju Pharmaceutical Co., Ltd.

In the above—entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

D Amendment 1:] Answer [:1 Cross Bill [:1 Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

—_
-—
__
——

In the above—entitled case, the following decision has been rendered 0r judgement issued:

DECISION/JUDGEMENT

 
  

 

 

 

 
  

 (BY) DEPUTY CLERK DATE,

Copy l—Upon initiation of action, mail this copy to Director Copy 3——Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 1:14—cv-06893—JBS—KMW Document 4 Filed 11/03/14 Page 1 of 1 PagelD: 64

 

 
 

 
  

  

 
 

  

 
 

Mail Stop 8   

  

 

REPORT ON THE

Director of the U.S(.)lf’tz_:::nt and Trademark FILING OR DETERMINATION OF AN
p0. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313—1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the US. District Court for the District of New Jersey on the following:

Trademarks or X Patents. ( the patent action involves 35 U.S.C. § 292.)

DOCKET NO. DATE FILED
1:14—cv—06893-JBS—KMW 11/3/2014

PLAINTIFF

SENJU PHARMACEUTICAL CO., LTD.

PATENT OR DATE OF PATENT

TRADEMARK NO. OR TRADEMARK

1 3 129 431 3/6/2012 “
2 3 669 290 3/11/2014 “

 
U.S. DISTRICT COURT
CAMDEN NJ

DEFENDANT

INNOPHARMA LICENSING, INC.

 

  
 
  

 

  
 

  
  

  
  

  

3 8 754131 6/17/2014

4 8 871 813 10/28/2014

__  

 

 

DECISION/1UDGEMENT
 
 
CLERK

William T. Walsh
(BY) DEPUTY CLERK DATE

3/ Nicholas Zotti 11/3/2014

Copy l—Upon initiation of action, mail this copy to Director Copy 3——Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Mail Stop 8 REPORT ON THE
Director of the US. Patent and Trademark Office FILING OR DETERMINATION OF AN

TO:

PO. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313-1450 TRADEMARK 
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been

filed in the US. District Court Eastern District of North Carolina on the following

I] Trademarks or MPatents. ( E! the patent action involves 35 U.S.C. § 292.):

DOCKET NO. DATE FILED U.S. DISTRICT COURT
4:14-CV-141-BO 8/8/2014 Eastern District of North Carolina

PLAINTIFF DEFENDANT

 

  
 
 

 

  
Senju Pharmaceutical Co., Ltd., et ai Metrics, Inc., et aI

W

__—
s _—

In the above——entitled case, the following patent(s)/ trademark(s) have been included:

DATE INCLUDED INCLUDED BY

L—_I Amendment [I Answer El Cross Bill [:I Other Pleading
PATENT OR DATE OF PATENT

TRADEMARK N0. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

  

 

  

 

 
 

 
  

  

 

 

__—
__—
__—
__—
__—

 
In the above—entitled case, the following decision has been rendered or judgement issued:

DECISION/JUDGEMENT

(BY) DEPUTY CLERK 
Copy l—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy Z—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 1:14-cv-O4964—JBS Document 4 Filed 08/07/14 Page 1 of 1 PagelD: 52

0120 Rev. 08/10

Mail Stop 8. REPORT ON THE
Director of the U.S. Patent and Trademark FILING OR DETERMINATION OF AN

Office ACTION REGARDING A PATENT OR
13.0. Box 1450

Alexandria, VA 22313—1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court for the District of New Jersey on the following:

Trademarks or X Patents. ( the patent action involves 35 U.S.C. § 292.)

DOCKET NO. DATE FILED U.S. DISTRICT COURT
1:14-cv—049647JBS 8/7/2014 CAMDEN NJ

PLAINTIFF DEFENDANT

SENJU PHARMACEUTICAL CO., LTD. METRICS, INC.

-__
—__

In the above—-entitled case the followin~ atent s / trademark s have been included:

INCLUDED BY

 
 
 

  
DATE INCLUDED  

  

 

  

 Amendment Answer _ Cross Bill _ Other Pleading

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK 

 
In the above-—entitled case the followin_ decision has been rendered or 'ud_ement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE
William T. Walsh 3/ Brian D. Kemner 8/7/2014

Copy 1—-—Upon initiation of action, mail this copy to Director Copy 3-—Upon termination of action, mail this copy to Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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Case 1:14-cv-04149-JBS-KMW Document 4 Filed 06/26/14 Page 1 of 1 PagelD: 25

 
 

 

 
 

  
 

 
  
 

 
 

‘ 0120 Rev. 08/10

 
 

 
  

 

  

 
 

Mail Stop 8. REPORT ON THE

Director of the U.Sblf’§::nt and Trademark FILING OR DETERMINATION OF AN
PO. Box 1450 ACTION REGARDING A PATENT OR

Alexandria, VA 22313—1450 TRADEMARK

In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C, § 1116 you are hereby advised that a court action has been
filed in the US. District C0urt for the District of New Jersey on the following:

Trademarks or X Patents. ( the patent action involves 35 U.S.C. § 292.)

US. DISTRICT COURT
CAMDEN NJ

DEFENDANT

LUPIN, LTD.

 
 

DOCKET NO. DATE FILED
1:14—cv-04149-JBS—KMW 6/26/2014

PLAINTIFF

SENJU PHARMACEUTICAL CO., LTD.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

l 8 669 290 3/11/2014 SENJU

2

 

 

 

  
In the above——entitled case the followin_ natent s / trademark s have been included:

DATE INCLUDED INCLUDED BY

Amendment Answer # Cross Bill _ Other Pleading

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

In the above——entitled case the followin decision has been rendered or 'ud ement issued:

DECISION/JUDGEMENT

CLERK (BY) DEPUTY CLERK DATE
William T. Walsh 5/ Nicholas Zotti 6/26/2014

Copy l—Upon initiation of action, mail this copy to Director Copy 3—-Upon termination of action, mail this copy to Director
Copy Z—Upon filing document adding patent(s), mail this copy to Director Copy 4—Case file copy
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMIVHSSIONER FOR PATENTS

PO. Box 1450
Alexandria1 Virginia 22313-1450
www.uspto.gov

APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.

13/687,242 03/11/2014 8669290 201275420 1577

 

513 7590 02/19/2014

WENDEROTH, LIND & PONACK, L.L.P.
1030 15th Street, N.W.,
Suite 400 East

Washington, DC 20005-1503

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)

(application filed on or after May 29, 2000)

The Patent Term Adjustment is 0 day(s). Any patent to issue from the above—identified application will include

an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above—identified application, the filing date that

determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information

Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the

Office of Patent Legal Administration at (571)—272—7702. Questions relating to issue and publication fee

payments should be directed to the Application Assistance Unit (AAU) of the Office of Data Management

(ODM) at (571)-272-4200.

APPLICANT(S) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

Shirou SAWA, Hyogo, JAPAN;
Shuhei FUJITA, Hyogo, JAPAN;
SENJU PHARMACEUTICAL CO., LTD., Osaka, JAPAN

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location

for business investment, innovation, and commercialization of new technologies. The USA offers tremendous

resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage and facilitate business investment. To learn more about why the USA is the best country in

the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (1239119309) Of 281
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria1 Virginia 22313- 1450
wwwusptogov

 
  
  CONF {MATION NO.    APPLICATION NO. F ING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.

13/687,242 11/28/2012 Shirou SAWA 201275420 1577

513 7590 02/11/2014

WENDEROTH, LINDMONACK, L112.
1030 15th Street, N.W., SOROUSH, LAYLA
Suite 400 East

Washington, DC 20005- 1503 PAPER NUMBER1627

 
NOT *ICATION DATE DELIVERY MODE   

02/ 1 1/2014 ELECTRONIC

Please find below and/0r attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above—indicated "Notification Date" to the

following e—mail address(es):

ddalecki @wenderoth.com
eoa@ wenderoth.com

Page 7 of 281PTOL—90A ( eV. 04/07)
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Application No. Applicant(s)

13/687,242 SAWA ET AL.

Notice Of Allowability Examiner Art Unit

LAYLA SOROUSH 1627

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. IX This communication is responsive to the amendments made on 10/22/13.

2. I] An election was made by the applicant in response to a restriction requirement set forth during the interview on
requirement and election have been incorporated into this action.

3. IX The allowed claim(s) is/are 19-48.

; the restriction

4. [Z Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119( )-(d) or (f).

a) X All b) I:I Some* c) I] None of the:

1. El Certified copies of the priority documents have been received.

2. X Certified copies of the priority documents have been received in Application No. 10/525,006.

3. El Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2( )).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. I] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER’S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

6. I] CORRECTED DRAWINGS (as “replacement sheets”) must be submitted.

(a) I] including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached

1) El hereto or 2) I] to Paper No./Mai| Date

(b) I] including changes required by the attached Examiner’s Amendment / Comment or in the Office action of

Paper No./Mai| Date

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

7. El DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. El Notice of References Cited (PTO-892) 5. El Notice of Informal Patent Application

2. El Notice of Draftperson‘s Patent Drawing Review (PTO-948) 6. El Interview Summary (PTO-413),
Paper No./Mai| Date .

3. [Z Information Disclosure Statements (PTO/SB/08), 7. IX Examiner‘s Amendment/Comment
Paper No./Mai| Date 1/15/14,1/17114

4. I] Examiner‘s Comment Regarding Requirement for Deposit 8. X Examiner‘s Statement of Reasons for Allowance
of Biological Material

9. D Other

 
US. Patent and Trademark Office

PTOL-37 (Rev. 03-11) Notice of Allowability Part of Paper No./Mai| Date 20140206
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Application/Control Number: 13/687,242 Page 2

Art Unit: 1627

The present application is being examined under the pre-AIA first to invent

provisions.

Acknowledgement of Receipt

Applicant's response filed on 10/22/2013 to the Office Action mailed on

08/01/2013 is acknowledged.

Claim Status

Claims 19-48 are pending.

Claims 19-48 are allowed.

Withdrawn Rejections

The rejection of claims 44-48 under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AIA),

second paragraph is withdrawn in view of the amendments made to the claims.

The rejection of claims 19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48

under 35 U.S.C. 103(a) as being unpatentable over Gamache, et al. (WO 01/15677 A2;

03/2001) is withdrawn in view of the amendments made to the claims.

The rejection of claims 20, 27, 33, and 39 under 35 U.S.C. 103(a) as being

unpatentable over Gamache, et al. (WO 01/15677 A2; 03/2001), as applied to claims

19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 and further in view of Desai, et al.

(5558876) is withdrawn in view of the amendments made to the claims.

The rejection of claims 25, 31, 37, and 43 under 35 U.S.C. 103(a) as being

unpatentable over Gamache, et al. (WO 01/15677 A2; 03/2001), as applied to claims

19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 and further in view of Ogawa, et

Page 9 of 281
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Application/Control Number: 13/687,242 Page 3

Art Unit: 1627

al. (US 4910225 A) and De Bruiju et al. (US 6162393 A) is withdrawn in view of the

amendments made to the claims.

The Double Patenting rejections over U.S. Patent No. 7829544, U.S. Patent No.

8129431, copending Application No. 13353653 is withdrawn in view of the TD’s filed on

1 1/2/13.

The Double Patenting rejections over copending Application No. 11755662 is

withdrawn in view of the abandonment of the case.

EXAMINER’S AMENDMENT

An examiner’s amendment to the record appears below. Should the changes

and/or additions be unacceptable to applicant, an amendment may be filed as provided

by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be

submitted no later than the payment of the issue fee.

Authorization for this examiner’s amendment was given in a telephone interview

with Warren M. Cheek on 1/8/14.

The application has been amended as follows:

In claim 26 line 5 after hydrate; insert “the first component is the sole

pharmaceutical active ingredient contained in the preparation;”

In claim 27 lines 23 after salt delete —, and wherein the first component is the

sole pharmaceutical active ingredient contained in the preparation -- .

Page 10 of 281
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Application/Control Number: 13/687,242 Page 4

Art Unit: 1627

Reasons for Allowance

The following is an examiner’s statement of reasons for allowance:

The composition as claimed are found to be patentable over the prior art

because the prior art does not teach or fairly suggest a stable aqueous liquid

preparation comprising: (a) a first component; and (b) a second component; wherein the

first component is 2-amino-3-(4- bromobenzoyl)phenylacetic acid or a

pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at

least one selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; the first component is

the sole pharmaceutical active ingredient contained in the preparation; the second

component is tyloxapol and is present in said liquid preparation in an amount sufficient

to stabilize said first component; and wherein said stable liquid preparation is formulated

for ophthalmic administration.

The closest prior arts of record, namely Chen et al. (US 6383471 ), teach a

pharmaceutical composition including a hydrophobic therapeutic agent having at least

one ionizable functional group, and a carrier. The carrier includes an ionizing agent

capable of ionizing the functional group, a surfactant, and optionally solubilizers,

triglycerides, and neutralizing agents (abstract). The reference teaches a hydrophobic

therapeutic agent to include bromfenac (2-amino-3-(4-bromobenzoyl)phenalyacetic

acid)(see claim 4). The hydrophobic therapeutic agent is used in less than about 1% by

weight, and typically less than about 0.1% or 0.01% by weight (see col 4 lines 58-60)

(renders obvious the limitation of claims 8 and 24). The reference further teaches

surfactants inclusive of polyethylene glycol fatty acid esters and additionally teaches

Page 11 of 281
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Application/Control Number: 13/687,242 Page 5

Art Unit: 1627

polyethylene glycol fatty acid monoesters such as peg-15 stearate, etc (see claims 21 -

22 24 and 27). The surfactants are selected from the group consisting of alcohols;

polyoxyethylene alkylethers; fatty acids; glycerol fatty acid esters; acetylated glycerol

fatty acid esters; lower alcohol fatty acids esters; polyethylene glycol fatty acids esters;

polyethylene glycol glycerol fatty acid esters; polypropylene glycol fatty acid esters;

polyoxyethylene glycerides; lactic acid derivatives of mono/diglycerides; propylene

glycol diglycerides; sorbitan fatty acid esters; polyoxyethylene sorbitan fatty acid esters;

polyoxyethylene-polyoxypropylene block copolymers; transesterified vegetable oils;

sterols; sterol derivatives; sugar esters; sugar ethers; sucroglycerides; polyoxyethylene

vegetable oils; and polyoxyethylene hydrogenated vegetable oils. The pharmaceutical

compositions of the present invention can be provided in the form of a solution

preconcentrate; Le, a composition as described above, and intended to be dispersed

with water, either prior to administration, in the form of a drink, or dispersed in vivo (col

34 lines 63-68) (reads on an aqueous liquid preparation). The reference also teaches

preservatives (see claim 64). Although formulations specifically suited to oral

administration are presently preferred, the compositions of the present invention can

also be formulated for topical, transdermal, ocular, pulmonary, vaginal, rectal,

transmucosal or parenteral administration (col 35 lines 9-20). Chen et al. further

teaches components that can be incorporated into the composition include inorganic

acids inclusive of boric acid (col 46, line 6), solubilizer such as polyvinylpyrrolidone

(claim 49), exemplifications of carriers comprising Edetate Disodium (col 4 table 20

formulations 65 and 66), and ionizing agents that deprotonate the acidic functional

Page 12 of 281
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Application/Control Number: 13/687,242 Page 6

Art Unit: 1627

groups of the therapeutic agent are pharmaceutically acceptable organic or inorganic

bases, inclusive of sodium hydroxide (col 11 lines 12-13) (reads on the limitations of

claim 22).

However, Applicant presents excellent effects are clearly demonstrated by

Experiments 1 to 3 of the present specification. Experiment 1 -- Stability of sodium 2-

amino-3-(4-bromobenzoyl)phenyl acetate was evaluated. Namely, two eye drops of

sodium 2-amino-3-(4—bromobenzoyl) phenylacetate comprising the components as

shown in Table 1 were prepared, filled respectively into a polypropylene container and

subjected to a stability test at 60°C for 4 weeks. As is apparent from Table 1, the

stability test was carried out under the conditions of pH 7.0 at 60 °C for 4 weeks. Table 1

clearly shows that sodium 2-amino-3- (4-bromobenzoyl)phenylacetate in polyoxyl 40

stearate-containing preparation was more stable than that in polysorbate 80- containing

preparation. As is apparent from Table 2, the remaining rate of sodium 2-amino-3-(4-

bromobenzoyl)phenylacetate in the compositions A-07 and A-08 containing 0.02 w/v %

and 0.05 w/v % of polyoxyl 40 stearate is not less than 90 % after storage at 60 °C for 4

weeks. Table 2 clearly shows that the compositions containing 0.02 w/v % and 0.05 w/v

% of polyoxyl 40 stearate have sufficient stability for eye drops. The arguments are

persuasive.

The composition as claimed are found to be patentable over the prior art

because the prior art does not teach or fairly suggest a stable aqueous liquid

preparation comprising: (a) a first component; and (b) a second component; wherein the

first component is 2-amino-3-(4- bromobenzoyl)phenylacetic acid or a

Page 13 of 281
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Application/Control Number: 13/687,242 Page 7

Art Unit: 1627

pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at

least one selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; the first component is

the sole pharmaceutical active ingredient contained in the preparation; the second

component is tyloxapol and is present in said liquid preparation in an amount sufficient

to stabilize said first component; and wherein said stable liquid preparation is formulated

for ophthalmic administration.

Any comments considered necessary by applicant must be submitted no later

than the payment of the issue fee and, to avoid processing delays, should preferably

accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to LAYLA SOROUSH whose telephone number is

(571 )272-5008. The examiner can normally be reached on 8:30a.m.-5:00p.m..

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Sreenivasan Padmanabhan can be reached on (571)272-0629. The fax

phone number for the organization where this application or proceeding is assigned is

571-273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

Page 14 of 281
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Application/Control Number: 13/687,242 Page 8

Art Unit: 1627

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571 -272-1 000.

/Layla Soroush/

Examiner, Art Unit 1627
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Application/Control No. Applicant(s)/Patent under

                      
searCh ”ates Reexamination

13/687,242 SAWA ET AL.
Examiner Art Unit

LAYLA SOROUSH 1627

 
SEARCH NOTES

SEARCHED (INCLUDING SEARCH STRATEGY)

Subclass Date Examiner — DATE EXMR

1/8/14

STIC (see 13535653); and npl 1/8/14 LS

1/8/14

1/8/14

odp:SAWA, SHIROU and FUJITA,
SHUHEI 1/8/14 LS

INTERFERENCE SEARCHED

US Patent and Trademark Office Part of Paper No. 20140206
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Sheet 1 of 1 INFORMATION DISCLOSURE STATEMENT

FORM PTO/SB/08 A&B (modified) ISOTIEEABSCKET NO- glggggo.
U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE FIRST NAMED INVENTOR

Shirou SAWA

LIST OF REFERENCES CITED BY APPLICANT(S)
(Use several sheets ifnecessary) FILING DATE

Date Submitted to PTO: January 15, 2014 November 28; 2012

U.S. PATENT DOCUMENTS

*EXAMINER
INITIAL

DOCUMENT
NUMBER

FILING DATE

DATE IF APPROPRIATE
NAME CLASS SUBCLASS

4,910,225 3/1990 Ogawa et al.

6,274,609 8/2001 Yasueda et al.

Im

E
----—

HE
FOREIGN PATENT DOCUMENTS

DOCUMENT TRANSLATION

-- NUMBER DATE COUNTRY CLASS SUBCLASS YES NO
EP

H. Scott et al., "Comparing the Surface Chemical Properties and the Effect of Salts on the Cloud Point of a Conventional
Nonionic Surfactant, Octoxynol 9 (Triton X-100), and of its Oligomer, Tyloxapol (Triton WR-1339)", Journal of Colloid and
Interface Science, Vol. 205, pp. 496-502, 1998.

 
l a“ 'II‘\I I

EXAMINER I’Layia 22010:»: :/ DATE CONSIDERED

PfigmlzZazf Zfiitial ifreference considered, whether or not citation is in conformance with MPEP 609; draw line through
citation ifnot in conformance and not considered. Include copy ofthisform with next communication to applicant.
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Sheet 1 of 1 INFORMATION DISCLOSURE STATEMENT

FORM PTO/SB/08 A&B (modified) ISOTIEEABSCKET NO- glggggo.
U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE FIRST NAMED INVENTOR

Shirou SAWA

LIST OF REFERENCES CITED BY APPLICANT(S)
(Use several sheets ifnecessary) FILING DATE

Date Submitted to PTO: January 17, 2014 November 28; 2012

U.S. PATENT DOCUMENTS

*EXAMINER
INITIAL

DOCUMENT
NUMBER

FILING DATE

DATE IF APPROPRIATE
NAME CLASS SUBCLASS

4,910,225 3/1990 Ogawa et al.

6,274,609 8/2001 Yasueda et al.

Im

E
----—

HE
FOREIGN PATENT DOCUMENTS

DOCUMENT TRANSLATION
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor : Attorney Docket No. 2012-5420

Shirou SAWA : Confirmation N0. 1577

Serial No. 13/687,242 : Group Art Unit 1627

Filed November 28, 2012 : Examiner Layla Soroush

AQUEOUS LIQUID PREPARATION : Mail Stop: AMENDMENT

CONTAINING 2-AMINO-3-(4-

BROMOBENZOYL)PHENYLACETIC ACID

INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir/Madam:

Pursuant to the provisions of 37 CFR 1.56, 1.97 and 1.98, Applicant requests

consideration of the information listed on attached Form PTO/SB/08.

1a. [] This Information Disclosure Statement is submitted:

within three months of the filing date (or of entry into the National Stage) of the above-

entitled application, or

before the mailing of a first Office Action on the merits or the mailing of a first Office

Action after the filing of an RCE,

and thus no certification and/0r fee is required.

1b. [] This Information Disclosure Statement is submitted

after the events of above paragraph 1a and prior to the mailing date of a final Office

Action or a Notice of Allowance or an action which otherwise closes prosecution in the

application, and thus:

The USPTO is hereby authorized to charge anyfees under 37 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this
paper to Deposit Account No. 23-0975.
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(1) [] the certification of paragraph 2 below is provided, or

(2) [] the fee of $180.00 ($90.00 for small entity) specified in 37 CFR l.l7(p) is

enclosed.

1c. [X] This Information Disclosure Statement is submitted:

after the mailing date of a final Office Action or Notice of Allowance or action which

otherwise closes prosecution in the application, and prior to payment of the issue fee, and

thus:

the certification of paragraph 2 below is provided, M

the fee of $180.00 ($90.00 for small entity) specified in 37 CFR l.l7(p) is enclosed.

2. It is hereby certified

a. [] that each item of information contained in this Information Disclosure

Statement was first cited in any communication from a foreign patent office in a

counterpart foreign application not more than three months prior to the filing of

the Statement (37 CFR. § 1.97(e)(1)), or

b. [X] that no item of information contained in the Information Disclosure Statement

was cited in a communication from a foreign patent office in a counterpart

foreign application and, to the knowledge of the person signing the certification

after making reasonable inquiry, was known to any indiVidual designated in

§1.56(c) more than three months prior to the filing of the Statement (37 CFR. §

1.97(e)(2)).

3. For each non-English language reference listed on the attached Form PTO/SB/08,

reference is made to one or more of the following:

a. [] a filll or partial English language translation submitted herewith,

b. [] an International Search Report submitted herewith,

c. [] a foreign patent office search report or office action (in the English language)

submitted herewith,

Page 26 of 281



Page 27 of 281

d. [] the concise explanation contained in the specification of the present application

at page ,

e. [] the concise explanation set forth in the attached English language abstract,

f. [] the concise explanation set forth below or on a separate sheet attached to the

reference:

4. [] A foreign patent office search report citing one or more of the references is enclosed.

5. [] Statement Under 37 CFR 1.7041 d1 Each item of information contained in the

information disclosure statement: (i) Was first cited in any communication from a patent

office in a counterpart foreign or international application or from the office, and this

communication was not received by any indiVidual designated in § l.56(c) more than

thirty days prior to the filing of the information disclosure statement; or (ii) Is a

communication that was issued by a patent office in a counterpart foreign or international

application or by the Office, and this communication was not received by any indiVidual

designated in § l.56(c) more than thirty days prior to the filing of the information

disclosure statement.

Respectfully submitted,

/Wa rren M Digitally signed by/Warren NLCheek,. Jr./DN: cn=/Warren 1V1. Cheek, Jr], 0, ou,
emai|=wcheek@wenderoth.com,

C hee k] J rO/ E)::J::2014.01.1713:07:05 -05'00'
Warren M. Cheek

Registration No. 33,367

WMC/dlk Attorney for Applicant

Washington, DC. 20005-1503

Telephone (202) 721-8200

Facsimile (202) 721-8250

January 17, 2014
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@ Preservative system forophthalmic formulations.

@ Stable, clear, antimicrobially effective, ophthalmic formulations include an ophthalmologically effective
amount of a drug, especially a -COOH group-containing drug or a NSAID, and a preservative system formed of a
quaternary ammonium preservative and a nonionic surfactant, all in an aqueous vehicle. These formulations are
useful for treating diseases that are either caused by, associated with or accompanied by inflammatory

processes, including, among others, glaucoma, cystoid macular edema, uveitis, diabetic retinopathy, and
conjunctivitis, or any trauma caused by eye surgery or eye injury.
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PRESERVATIVE SYSTEM FOR OPHTHALMIC FORMULATIONS

The present invention relates to improved ophthalmic formulations, particularly to ophthalmic formula-
tions for anti-inflammatory drugs, and specifically to an improved preservative system for ophthalmic
formulations of carboxyl ("-COOH") group-containing drugs. especially non-steroidal anti-inflammatory

drugs ("NSAIDs").
The invention also relates to methods of using these formulations for treating diseases that are either

caused by, associated with or accompanied by inflammatory processes, including, among others, glau-

coma, cystoid macular edema, uveitis, diabetic retinopathy, and conjunctivitis, or any trauma caused by eye
surgery or eye injury.

The topical use of NSAIDs, particularly pyrrolo pyrroles, in the treatment of ophthalmic diseases was

first taught in U.S. Patent No. 4,454,151, where NSAID compounds (such as those described in U.S. Patents
4,089,969: 4,232,038; 4,087,539 and 4,097,579) were exemplified in formulation with NaHzPOquO,

NazHPOquo, NaCI, benzalkonium chloride ("BAC") and sterilized water. While the formulations described

in the '151 patent were efficacious, an insoluble complex was found to form between the NSAID and the
BAC. The formulations became cloudy or turbid and did not, therefore, have the stability desired for shelf

life in commercial applications. A reasonable minimum shelf life (that is, the time during which a solution
remains clear and retains its pharmaceutical activity) is at least about one year. representing sufficient time

to package, ship, and store a formulation without having to replace expired stock too frequently. The
solutions of the present invention have shown a shelf life of at least one year. Thus, the present invention
entails an improvement over the formulations described in the '151 patent.

In general, an opthalmic formulation contains an active compound and various ophthalmologically
acceptable excipients, in the form of a solution, an ointment. a suspension, etc. An excipient is ophthal-
mologically acceptable if it is non-irritating to the eye and if its active ingredient penetrates the blood-
aqueous barrier and/or diffuses through the various ocular substructures to the site where it is pharmaco-
logically active. The excipients can include a tonicifier, a preservative, a surfactant, a buffering system, a
chelating agent, a viscosity agent as well as other stabilizing agents. Ophthalmic formulations must be
sterile, and if intended for multiple dosing regimens. must be preserved with an effective anti-microbial

agent

Organo-mercurials (e.g., thimerosal, phenylmercuric acetate and phenylmercuric nitrate) have been
used extensively as the preservative in ophthalmic solutions. These compounds, however, pose difficulties

due to potential mercury toxicity as well as poor chemical stability. Benzalkonium chloride, a quaternary

ammonium compound, has been widely used in ophthalmic solutions, and is considered to be the

preservative of choice. However, BAC has typically been considered to be incompatible with anionic drugs

(e.g., salicylates or nitrates, etc.), forming insoluble complexes which cause the solution to become cloudy
or turbid. Such a complex between the anionic drug and benzalkonium chloride can cause a decrease in

the pharmaceutical activity of the anionic drug.

Many NSAle (such as ketorolac, indomethacin, flurbiprofen and diclofenac) are being developed for
ocular use because of their activity as anti-inflammatory agents including their ability to prevent cystoid
macular edema.

In the past, as in the case with other ophthalmic drugs that contain a -COOH group, antiinflammatory
solutions of NSAIDs for occular use have proven to be incompatible with quaternary ammonium compounds

such as BAC. This incompatibility is due to the fact that the -COOH group can form a complex with the

quaternary ammonium compounds, rendering the preservative less available to serve its function. and
reducing the activity of the active ingredient. lndomethacin ophthalmic formulations have been prepared,
however, these are suspensions, not solutions. Ocufen Ophthalmic solution, an NSAID (flurbiprofen)

approved by the FDA for ophthalmic use, incorporates thimerosal (with EDTA) as its preservative system. In
U.S. patent 4,454,151 there is a disclosure of an ophthalmic formulation using ketorolac, benzalkonium
chloride (as the preservative) and polysorbate 80, however the solution became cloudy or turbid after a
short period of time.

It has remained desired to provide a stable, clear, antimicrobially effective ophthalmic formulation with a

prolonged shelf life for -COOH group containing ophthalmic drugs, especially NSAle, using BAC as the
preservative.

It has now been discovered that stable, clear and antimicrobially effective, NSAID-containing ophthalmic

formulations can be prepared which include a quaternary ammonium preservative. These solutions have an

improved shelf life, exhibiting no cloudiness or turbidity over extended periods.

2
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In one aspect of the invention, these compositions include an ophthalmologically effective amount of a

NSAlD, a quaternary ammonium preservative and a stabilizing amount of an ethoxylated octylphenol as a
nonionic surfactant, all in an aqueous vehicle.

Another aspect is an ophthalmic composition including an ophthalmologically effective amount of a

NSAID, a quaternary ammonium preservative and a stabilizing amount of an ethoxylated octylphenol as a
nonionic surfactant.

Another aspect is an ophthalmic composition including an ophthalmologically effective amount of a
NSAlD, benzalkonium chloride as a preservative and a stabilizing amount of an ethoxylated octylphenol as a
nonionic surfactant.

Another aspect is an ophthalmic composition including an ophthalmologically effective amount of a
NSAlD, benzalkonium chloride as a preservative and a stabilizing amount of Octoxynol 40 as a nonionic
surfactant.

Another aspect Is an ophthalmic composition including an ophthalmologically effective amount of
ketorolac or an isomer, an ester, or a pharmaceutically acceptable salt thereof, benzalkonium chloride as a

preservative and a stabilizing amount of Octoxynol 40 as a nonionic surfactant.
In another aspect of the invention, methods for treating ophthalmic diseases in mammals using the

ophthalmic pharmaceutical formulations of the invention are also disclosed. These diseases are those that
are either caused by, associated with or accompanied by inflammatory processes, including, among others,

glaucoma, cystoid macular edema, uveitis, diabetic retinopathy and conjunctivitis, or any trauma caused by
eye surgery or eye injury.

Definitions

As used herein, the term ”NSAID" means an ophthalmologically acceptable non-steroidal anti-inflam-

matory drug. The NSAlD's include, for example, flurbiprofen, ketorolac, diclofenac, indomethacin, and the
isomers, esters, and pharmaceutically acceptable salts thereof.

As used herein, the term "q.s." means adding a quantity sufficient to achieve a state function, e.g., to

bring a solution to the desired volume (i.e., 100%).
As used'herein, the term "treatment" or "treating" means any treatment of a disease in a mammal,

including:

(i) preventing the disease, that is. causing the clinical symptoms of the disease not to develop;

(ii) inhibiting the disease, that is, arresting the development of clinical symptoms; and/or

(iii) relieving the disease, that is, causing the regression of clinical symptoms.

As used herein, the term "effective amount" means a dosage sufficient to provide treatment for the

disease state being treated. This will vary depending on the patient. the disease and the treatment being
effected.

As used herein, the term "antimicrobially effectlve" means ability to withstand the U.S. Pharmacopia
antimicrobial challenge.

As used herein, the term "surfactant" means a nonionic surfactant, preferably ethoxylated octylphenol

compounds as described below.
As used herein, the term "quaternary ammonium preservative" means a quaternary ammonium

compound such as described below.

As used herein, the term "stabilizing" means keeping a formulation clear and antimicrobially effective
for its minimum reasonable shelf life, e.g., at least one year.

Formulations 

The formulations of the present invention include an NSAID active agent in an effective amount for

ophthalmic treatment, a quaternary ammonium preservative, a stabilizing amount of an ethoxylated octyl-
phenol as a nonionic surfactant, optionally including other excipients such as a chelating agent, a tonicifier,
a buffering system, a viscosity agent as well as other stabilizing agents. Ophthalmic solutions and
suspensions typically contain an aqueous vehicle rather than an oily vehicle. Ophthalmic formulations must
be sterile, and if intended for multiple dosing regimens, must be antimicrobially effective for their minimum

reasonable shelf life, e.g., at least one year, and preferably two to three years or more. The ingredients
used in the formulations of the present invention are typically commerically available or can be made by
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methods readily known to those skilled in the art:
Pharmaceutical ophthalmic formulations typically contain an effective amount, e.g., 0.001% to 10%

thvoI.. preferably 0.002% to 5% wt/vol. most preferably 0.005% to 1% wt/vol of an active ingredient (e.g.,
the NSAID of the present invention). The amount of active ingredient will vary with the particular formulation
and the disease state for which it is intended. The total concentration of solutes should be such that, if

possible, the resulting solution is isotonic with the lacrimal fluid (though this is not absolutely necessary)
and has a pH in the range of 6 to 8.

The formulations of the present invention are prepared as solutions incorporating the above-described

ingredients within the following approximate ranges:

Ingredient

Active Agent
Preservative

Surfactant

Other Excipients
Purified Water

 
 
 
 

 
 

 
 
 

 
 

0.001% to 10.0% wt/vol.;

0.001% to 1.0% wt/vol.;

0.001 % to 1.0% vaol.;

0% to 10.0% wt/vol.; ancl

q.s. to 100%.

 
 

 
 

Optional other excipients, such as a chelating agent and a tonicifier. are used in the following approximate
proportions:

Chelating agent 0.01% to 1.0%wt/vol.;
Tonicifier q.s. to achieve isotonicity with lacrimal fluid; and

1N NaOH or 1N HCI q.s. to adjust pH to 6.0 to 8.0.

  

  

  

  
  

In a preferred ophthalmic NSAID solution. the ingredients are combined in the following proportions:

NSAID 0.002% to 5.0% wt/vol.;

BAC (50% aq. soln.) 0.002% to 1.0% wt/vol.;

Octoxynol 40 (70% aq. soln.) 0.001% to 1.0% wt/vol.;
EDTA Nag 0.01% to 1.0% wt/vol.;

NaCl q.s. for isotonicity with lacrimal fluid;
1N NaOH or 1N HCI q.s. to adjust pH to 7.4:0.4; and

Purified Water q.s. to 100%.

 
 
 
 

 
 

 
 

 

 
 
 
 

 
 
 

 

 
 

 
 

In another preferred ophthalmic NSAID solution. the ingredients are combined in the following propor-
tions:

 

Ingredient

NSAID

BAC (50% aq. soln.)

Octoxynol 40 (70% aq. soln.)
EDTA Na2
NaCl

1N NaOH or 1N HCI
Purified Water

 
 
 
 

 
 

 

0.005% to 1.0% wt/vol.;

0.002% to 1.0% wt/vol.;

0.001% to 1.0% wt/vol.:

0.01% to 1.0% wt/vol.;

q.s. for isotonicity with lacrimal fluid;
q.s. to adjust pH to 7.4104; and

q.s. to 100%.

 
 
 

 
 

In a more preferred ophthalmic NSAID solution. the ingredients are combined in the following
proportions:
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NsAID 0.50% wt/vo|.;
BAC (50% aq. soln.) 0.02% wt/vo|.;
Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.;
EDTA Nag 0.10% wt/vol.;

NaCl q.s. for isotonicity with Iacrimal fluid;

1N NaOH or 1N HCI q.s. to adjust pH to 7.4104; and
Purified Water q.s. to 100%.

  
  
 
 

 
 
 
 
 

 

 

 
 

 
 

 

 
 

 

The invention relates primarily to formulations having as the active agent ophthalmologically acceptable

drugs (including the isomers, esters and pharmaceutically acceptable salts thereof) that can form a complex
with a quaternary ammonium compound, particularly NSAIDs and drugs with a carboxyl group.

NSAIDs useful in the practice of this invention include, for example, ketorolac (and the other com-

pounds described as being ophthalmologically effective in U.S. Patent No. 4,454,151 to Waterbury, issued
June 12, 1984. the pertinent portions of which are incorporated herein by reference), indomethacin,

flurbiprofen sodium, and diclofenac, including the isomers, esters and pharmaceutically acceptable salts
thereof.

Preservatives useful in the formulations of the present invention include quaternary ammonium com-

pounds, such as cetyltrimethylammonium bromide, cetylpyridinium chloride and benzalkonium chloride,
preferably, benzalkonium chloride.

The nonionic surfactants useful in the formulations of the present invention are preferably ethoxylated

octylphenol compounds, such as octylphenoxypon-(ethylene0xy)ethanols, more preferably, a homologous
series of surfactants sold under the trade name lgepal CA with a numerical suffix indicating the mole ratio of

ethylene oxide to octylphenol, the ratio being 3 to 40. Examples include Octoxynol 9, Octoxynol 12,
Octoxynol 13, and Octoxynol 40, and most preferably Octoxynol 40, manufactured and sold by GAF under
the trade name lgepal CA897 (a 70% aqueous solution of Octoxynol 40).

Among the optional excipients, the chelating agents useful in the formulations of the present invention
include 8-hydr0xyquinoline sulfate, citric acid, and preferably disodium edetate. Under certain conditions.

the chelating agent may also enhance the anti-microbial effect due to its ability to render essential metal
ions unavailable to the microbes.

Buffering systems optionally useful in the formulations of the present invention are based on, for
example, citrate, borate, or phosphate.

Tonicifiers optionally useful in the formulations of the present invention include dextrose, potassium
chloride and/or sodium chloride, preferably sodium chloride.

Viscosity agents optionally useful in the formulations of the present invention include the cellulose
derivatives such as hydroxypropylmethyl cellulose, sodium carboxymethylcellulose, and hydroxyethylcel-
Iulose.

Other optional ,excipients useful in the formulations of the present invention include stabilizing agents
such as antioxidants, e.g., sodium metabisulfate and ascorbic acid, depending on the NSAID used.

These formulations are prepared by dissolving the solutes (e.g., the NSAID, the preservative, the

surfactant, the chelating agent, and the buffering agent) in a suitable quantity of water, adjusting the pH to
about 6 to 8, preferably 6.8 to 8.0 and most preferably 7.4, making a final volume adjustment to 100% with

additional water, and sterilizing the preparation using any suitable method known to those in the art.
It has been discovered that ophthalmic formulations incorporating the preservative system of the

invention are physically stable (i.e., remain clear) and functionally stable (i.e., remain antimicrobially
effective) for at least the minimum reasonable shelf life of such products.

Preferred Formulations

The preferred preservative system of the invention includes a quaternary ammonium preservative and a
stabilizing amount of a nonionic surfactant.

The preferred ophthalmic formulation of the invention includes a NSAID active agent in an effective
amount for ophthalmic treatment and an antimicrobially effective amount of the above-described preferred
preservative system.

The preferred preservative of the invention is benzalkonium chloride.

The preferred surfactant of the invention is Octoxynol 40, especially when combined with benzalkonium
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chloride as the preservative.

The preferred chelating agent of the invention is disodium edetate, especially when combined with
benzalkonium chloride as the preservative and Octoxynol 40 as the nonionic surfactant.

The preferred ophthalmic solutions of the invention include a NSAID, benzalkonium chloride, Octoxynol
40 and disodium edetate.

A preferred ophthalmic NSAID solution, the ingredients are combined in the following proportions:

NSAID 0.002% to 5.0% wt/vol.;

BAC (50% aq. soln.) 0.002% to 1.0% wt/vol.:

Octoxynol 40 (70% aq. soln.) 0.001% to 1.0% wt/vol.:
EDTA N32 0.01% to 1.0% wt/vol.;

NaCl q.s. for isotonicity with lacrimal fluid:
1N NaOH or 1N HCI q.s. to adjust pH to 7.4:0.4; and

Purified Water q.s. to 100%.

 
  
 

 
 

 

 
 

 
 
 

 

 
 

 
 
 

 

 
  
 
 

 

Another preferred ophthalmic NSAID solution, the ingredients are combined in the following proportions:

NSAID 0.005% to 1.0% wt/vol.;

BAC (50% aq. soln.) 0.002% to 1.0% wt/vol.;

Octoxynol 40 (70% aq. soln.) 0.001% to 1.0% wt/vol.;
EDTA Naz 0.01% to 1.0% wt/vol.;

NaCl q.s. for isotonicity with lacrimal fluid;
1N NaOH or 1N HCI q.s. to adjust pH to 7.4204; and
Purified Water q.s. to 100%.
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A preferred ophthalmic NSAID solution has the following formulation:

NSAID 0.50% wt/vol.

SAC (50% aq. soln.) 0.02% wt/vol.

Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.
EDTA Naz 0.10% wt/vol.

NaCl q.s. for isotonicity with lacrimal fluid
1N NaOH or 1N HCI q.s. to adjust pH to 7.4204

Purified Water q.s. to 100%

 
 

 
 
 

 

 

 
 
 

 

Most preferred is the ophthalmic solution according to the above formulation wherein the NSAID is
Ketorolac Tromethamine or an isomer thereof.

Utility 399. Administration

This invention is directed to NSAID ophthalmic formulations and a method useful for treating ophthalmic
diseases in mammals. These diseases are either caused by, associated with or accompanied by inflam-

matory processes, including, among others. glaucoma, cystoid macular edema, uveitis. diabetic retinopathy
and conjunctivitis, or any trauma caused by eye surgery or eye injury.

The method of this invention is both curative and preventative. Where applied, for example, pre-

surgically or immediately post-traumatically, i.e. before inflammation develops. it prevents develpment of
inflammation. When applied directly to the eye suffering from any of the named ophthalmic diseases, it
supresses already developed inflammatory processes.

Ophthalmic formulations are typically administered by topical application to the eyelids or for instillation
into the space (cuI-de-sac) between the eyeball and the eyelids, of topically applied ophthalmic solutions.

6
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suspensions or ointments, or by subconjunctival injection.

The dosage level will, of course, depend on the concentration of the drops, the condition of the subject

and the individual magnitude of responses to treatment. However, typical dosage ranges might be about 2
to 10 drops of 0.5% solution of active ingredient per day.

For a more detailed discussion of ophthalmic formulations, their preparation and administration, see

Remington's Pharmaceutical Sciences, 15th Ed., pages 1489-1504, (1975).
  

Testing 

Ophthalmic formulations such as the solutions of the present invention are typically tested for physical

stability, chemical stability, and preservative efficacy, both when they are first manufactured and after a
fixed period of time (e.g., after two years). They are generally considered to be safe and clinically
acceptable if proven to be well tolerated in the eye.

Physical stability is determined by observation of a solution after expiration of a fixed period of time. A
solution is considered to be physically stable if its appearance (e.g.. color and clarity) does not change and

if the pH remain constant, within acceptable limits. Chemical stability involves a routine chemical analysis of
the solution, to be sure that its active ingredient and the excipients have not changed after a fixed period of
time. '

Preservative efficacy is tested by the procedure described in the U.S. Pharmacopia Compendiary,

whereby a solution is challenged with a microbe and a determination is made as to whether the microbe
survives in it.

The following examples are given to enable those skilled in the art to more clearly understand and to
practice the present invention. They should not be considered as a limitation on the scope of the invention,
but merely as being illustrative and representative thereof.

EXAMPLE 1_

This example illustrates the preparation of a representative pharmaceutical formulation for ophthalmic
administration containing the NSAID Ketorolac Tromethamine.

Ketorolac Tromethamine 0.50% wt/vol.

SAC (50% aq. soln.) 0.02% wt/vol.
Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.
EDTA Nag 0.10% wt/vol.
NaCl 0.79% wt/vol.

  
 
 

  
 

 
 
 

 

 
 
 

 

The above ingredients are mixed, adding purified water until they are dissolved, the pH is adjusted to
7410.4 and the balance of the formulation is made up with purified water, adding a quantity sufficient to
make 100% volume. The solution is then sterilized.

Other NSAIDs or their isomers, salts or esters, such as those described above, can be used as the

active compound in the preparation of the formulation of this example.

EXAMPLE 2

This example illustrates the preparation of a representative pharmaceutical formulation for ophthalmic
administration containing the NSAID Ketorolac Tromethamine.
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Ketorolac Tromethamine 0.50% wt/vol.

SAC (50% aq. soln.) 0.02% wt/vol.

Octoxynol 40 (70% aq. soln.) 0.02% wt/vol.
EDTA Na2 0.20% wt/vol.
NaCl 0.79% wt/vol.

  
 
 

 

 
 

 
 

The above ingredients are mixed, adding purified water until they are dissolved, the pH is adjusted to
7.4:0.4 and the balance of the formulation is made up with purified water, adding a quantity sufficient to
make 100% volume. The solution is then sterilized.

Other NSAIDs or their isomers, salts or esters, such as those described above, can be used as the

active compound in the preparation of the formulation of this example.

EXAMPLE g

This example illustrates the preparation of a representative pharmaceutical formulation for ophthalmic
administration containing the NSAID Ketorolac Tromethamine.

Ketorolac Tromethamine 0.10% wt/vol.

SAC (50% aq. soln.) 0.004% wt/vol.

Octoxynol 40 (70% aq. soln.) 0.004% wt/vol.
EDTA Nag 0.05% wt/vol.
NaCl 0.88% wt/vol.

  
 
 

 

 
 
 

 

 
  

The above ingredients are mixed, adding purified water until they are dissolved, the pH is adjusted to
74:04 and the balance of the formulation is made up with purified water, adding a quantity sufficient to
make 100% volume. The solution is then sterilized.

Other NSAIDs their isomers, salts or esters, such as those described above. can be used as the active

compound in the preparation of the formulation of this example.

EXAMPLE 1
 

This example illustrates the preparation of a representative pharmaceutical formulation for ophthalmic
administration containing the NSAlD flurbiprofen sodium.

Flurbiprofen Sodium 0.03% wf/vol.

BAC (50% aq. soln.) 0.02% wt/vol.
Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.
EDTA Nag 0.10% wt/vol.
NaCl 0.90% wt/vol.

  
 

  
 

 
 
 

 

 
 

 
  

The above ingredients are mixed, adding purified water until they are dissolved. the pH is adjusted to,
7.4204 and the balance of the formulation is made up with purified water, adding a quantity sufficient to
make 100% volume. The solution is then sterilized.

Other ophthalmic drugs and NSAIDs, such as those described above, can be used as the active
compound in the preparation of the formulation of this example.
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EXAMPLE §

Physical stability of the formulations of the present invention is measured by preparing clear formula-
tions, in the concentrations shown in the table below. sealing them in sterilized containers, and observing

the clarity of the solution after a period of one month and again after five months. Solutions that remain
clear are considered stable in this procedure.

The formulations of the present invention have proven to be stable when tested in accordance with the

above procedure. Formulations using surfactants other than the nonionic surfactants of the invention did not
remain clear and were not stable.

Three surfactants were evaluated for their ability to dissolve the ketorolac - benzalkonium chloride

complex and maintain a physically clear solution over an extended period of time. The three surfactants
tested were: Octoxynol 40; Polysorbate 80 (Tween 80); and Myrj 52. Two concentrations of each surfactant

were incorporated into the ophthalmic formulation, and these were placed at various temperatures for future
visual observations.

- 0.004% 0.02% 0.0035°/o 0.01% 0.0015% 0.01%
clear clear

very turbid very turbid
turbid turbid

turbid turbid

  

  
 
 
 

 
 

 
 

  
 so: C

40 0

RT

  

 

  

clear

turbid

turbid
 
 

At the 5 month time period it was apparent that the Octoxynol 40 surfactant was superior to the other
two surfactants. At 5 months. Tween 80 and Myrj 52 displayed turbidity when stored at RT. The presence

of turbidity suggested the inability to solubilize a precipitate formation between the Ketorolac moiety and
benzalkonium chloride.

A further study has shown a 2 year shelf life for the ophthalmic formulation. Precipitate formation and
turbidity are not a problem with this formulation. Preservative efficacy is maintained throughout the 2 year
shelf life.

EXAMPLE 6

Preservative efficacy of the formulations of the present invention is measured by preparing formulations.
e.g.. according to the foregoing Examples. and subjecting them to the U.S. Pharmacopia antimicrobial
challenge.

The formulations of the present invention demonstrate preservative efficacy when tested in accordance
with the above procedure.

EXAMPLE Z

The objective of this clinical efficacy study was to compare the effectiveness and safety of ketorolac
with a control solution in reducing inflammation following cataract removal and intraocular lens implantation.
All patients underwent an extracapsular cataract extraction with intraocular lens implantation 1 day following
initiation of treatment.

Ophthalmic examinations were performed preoperatively (within 3 weeks of surgery) and during the first

9
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week (postoperative days 1 to 3). second week (postoperative days 4 through 12), and third week

(postoperative days 15 through 27) or treatment. Particular attention was given to signs and symptoms

consistent with inflammation. Among the ocular characteristics assessed on a scale of none. mild.
moderate. or severe were: lid edema, corneal edema, conjunctival injections, ciliary flush. and the presence
of cells and flare in the anterior chamber.

Fluorophotometry: Anterior segment inflammation (i.e.. iritis, cyclitis, iridocyclitis) is by definition a
disruption of the blood-aqueous barrier. When inflammation is present, a careful slit lamp examination will
reveal cells and flare within the anterior chamber of the eye. The clinical grading of cells and flare is a

measure of degree of anterior segment inflammation; but consistent grading of these observations is
difficult. even by experts.

Ocular fluorophotometry is based on the fact that the blood-aqueous barrier becomes permeable to

intravascular cells and proteinaceous fluid (explaining the observed cells and flare) and also to intravascular

fluorescein. Furthermore, the appearance of fluorescein within the anterior chamber is a more sensitive
indication of the breakdown of the blood-aqueous barrier than the gross observation of cells and flare. and

is consistently quantifiable. For these reasons. a Flurortron® Master (Coherent, Sunnyvale. California).

complete with software modifications designed for this study was used. Following oral administration of
fluorescein, the fluorophotometer was used to determine the integrity of the aqueous barrier by measuring
the concentration of fluorescein in the anterior chamber.

The fluorophotometry data were analyzed using the Wilcoxon Rank Sum Test or analysis of variance

(ANOVA) of rank-transformed data by calculating the percentage difference in fluorescein concentration

between the patient's two eyes. according to the formula:
Percent difference = [(fluorescein concentration of operated eye - fluorescein concentration of unoperated

eye)/fluorescein concentration of unoperated eye] x 100.
This calculation allowed and corrected for any interpatient variation in the timing and concentration of

fluorescein administered.

129 patients began treatment for 21 days with either ketorolac or vehicle. In this study, the ketorolac
formulation used was that illustrated in Example 1 above. During the first week 118 patients and during the

second week 110 patients were evaluated for postoperative inflammation with ophthalmic examinations and

fluorophotometry. During the third week. 83 patients were evaluated with ophthalmic examinations alone. At

2 weeks ketorolac provide significantly greater anti-inflammatory activity than the vehicle as measured by

fluorophotometry (p = 0.019). When patients were excluded who had greater than 40% difference in
fluorescein concentration between eyes at baseline, the p-value during week 2 rose to 0.06. In addition. the

vehicle-treated patients had more ocular inflammation seen on slit lamp examination. e.g.. eyelid edema (p
= 0.001), conjunctival injection (p = 0.001), and Descemet folds (p = 0.002) than did the ketorolac-treated

patients. Finally, there were significantly more complaints (p = 0.01) and more sever complaints consistent
with ocular inflammation (photophobia, iritis. conjunctival injection) in the vehicle-treated group than in the
ketorolac-treated group.

In summary, ketorolac solutions proved significantly superior to vehicle in treating postoperative
inflammation as quantitated by fluorophotometry, by routine slit lamp examination, by patients having fewer
and milder adverse events, and by infrequent need of additional corticosteroidtherapy to control inflamma-
tion.

EXAMPLE g

This was a double-blind, parallel comparison with vehicle to evaluate the efficacy of ketorolac 0.5%

ophthalmic solution in reducing signs and symptoms of allergic conjunctivitis. Ketorolac 0.5% solution or a
vehicle solution of the same pH and tonicity were instilled four times daily into the eyes of patients with

allergic conjunctivitis (ocular itching with and without eosinophils seen in conjunctival scrapings) for 7 days.
Thirty patients with allergic conjunctivitis participated in the study. Following admission to the study.

patients reported to the investigator for baseline, mid-week, and final one-week examinations. At each of
these visits, patients received ophthalmic examinations (visual acuity, external eye exam using siit lamp

biomicroscopy, measurement of intraocular pressure, and undilated ophthalmoscopic examination). Labora-

tory tests included a conjunctival scraping performed at baseline and the final exam.
All patients completed the study. There were no adverse events or toxicities in patients treated with

vehicle while stinging on one occasion was reported from ketorolac 0.5% ophthalmic solution. Ketorolac
treatment was associated with a decrease in free eosinophilic granules as compared to vehicle (p = 0.025

10
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Fisher's Exact Test. two-tailed).

The results of this study show that ketorolac 0.5% ophthalmic solution applied four times daily for

seven days produces a decrease in eosinophilic granules as compared to vehicle in the treatment of
allergic conjunctivitis.

EXAMPLE 2

This study was a double-blind, paired comparison design travel to evaluate the tolerance of ketorolac
0.5% ophthalmic solution and its vehicle in 26 healthy subjects. Solutions were instilled three times daily for
21 days. Complete ophthalmic examinations were done pretreatment and on days 3, 10, 17, 24 (2 days
after ending treatment), and 45 (23 days after ending treatment). No statistically significant'difference in
symptoms (burning, stinging, itchiness, scratchiness, photophobia) or signs (tearing, ocular discharge,
conjunctival vasodilation, chemosis, keratitis, fluorescein staining, Rose Bengal staining) was found between
ketorolac and vehicle.

EXAMPLE 1_0_

An ocular formulation containing 5 mg/ml ketorolac tromethamine was administered at a dose of 0.1

ml/eye every one-half hour for a total of 12 doses to both eyes of 8 New Zealand albino rabbits. The
formulation contained benzalkonium chloride as the preservative system. Two additional groups of animals

served as saline and vehicle controls, respectively.

Eyes were examined after the last dose was administered and on days 1, 2, 3, and 6 following dosing.
Results indicated that no eye irritation or toxicity resulted from ketorolac tromethamine administration.

While the present invention has been described with reference to the specific embodiments thereof, it
should be understood by those skilled in the art that various changes may be made and equivalents may
be substituted without departing from the true spirit and scope of the invention. In addition, many
modifications may be made to adapt a particular situation, material, composition of matter, process, process

step or steps, to the objective, spirit and scope of the present invention. All such modifications are intended
to be within the scope of the claims appended hereto.

Claims

1. An ophthalmic NSAID formulation comprising: a NSAID in an effective amount for ophthalmic
treatment, a quaternary ammonium preservative, a stabilizing amount of a nonionic ethoxylated octylphenol
surfactant, and an aqueous vehicle.

2. The ophthalmic NSAID formulation of Claim 1 wherein said quaternary ammonium preservative is
benzalkonium chloride.

3. The ophthalmic NSAID formulation of any one of Claims 1 and 2 wherein said nonionic ethoxylated
octylphenol surfactant is an octylphenoxypoly(ethyleneoxy)-ethanol with a mole ratio of ethylene oxide to
octylphenol of between 3:1 and 40:1.

4. The ophthalmic NSAID formulation of any one of Claims 1 to 3 wherein said nonionic ethoxylated

octylphenol surfactant is Octoxynol 40.

5. The ophthalmic NSAID formulation of any one of Claims 1 to 4 including disodium edetate.
6. The ophthalmic NSAID formulation of any one of Claims 1 to 5 wherein said NSAID is selected from

the group: ketorolac. indomethacin, flurbiprofen, and diclofenac, or their isomers, pharmaceutically accept-
able salts. or esters.

7. The ophthalmic NSAID formulation of any one of Claims 1 to 6 wherein said NSAID is Ketorolac
Tromethamine.

8. The ophthalmic NSAID formulation of any one of Claims 1 to 6 wherein said NSAID is the (1)-isomer
of ketorolac or one of its pharmaceutically acceptable salts.

9. The ophthalmic NSAID formulation of any one of Claims 1 to 8 comprising:
NSAID 0.001% to 10.0% wt/vo|.;
Preservative 0.001% to 1.0% wt/vol.;

11
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Surfactant 0.001% to 1.0% wt/vol.:

and

Purified Water q.s. to 100%.

10. The ophthalmic NSAID formulation of Claim 9 including:

Chelating agent 0.01% to 1.0%wt/vol.:
Tonicifier q.s. to achieve isotonicity with lacrimal fluid: and
1N NaOH or 1N HCl q.s. to adjust pH to 6.0 to 8.0.

11. The ophthalmic NSAID formulation of Claim 10 comprising:
NSAID 0.50% wt/vol.;

BAC(50% aq. soln.) 0.02% wt/vol.;

Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.;
EDTA Naz 0.10% wt/vol.;

NaCl 0.79% wt/vol.;

1N NaOH or 1N HCI q.s. to adjust pH to 7410.4; and

Purified Water q.s. to 100%.

12. The ophthalmic NSAID formulation of Claim 14 wherein said NSAID is Ketorolac Tromethamine.
13. An antimicrobially effective preservative system for ophthalmologically acceptable, carboxyl group-

containing drugs. said preservative system comprising a quaternary ammonium preservative and a stabiliz-
ing amount of anonionic ethoxylated octylphenol surfactant.

14. The preservative system of Claim 13 wherein said preservative is benzalkonium chloride and said
surfactant is Octoxynol 40.

15. The use of a formulation of any one of Claims 1 to 12 for the manufacture of a medicament for the

treatment or prevention of ophthalmic diseases, particularly ocular inflammatory diseases.
16. The use of a preservative system of any one of Claims 13 and 14 for manufacture of a medicament

for the treatment or prevention of ophthalmic diseases, particularly ocular inflammatory diseases.

17. A process for the preparation of an ophthalmic NSAID formulation which comprises mixing
0.001% to 10.0% wt/vol. of an NSAID,

0.001% to 1.0% wt/vol. of a preservative.
0.001% to 1.0% wt/vol. of a nonionic ethoxylated octylphenol surfactant. and

PUrified Water q.s. to 100%.

18. The process of Claim 17 which further comprises mixing
0.01% to 1.0%va0|. of a chelating agent.

q.s. of a tonicifier to achieve isotonicity with lacrimal fluid, and

q.s. of 1N NaOH or 1N HCI to adjust pH to 6.0 to 8.0.

12
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Form (SB08) AttachZ2_SB08.pdf 268b9fc8323e83fa8308e8df8108ea049dec
b618

Information:

This is not an USPTO supplied IDS fillable form

The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

775776

Foreign Reference AttachZBA.pdf d14702bcaa080ba72fd9c466b88870f4d45
9d208

Information:

4779724

Non Patent Literature AttachZCA.pdf acd56775ad00351d84f658fec748de5ac3c3
3eb9

Fee Worksheet (SB06) fee-info.pdf f7e7d99bf32c9427111ce659c0252631bd0
275cd
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria1 Virginia 22313-1450
www.uspto.gov

 
NOTICE OF ALLOWANCE AND FEE(S) DUE

 
   

513 7590 01/15/2014

WENDEROTH, LIND & PONACK, L.L.P. SOROUSH,LAYLA
1030 15th Street, N.W.,
511.641.1113..

Washington, DC 20005-1503 1627

DATE MAILED: 01/15/2014

13/687,242 11/28/2012 Shirou SAWA 201275420 1577

TITLE OF INVENTION: AQUEOUS LIQUID PREPARATION CONTAINING 2—AMINO—3—(4—BROMOBENZOYL)PHENYLACETIC ACID

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

$0 $0nonprovisional UNDISCOUNTED $960 $960 04/15/2014

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.

THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS
STATUTORY PERIOD CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES
NOT REFLECT A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS

PREVIOUSLY BEEN PAID IN THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM
WILL BE CONSIDERED A REQUEST TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW
DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to
Mail Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due.
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PART B - FEE(S) TRANSMITTAL

Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE
Commissioner for Patents
PO. Box 1450

Alexandria, Virginia 22313-1450
or m (571)-273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where
ap ropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as
indicated unless corrected below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" formaintenance fee notifications.

Note: A certificate of mailin can only be used for domestic mailings of the
Fee(s) Transmittal. This certi icate cannot be used for any other accompanying

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change ofaddFESS) apers. Each additional paper, such as an assignment or formal drawing, must
gave its own certificate of mailing or transmission.

Certificate of Mailing or Transmission
513 7590 01/15/2014 I hereby certify that this Fee(s) Transmittal is being deposited with the United

WENDEROTH, LIND & PONACK, L...LP States Postal Service with sufficient postage for first class mail in an envelope
1030 15th St t N W addressed to the Mail Stop ISSUE FEE address above, or being facsimile

. 1‘66 ’ ' " transmitted to the USPTO (571) 273—2885, on the date indicated below.
Su1te 400 East

Washlngton, DC 20005-1503 (Depositorsname)(Signature)

(Date) 
 
  APPLICATION NO. FILING DATE F {ST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

13/687,242 11/28/2012 Shirou SAWA 201275420 1577

TITLE OF INVENTION: AQUEOUS LIQUID PREPARATION CONTAINING 2—AMINO—3—(4—BROMOBENZOYL)PHENYLACETIC ACID

 

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

$0 $0nonprovisional UNDISCOUNTED $960 $960 04/ 1 5/2014

SOROUSH, LAYLA 1627 514—619000

1. Change of correspondence address or indication of "Fee Address" (37
CFR 1.363).

3 Chan e of correspondence address (or Change of Correspondence
Address orm PTO/SB/ 122) attached.

3 "Fee Address" indication (or "Fee Address" Indication form
PTO/SB/47; Rev 03—02 or more recent) attached. Use of a Customer
Vumber is required.

2. For printing on the patent front page, list  
(1) The names of up to 3 registered patent attorneys
or agents OR, alternatively,

(2) The name of a single firm (having as a member a 2
registered attorney or agent) and the names of up to
2 registered patent attorneys or agents. If no name is 3
listed, no name will be printed.

 

   
3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : '3 Individual '3 Corporation or other private group entity '3 Government

4a. The following fee(s) are submitted: 4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above)
3 Issue Fee 3 A check is enclosed.

3 Publication Fee (No small entity discount permitted) 3 Payment by credit card. Form PTO—2038 is attached.
3 Advance Order — # of Copies 3 The Director is hereby authorized to charge the required fee(s), any deficiency, or credits any

overpayment, to Deposit Account Number (enclose an extra copy of this form).

5. Change in Entity Status (from status indicated above)

3 Applicant certifying micro entity status. See 37 CFR 1.29 VOTE: Absent a valid certification of Micro Entity Status (see forms PTO/SB/ 15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.

3 Applicant asserting small entity status. See 37 CFR 1.27 VOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

  
3 Applicant changing to regular undiscounted fee status. VOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro

entity status, as applicable.

NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications.

  

  

Authorized Signature Date

Typed or printed name Registration No.
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria1 Virginia 22313-1450
www.uspto.gov

APPLICATION NO. FILING DATE F {ST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

 
 
   

13/687,242 11/28/2012 Shirou SAWA 201275420 1577

513 7590 01/15/2014

WENDEROTH, LIND & PONACK, L.L.P. SOROUSH,LAYLA
1030 15th Street, N.W.,
5111640013,,

Washington, DC 20005-1503 1627

DATE MAILED: 01/15/2014

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)

(application filed on or after May 29, 2000)

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the

mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half

months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s).

If a Continued Prosecution Application (CPA) was filed in the above—identified application, the filing date that

determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval

(PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of

Patent Legal Administration at (571)—272—7702. Questions relating to issue and publication fee payments should be

directed to the Customer Service Center of the Office of Patent Publication at 1—(888)—786—0101 or (571)—272—4200.

Page 49 of 281 Page 3 0f 3
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OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and

Budget approval before requesting most types of information from the public. When OMB approves an agency
request to collect information from the public, OMB (i) provides a valid OMB Control Number and expiration

date for the agency to display on the instrument that will be used to collect the information and (ii) requires the

agency to inform the public about the OMB Control Number’s legal significance in accordance with 5 CFR
1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain

or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is

governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete,
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary

depending upon the individual case. Any comments on the amount of time you require to complete this form

and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and

Trademark Office, U.S. Department of Commerce, PO. Box 1450, Alexandria, Virginia 22313-1450. DO NOT
SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, PO. Box

1450, Alexandria, Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to

respond to a collection of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (PL. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the

requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which

the information is used by the U.S. Patent and Trademark Office is to process and/or examine your submission

related to a patent application or patent. If you do not furnish the requested information, the U.S. Patent and

Trademark Office may not be able to process and/or examine your submission, which may result in termination of
proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from this system of records

may be disclosed to the Department of Justice to determine whether disclosure of these records is required

by the Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of

settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting a

request involving an individual, to whom the record pertains, when the individual has requested assistance
from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having

need for the information in order to perform a contract. Recipients of information shall be required to

comply with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).
5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of

records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property

Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes
of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C.
218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, General

Services, or his/her designee, during an inspection of records conducted by GSA as part of that agency's
responsibility to recommend improvements in records management practices and programs, under authority

of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations

governing inspection of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive.
Such disclosure shall not be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication

of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a

record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the
record was filed in an application which became abandoned or in which the proceedings were terminated

and which application is referenced by either a published application, an application open to public

inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law

Page glbfgn‘fgnent agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Application No. Applicant(s)

 . _ _ _ 13/687,242 SAWA ET AL.
Examiner-Initiated Interwew Summary _ _Examiner Art UnIt

LAYLA SOROUSH 1627

All participants (applicant, applicant’s representative, PTO personnel):

(1 ) LA YLA SOROUSH. (3) .

(2) Warren Cheek. (4)_-

Date of Interview: 1/8/14.

Type: IZI Telephonic D Video Conference
D Personal [copy given to: D applicant D applicant’s representative]

Exhibit shown or demonstration conducted: D Yes D No.

If Yes, brief description:
 

Issues Discussed D101 D112 D102 D103 DOthers
(For each of the checked b0x(es) above, please describe below the issue and detailed description of the discussion)

Claim(s) discussed:

Identification of prior art discussed:

Substance of Interview
(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a
reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

In the interest 0 com act rosecution a ro osal was made to the A licant to overcome the remainin issues and roceed to

allowance. In the interest 0 com act rosecution a ro osal was made to the A licant to overcome the remainin issues and

proceed to allowance. Applicant agreed and gave the Examiner authorization to make the appropriate claim amendments in an
Examiner's Amendment .

Applicant recordation instructions: It is not necessary for applicant to provide a separate record of the substance of interview.

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of
the substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

D Attachment

/Layla Soroush/
Examiner, Art Unit 1627

 
US. Patent and Trademark Office

PTOL-41sB (Rev. 8/11/2010) Interview Summary Paper No. 20140107
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Application No. Applicant(s)

13/687,242 SAWA ET AL.

Notice Of Allowability Examiner Art Unit

LAYLA SOROUSH 1627

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1. IX This communication is responsive to the amendments made on 10/22/13.

2. I] An election was made by the applicant in response to a restriction requirement set forth during the interview on
requirement and election have been incorporated into this action.

3. IX The allowed claim(s) is/are 19-48.

; the restriction

4. [Z Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119( )-(d) or (f).

a) X All b) I:I Some* c) I] None of the:

1. El Certified copies of the priority documents have been received.

2. X Certified copies of the priority documents have been received in Application No. 10/525,006.

3. El Copies of the certified copies of the priority documents have been received in this national stage application from the

International Bureau (PCT Rule 17.2( )).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE “MAILING DATE” of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5. I] A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER’S AMENDMENT or NOTICE OF
INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient.

6. I] CORRECTED DRAWINGS (as “replacement sheets”) must be submitted.

(a) I] including changes required by the Notice of Draftsperson’s Patent Drawing Review ( PTO-948) attached

1) El hereto or 2) I] to Paper No./Mai| Date

(b) I] including changes required by the attached Examiner’s Amendment / Comment or in the Office action of

Paper No./Mai| Date

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

7. El DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner’s comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1. El Notice of References Cited (PTO-892) 5. El Notice of Informal Patent Application

2. El Notice of Draftperson‘s Patent Drawing Review (PTO-948) 6. E Interview Summary (PTO-413),
Paper No./Mai| Date 1/8/13.

3. El Information Disclosure Statements (PTO/SB/08), 7. IX Examiner‘s Amendment/Comment
Paper No./Mai| Date

4. I] Examiner‘s Comment Regarding Requirement for Deposit 8. X Examiner‘s Statement of Reasons for Allowance
of Biological Material

9. D Other

/LAYLA SOROUSH/

Primary Examiner, Art Unit 1627

 
US. Patent and Trademark Office

PTOL-37 (Rev. 03-11) Notice of Allowability Part of Paper No./Mai| Date 20140107
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Application/Control Number: 13/687,242 Page 2

Art Unit: 1627

The present application is being examined under the pre-AIA first to invent

provisions.

Acknowledgement of Receipt

Applicant's response filed on 10/22/2013 to the Office Action mailed on

08/01/2013 is acknowledged.

Claim Status

Claims 19-48 are pending.

Claims 19-48 are allowed.

Withdrawn Rejections

The rejection of claims 44-48 under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AIA),

second paragraph is withdrawn in view of the amendments made to the claims.

The rejection of claims 19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48

under 35 U.S.C. 103(a) as being unpatentable over Gamache, et al. (WO 01/15677 A2;

03/2001) is withdrawn in view of the amendments made to the claims.

The rejection of claims 20, 27, 33, and 39 under 35 U.S.C. 103(a) as being

unpatentable over Gamache, et al. (WO 01/15677 A2; 03/2001), as applied to claims

19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 and further in view of Desai, et al.

(5558876) is withdrawn in view of the amendments made to the claims.

The rejection of claims 25, 31, 37, and 43 under 35 U.S.C. 103(a) as being

unpatentable over Gamache, et al. (WO 01/15677 A2; 03/2001), as applied to claims

19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 and further in view of Ogawa, et
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Application/Control Number: 13/687,242 Page 3

Art Unit: 1627

al. (US 4910225 A) and De Bruiju et al. (US 6162393 A) is withdrawn in view of the

amendments made to the claims.

The Double Patenting rejections over U.S. Patent No. 7829544, U.S. Patent No.

8129431, copending Application No. 13353653 is withdrawn in view of the TD’s filed on

1 1/2/13.

The Double Patenting rejections over copending Application No. 11755662 is

withdrawn in view of the abandonment of the case.

EXAMINER’S AMENDMENT

An examiner’s amendment to the record appears below. Should the changes

and/or additions be unacceptable to applicant, an amendment may be filed as provided

by 37 CFR 1.312. To ensure consideration of such an amendment, it MUST be

submitted no later than the payment of the issue fee.

Authorization for this examiner’s amendment was given in a telephone interview

with Warren M. Cheek on 1/8/14.

The application has been amended as follows:

In claim 26 line 5 after hydrate; insert “the first component is the sole

pharmaceutical active ingredient contained in the preparation;”

In claim 27 lines 23 after salt delete —, and wherein the first component is the

sole pharmaceutical active ingredient contained in the preparation -- .
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Application/Control Number: 13/687,242 Page 4

Art Unit: 1627

Reasons for Allowance

The following is an examiner’s statement of reasons for allowance:

The composition as claimed are found to be patentable over the prior art

because the prior art does not teach or fairly suggest a stable aqueous liquid

preparation comprising: (a) a first component; and (b) a second component; wherein the

first component is 2-amino-3-(4- bromobenzoyl)phenylacetic acid or a

pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at

least one selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; the first component is

the sole pharmaceutical active ingredient contained in the preparation; the second

component is tyloxapol and is present in said liquid preparation in an amount sufficient

to stabilize said first component; and wherein said stable liquid preparation is formulated

for ophthalmic administration.

The closest prior arts of record, namely Chen et al. (US 6383471 ), teach a

pharmaceutical composition including a hydrophobic therapeutic agent having at least

one ionizable functional group, and a carrier. The carrier includes an ionizing agent

capable of ionizing the functional group, a surfactant, and optionally solubilizers,

triglycerides, and neutralizing agents (abstract). The reference teaches a hydrophobic

therapeutic agent to include bromfenac (2-amino-3-(4-bromobenzoyl)phenalyacetic

acid)(see claim 4). The hydrophobic therapeutic agent is used in less than about 1% by

weight, and typically less than about 0.1% or 0.01% by weight (see col 4 lines 58-60)

(renders obvious the limitation of claims 8 and 24). The reference further teaches

surfactants inclusive of polyethylene glycol fatty acid esters and additionally teaches
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Application/Control Number: 13/687,242 Page 5

Art Unit: 1627

polyethylene glycol fatty acid monoesters such as peg-15 stearate, etc (see claims 21 -

22 24 and 27). The surfactants are selected from the group consisting of alcohols;

polyoxyethylene alkylethers; fatty acids; glycerol fatty acid esters; acetylated glycerol

fatty acid esters; lower alcohol fatty acids esters; polyethylene glycol fatty acids esters;

polyethylene glycol glycerol fatty acid esters; polypropylene glycol fatty acid esters;

polyoxyethylene glycerides; lactic acid derivatives of mono/diglycerides; propylene

glycol diglycerides; sorbitan fatty acid esters; polyoxyethylene sorbitan fatty acid esters;

polyoxyethylene-polyoxypropylene block copolymers; transesterified vegetable oils;

sterols; sterol derivatives; sugar esters; sugar ethers; sucroglycerides; polyoxyethylene

vegetable oils; and polyoxyethylene hydrogenated vegetable oils. The pharmaceutical

compositions of the present invention can be provided in the form of a solution

preconcentrate; Le, a composition as described above, and intended to be dispersed

with water, either prior to administration, in the form of a drink, or dispersed in vivo (col

34 lines 63-68) (reads on an aqueous liquid preparation). The reference also teaches

preservatives (see claim 64). Although formulations specifically suited to oral

administration are presently preferred, the compositions of the present invention can

also be formulated for topical, transdermal, ocular, pulmonary, vaginal, rectal,

transmucosal or parenteral administration (col 35 lines 9-20). Chen et al. further

teaches components that can be incorporated into the composition include inorganic

acids inclusive of boric acid (col 46, line 6), solubilizer such as polyvinylpyrrolidone

(claim 49), exemplifications of carriers comprising Edetate Disodium (col 4 table 20

formulations 65 and 66), and ionizing agents that deprotonate the acidic functional
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groups of the therapeutic agent are pharmaceutically acceptable organic or inorganic

bases, inclusive of sodium hydroxide (col 11 lines 12-13) (reads on the limitations of

claim 22).

However, Applicant presents excellent effects are clearly demonstrated by

Experiments 1 to 3 of the present specification. Experiment 1 -- Stability of sodium 2-

amino-3-(4-bromobenzoyl)phenyl acetate was evaluated. Namely, two eye drops of

sodium 2-amino-3-(4—bromobenzoyl) phenylacetate comprising the components as

shown in Table 1 were prepared, filled respectively into a polypropylene container and

subjected to a stability test at 60°C for 4 weeks. As is apparent from Table 1, the

stability test was carried out under the conditions of pH 7.0 at 60 °C for 4 weeks. Table 1

clearly shows that sodium 2-amino-3- (4-bromobenzoyl)phenylacetate in polyoxyl 40

stearate-containing preparation was more stable than that in polysorbate 80- containing

preparation. As is apparent from Table 2, the remaining rate of sodium 2-amino-3-(4-

bromobenzoyl)phenylacetate in the compositions A-07 and A-08 containing 0.02 w/v %

and 0.05 w/v % of polyoxyl 40 stearate is not less than 90 % after storage at 60 °C for 4

weeks. Table 2 clearly shows that the compositions containing 0.02 w/v % and 0.05 w/v

% of polyoxyl 40 stearate have sufficient stability for eye drops. The arguments are

persuasive.

The composition as claimed are found to be patentable over the prior art

because the prior art does not teach or fairly suggest a stable aqueous liquid

preparation comprising: (a) a first component; and (b) a second component; wherein the

first component is 2-amino-3-(4- bromobenzoyl)phenylacetic acid or a

Page 57 of 281



Page 58 of 281

Application/Control Number: 13/687,242 Page 7

Art Unit: 1627

pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at

least one selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; the first component is

the sole pharmaceutical active ingredient contained in the preparation; the second

component is tyloxapol and is present in said liquid preparation in an amount sufficient

to stabilize said first component; and wherein said stable liquid preparation is formulated

for ophthalmic administration.

Any comments considered necessary by applicant must be submitted no later

than the payment of the issue fee and, to avoid processing delays, should preferably

accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to LAYLA SOROUSH whose telephone number is

(571 )272-5008. The examiner can normally be reached on 8:30a.m.-5:00p.m..

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Sreenivasan Padmanabhan can be reached on (571)272-0629. The fax

phone number for the organization where this application or proceeding is assigned is

571-273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
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you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a

USPTO Customer Service Representative or access to the automated information

system, call 800-786-9199 (IN USA OR CANADA) or 571 -272-1 000.

/Layla Soroush/

Examiner, Art Unit 1627
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor : Attorney Docket No. 2012-5420

Shirou SAWA : Confirmation N0. 1577

Serial No. 13/687,242 : Group Art Unit 1627

Filed November 28, 2012 : Examiner Layla Soroush

AQUEOUS LIQUID PREPARATION : Mail Stop: AMENDMENT

CONTAINING 2-AMINO-3-(4-

BROMOBENZOYL)PHENYLACETIC ACID

INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir/Madam:

Pursuant to the provisions of 37 CFR 1.56, 1.97 and 1.98, Applicant requests

consideration of the information listed on attached Form PTO/SB/08.

1a. [] This Information Disclosure Statement is submitted:

within three months of the filing date (or of entry into the National Stage) of the above-

entitled application, or

before the mailing of a first Office Action on the merits or the mailing of a first Office

Action after the filing of an RCE,

and thus no certification and/0r fee is required.

1b. [X] This Information Disclosure Statement is submitted

after the events of above paragraph 1a and prior to the mailing date of a final Office

Action or a Notice of Allowance or an action which otherwise closes prosecution in the

application, and thus:

The USPTO is hereby authorized to charge anyfees under 37 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this
paper to Deposit Account No. 23-0975.
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(1) [] the certification of paragraph 2 below is provided, or

(2) [X] the fee of $180.00 ($90.00 for small entity) specified in 37 CFR l.l7(p) is

enclosed.

1c. [] This Information Disclosure Statement is submitted:

after the mailing date of a final Office Action or Notice of Allowance or action which

otherwise closes prosecution in the application, and prior to payment of the issue fee, and

thus:

the certification of paragraph 2 below is provided, M

the fee of $180.00 ($90.00 for small entity) specified in 37 CFR l.l7(p) is enclosed.

2. It is hereby certified

a. [] that each item of information contained in this Information Disclosure

Statement was first cited in any communication from a foreign patent office in a

counterpart foreign application not more than three months prior to the filing of

the Statement (37 CFR. § 1.97(e)(1)), or

b. [] that no item of information contained in the Information Disclosure Statement

was cited in a communication from a foreign patent office in a counterpart

foreign application and, to the knowledge of the person signing the certification

after making reasonable inquiry, was known to any indiVidual designated in

§1.56(c) more than three months prior to the filing of the Statement (37 CFR. §

1.97(e)(2)).

3. For each non-English language reference listed on the attached Form PTO/SB/08,

reference is made to one or more of the following:

a. [] a filll or partial English language translation submitted herewith,

b. [] an International Search Report submitted herewith,

c. [] a foreign patent office search report or office action (in the English language)

submitted herewith,
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d. [] the concise explanation contained in the specification of the present application

at page ,

e. [] the concise explanation set forth in the attached English language abstract,

f. [] the concise explanation set forth below or on a separate sheet attached to the

reference:

4. [] A foreign patent office search report citing one or more of the references is enclosed.

5. [] Statement Under 37 CFR 1.7041 d1 Each item of information contained in the

information disclosure statement: (i) Was first cited in any communication from a patent

office in a counterpart foreign or international application or from the office, and this

communication was not received by any individual designated in § l.56(c) more than

thirty days prior to the filing of the information disclosure statement; or (ii) Is a

communication that was issued by a patent office in a counterpart foreign or international

application or by the Office, and this communication was not received by any individual

designated in § l.56(c) more than thirty days prior to the filing of the information

disclosure statement.

Respectfully submitted,
Digitally signed by /Warren M. Cheek,

NVarren M. DN: cn=/Warren 1V1. Cheek, Jr], 0, ou,
emai|=wcheek@wenderoth.com,

Cheek, J r°/ CD=a1JeS:2014.O1.1511:54:14-05'00'
Warren M. Cheek

Registration No. 3 3 ,3 67

WMC/dlk Attorney for Applicant

Washington, DC. 20005-1503

Telephone (202) 721-8200

Facsimile (202) 721-8250

January 15, 2014
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Interface Science, Vol. 205, pp. 496-502, 1998.
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@ Preservative system forophthalmic formulations.

@ Stable, clear, antimicrobially effective, ophthalmic formulations include an ophthalmologically effective
amount of a drug, especially a -COOH group-containing drug or a NSAID, and a preservative system formed of a
quaternary ammonium preservative and a nonionic surfactant, all in an aqueous vehicle. These formulations are
useful for treating diseases that are either caused by, associated with or accompanied by inflammatory

processes, including, among others, glaucoma, cystoid macular edema, uveitis, diabetic retinopathy, and
conjunctivitis, or any trauma caused by eye surgery or eye injury.
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PRESERVATIVE SYSTEM FOR OPHTHALMIC FORMULATIONS

The present invention relates to improved ophthalmic formulations, particularly to ophthalmic formula-
tions for anti-inflammatory drugs, and specifically to an improved preservative system for ophthalmic
formulations of carboxyl ("-COOH") group-containing drugs. especially non-steroidal anti-inflammatory

drugs ("NSAIDs").
The invention also relates to methods of using these formulations for treating diseases that are either

caused by, associated with or accompanied by inflammatory processes, including, among others, glau-

coma, cystoid macular edema, uveitis, diabetic retinopathy, and conjunctivitis, or any trauma caused by eye
surgery or eye injury.

The topical use of NSAIDs, particularly pyrrolo pyrroles, in the treatment of ophthalmic diseases was

first taught in U.S. Patent No. 4,454,151, where NSAID compounds (such as those described in U.S. Patents
4,089,969: 4,232,038; 4,087,539 and 4,097,579) were exemplified in formulation with NaHzPOquO,

NazHPOquo, NaCI, benzalkonium chloride ("BAC") and sterilized water. While the formulations described

in the '151 patent were efficacious, an insoluble complex was found to form between the NSAID and the
BAC. The formulations became cloudy or turbid and did not, therefore, have the stability desired for shelf

life in commercial applications. A reasonable minimum shelf life (that is, the time during which a solution
remains clear and retains its pharmaceutical activity) is at least about one year. representing sufficient time

to package, ship, and store a formulation without having to replace expired stock too frequently. The
solutions of the present invention have shown a shelf life of at least one year. Thus, the present invention
entails an improvement over the formulations described in the '151 patent.

In general, an opthalmic formulation contains an active compound and various ophthalmologically
acceptable excipients, in the form of a solution, an ointment. a suspension, etc. An excipient is ophthal-
mologically acceptable if it is non-irritating to the eye and if its active ingredient penetrates the blood-
aqueous barrier and/or diffuses through the various ocular substructures to the site where it is pharmaco-
logically active. The excipients can include a tonicifier, a preservative, a surfactant, a buffering system, a
chelating agent, a viscosity agent as well as other stabilizing agents. Ophthalmic formulations must be
sterile, and if intended for multiple dosing regimens. must be preserved with an effective anti-microbial

agent

Organo-mercurials (e.g., thimerosal, phenylmercuric acetate and phenylmercuric nitrate) have been
used extensively as the preservative in ophthalmic solutions. These compounds, however, pose difficulties

due to potential mercury toxicity as well as poor chemical stability. Benzalkonium chloride, a quaternary

ammonium compound, has been widely used in ophthalmic solutions, and is considered to be the

preservative of choice. However, BAC has typically been considered to be incompatible with anionic drugs

(e.g., salicylates or nitrates, etc.), forming insoluble complexes which cause the solution to become cloudy
or turbid. Such a complex between the anionic drug and benzalkonium chloride can cause a decrease in

the pharmaceutical activity of the anionic drug.

Many NSAle (such as ketorolac, indomethacin, flurbiprofen and diclofenac) are being developed for
ocular use because of their activity as anti-inflammatory agents including their ability to prevent cystoid
macular edema.

In the past, as in the case with other ophthalmic drugs that contain a -COOH group, antiinflammatory
solutions of NSAIDs for occular use have proven to be incompatible with quaternary ammonium compounds

such as BAC. This incompatibility is due to the fact that the -COOH group can form a complex with the

quaternary ammonium compounds, rendering the preservative less available to serve its function. and
reducing the activity of the active ingredient. lndomethacin ophthalmic formulations have been prepared,
however, these are suspensions, not solutions. Ocufen Ophthalmic solution, an NSAID (flurbiprofen)

approved by the FDA for ophthalmic use, incorporates thimerosal (with EDTA) as its preservative system. In
U.S. patent 4,454,151 there is a disclosure of an ophthalmic formulation using ketorolac, benzalkonium
chloride (as the preservative) and polysorbate 80, however the solution became cloudy or turbid after a
short period of time.

It has remained desired to provide a stable, clear, antimicrobially effective ophthalmic formulation with a

prolonged shelf life for -COOH group containing ophthalmic drugs, especially NSAle, using BAC as the
preservative.

It has now been discovered that stable, clear and antimicrobially effective, NSAID-containing ophthalmic

formulations can be prepared which include a quaternary ammonium preservative. These solutions have an

improved shelf life, exhibiting no cloudiness or turbidity over extended periods.

2
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In one aspect of the invention, these compositions include an ophthalmologically effective amount of a

NSAlD, a quaternary ammonium preservative and a stabilizing amount of an ethoxylated octylphenol as a
nonionic surfactant, all in an aqueous vehicle.

Another aspect is an ophthalmic composition including an ophthalmologically effective amount of a

NSAID, a quaternary ammonium preservative and a stabilizing amount of an ethoxylated octylphenol as a
nonionic surfactant.

Another aspect is an ophthalmic composition including an ophthalmologically effective amount of a
NSAlD, benzalkonium chloride as a preservative and a stabilizing amount of an ethoxylated octylphenol as a
nonionic surfactant.

Another aspect is an ophthalmic composition including an ophthalmologically effective amount of a
NSAlD, benzalkonium chloride as a preservative and a stabilizing amount of Octoxynol 40 as a nonionic
surfactant.

Another aspect Is an ophthalmic composition including an ophthalmologically effective amount of
ketorolac or an isomer, an ester, or a pharmaceutically acceptable salt thereof, benzalkonium chloride as a

preservative and a stabilizing amount of Octoxynol 40 as a nonionic surfactant.
In another aspect of the invention, methods for treating ophthalmic diseases in mammals using the

ophthalmic pharmaceutical formulations of the invention are also disclosed. These diseases are those that
are either caused by, associated with or accompanied by inflammatory processes, including, among others,

glaucoma, cystoid macular edema, uveitis, diabetic retinopathy and conjunctivitis, or any trauma caused by
eye surgery or eye injury.

Definitions

As used herein, the term ”NSAID" means an ophthalmologically acceptable non-steroidal anti-inflam-

matory drug. The NSAlD's include, for example, flurbiprofen, ketorolac, diclofenac, indomethacin, and the
isomers, esters, and pharmaceutically acceptable salts thereof.

As used herein, the term "q.s." means adding a quantity sufficient to achieve a state function, e.g., to

bring a solution to the desired volume (i.e., 100%).
As used'herein, the term "treatment" or "treating" means any treatment of a disease in a mammal,

including:

(i) preventing the disease, that is. causing the clinical symptoms of the disease not to develop;

(ii) inhibiting the disease, that is, arresting the development of clinical symptoms; and/or

(iii) relieving the disease, that is, causing the regression of clinical symptoms.

As used herein, the term "effective amount" means a dosage sufficient to provide treatment for the

disease state being treated. This will vary depending on the patient. the disease and the treatment being
effected.

As used herein, the term "antimicrobially effectlve" means ability to withstand the U.S. Pharmacopia
antimicrobial challenge.

As used herein, the term "surfactant" means a nonionic surfactant, preferably ethoxylated octylphenol

compounds as described below.
As used herein, the term "quaternary ammonium preservative" means a quaternary ammonium

compound such as described below.

As used herein, the term "stabilizing" means keeping a formulation clear and antimicrobially effective
for its minimum reasonable shelf life, e.g., at least one year.

Formulations 

The formulations of the present invention include an NSAID active agent in an effective amount for

ophthalmic treatment, a quaternary ammonium preservative, a stabilizing amount of an ethoxylated octyl-
phenol as a nonionic surfactant, optionally including other excipients such as a chelating agent, a tonicifier,
a buffering system, a viscosity agent as well as other stabilizing agents. Ophthalmic solutions and
suspensions typically contain an aqueous vehicle rather than an oily vehicle. Ophthalmic formulations must
be sterile, and if intended for multiple dosing regimens, must be antimicrobially effective for their minimum

reasonable shelf life, e.g., at least one year, and preferably two to three years or more. The ingredients
used in the formulations of the present invention are typically commerically available or can be made by
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methods readily known to those skilled in the art:
Pharmaceutical ophthalmic formulations typically contain an effective amount, e.g., 0.001% to 10%

thvoI.. preferably 0.002% to 5% wt/vol. most preferably 0.005% to 1% wt/vol of an active ingredient (e.g.,
the NSAID of the present invention). The amount of active ingredient will vary with the particular formulation
and the disease state for which it is intended. The total concentration of solutes should be such that, if

possible, the resulting solution is isotonic with the lacrimal fluid (though this is not absolutely necessary)
and has a pH in the range of 6 to 8.

The formulations of the present invention are prepared as solutions incorporating the above-described

ingredients within the following approximate ranges:

Ingredient

Active Agent
Preservative

Surfactant

Other Excipients
Purified Water

 
 
 
 

 
 

 
 
 

 
 

0.001% to 10.0% wt/vol.;

0.001% to 1.0% wt/vol.;

0.001 % to 1.0% vaol.;

0% to 10.0% wt/vol.; ancl

q.s. to 100%.

 
 

 
 

Optional other excipients, such as a chelating agent and a tonicifier. are used in the following approximate
proportions:

Chelating agent 0.01% to 1.0%wt/vol.;
Tonicifier q.s. to achieve isotonicity with lacrimal fluid; and

1N NaOH or 1N HCI q.s. to adjust pH to 6.0 to 8.0.

  

  

  

  
  

In a preferred ophthalmic NSAID solution. the ingredients are combined in the following proportions:

NSAID 0.002% to 5.0% wt/vol.;

BAC (50% aq. soln.) 0.002% to 1.0% wt/vol.;

Octoxynol 40 (70% aq. soln.) 0.001% to 1.0% wt/vol.;
EDTA Nag 0.01% to 1.0% wt/vol.;

NaCl q.s. for isotonicity with lacrimal fluid;
1N NaOH or 1N HCI q.s. to adjust pH to 7.4:0.4; and

Purified Water q.s. to 100%.

 
 
 
 

 
 

 
 

 

 
 
 
 

 
 
 

 

 
 

 
 

In another preferred ophthalmic NSAID solution. the ingredients are combined in the following propor-
tions:

 

Ingredient

NSAID

BAC (50% aq. soln.)

Octoxynol 40 (70% aq. soln.)
EDTA Na2
NaCl

1N NaOH or 1N HCI
Purified Water

 
 
 
 

 
 

 

0.005% to 1.0% wt/vol.;

0.002% to 1.0% wt/vol.;

0.001% to 1.0% wt/vol.:

0.01% to 1.0% wt/vol.;

q.s. for isotonicity with lacrimal fluid;
q.s. to adjust pH to 7.4104; and

q.s. to 100%.

 
 
 

 
 

In a more preferred ophthalmic NSAID solution. the ingredients are combined in the following
proportions:
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NsAID 0.50% wt/vo|.;
BAC (50% aq. soln.) 0.02% wt/vo|.;
Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.;
EDTA Nag 0.10% wt/vol.;

NaCl q.s. for isotonicity with Iacrimal fluid;

1N NaOH or 1N HCI q.s. to adjust pH to 7.4104; and
Purified Water q.s. to 100%.

  
  
 
 

 
 
 
 
 

 

 

 
 

 
 

 

 
 

 

The invention relates primarily to formulations having as the active agent ophthalmologically acceptable

drugs (including the isomers, esters and pharmaceutically acceptable salts thereof) that can form a complex
with a quaternary ammonium compound, particularly NSAIDs and drugs with a carboxyl group.

NSAIDs useful in the practice of this invention include, for example, ketorolac (and the other com-

pounds described as being ophthalmologically effective in U.S. Patent No. 4,454,151 to Waterbury, issued
June 12, 1984. the pertinent portions of which are incorporated herein by reference), indomethacin,

flurbiprofen sodium, and diclofenac, including the isomers, esters and pharmaceutically acceptable salts
thereof.

Preservatives useful in the formulations of the present invention include quaternary ammonium com-

pounds, such as cetyltrimethylammonium bromide, cetylpyridinium chloride and benzalkonium chloride,
preferably, benzalkonium chloride.

The nonionic surfactants useful in the formulations of the present invention are preferably ethoxylated

octylphenol compounds, such as octylphenoxypon-(ethylene0xy)ethanols, more preferably, a homologous
series of surfactants sold under the trade name lgepal CA with a numerical suffix indicating the mole ratio of

ethylene oxide to octylphenol, the ratio being 3 to 40. Examples include Octoxynol 9, Octoxynol 12,
Octoxynol 13, and Octoxynol 40, and most preferably Octoxynol 40, manufactured and sold by GAF under
the trade name lgepal CA897 (a 70% aqueous solution of Octoxynol 40).

Among the optional excipients, the chelating agents useful in the formulations of the present invention
include 8-hydr0xyquinoline sulfate, citric acid, and preferably disodium edetate. Under certain conditions.

the chelating agent may also enhance the anti-microbial effect due to its ability to render essential metal
ions unavailable to the microbes.

Buffering systems optionally useful in the formulations of the present invention are based on, for
example, citrate, borate, or phosphate.

Tonicifiers optionally useful in the formulations of the present invention include dextrose, potassium
chloride and/or sodium chloride, preferably sodium chloride.

Viscosity agents optionally useful in the formulations of the present invention include the cellulose
derivatives such as hydroxypropylmethyl cellulose, sodium carboxymethylcellulose, and hydroxyethylcel-
Iulose.

Other optional ,excipients useful in the formulations of the present invention include stabilizing agents
such as antioxidants, e.g., sodium metabisulfate and ascorbic acid, depending on the NSAID used.

These formulations are prepared by dissolving the solutes (e.g., the NSAID, the preservative, the

surfactant, the chelating agent, and the buffering agent) in a suitable quantity of water, adjusting the pH to
about 6 to 8, preferably 6.8 to 8.0 and most preferably 7.4, making a final volume adjustment to 100% with

additional water, and sterilizing the preparation using any suitable method known to those in the art.
It has been discovered that ophthalmic formulations incorporating the preservative system of the

invention are physically stable (i.e., remain clear) and functionally stable (i.e., remain antimicrobially
effective) for at least the minimum reasonable shelf life of such products.

Preferred Formulations

The preferred preservative system of the invention includes a quaternary ammonium preservative and a
stabilizing amount of a nonionic surfactant.

The preferred ophthalmic formulation of the invention includes a NSAID active agent in an effective
amount for ophthalmic treatment and an antimicrobially effective amount of the above-described preferred
preservative system.

The preferred preservative of the invention is benzalkonium chloride.

The preferred surfactant of the invention is Octoxynol 40, especially when combined with benzalkonium

5
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chloride as the preservative.

The preferred chelating agent of the invention is disodium edetate, especially when combined with
benzalkonium chloride as the preservative and Octoxynol 40 as the nonionic surfactant.

The preferred ophthalmic solutions of the invention include a NSAID, benzalkonium chloride, Octoxynol
40 and disodium edetate.

A preferred ophthalmic NSAID solution, the ingredients are combined in the following proportions:

NSAID 0.002% to 5.0% wt/vol.;

BAC (50% aq. soln.) 0.002% to 1.0% wt/vol.:

Octoxynol 40 (70% aq. soln.) 0.001% to 1.0% wt/vol.:
EDTA N32 0.01% to 1.0% wt/vol.;

NaCl q.s. for isotonicity with lacrimal fluid:
1N NaOH or 1N HCI q.s. to adjust pH to 7.4:0.4; and

Purified Water q.s. to 100%.

 
  
 

 
 

 

 
 

 
 
 

 

 
 

 
 
 

 

 
  
 
 

 

Another preferred ophthalmic NSAID solution, the ingredients are combined in the following proportions:

NSAID 0.005% to 1.0% wt/vol.;

BAC (50% aq. soln.) 0.002% to 1.0% wt/vol.;

Octoxynol 40 (70% aq. soln.) 0.001% to 1.0% wt/vol.;
EDTA Naz 0.01% to 1.0% wt/vol.;

NaCl q.s. for isotonicity with lacrimal fluid;
1N NaOH or 1N HCI q.s. to adjust pH to 7.4204; and
Purified Water q.s. to 100%.

 

 
 
 
 

 

 

 
 

 
 
 

 
 
 

  

 
 
 

 
 

 
5

A preferred ophthalmic NSAID solution has the following formulation:

NSAID 0.50% wt/vol.

SAC (50% aq. soln.) 0.02% wt/vol.

Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.
EDTA Naz 0.10% wt/vol.

NaCl q.s. for isotonicity with lacrimal fluid
1N NaOH or 1N HCI q.s. to adjust pH to 7.4204

Purified Water q.s. to 100%

 
 

 
 
 

 

 

 
 
 

 

Most preferred is the ophthalmic solution according to the above formulation wherein the NSAID is
Ketorolac Tromethamine or an isomer thereof.

Utility 399. Administration

This invention is directed to NSAID ophthalmic formulations and a method useful for treating ophthalmic
diseases in mammals. These diseases are either caused by, associated with or accompanied by inflam-

matory processes, including, among others. glaucoma, cystoid macular edema, uveitis. diabetic retinopathy
and conjunctivitis, or any trauma caused by eye surgery or eye injury.

The method of this invention is both curative and preventative. Where applied, for example, pre-

surgically or immediately post-traumatically, i.e. before inflammation develops. it prevents develpment of
inflammation. When applied directly to the eye suffering from any of the named ophthalmic diseases, it
supresses already developed inflammatory processes.

Ophthalmic formulations are typically administered by topical application to the eyelids or for instillation
into the space (cuI-de-sac) between the eyeball and the eyelids, of topically applied ophthalmic solutions.

6
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suspensions or ointments, or by subconjunctival injection.

The dosage level will, of course, depend on the concentration of the drops, the condition of the subject

and the individual magnitude of responses to treatment. However, typical dosage ranges might be about 2
to 10 drops of 0.5% solution of active ingredient per day.

For a more detailed discussion of ophthalmic formulations, their preparation and administration, see

Remington's Pharmaceutical Sciences, 15th Ed., pages 1489-1504, (1975).
  

Testing 

Ophthalmic formulations such as the solutions of the present invention are typically tested for physical

stability, chemical stability, and preservative efficacy, both when they are first manufactured and after a
fixed period of time (e.g., after two years). They are generally considered to be safe and clinically
acceptable if proven to be well tolerated in the eye.

Physical stability is determined by observation of a solution after expiration of a fixed period of time. A
solution is considered to be physically stable if its appearance (e.g.. color and clarity) does not change and

if the pH remain constant, within acceptable limits. Chemical stability involves a routine chemical analysis of
the solution, to be sure that its active ingredient and the excipients have not changed after a fixed period of
time. '

Preservative efficacy is tested by the procedure described in the U.S. Pharmacopia Compendiary,

whereby a solution is challenged with a microbe and a determination is made as to whether the microbe
survives in it.

The following examples are given to enable those skilled in the art to more clearly understand and to
practice the present invention. They should not be considered as a limitation on the scope of the invention,
but merely as being illustrative and representative thereof.

EXAMPLE 1_

This example illustrates the preparation of a representative pharmaceutical formulation for ophthalmic
administration containing the NSAID Ketorolac Tromethamine.

Ketorolac Tromethamine 0.50% wt/vol.

SAC (50% aq. soln.) 0.02% wt/vol.
Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.
EDTA Nag 0.10% wt/vol.
NaCl 0.79% wt/vol.

  
 
 

  
 

 
 
 

 

 
 
 

 

The above ingredients are mixed, adding purified water until they are dissolved, the pH is adjusted to
7410.4 and the balance of the formulation is made up with purified water, adding a quantity sufficient to
make 100% volume. The solution is then sterilized.

Other NSAIDs or their isomers, salts or esters, such as those described above, can be used as the

active compound in the preparation of the formulation of this example.

EXAMPLE 2

This example illustrates the preparation of a representative pharmaceutical formulation for ophthalmic
administration containing the NSAID Ketorolac Tromethamine.
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Ketorolac Tromethamine 0.50% wt/vol.

SAC (50% aq. soln.) 0.02% wt/vol.

Octoxynol 40 (70% aq. soln.) 0.02% wt/vol.
EDTA Na2 0.20% wt/vol.
NaCl 0.79% wt/vol.

  
 
 

 

 
 

 
 

The above ingredients are mixed, adding purified water until they are dissolved, the pH is adjusted to
7.4:0.4 and the balance of the formulation is made up with purified water, adding a quantity sufficient to
make 100% volume. The solution is then sterilized.

Other NSAIDs or their isomers, salts or esters, such as those described above, can be used as the

active compound in the preparation of the formulation of this example.

EXAMPLE g

This example illustrates the preparation of a representative pharmaceutical formulation for ophthalmic
administration containing the NSAID Ketorolac Tromethamine.

Ketorolac Tromethamine 0.10% wt/vol.

SAC (50% aq. soln.) 0.004% wt/vol.

Octoxynol 40 (70% aq. soln.) 0.004% wt/vol.
EDTA Nag 0.05% wt/vol.
NaCl 0.88% wt/vol.

  
 
 

 

 
 
 

 

 
  

The above ingredients are mixed, adding purified water until they are dissolved, the pH is adjusted to
74:04 and the balance of the formulation is made up with purified water, adding a quantity sufficient to
make 100% volume. The solution is then sterilized.

Other NSAIDs their isomers, salts or esters, such as those described above. can be used as the active

compound in the preparation of the formulation of this example.

EXAMPLE 1
 

This example illustrates the preparation of a representative pharmaceutical formulation for ophthalmic
administration containing the NSAlD flurbiprofen sodium.

Flurbiprofen Sodium 0.03% wf/vol.

BAC (50% aq. soln.) 0.02% wt/vol.
Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.
EDTA Nag 0.10% wt/vol.
NaCl 0.90% wt/vol.

  
 

  
 

 
 
 

 

 
 

 
  

The above ingredients are mixed, adding purified water until they are dissolved. the pH is adjusted to,
7.4204 and the balance of the formulation is made up with purified water, adding a quantity sufficient to
make 100% volume. The solution is then sterilized.

Other ophthalmic drugs and NSAIDs, such as those described above, can be used as the active
compound in the preparation of the formulation of this example.
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EXAMPLE §

Physical stability of the formulations of the present invention is measured by preparing clear formula-
tions, in the concentrations shown in the table below. sealing them in sterilized containers, and observing

the clarity of the solution after a period of one month and again after five months. Solutions that remain
clear are considered stable in this procedure.

The formulations of the present invention have proven to be stable when tested in accordance with the

above procedure. Formulations using surfactants other than the nonionic surfactants of the invention did not
remain clear and were not stable.

Three surfactants were evaluated for their ability to dissolve the ketorolac - benzalkonium chloride

complex and maintain a physically clear solution over an extended period of time. The three surfactants
tested were: Octoxynol 40; Polysorbate 80 (Tween 80); and Myrj 52. Two concentrations of each surfactant

were incorporated into the ophthalmic formulation, and these were placed at various temperatures for future
visual observations.

- 0.004% 0.02% 0.0035°/o 0.01% 0.0015% 0.01%
clear clear

very turbid very turbid
turbid turbid

turbid turbid

  

  
 
 
 

 
 

 
 

  
 so: C

40 0

RT

  

 

  

clear

turbid

turbid
 
 

At the 5 month time period it was apparent that the Octoxynol 40 surfactant was superior to the other
two surfactants. At 5 months. Tween 80 and Myrj 52 displayed turbidity when stored at RT. The presence

of turbidity suggested the inability to solubilize a precipitate formation between the Ketorolac moiety and
benzalkonium chloride.

A further study has shown a 2 year shelf life for the ophthalmic formulation. Precipitate formation and
turbidity are not a problem with this formulation. Preservative efficacy is maintained throughout the 2 year
shelf life.

EXAMPLE 6

Preservative efficacy of the formulations of the present invention is measured by preparing formulations.
e.g.. according to the foregoing Examples. and subjecting them to the U.S. Pharmacopia antimicrobial
challenge.

The formulations of the present invention demonstrate preservative efficacy when tested in accordance
with the above procedure.

EXAMPLE Z

The objective of this clinical efficacy study was to compare the effectiveness and safety of ketorolac
with a control solution in reducing inflammation following cataract removal and intraocular lens implantation.
All patients underwent an extracapsular cataract extraction with intraocular lens implantation 1 day following
initiation of treatment.

Ophthalmic examinations were performed preoperatively (within 3 weeks of surgery) and during the first

9
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week (postoperative days 1 to 3). second week (postoperative days 4 through 12), and third week

(postoperative days 15 through 27) or treatment. Particular attention was given to signs and symptoms

consistent with inflammation. Among the ocular characteristics assessed on a scale of none. mild.
moderate. or severe were: lid edema, corneal edema, conjunctival injections, ciliary flush. and the presence
of cells and flare in the anterior chamber.

Fluorophotometry: Anterior segment inflammation (i.e.. iritis, cyclitis, iridocyclitis) is by definition a
disruption of the blood-aqueous barrier. When inflammation is present, a careful slit lamp examination will
reveal cells and flare within the anterior chamber of the eye. The clinical grading of cells and flare is a

measure of degree of anterior segment inflammation; but consistent grading of these observations is
difficult. even by experts.

Ocular fluorophotometry is based on the fact that the blood-aqueous barrier becomes permeable to

intravascular cells and proteinaceous fluid (explaining the observed cells and flare) and also to intravascular

fluorescein. Furthermore, the appearance of fluorescein within the anterior chamber is a more sensitive
indication of the breakdown of the blood-aqueous barrier than the gross observation of cells and flare. and

is consistently quantifiable. For these reasons. a Flurortron® Master (Coherent, Sunnyvale. California).

complete with software modifications designed for this study was used. Following oral administration of
fluorescein, the fluorophotometer was used to determine the integrity of the aqueous barrier by measuring
the concentration of fluorescein in the anterior chamber.

The fluorophotometry data were analyzed using the Wilcoxon Rank Sum Test or analysis of variance

(ANOVA) of rank-transformed data by calculating the percentage difference in fluorescein concentration

between the patient's two eyes. according to the formula:
Percent difference = [(fluorescein concentration of operated eye - fluorescein concentration of unoperated

eye)/fluorescein concentration of unoperated eye] x 100.
This calculation allowed and corrected for any interpatient variation in the timing and concentration of

fluorescein administered.

129 patients began treatment for 21 days with either ketorolac or vehicle. In this study, the ketorolac
formulation used was that illustrated in Example 1 above. During the first week 118 patients and during the

second week 110 patients were evaluated for postoperative inflammation with ophthalmic examinations and

fluorophotometry. During the third week. 83 patients were evaluated with ophthalmic examinations alone. At

2 weeks ketorolac provide significantly greater anti-inflammatory activity than the vehicle as measured by

fluorophotometry (p = 0.019). When patients were excluded who had greater than 40% difference in
fluorescein concentration between eyes at baseline, the p-value during week 2 rose to 0.06. In addition. the

vehicle-treated patients had more ocular inflammation seen on slit lamp examination. e.g.. eyelid edema (p
= 0.001), conjunctival injection (p = 0.001), and Descemet folds (p = 0.002) than did the ketorolac-treated

patients. Finally, there were significantly more complaints (p = 0.01) and more sever complaints consistent
with ocular inflammation (photophobia, iritis. conjunctival injection) in the vehicle-treated group than in the
ketorolac-treated group.

In summary, ketorolac solutions proved significantly superior to vehicle in treating postoperative
inflammation as quantitated by fluorophotometry, by routine slit lamp examination, by patients having fewer
and milder adverse events, and by infrequent need of additional corticosteroidtherapy to control inflamma-
tion.

EXAMPLE g

This was a double-blind, parallel comparison with vehicle to evaluate the efficacy of ketorolac 0.5%

ophthalmic solution in reducing signs and symptoms of allergic conjunctivitis. Ketorolac 0.5% solution or a
vehicle solution of the same pH and tonicity were instilled four times daily into the eyes of patients with

allergic conjunctivitis (ocular itching with and without eosinophils seen in conjunctival scrapings) for 7 days.
Thirty patients with allergic conjunctivitis participated in the study. Following admission to the study.

patients reported to the investigator for baseline, mid-week, and final one-week examinations. At each of
these visits, patients received ophthalmic examinations (visual acuity, external eye exam using siit lamp

biomicroscopy, measurement of intraocular pressure, and undilated ophthalmoscopic examination). Labora-

tory tests included a conjunctival scraping performed at baseline and the final exam.
All patients completed the study. There were no adverse events or toxicities in patients treated with

vehicle while stinging on one occasion was reported from ketorolac 0.5% ophthalmic solution. Ketorolac
treatment was associated with a decrease in free eosinophilic granules as compared to vehicle (p = 0.025

10
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Fisher's Exact Test. two-tailed).

The results of this study show that ketorolac 0.5% ophthalmic solution applied four times daily for

seven days produces a decrease in eosinophilic granules as compared to vehicle in the treatment of
allergic conjunctivitis.

EXAMPLE 2

This study was a double-blind, paired comparison design travel to evaluate the tolerance of ketorolac
0.5% ophthalmic solution and its vehicle in 26 healthy subjects. Solutions were instilled three times daily for
21 days. Complete ophthalmic examinations were done pretreatment and on days 3, 10, 17, 24 (2 days
after ending treatment), and 45 (23 days after ending treatment). No statistically significant'difference in
symptoms (burning, stinging, itchiness, scratchiness, photophobia) or signs (tearing, ocular discharge,
conjunctival vasodilation, chemosis, keratitis, fluorescein staining, Rose Bengal staining) was found between
ketorolac and vehicle.

EXAMPLE 1_0_

An ocular formulation containing 5 mg/ml ketorolac tromethamine was administered at a dose of 0.1

ml/eye every one-half hour for a total of 12 doses to both eyes of 8 New Zealand albino rabbits. The
formulation contained benzalkonium chloride as the preservative system. Two additional groups of animals

served as saline and vehicle controls, respectively.

Eyes were examined after the last dose was administered and on days 1, 2, 3, and 6 following dosing.
Results indicated that no eye irritation or toxicity resulted from ketorolac tromethamine administration.

While the present invention has been described with reference to the specific embodiments thereof, it
should be understood by those skilled in the art that various changes may be made and equivalents may
be substituted without departing from the true spirit and scope of the invention. In addition, many
modifications may be made to adapt a particular situation, material, composition of matter, process, process

step or steps, to the objective, spirit and scope of the present invention. All such modifications are intended
to be within the scope of the claims appended hereto.

Claims

1. An ophthalmic NSAID formulation comprising: a NSAID in an effective amount for ophthalmic
treatment, a quaternary ammonium preservative, a stabilizing amount of a nonionic ethoxylated octylphenol
surfactant, and an aqueous vehicle.

2. The ophthalmic NSAID formulation of Claim 1 wherein said quaternary ammonium preservative is
benzalkonium chloride.

3. The ophthalmic NSAID formulation of any one of Claims 1 and 2 wherein said nonionic ethoxylated
octylphenol surfactant is an octylphenoxypoly(ethyleneoxy)-ethanol with a mole ratio of ethylene oxide to
octylphenol of between 3:1 and 40:1.

4. The ophthalmic NSAID formulation of any one of Claims 1 to 3 wherein said nonionic ethoxylated

octylphenol surfactant is Octoxynol 40.

5. The ophthalmic NSAID formulation of any one of Claims 1 to 4 including disodium edetate.
6. The ophthalmic NSAID formulation of any one of Claims 1 to 5 wherein said NSAID is selected from

the group: ketorolac. indomethacin, flurbiprofen, and diclofenac, or their isomers, pharmaceutically accept-
able salts. or esters.

7. The ophthalmic NSAID formulation of any one of Claims 1 to 6 wherein said NSAID is Ketorolac
Tromethamine.

8. The ophthalmic NSAID formulation of any one of Claims 1 to 6 wherein said NSAID is the (1)-isomer
of ketorolac or one of its pharmaceutically acceptable salts.

9. The ophthalmic NSAID formulation of any one of Claims 1 to 8 comprising:
NSAID 0.001% to 10.0% wt/vo|.;
Preservative 0.001% to 1.0% wt/vol.;

11
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Surfactant 0.001% to 1.0% wt/vol.:

and

Purified Water q.s. to 100%.

10. The ophthalmic NSAID formulation of Claim 9 including:

Chelating agent 0.01% to 1.0%wt/vol.:
Tonicifier q.s. to achieve isotonicity with lacrimal fluid: and
1N NaOH or 1N HCl q.s. to adjust pH to 6.0 to 8.0.

11. The ophthalmic NSAID formulation of Claim 10 comprising:
NSAID 0.50% wt/vol.;

BAC(50% aq. soln.) 0.02% wt/vol.;

Octoxynol 40 (70% aq. soln.) 0.01% wt/vol.;
EDTA Naz 0.10% wt/vol.;

NaCl 0.79% wt/vol.;

1N NaOH or 1N HCI q.s. to adjust pH to 7410.4; and

Purified Water q.s. to 100%.

12. The ophthalmic NSAID formulation of Claim 14 wherein said NSAID is Ketorolac Tromethamine.
13. An antimicrobially effective preservative system for ophthalmologically acceptable, carboxyl group-

containing drugs. said preservative system comprising a quaternary ammonium preservative and a stabiliz-
ing amount of anonionic ethoxylated octylphenol surfactant.

14. The preservative system of Claim 13 wherein said preservative is benzalkonium chloride and said
surfactant is Octoxynol 40.

15. The use of a formulation of any one of Claims 1 to 12 for the manufacture of a medicament for the

treatment or prevention of ophthalmic diseases, particularly ocular inflammatory diseases.
16. The use of a preservative system of any one of Claims 13 and 14 for manufacture of a medicament

for the treatment or prevention of ophthalmic diseases, particularly ocular inflammatory diseases.

17. A process for the preparation of an ophthalmic NSAID formulation which comprises mixing
0.001% to 10.0% wt/vol. of an NSAID,

0.001% to 1.0% wt/vol. of a preservative.
0.001% to 1.0% wt/vol. of a nonionic ethoxylated octylphenol surfactant. and

PUrified Water q.s. to 100%.

18. The process of Claim 17 which further comprises mixing
0.01% to 1.0%va0|. of a chelating agent.

q.s. of a tonicifier to achieve isotonicity with lacrimal fluid, and

q.s. of 1N NaOH or 1N HCI to adjust pH to 6.0 to 8.0.

12
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor : Attorney Docket No. 2012-5420

Shirou SAWA : Confirmation No. 1577

Serial No. 13/687,242 : Group Art Unit 1627

Filed November 28, 2012 : Examiner Layla Soroush

AQUEOUS LIQUID PREPARATION : Mail Stop: AMENDMENT

CONTAINING 2-AMINO-3—(4—

BROMOBENZOYL)PHENYLACETIC ACID

TERMINAL DISCLAIMER UNDER 37 CFR 1.321

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir/Madam:

The owner, SENJU PHARMACEUTICAL CO., LTD., of 100% interest in the instant

application, hereby disclaims, except as provided below, the terminal part of the statutory term of

any patent granted on the instant application, which would extend beyond the expiration date of

the full statutory term defined in 35 USC 154 and 173 as shortened by any terminal disclaimer

filed prior to the grant of any patent granted on pending second Application Number 13/353,653,

filed January 19, 2012. The owner hereby agrees that any patent so granted on the instant

application shall be enforceable only for and during such period that it and any patent granted on

the second application are commonly owned. This agreement runs with any patent granted on

the instant application and is binding upon grantee, its successors or assigns.

In making the above disclaimer, the owner does not disclaim the terminal part of any

patent granted on the instant application that would extend to the expiration date of the full

statutory term as defined in 35 USC 154 and 173 of any patent granted on the second application,

as shortened by any terminal disclaimer filed prior to the patent grant, in the event that any such

granted patent: expires for failure to pay a maintenance fee; is held unenforceable; is found

invalid by a court of competent jurisdiction; is statutorily disclaimed in whole or terminally

The USPTO is hereby authorized to charge anyfees under 3 7 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this

paplgraéoelggrgzg1§1g$countNa 23-0975.
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disclaimed under 37 CFR 1.321; has all claims cancelled by a reexamination certificate; is

reissued; or is in any manner terminated prior to the expiration of its full statutory term as

shortened by any terminal disclaimer filed prior to its grant.

I hereby declare that all statements made herein of my own knowledge are true and that

all statements made on information and belief are believed to be true; and further that these

statements were made with the knowledge that willful false statements and the like so made are

punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States

Code and that such willful false statements may jeopardize the validity of the application or any

patent issued thereon.

[] The undersigned is empowered to act on behalf of the organization.
Digitally signed by /Warren M.

[X] The undersigned is an attorney of rem,a rren M Cheek, W
DN: cn=/Warren M. Cheek, Jr./, 0, Cu,

OCtObCI‘ 22 2013 C h eE k, J r./ :njsil=wcheek@wenderoth.cf)m,0.

Warren M. Cheek

Reg. No. 33,367

 

Terminal disclaimer fee under 37 CFR 1.20(d) is included.

WMC/dlk

Washington, DC. 20005-1503

Telephone (202) 721-8200

Facsimile (202) 721-8250
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Fee Worksheet (SBO6) fee-infopdf 9d76e273e2b189f48fe4016ac8ccfcbc4b1d
a08d

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of : Attorney Docket No. 2012_5420

Shirou SAWA et a1. : Confirmation No. 1577

Serial No. 13/687,242 : Group Art Unit 1627

Filed November 28, 2012 : Examiner Layla Soroush

AQUEOUS LIQUID PREPARATION : Mail Stop: AMENDMENT

CONTAINING 2-AMINO-3-(4-

BROMOBENZOYL)PHENYLACETIC ACID

AMENDMENT

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

Responsive to the Official Action dated August 1, 2013, please amend the above-

identified application as follows:

The USPTO is hereby authorized to charge anyfees under 37 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this
paper to Deposit Account No. 23-09 75.
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AMENDMENTS TO THE CLAIMS

1-18. (Canceled)

19. (Currently amended) A stable aqueous liquid preparation comprising: (a) a first

component; and (b) a second component; wherein the first component is 2-arnino-3-(4-

bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt thereof or a hydrate

thereof, wherein the hydrate is at least one selected from a U2 hydrate, l hydrate, and 3/2

hydrate; the first component is the sole pharmaceutical active ingredient contained in the

preparation; the second component is tyloxapol and is present in said liquid preparation in an

amount sufficient to stabilize said first component; and wherein said stable liquid preparation is

formulated for ophthalmic administration.

20. (Previously presented) The aqueous liquid preparation according to claim 19, filrther

comprising a quaternary ammonium salt.

21. (Previously presented) The aqueous liquid preparation according to claim 19, wherein the

first component is a 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt.

22. (Previously presented) The aqueous liquid preparation according to claim 19, wherein the

concentration of tyloxapol is from about 0.01 w/v % to about 0.05 w/v %; and wherein the first

component is a 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt, wherein the

concentration of the 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about

0.01 to about 0.2 w/v %.

23. (Previously presented) The aqueous liquid preparation according to claim 22, wherein the

concentration of the 2-arnino-3-(4-brornobenzoyl)phenylacetic acid sodium salt is about 0.1 w/v

%.

24. (Previously presented) The aqueous liquid preparation according to claim 19, wherein the

pH is from about 7.5 to about 8.5.
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25. (Currently amended) The stable aqueous liquid preparation of claim 19, wherein the stable

aqueous liquid preparation consists essentially of: (a) 2-amino-3-(4- bromobenzoyl)phenylacetic

acid sodium salt, 1b) tyloxapol, 1c) boric acid: (d) sodium tetraborate, (e) EDTA sodium salt, (f)

benzalkonium chloride, (g) polyvinylpyrrolidone, and (h) sodium sulfite, wherein said liquid

preparation is formulated for ophthalmic administration, and wherein the concentration of the 2-

amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about 0.02 w/v% to about 0.1

w/v %.

26. (Previously presented) A stable aqueous liquid preparation comprising: (a) a first

component; and (b) a second component; wherein the first component is 2-amino-3-(4-

bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt thereof or a hydrate

thereof, wherein the hydrate is at least one selected from a 1/2 hydrate, l hydrate, and 3/2

hydrate; the second component is tyloxapol; wherein said stable liquid preparation is formulated

for ophthalmic administration; and wherein the stable aqueous liquid preparation is characterized

in that greater than about 90% of the original amount of the first component remains in the

preparation after storage at about 60 °C for 4 weeks.

27. (Currently amended) The aqueous liquid preparation according to claim 26, further

comprising a quaternary ammonium salt, and wherein the first component is the sole

pharmaceutical active ingredient contained in the preparation.

28. (Previously presented) The stable aqueous liquid preparation of claim 26, wherein the

stable aqueous liquid preparation is characterized in that greater than about 92% of the original

amount of the first component remains in the preparation after storage at about 60 CC for 4

weeks.

29. (Previously presented) The aqueous liquid preparation according to claim 26, wherein the

concentration of tyloxapol is from about 0.01 w/v % to about 0.05 w/v %; and wherein the first

component is a 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt, wherein the
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concentration of the 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about

0.01 to about 0.2 w/v %.

30. (Previously presented) The aqueous liquid preparation according to claim 29, wherein the

pH is from about 7.5 to about 8.5.

31. (Previously presented) The stable aqueous liquid preparation of claim 26, wherein the

stable aqueous liquid preparation consists essentially of: (a) 2-amino-3 -(4-

bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt thereof or a hydrate

thereof, wherein the hydrate is at least one selected from a 1/2 hydrate, l hydrate, and 3/2

hydrate; (b) tyloxapol; (c) boric acid; (d) sodium tetraborate; (e) EDTA sodium salt; (f)

benzalkonium chloride; (g) polyvinylpyrrolidone; and (h) sodium sulfite; and wherein the

concentration of the 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about

0.02 w/v% to about 0.1 w/v %.

32. (Currently amended) A stable aqueous liquid preparation comprising: (a) a first

component; and (b) a second component; wherein the first component is 2-amino-3-(4-

bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt thereof or a hydrate

thereof, wherein the hydrate is at least one selected from a U2 hydrate, l hydrate, and 3/2

hydrate; the first component is the sole pharmaceutical active ingredient contained in the

preparation; the second component is tyloxapol; wherein said stable liquid preparation is

formulated for ophthalmic administration; provided that the liquid preparation does not include

mannitol.

33. (Previously presented) The aqueous liquid preparation according to claim 32, fiarther

comprising a quaternary ammonium salt.

34. (Previously presented) The aqueous liquid preparation according to claim 32, wherein the

first component is a 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt.
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35. (Previously presented) The aqueous liquid preparation according to claim 34, wherein the

concentration of tyloxapol is from about 0.01 w/v % to about 0.05 w/v % and the concentration

of the 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about 0.05 to about 0.2

w/v %.

36. (Previously presented) The aqueous liquid preparation according to claim 35, wherein the

pH is from about 7.5 to about 8.5.

37. (Previously presented) The stable aqueous liquid preparation of claim 32; wherein the

stable aqueous liquid preparation consists essentially of: (a) 2-amino-3 -(4-

bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt thereof or a hydrate

thereof, wherein the hydrate is at least one selected from a 1/2 hydrate, l hydrate, and 3/2

hydrate; (b) tyloxapol; (c) boric acid; (d) sodium tetraborate; (e) EDTA sodium salt; (f)

benzalkonium chloride; (g) polyvinylpyrrolidone; and (h) sodium sulfite; wherein the

concentration of the 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about

0.02 w/v% to about 0.1 w/v %.

38. (Previously presented) The stable aqueous liquid preparation of claim 32, wherein the

stable aqueous liquid preparation is characterized in that greater than about 90% of the original

amount of the first component remains in the preparation after storage at about 60 CC for 4

weeks.

39. (Previously presented) The aqueous liquid preparation according to claim 38, further

comprising a quaternary ammonium salt.

40. (Previously presented) The stable aqueous liquid preparation of claim 38; wherein the

stable aqueous liquid preparation is characterized in that greater than about 92% of the original

amount of the first component remains in the preparation after storage at about 60 CC for 4

weeks.
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41. (Previously presented) The aqueous liquid preparation according to claim 38, wherein the

concentration of tyloxapol is from about 0.01 w/v % to about 0.05 w/v %; and wherein the first

component is a 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt, wherein the

concentration of the 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about

0.01 to about 0.2 w/v %.

42. (Previously presented) The aqueous liquid preparation according to claim 41, wherein the

pH is from about 7.5 to about 8.5.

43. (Previously presented) The stable aqueous liquid preparation of claim 38, wherein the

stable aqueous liquid preparation consists essentially of: (a) 2-amino-3 -(4-

bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt thereof or a hydrate

thereof, wherein the hydrate is at least one selected from a 1/2 hydrate, 1 hydrate, and 3/2

hydrate; (b) tyloxapol; (c) boric acid; (d) sodium tetraborate; (e) EDTA sodium salt; (f)

benzalkonium chloride; (g) polyvinylpyrrolidone; and (h) sodium sulfite; wherein said liquid

preparation is formulated for ophthalmic administration; and wherein the concentration of the 2-

amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about 0.02 w/v% to about 0.1

w/v %.

44. (Currently amended) The aqueous liquid preparation of claim 19, wherein the aqueous

liquid preparation filrther satisfies the preservative efficacy standard of EP-criteria B of the

European Pharmacopoeia as follows:

viable cell counts of bacteria (S. aureus, Raemgz'nosa) 24 hours and 7 days after

inoculation decrease to not more than 1/ 10 and not more than 1/ 1000, respectively, and

thereafter the cell count levels off or decreases and

viable cell count of fiangi (C. albicans, A. niger) 14 days after inoculation decreases to

not more than 1/ 10, and thereafter, the cell count keeps the same level as that of 14 days after

inoculation.

 

45. (Currently amended) The aqueous liquid preparation of claim 26, wherein the aqueous

liquid preparation filrther satisfies the preservative efficacy standard of EP-criteria B of the

European Pharmacopoeia as follows:
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viable cell counts of bacteria (S. aureus, Raemgz'nosa) 24 hours and 7 days after

inoculation decrease to not more than 1/ 10 and not more than 1/1000, respectively, and

thereafter the cell count levels off or decreases and

viable cell count of fiangi (C. albicans, A. niger) 14 days after inoculation decreases to

not more than 1/ 10, and thereafter, the cell count keeps the same level as that of 14 days after

inoculation.

 

46. (Currently amended) The aqueous liquid preparation of claim 32, wherein the aqueous

liquid preparation filrther satisfies the preservative efficacy standard of EP-criteria B of the

European Pharmacopoeia as follows:

viable cell counts of bacteria (S. aureus, Raemgz'nosa) 24 hours and 7 days after

inoculation decrease to not more than 1/ 10 and not more than 1/1000, respectively, and

thereafter the cell count levels off or decreases and

viable cell count of fiangi (C. albicans, A. niger) 14 days after inoculation decreases to

not more than 1/ 10, and thereafter, the cell count keeps the same level as that of 14 days after

inoculation.

 

47. (Currently amended) The aqueous liquid preparation of claim 38, wherein the aqueous

liquid preparation filrther satisfies the preservative efficacy standard of EP-criteria B of the

European Pharmacopoeia as follows:

viable cell counts of bacteria (S. aureus, Raemgz'nosa) 24 hours and 7 days after

inoculation decrease to not more than 1/ 10 and not more than 1/ 1000, respectively, and

thereafter the cell count levels off or decreases and

viable cell count of fiangi (C. albicans, A. niger) 14 days after inoculation decreases to

not more than 1/ 10, and thereafter, the cell count keeps the same level as that of 14 days after

inoculation.

 

48. (Currently amended) The aqueous liquid preparation of claim 40, wherein the aqueous

liquid preparation filrther satisfies the preservative efficacy standard of EP-criteria B of the

European Pharmacopoeia as follows:
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Viable cell counts of bacteria 1S. aureus, Raemgz'nosa) 24 hours and 7 days after

inoculation decrease to not more than l/ 10 and not more than l/1000= respectively: and

thereafter the cell count levels off or decreases and

Viable cell count of fiangi 1C. albicans, A. niger) 14 days after inoculation decreases to

not more than l/ 101 and thereafter, the cell count keeps the same level as that of 14 days after

inoculation.
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REMARKS

Favorable reconsideration is respectfully requested in view of the foregoing amendments

and following remarks.

Applicants express their sincere appreciation to the Examiner for her courtesy and helpful

assistance provided to the Applicants’ undersigned representative and representative Dr. Toan

Vo during the telephone interview held on September 18, 2013.

The foregoing amendments are presented according to the discussion with the Examiner,

and for the reasons discussed during the interview, are believed to overcome all grounds of

rej ection.

I. INFORMALITIES

In item 5 and 7 of the Office Action summary page, it is respectfully requested that the

pending claims be corrected to claims fl-48.

In item 12 of the Office Action summary page, it is respectfully requested that the claim

of foreign priority be acknowledged, and receipt of the certified copy of the priority document be

acknowledged, which copy is present in the Image File Wrapper.

II. SUPPORT FOR AMENDED CLAIMS

Claims 19, 27 and 32 are amended to specify that “the first component is the sole

pharmaceutical active ingredient contained in the preparation;”. This amendment is supported

by page 7 (lines 14-17) and page 13 (lines 11-13) of the specification, which teaches that the

claimed preparation may be prepared with 2-amino-3-(4-bromobenzoyl)phenylacetic acid or a

pharmacologically acceptable salt thereof or a hydrate thereof (hereinafter “bromfenac”), and

with “other same or different kind of active ingredients” so long as the purpose of the present

invention is achieved. Thus, a preparation containing bromfenac as the sole active ingredient is

clearly taught by the specification.

The amendment is further supported by the Examples of the specification which teach

compositions having bromfenac as the sole pharmaceutical active ingredient contained in the

preparation. The first specific composition taught in the specification is found in Experimental

Example 1 (pages 14-15). The sole pharmaceutical active ingredient contained in the preparation

is Sodium 2-amino-3-(4-bromobenzoyl)phenylacetate, i.e. bromfenac.

9
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The second specific composition taught in the specification is found in Experimental

Example 2 (pages 16-18). The sole pharmaceutical active ingredient contained in the preparation

is Sodium 2-amino-3-(4-bromobenzoyl)phenylacetate, i.e. bromfenac.

The third specific composition taught in the specification is found in Example 1 (page

21). The sole pharmaceutical active ingredient contained in the preparation is Sodium 2-amino-

3-(4-bromobenzoyl)phenylacetate 3/2 hydrate, i.e. bromfenac.

The fourth specific composition taught in the specification is found in Example 2 (page

22). The sole pharmaceutical active ingredient contained in the preparation is Sodium 2-amino-

3-(4-bromobenzoyl)phenylacetate 3/2 hydrate, i.e. bromfenac.

The fifth and final specific composition taught in the specification is found in Example 3

(page 23). The sole pharmaceutical active ingredient contained in the preparation is Sodium 2-

amino-3-(4-bromobenzoyl)phenylacetate 3/2 hydrate, i.e. bromfenac.

In summary, a preparation containing bromfenac as the sole active ingredient is clearly

taught by the specification. Thus, the amendment to claims 19, 27 and 32 is clearly supported by

the specification.

A minor error has been corrected in claim 25 which is evident from claim 31.

Claims 44-48 are amended to specify the preservative efficacy standard of EP-criteria B

of the European Pharmacopoeia, which is explicitly supported on page 20, last line, to page 21 of

the specification. Thus, the claims are amended to recite “as follows:

viable cell counts of bacteria (S. aureus, Raemgz'nosa) 24 hours and 7 days after

inoculation decrease to not more than 1/ 10 and not more than 1/ 1000, respectively, and

thereafter the cell count levels off or decreases and

viable cell count of fiJngi (C. albicans, A. niger) 14 days after inoculation decreases to

not more than 1/ 10, and thereafter, the cell count keeps the same level as that of 14 days after

inoculation”.

 

III. REJECTION OF CLAIMS 44-48 UNDER 35 U.S.C. 112

Claims 44-48 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for

the recitation of the standard of EP-criteria B of the European Pharmacopoeia.

This ground of rejection is deemed to be overcome by the foregoing amendments.

10
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IV. REJECTION OF CLAIMS 19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42 and 44-48

UNDER 35 U.S.C. § 1031a! BASED UPON GAMACHE

A. Claims 19, 21-24, 32, 34-36, 38, 40-42, 44 and 46-48

Claims 19, 27 and 32 now recite that the preparation comprises the first component, 2-

amino-3-(4-bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt thereof or a

hydrate thereof (i.e. “bromfenac”), as the sole pharmaceutical active ingredient contained in the

preparation.

Gamache does not teach or suggest any preparation comprising bromfenac as the sole

pharmaceutical active ingredient.

Gamache teaches only compositions that must contain 5-HTlD and/or 5-HTlB receptor

agonists. Gamache’s compositions may contain additional pharmaceutical active ingredients.

Gamache does not teach or suggest any composition comprising bromfenac as the sole

pharmaceutical active ingredient.

Thus, Gamache does not teach or suggest claims 19, 27 or 32 as amended. Accordingly,

Gamache fails to teach or suggest claims 21-24, 34-36, 38, 40-42, 44 and 46-48 which are

dependent upon claims 19 and 32.

Consequently, Gamache does not render these claims obvious.

B. Claims 26, 28-30 and 45

Claim 26 recites that “said stable liquid preparation is formulated for ophthalmic

administration; and wherein the stable aqueous liquid preparation is characterized in that greater

than about 90% of the original amount of the first component remains in the preparation after

storage at about 60 0C for 4 weeks.”

Gamache does not teach or suggest any preparation comprising bromfenac and tyloxapol,

wherein greater than 90% of the original amount of bromfenac remains after storage at 60 0C for

4 weeks.

Gamache disclosed generally that anti-inflammatory drugs, such as bromfenac or others,

may be used in a composition including a_nv surfactants “known to those skilled in the art,”

including polysorbate 80. However, Gamache did not recognize the problem that bromfenac

degrades rapidly in the presence of polysorbate 80, a surfactant “known to those skilled in the
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art” (according to Gamache), as Applicant demonstrated in the grandparent application Serial

No. 10/525,006.

Applicant recognized this problem and surprisingly found that the degradation of

bromfenac could be avoided by specifically including tyloxapol in the preparation.

Thus, the preparation of claim 26, and its dependent claims, are not obvious from

Gamache.

V. REJECTION OF CLAIMS 20: 27: 33: and 39 UNDER 35 U.S.C. § 10313! OVER

GAMACHE IN VIEW OF DESAI

Claim 20 is dependent upon independent claim 19. As pointed out above, claim 19 is

nonobvious over Gamache because Gamache does not teach or suggest any composition wherein

bromefenac is the sole pharmaceutical active ingredient. Therefore, adding Desai to show the

use of benzalkonium chloride still does not overcome the deficiency of Gamache. Therefore,

claim 20 is nonobvious over Gamache in view of Desai.

Claim 27 is amended to recite that bromfenac is the sole pharmaceutical active ingredient

in the preparation. As pointed out above, claim 27 is nonobvious over Gamache because

Gamache does not teach or suggest any composition wherein bromefenac is the sole

pharmaceutical active ingredient. Therefore, adding Desai to show the use of benzalkonium

chloride still does not overcome the deficiency of Gamache. Therefore, claim 27 is nonobvious

over Gamache in view of Desai.

Claims 33 and 39 are dependent upon independent claim 32. As pointed out above, claim 32

is nonobvious over Gamache because Gamache does not teach or suggest any composition

wherein bromfenac is the sole pharmaceutical active ingredient. Therefore, adding Desai to

show the use of benzalkonium chloride still does not overcome the deficiency of Gamache.

Moreover, all Desai’s experiments include mannitol, which is excluded from the compositions of

present claims 33 and 39. Therefore, the combination of Gamache and Desai does not teach or

suggest any composition wherein bromfenac is the sole pharmaceutical active ingredient and

wherein mannitol is excluded. Consequently, claims 33 and 39 are nonobvious over Gamache in

view of Desai.

12
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VI. REJECTION OF CLAIMS 25, 31, 37 AND 43 UNDER 35 U.S.C. § 10313! OVER

GAMACHE IN VIEW OF OGAWA AND DE BRUIJU

Claim 25 is dependent upon independent claim 19. As pointed out above, claim 19 is

nonobvious over Gamache because Gamache does not teach or suggest any composition wherein

bromefenac is the sole pharmaceutical active ingredient. Therefore, adding Ogawa and De

Bruiju to show the use of sodium tetraborate, sodium sulfite, polyvinylpyrrolidone and boric acid

does not overcome the deficiency of Gamache. Therefore, claim 25 is nonobvious over

Gamache in view of Ogawa and De Bruiju.

Claim 31 is dependent upon independent claim 26. As pointed out above, claim 26 is

nonobvious over Gamache because Gamache does not teach or suggest any preparation

comprising bromfenac and tyloxapol, wherein greater than 90% of the original amount of

bromfenac remains after storage at 60 0C for 4 weeks. Therefore, adding Ogawa and De Bruiju to

show the use of sodium tetraborate, sodium sulfite, polyvinylpyrrolidone and boric acid does not

overcome the deficiency of Gamache. Therefore, claim 31 is nonobvious over Gamache in view

of Ogawa and De Bruiju.

Claim 37 is dependent upon independent claim 32. As pointed out above, claim 32 is

nonobvious over Gamache because Gamache does not teach or suggest any composition wherein

bromefenac is the sole pharmaceutical active ingredient. Therefore, adding Ogawa and De

Bruiju to show the use of sodium tetraborate, sodium sulfite, polyvinylpyrrolidone and boric acid

does not overcome the deficiency of Gamache. Therefore, claim 37 is nonobvious over Gamache

in view of Ogawa and De Bruiju.

Claim 43 is dependent upon independent claim 32. As pointed out above, claim 32 is

nonobvious over Gamache because Gamache does not teach or suggest any composition wherein

bromefenac is the sole pharmaceutical active ingredient. Therefore, adding Ogawa and De

Bruiju to show the use of sodium tetraborate, sodium sulfite, polyvinylpyrrolidone and boric acid

does not overcome the deficiency of Gamache. Therefore, claim 43 is nonobvious over

Gamache in view of Ogawa and De Bruiju.

VII. DOUBLE PATENTING REJECTIONS

All claims are rejected on the ground of nonstatutory double patenting as being

unpatentable over claims of US. Patent No. 7,829,544, US. Patent No. 8,129,431, US. Serial

No. 11/755,662 and US. Serial No. 13/353,653.

13
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A. U.S. Patent No. 7 829 544 U.S. Patent No. 8 129 431 and U.S. Serial No.
 

13/353,653

Without acquiescing to the grounds of rejection, there are submitted herewith a Terminal

Disclaimer over U.S. Patent No. 7,829,544, U.S. Patent No. 8,129,431, and U.S. Serial No.

13/353,653.

B. U.S. Serial No. 11/755,662

Regarding the provisional double patenting rejection over U.S. Serial No. 11/755,662, the

rejection is deemed to be overcome by the submission of a Letter of Express Abandonment filed

in the “662 application by the attorney of record on October 18, 2013 and the undersigned

representative on October 22, 2013.

Accordingly, the double patenting grounds of rejection are deemed to be overcome.

VIII. CONCLUSION

In view of the foregoing, it is believed that each ground of rejection has been overcome,

and that the application is now in condition for allowance.

Applicant respectfully submits that claims 19-48 are patentab1e over the prior art. A

favorable action on the merits is solicited.

Res ectfu11y submi't{7|d, D_ _t H _ d b M M Ch ka rren . Jrl/gl a ySIgne y arren . ee ,
DN: cn=/Warren M. Cheek, Jr./, 0, cu,

33C heek, J r./ _. 33$}33C§?35$1§?$£?.hdi%'3f“US
Warren M. Cheek

Registration No. 33,367

WMC/dlk Attorney for Applicant

Washington, DC. 20005-1503

Telephone (202) 721-8200

Facsimile (202) 721 -825 0

October 22, 2013
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor : Attorney Docket No. 2012-5420

Shirou SAWA : Confirmation No. 1577

Serial No. 13/687,242 : Group Art Unit 1627

Filed November 28, 2012 : Examiner Layla Soroush

AQUEOUS LIQUID PREPARATION : Mail Stop: AMENDMENT

CONTAINING 2—AMlNO-3—(4-

BROMOBENZOYL)PHENYLACETIC ACID

TERMINAL DISCLAIMER UNDER 37 CFR 1.321

Commissioner for Patents

PO. Box 1450

Alexandria, VA 223 l 3- 1450

Sir/Madam:

The owner, SENJU PHARMACEUTICAL CO., LTD., of 100% interest in the instant

application, hereby disclaims, except as provided below, the terminal part of the statutory term of

any patent granted on the instant application, which would extend beyond the expiration date of

the full statutory term defined in 35 USC 154 and 173, as shortened by any terminal disclaimer,

of prior Patent No. 8,129,431, issued March 6, 2012. The owner hereby agrees that any patent so

granted on the instant application shall be enforceable only for and during such period that it and

the prior patent are commonly owned. This agreement runs with any patent granted on the

instant application and is binding upon the grantee, its successors or assigns.

In making the above disclaimer, the owner does not disclaim the terminal part of any

patent granted on the instant application that would extend to the expiration date of the full

statutory term as defined in 35 USC 154 and 173 of the prior patent, as presently shortened by

any terminal disclaimer, in the event that it later: expires for failure to pay a maintenance fee; is

held unenforceable; is found invalid by a court of competent jurisdiction; is statutorily

disclaimed in whole or terminally disclaimed under 37 CFR 1.321; has all claims cancelled by a

The USPTO is hereby authorized to charge anyfees under 37 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this
paper to De ositAccount No. 23-0975.
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reexamination certificate; is reissued; or is in any manner terminated prior to the expiration of its

full statutory term as presently shortened by any terminal disclaimer.

I hereby declare that all statements made herein of my own knowledge are true and that

all statements made on information and belief are believed to be true; and further that these

statements were made with the knowledge that willful false statements and the like so made are

punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States

Code and that such willful false statements may jeopardize the validity of the application or any

patent issued thereon.

[] The undersigned is empoWered to act on behalf of the organization.

[X] The undersigned is an attorney of record.
Digitally signed by /Warren M. Cheek,

/WamnM.w
DN: cn=/Warren M. Cheek, Jr./, 0, cu,
emai|=wcheek@wenderoth.com,

CheeKJr/ c%O

7 Date: 2013.10.22 15:49:25 —04'00'

Warren M. Cheek

Reg. No. 33,367

October 22, 2013

Terminal disclaimer fee under 37 CFR 1.20(d) is included.

WMC/dlk

Washington, DC. 20005-1503

Telephone (202) 721-8200

. Facsimile (202) 721—8250
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor : Attorney Docket No. 2012—5420

Shirou SAWA : Confirmation N0. 1577

Serial No. 13/687,242 : Group Art Unit 1627

Filed November 28, 2012 : Examiner Layla Soroush

AQUEOUS LIQUID PREPARATION : Mail Stop: AMENDMENT

CONTAINING 2-AMINO—3-(4—

BROMOBENZOYL)PHENYLACETIC ACID

TERMINAL DISCLAIMER UNDER 37 CFR 1.321

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir/Madam:

The owner, SENJU PHARMACEUTICAL CO., LTD., of 100% interest in the instant

application, hereby disclaims, except as provided below, the terminal part of the statutory term of

any patent granted on the instant application, which would extend beyond the expiration date of

the full statutory term defined in 35 USC 154 and 173, as shortened by any terminal disclaimer,

of prior Patent No. 7,829,544, issued November 9, 2010. The owner hereby agrees that any

patent so granted on the instant application shall be enforceable only for and during such period

that it and the prior patent are commonly owned. This agreement runs with any patent granted

on the instant application and is binding upon the grantee, its successors or assigns.

In making the above disclaimer, the owner does not disclaim the terminal part of any

patent granted on the instant application that would extend to the expiration date of the full

statutory term as defined in 35 USC 154 and 173 of the prior patent, as presently shortened by

any terminal disclaimer, in the event that it later: expires for failure to pay a maintenance fee; is

held unenforceable; is found invalid by a court of competent jurisdiction; is statutorily

disclaimed in whole or terminally disclaimed under 37 CFR 1.321 ; has all claims cancelled by a

The USPTO is hereby authorized to charge anyfees under 37 C.F.R. §§ 1.16, 1.1 7, and 1.492, which may be required by this
paper to Deposit Account No. 23-0975.
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reexamination certificate; is reissued; or is in any manner terminated prior to the expiration of its

full statutory term as presently shortened by any terminal disclaimer. V

I hereby declare that all statements made herein of my own knowledge are true and that

all statements made on information and belief are believed to be true; and further that these

statements were made with the knowledge that willful false statements and the like so made are

punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States

Code and that such willful false statements may jeopardize the validity of the application or any

patent issued thereon.

[] The undersigned is empowered to act on behalf of the organization.

[X] The undersigned is an attorney of record.

/Wa rren M . JDrijgitally signed by /Warren M. Cheek,
DN: cn=/Warren M. Cheek, Jr./, 0, cu,

Ch k J / email=wcheek@wenderoth.com, c=USee I r. Date: 2013.10.22 15:48:40 -04'00'

Warren M. Cheek

Reg. No. 33,367

October 22, 2013

Terminal disclaimer fee under 37 CFR 1.20(d) is included.

WMC/dlk

Washington, DC. 20005-1503

Telephone (202) 721-8200

Facsimile (202) 721 -8250
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Application No. Applicant(s)

 13/687,242 SAWA ET AL.

Office Action Summary Examiner Art Unit AIA (First Inventorto File)

LAYLA SOROUSH 1627 first“ 
-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however may a reply be timely filed
after SIX () MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)IXI Responsive to communication(s) filed on 9 AQI’i/ 2013.

[I A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on

a)I:| This action is FINAL. 2b)lX| This action is non-final.

3)I:I An election was made by the applicant in response to a restriction requirement set forth during the interview on

; the restriction requirement and election have been incorporated into this action.

4)|:I Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under EX parte Quay/e, 1935 CD. 11, 453 O.G. 213.

 

Disposition of Claims

5)|XI Claim(s) 29-48 is/are pending in the application.

5a) Of the above claim(s) is/are withdrawn from consideration.

6)|:l Claim(s)_ is/are allowed.

7)IZ| Claim(s) L8 is/are rejected.

8)I:I Claim(s)_ is/are objected to.

9)|:l Claim(s) are subject to restriction and/or election requirement.
 

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a

participating intellectual property office for the corresponding application. For more information, please see

h/index.‘s or send an inquiry to PF"I1feedback©uspto.qov.htt ://w1rvw.usoto. ov/ atents/init events"    

Application Papers

10)I:I The specification is objected to by the Examiner.

11)|:I The drawing(s) filed on_ is/are: a)I:I accepted or b)I:I objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

Priority under 35 U.S.C. § 119

12)I:I Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

Certified copies:

a)I:I All b)I:I Some * c)I:I None of the:

1.I:I Certified copies of the priority documents have been received.

2.I:I Certified copies of the priority documents have been received in Application No.

3.|:I Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.
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Application/Control Number: 13/687,242 Page 2

Art Unit: 1627

DETAILED ACTION

The Office Action is in response to the Applicant's reply filed April 9, 2013 to the

restriction requirement made on March 25, 2013.

Applicant’s election of benzalkonium chloride as the species of quarternary

ammonium salts is hereby acknowledged. . Because applicant did not distinctly and

specifically point out the supposed errors in the restriction requirement, the election has

been treated as an election without traverse (MPEP § 818.03(a)).

Claims 19-48 read on the elected species.

The requirement is still deemed proper and is therefore made FINAL.

Claim Rejections - 35 USC § 112

The following is a quotation of 35 U.S.C. 112(b):
(b) CONCLUSION—The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the inventor or a joint inventor
regards as the invention.

The following is a quotation of 35 U.S.C. 112 (pre-AIA), second paragraph:
The specification shall conclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.

Claims 44-48 rejected under 35 U.S.C. 112(b) or 35 U.S.C. 112 (pre-AIA),

second paragraph, as being indefinite for failing to particularly point out and distinctly

claim the subject matter which the inventor or a joint inventor, or for pre-AIA the

applicant regards as the invention. Applicant has claimed the preservative efficacy

standard is satisfied by EP-criteria B of the European Pharmacopoeia. Where possible,

claims are to be complete in themselves. Incorporation by reference to a specific figure

or table “is permitted only in exceptional circumstances where there is no practical way

to define the invention in words and where it is more concise to incorporate by reference

than duplicating a drawing or table into the claim. Incorporation by reference is a
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Application/Control Number: 13/687,242 Page 3

Art Unit: 1627

necessity doctrine, not for applicant’s convenience.” Ex parte Fressola, 27 USPQZd

1608, 1609 (Bd. Pat. App. & Inter. 1993) (citations omitted).

Claim Rejections - 35 USC § 103

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148

USPQ 459 (1966), that are applied for establishing a background for determining

obviousness under 35 U.S.C. 103(a) are summarized as follows:

1. Determining the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the claims at issue.

3. Resolving the level of ordinary skill in the pertinent art.

4. Considering objective evidence present in the application indicating
obviousness or nonobviousness.

This application currently names joint inventors. In considering patentability of

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of

the various claims was commonly owned at the time any inventions covered therein

were made absent any evidence to the contrary. Applicant is advised of the obligation

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was

not commonly owned at the time a later invention was made in order for the examiner to

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g)

prior art under 35 U.S.C. 103(a).
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Claims 19, 21 -24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 are rejected under

35 U.S.C. 103(a) as being unpatentable over Gamache, et al. (WO 01/15677 A2;

03/2001 ).

Gamache teaches compositions for otic and intranasal use (p.6, lines 5-6) that

contain a combination of a 5-HT agonist and an anti-inflammatory agent (p. 6, lines

1-4; p. 12 lines 9-10) or alternatively sequential or concurrent dosing of separate

compositions that contain the 5-HT antagonist in one composition and the anti-

inflammatory agent in a second composition (p. 12, lines 9-11); specifically claimed

is the anti-inflammatory specie bromfenac (2-amino-3-(4-bromobenzoyl)phenylacetic

acid). Typical concentrations of anti-inflammatory agents, such as bromfenac, are

taught in the range 0.01 -1 .0 % (w/v) (overlapping with 0.01-0.5; p. 13, lines 6-8);

aqueous formulations are preferred (p. 10, lines 11-14); tyloxapol is taught in a

concentration of 0.05 % (w/v) (p. 16, line 30). The salt form of bromfenac in solution

will be the same when the acid is dissolved in a solution followed by adjustment to

the desired pH with NaOH/HCI (Gamache, p. 15, line 33) as when the sodium salt is

dissolved in solution adjusted to the same pH; in this case Gamache also teaches

the sodium salt limitation of instant claim 21. The concentration range of 0.01-1.0%

overlaps and encompasses the claimed concentration range of the sodium salt of

bromfenac instantly claimed.

Although, the reference does not exemplify an aqueous liquid preparation

comprising the first component and second component, it would have been obvious
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for one of ordinary skill in the art at the time of the invention to select concentrations

of bromfenac in the invention of Gamache. It would have been obvious to adjust the

concentration of tyloxapol, to see what the effect would be on the solubility and

stability of the aqueous preparations, which would have resulted in the effective

concentrations of the instant claims. It would also have been obvious to adjust the

pH to values in the 7.5 to 8.5 range, with the potential of dissolving and/or stabilizing

more of the acidic drug, bromfenac, in a more aqueous soluble ionic form. The

motivation would have been to prepare pharmaceutical products with optimal drug

dosage and stability. Hence, a skilled artisan would have reasonable expectation of

successfully producing an efficacious and stable drug.

Claims 20, 27, 33, and 39 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Gamache, et al. (WO 01/15677 A2; 03/2001 ), as applied to claims

19, 21 -24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 and further in view of Desai, et al.

(5558876).

Gamache, et al. is as discussed above.

Gamache, et al. fails to teach quaternary ammonium salt

Desai et al. teaches a composition comprising 0.05% Bromfenac, 0.05%

Disodium EDTA, and 0.01% Benzalkonium chloride.

It would have been obvious to one of ordinary skill in the art to incorporate

benzalkonium chloride into the ophthalmic formulation. The motivation comes from

the teaching that benzalkonium chloride acts as a preservative in ophthalmic
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formulation. Hence, a skilled artisan would have had reasonable expectation of

successfully producing similar efficacy and results.

Claims 25, 31, 37, and 43 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Gamache, et al. (WO 01/15677 A2; 03/2001 ), as applied to claims

19, 21 -24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 and further in view of Ogawa, et

al. (US 4910225 A) and De Bruiju et al. (US 6162393 A).

Gamache, et al. is as discussed above.

Gamache, et al. fails to teach sodium tetraborate, sodium sulfite, and

polyvinylpyrrolidone, boric acid.

Ogawa et al. teaches sodium sulfite and polyvinyl pyrrolidone increased the

stability of an eye drop formulation remarkably. The pH adjustment is generally

conducted with sodium hydroxide or hydrochloric acid, for instance, and it is advisable

to form a buffer solution by combined use of, for example, sodium acetate, sodium

borate or sodium phosphate and acetic acid, boric acid or phosphoric acid, respectively.

De Bruiju et al. various buffer systems such as citrate, phosphate (appropriate

mixtures of Na.sub.2 HPO.sub.4, NaH.sub.2 PO.sub.4, and KH.sub.2 PO.sub.4), borate

(boric acid, sodium tetraborate) potassium metaborate and mixtures), bicarbonate, and

tromethamine and other appropriate nitrogen-containing buffers (such as ACES, BES,

BICINE, BIS-Tris, BIS-Tris Propane, HEPES, HEPPS, imidazole, MES, MOPS, PIPES,

TAPS, TES, Tricine) can be used to ensure a physiologic pH between about pH 6.5 and

8.5 in an eye solution.
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It would have been obvious to one of ordinary skill in the art to incorporate

sodium tetraborate, sodium sulfite, and polyvinylpyrrolidone, boric acid into the

ophthalmic formulation. The motivation comes from the teaching that sodium sulfite

and polyvinyl pyrrolidone increased the stability of an eye drop formulation and

further that various buffer systems such as citrate, phosphate (appropriate mixtures

of Na.sub.2 HPO.sub.4, NaH.sub.2 PO.sub.4, and KH.sub.2 PO.sub.4), borate

(boric acid, sodium tetraborate) potassium metaborate and mixtures), bicarbonate,

and tromethamine and other appropriate nitrogen-containing buffers (such as ACES,

BES, BICINE, BIS-Tris, BIS-Tris Propane, HEPES, HEPPS, imidazole, MES, MOPS,

PIPES, TAPS, TES, Tricine) can be used to ensure a physiologic pH between about

pH 6.5 and 8.5 in an eye solution. Hence, a skilled artisan would have had

reasonable expectation of successfully producing similar efficacy and results.

Double Parenting

Claims 19, 21 -24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 are rejected on the

ground of nonstatutory double patenting as being unpatentable over claims 1-8 of US.

Patent No. 7829544. Although the claims at issue are not identical, they are not

patentably distinct from each other because the claims in the patent are drawn to an

aqueous solution preparation comprising (a) an aminoglycoside antibiotic or its

pharmacologically acceptable salt, (b) bromfenac or its pharmacologically acceptable

salt and (c) nicotinamide whereas the claims herein are drawn to a stable aqueous

liquid preparation comprising: (a) a first component; and (b) a second component;

wherein the first component is 2-amino-3-(4-bromobenzoyl)phenylacetic acid or a
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pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at

least one selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; the second

component is tyloxapol and is present in said liquid preparation in an amount sufficient

to stabilize said first component; and wherein said stable liquid preparation is formulated

for ophthalmic administration.

Claims 19, 21 -24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 are rejected on the

ground of nonstatutory double patenting as being unpatentable over claims 1-22 of U.S.

Patent No. 8129431. Although the claims at issue are not identical, they are not

patentably distinct from each other because the claims in the patent are drawn to an

aqueous liquid preparation consisting essentially of the following two components,

wherein the first component is 2-amino-3-(4-bromobenzoyl)phenylaceticacid or a

pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at

least one selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate and the second

component is tyloxapol wherein said liquid preparation is formulated for ophthalmic

administration, and wherein when a quaternary ammonium compound is included in

said liquid preparation, the quaternary ammonium compound is benzalkonium chloride

whereas the claims herein are drawn to a stable aqueous liquid preparation comprising:

(a) a first component; and (b) a second component; wherein the first component is 2-

amino-3-(4-bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt

thereof or a hydrate thereof, wherein the hydrate is at least one selected from a 1/2

hydrate, 1 hydrate, and 3/2 hydrate; the second component is tyloxapol and is present
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in said liquid preparation in an amount sufficient to stabilize said first component; and

wherein said stable liquid preparation is formulated for ophthalmic administration.

Claims 19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 are provisionally

rejected on the ground of nonstatutory double patenting as being unpatentable over

claims 1-5 of copending Application No. 11755662. Although the claims at issue are not

identical, they are not patentably distinct from each other because the claims in the

copending application are drawn to a method of treating pain and/or inflammation

associated with an ocular disease, injury or disorder comprising administering to a

patient, in need of such treatment, a stabilized aqueous liquid solution comprising 2-

amino-3-(4-bromobenzoyl) phenylacetic acid or a pharmaceutically acceptable salt

thereof or a hydrate thereof at a concentration ranging from 0.05% to 0.1%

administered once or twice a day, or at a concentration ranging from 0.12% to 0.24%

administered once a day, and an alkyl aryl polyether alcohol type polymer whereas the

claims herein are drawn to a stable aqueous liquid preparation comprising: (a) a first

component; and (b) a second component; wherein the first component is 2-amino-3-(4-

bromobenzoyl)phenylacetic acid or a pharmacologically acceptable salt thereof or a

hydrate thereof, wherein the hydrate is at least one selected from a 1/2 hydrate, 1

hydrate, and 3/2 hydrate; the second component is tyloxapol and is present in said

liquid preparation in an amount sufficient to stabilize said first component; and wherein

said stable liquid preparation is formulated for ophthalmic administration.
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This is a provisional nonstatutory double patenting rejection.

Claims 19, 21-24, 26, 28-30, 32, 34-36, 38, 40-42, and 44-48 are provisionally

rejected on the ground of nonstatutory double patenting as being unpatentable over

claims 1-5 of copending Application No. 13353653. Although the claims at issue are not

identical, they are not patentably distinct from each other because the claims in the

copending application are drawn to an aqueous liquid preparation comprising 2-amino-

3-(4- bromobenzoyl)phenylacetic acid sodium salt thereof or a hydrate thereof, and

polyoxyl 4O stearate, wherein the concentration of the polyoxyl 4O stearate is selected

from a range of a minimum concentration of 0.02 w/v % to a maximum concentration of

O. 1 w/v% whereas the claims herein are drawn to a stable aqueous liquid preparation

comprising: (a) a first component; and (b) a second component; wherein the first

component is 2-amino-3-(4-bromobenzoyl)phenylacetic acid or a pharmacologically

acceptable salt thereof or a hydrate thereof, wherein the hydrate is at least one selected

from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; the second component is tyloxapol and

is present in said liquid preparation in an amount sufficient to stabilize said first

component; and wherein said stable liquid preparation is formulated for ophthalmic

administration.

This is a provisional nonstatutory double patenting rejection.

Conclusion

No claims allowed.
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Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Layla Soroush whose telephone number is (571 )272-

5008. The examiner can normally be reached on Monday through Friday from 8:30

am. to 5:00 pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Sreenivasan Padmanabhan, can be reached on (571) 272-0629. The fax

phone number for the organization where this application or proceeding is assigned is

571 -273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

/Layla Soroush/

Examiner, Art Unit 1627
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Use of S'HTlB/ID Agonists to Treat Otic Pain

The present invention relates to the pharmaceutical treatment of otic pain. In

particular, the present invention relates to the topical use of S-HTlB/ID receptor agonists and

partial agonists for the prevention or alleviation of pain in the ear.

Background of the Invention

Pain is a perceived nociceptive response to local stimuli in the body. The perception

of pain at the level of the central nervous system requires the transmission of painful stimuli

by peripheral sensory nerve fibers. Upon stimulation of tissue (i.e., thermal, mechanical or

chemical), electro—chemical signals are transmitted from the sensory nerve endings to the

spinal column, and hence to the brain where pain is perceived.

The ear is highly innervated with sensory afferents capable of transmitting various

painful stimuli to the central nervous system. The ear is comprised of outer, middle and inner

ear portions and otic pain may arise in any of these portions of the ear. Pain conditions

involving the ear, therefore, can arise in numerous instances, such as: foreign body stimulus,

inflammation, edema, otic congestion, otic pressure, infection, accidental trauma, surgical

procedures and post-surgical recovery.

The outer or “external” ear is comprised of the pinna and external ear canal (“EAC”).

The EAC is a tubular, slightly curved structure extending from the pinna to the tympanic

membrane or “ear drum.” Sound travels through the EAC and causes the tympanic

membrane to vibrate. Various disorders can arise in the outer ear eliciting pain to the host.

For example, otitis externa is an acute, painful inflammatory condition of the EAC that
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affects all age groups of humans and accounts for roughly half of the ear pain pathologies

known to exist. During the summer months, cases of otitis extema tend to increase due to

3

What is known as “swimmer’s ear.’ Swimmer’s ear generally arises from the seepage of

water into the EAC during swimming and the onset of infection and pain. Other outer ear

disorders causing pain to the host include insertion of foreign objects in the ear, cerumen

impaction, long-term use of hearing aids, and dermatological disorders, including psoriasis,

eczema and seborrhea.

The middle ear is an air-filled cavity between the outer and inner ears. The middle ear

is separated from the outer ear by the tympanic membrane and abuts the inner ear. It has a

volume of about two milliliters and is connected to the back of the throat via the eustachian

tube. The middle ear contains the malleus, icus and stapes, which are tiny bones that translate

the movement of the tympanic membrane to the inner ear. Various conditions of the middle

ear can cause pain to the host. For example, otitis media, which can be acute (“AOM”) or

associated with effusion (“OMB”), is an inflammatory condition of the middle ear which

generally affects children more often than adults (Karver, Otitis Media, Primary Care,

Volume 25, No. 3, pages 619-632 (1998). The etiology of otitis media is fairly broad and can

be caused by various inflammatory events including infection and allergy. Effusion. which

can be sterile or contain infectious material, may also result from otitis media. The fluid

consists of various inflammatory cells (white blood cells), mediators of allergy and

inflammation and cellular debris.

The inner ear comprises the sensory organs of the auditory and vestibular systems. It

consists of two major compartments, known as the bony and membranous labyrinths. These

chambers are highly organized and sensitive tissues and provide both auditory perception and
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balance to the animal. Various pathologies may arise in the inner ear. creating distortion of

hearing, loss of balance and pain.

Since otic pain is often associated with infection and resultant congestion and

pressure, the primary therapeutic approach to treating otic pain is the administration of

antiobiotics, both systemically and topically.

Various other therapies have been attempted for the alleviation of otic pain. Topical

steroids (e.g., hydrocortisone) and systemic non-steroidal anti-inflammatory drugs (NSAle),

such as aspirin and ibuprofen, have been used typically in conjunction with anti-infectives to

treat otic pain.

Local anesthetics are another class of compounds which relieve pain by directly

inhibiting nerve cellular function. A drawback of local anesthetic therapy is the short

duration of action of such drugs. Another problem with the use of local anesthetics is that

their mechanism of action, non—specific membrane stabilization, can have the undesired

coincident effect of also inhibiting biological functions of cells, such as fibroblasts and

surrounding neural cells. Therefore, even though pain sensation can be abated with local

anesthetic treatment, healing and normal function of the tissue may be significantly

compromised. There is a need, therefore, to discover agents which potently and specifically

inhibit the transmission of painful stimuli by sensory afferents, following local otic

application.

Opiates are a class of compounds with well documented clinical analgesic efficacy.

Opiates can be administered in a number of ways. For example, opiates can be administered

systematically, by intravenous injection or oral dosage, or locally, by subcutaneous,

intramuscular or topical application. Systemic administration of opiates, however, has been
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associated with several problems including dose escalation (tolerance), addiction. respiratory

depression and constipation.

Other agents have also been suggested for use in treating pain. Such agents include

tricyclic antidepressants such as imipramine and desipramine, alpha-2 adrenergic agonists,

serotonin uptake blockers, such as prozac, and other analgesics such as paracetamol. as

described in United States Patent No. 5,270,050 (Coquelet et al.). Some of these therapies,

however, have been associated with side-effects such as dryness of mouth, drowsiness,

constipation, and low potencies and efficacies.

A class of agents which potently and specifically inhibit the transmission of painful

stimuli by sensory afferents without local anesthetic activity following local otic application

has yet to be described.

Serotonin, or 5-hydroxytryptamine (“S—HT”), is an endogenous peripheral and central

neurotransmitter. Activation of serotonin receptors elicits the transduction of specific

intracellular signals which lead to various physiological responses, depending on the receptor

sub-type activated and the tissue stimulated. Certain classes of molecules have been

discovered which bind to 5-HT receptors and either elicit 5-HT agonist or antagonist

responses. Researchers have pursued the use of various 5-HT receptor agonists and

antagonists in an effort to modulate cellular activity, and hence, effect various therapies to the

afflicted tissues.

A number of different sub—types of 5-HT receptors have been discovered, based on

differential agonist/antagonist sensitivities, second messenger coupling and protein structures.

Such sub~types include, for example, 5-HTIB, 5—HT1D, S—HT1A and S—HT2A (Hoyer et al., VII.

International Union of Pharmacology Classification of Receptors for 5-Hydroxytryptamine

(Serotonin), Pharmacological Reviews, volume 46, No. 2, Pages 157—170 (1994)). While all

-4-
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serotonin receptors bind serotonin, different sub-types of serotonin receptors, which

demonstrate a selective sensitivity to different agonists and antagonists, exist in various

tissues and species. As noted by Hoyer et al. (1994), there are significant differences in the

types of serotonin receptors evident among various species. For example, the 5-HT1B

receptor exists in rodents, while the homolog of this receptor, the pharmacologically defined

S-HTlD receptor, exists in canine, pig and human species (Adham et al., The Rat 5—

HydroxytryptaminelB Receptor [5 the Species Homologue of the Human 5-

HydroxytryptamineIDfl Receptor, Molecular Pharmacology, volume 41, pages 1—7 (1992)

and Hoyer et al., VII. International Union ofPharmacology Classification of Receptors for

5-Hydroxytryptamine (Serotonin), Pharmacological Reviews, volume 46, no. 2, pages 157-

170 (1994)).

Numerous therapeutic approaches involving the manipulation of various serotonin

receptors have been attempted. For example, the use of 5-HT3 antagonists to treat emesis in

cancer chemotherapy patients is disclosed in US. Patent No. 5,446,050 (Rosen); the use of

certain 5-HT, agonists to treat a myriad of ailments is disclosed in US. Patent No. 5,409,941

(Nowakowski); and the use of 5-HT2 antagonists to treat CNS disorders such as anxiety have

been disclosed in US. Patent No. 5,393,761 (Perregaard et a1). However, nowhere in these

publications has it been disclosed to use 5-HTIB or S-HT1D agonists for the treatment of otic

pain.

Summary of the Invention

The present invention is directed to compositions and methods of treating otic pain.

More specifically, the present invention provides compositions containing S-HT1D and/or 5—
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HTIB agonists for the treatment of otic pain. The present invention is also directed to

compositions comprising combinations of S-HTlD and/0r HTlB agonists and other

phamiaceutical agents (i.e., anti-microbial agents, anti—inflammatory agents or anti—allergy

agents) and methods of use.

The methods of the present invention involve the topical otic or intranasal application

of the compositions of the present invention. One advantage of this therapy is that the

inhibition of pain is receptor—specific, as contrasted with non-specific therapy, such as local

anesthetic treatment. This specific activity may reduce greatly the number of dosings per

day, and also reduce the drawbacks of short duration of action and inhibition of wound

healing which are associated with local anesthetics. Additionally, serotonin receptor binding

agents acting locally within otic tissue avoid the problems of tolerance, addiction and

constipation associated with the chronic, systemic administration of opiates.

Detailed Description of the Invention

The present invention is directed to the use of S-HT1D and/or S—HT1B receptor agonists

for the prevention or alleviation of otic pain. The 5—HT1D (“1D”) receptor is found in human

tissue such as cerebral arteries and parts of the brain, such as the basal ganglia, raphe and the

cerebral cortex (Hoyer et al., (1994)). The S-HTlB (“1B”) receptor, thus far, has been found

in the CNS and peripheral nerves of other species such as rat, mouse and hamster. However,

the 1B receptor has been shown to possess similar homology, and thus similar sensitivity, as

the 1D receptor (Hoyer et al., (1994)). It has now been found that lB receptor agonists will

activate 1D receptors. It is believed that the 5-HT”3 and/or 5—I-IT1D receptors are present in

otic tissue.
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The compounds of the present invention are 1D agonists, 1B agonists or 1B/1D

agonistst As used herein, a “1 B agonist” refers to a compound which activates a 1B receptor,

a “1D agonist” refers to a compound which activates a 1D receptor, and a “1B/ 1D agonist”

refers to a compound which activates either a 1B or a 1D receptor.

Preferred lB/ 1D agonists of the present invention are: 7—trifluoromethyl-4(4-methyl-

1~piperazinyl)-pyrrolo[1,2-a]quinoxaline malea’te (CGS—12066A); Anpirtoline; RU-24969; 5’

carboxamidotryptamine (5-CT); 5-methoxy-n,n,dimethyl-tryptamine; lH-Indole-S—

methanesulfonamide, 3—[2—(dimethylamino)ethyl]-N-methy1— ,butanedioate (Sumatriptan

(GR43175C)); Methanesulfonamide,N-[4-[[5-[3—(2—aminoethyl)—1H-indol-5-yl]— 1 ,2,4-

oxadiazol- 3-y1]methy1]pheny1] (L-694247); Metergoline; LY165163 (PAPP); EMS-180048;

PNU-14263 3; 1H-2-Benzopyran-6-carboxamide, 3 ,4—dihydro-1-[2-[4-(4-methoxyphenyl)-1-

piperazinyl]ethyl]—N-methyl-, (S) -, (PNU-109291); 5(R)—(methy1amino)-2,4,5,6-tetrahydro-

1H—imidazo[4,5,1—ij]—quinolin—2— onemaleate (PNU—95666); N—[4-methoxy—3—(4-methyl-1—

piperazinyl)phenyl[—4-(2—phenylethyl)-1-piperazinecarboxaminde (F-14258); F-12640, which

is a 4—ary1-1-(tryptamine-5-0—carboxymethy1)-piperazide; ALX-O646; 1H-Carbazole-6-

carboxamide, 2,3,4,9-tetrahydro—3—(methylamino)—, (R) (frovatriptan); lH-Indole, 3-((1-

methyl-2-pyrrolidinyl)methyl)—5-(2—(phenylsulfonyl)ethy1)-(R) (eletriptan); Pyrrolidine, 1-

(((3-(2-(dimethy1amino)ethyl)—1H—indol—5—yl)methyl)sulfonyl) (almotriptan); 1H-Indole—3-

ethanamie,N,N-dimethyl-5-(1H—1,2,4-triazoI-1 -ylmethyl)-,monobenzoate (rizatriptan

benzoate); 1 H—Indole-5—ethanesu1fonamide, N—methy1-3-(1-methy1-4-piperidinyl)

(naratriptan); 2—Oxazolidinone, 4—((3-(2-(dimethylamin0)ethyl)—1H-indol-S-yl)methyl)-, (S)

(zolmitriptan); Glycinarnide, N-[ [[3-(2-aminoethyl)-1H-indo1—5-y1]oxy]acetyl]-L-tyrosyl- (IS-

159); 1'-Methyl—5-[2'-methy1-4'—(5—methyl-1,2,4—oxadiazol-3—yl)—bipheny1—4-ylcarbonyl]—

2,3,6,7—tetrahydro—5H-spiro[furo[2,3-f]indole-3,4'-piperidine] (SB-224289); L-782097; 3-[3-

-7-
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[4-(5 ,6-Dimethoxypyrimidin-4-y1)piperazin-1-yl]propy1]-N-methyl-lH-indol- 5 -

ylmethylsulfonamide (VS-3 95); (R)-N—methy1-[3-(1 -methy1—2-pyrrolidiny1)-1H-indol-5-

yl]methanesulphonamide (CF-122288); 3—[3—[4-(5—methoxy-4—pyrimidiny1)—1-piperazinyl]—

propyl]—N-methyl-1H-indole-S— 5-methanesulfonamide (avitriptan); Piperazine, 1—(2,3-

dihydro—l ,4—benzodioxin-5—y1) (eltoprazine); N—[3-(2—dimethylamino)ethoxy-4—

methoxyphenyl]-2'—methy1-4'—(5—methy1-1,2,4-oxadiazol-3-y1)-(1,1'-biphenyI)-4-carboxamide

(SB-216641); and 3—[4-(3-chloropheny1) piperazin-l-y1]—1,1—dipheny1—2-propanol) (BRL—

15572).

Other classes of 1B/1 D agonists have been suggested or are known in the art and may

be useful in the present invention. For example, US. Patent Nos. 5,504,104 (Glennon) and

5,252,749 (Badorc et a1.) disclose tryptamine analogs and thienocyclopentanone oxime

ethers, respectively, and WIPO Patent Publication No. W0 95/14004 (Halazy et a1.) discloses

azylpiperazines, for use as lB/1D agonists; the foregoing patents and publication are

incorporated herein by reference to the extent they disclose 1B, 1D or 1B/ 1D agonists and

methods of preparation or attainment. The 1B/1D agonists of the present invention are

available from commercial sources or may be synthesized by methods known to those skilled

in the art.

The lB/1D agonists of the present invention may also be elucidated by employing

standard methods known in the art. For example, the 1B/1D compounds may be ascertained

by using radioligand binding assays to determine drug affinities at the SHTlB/D receptor such

as those described in Hoyer, et al., Characterization of the 5HT1B recognition sites in rat

brain: binding studies with (—)—[125I]cyan0pindolol, Eur. J. Pharmacol., volume 118, pages

1-12 (1985). The 1B/1D compounds may also be determined using a number of functional in

vitro assays. Common assays include methods involving the inhibition of forskolin—induced

-3-
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adenylyl cyclase activity in (1) cells that naturally express the 5HTIB/D receptor (e.g., in

Chinese hamster ovary cells as described in Giles, et al., Characterization of a 5HT1B

receptor in CHO cells: functional responses in the absence of radioligand binding. Br. J.
 

Pharmacol.. volume 117. pages 1119-1126 (1996)), and (2) in host cells genetically

engineered to express recombinant human or animal SH'l‘IB,D receptors (e.g., Price, et 31., SB-

216641 and BRL—l5572 compounds to pharmacologically discriminate h5HT]B and

h5HT1D receptors, Naunyn—Schmiedeburg’s Arch. Pharmacol, volume 356, pages 312—320

(1997)). In addition. intercellular Cay-mobilization assays have also been employed to

determine the efficacy of 1B/ 1D compounds for agonist activity at the 5HTWD receptor

(Dickenson and Hill, Coupling of an endogenous 5HTIB—like receptor to increases in

intracellular calcium through a pertussis toxin-sensitive mechanism in CHO—K1 cells, Br. J.
 

Pharmacol., volume 116, pages 2889-2896 (1995)). Assays involving the functional activity

in vivo at the 5HTlB,D receptor are also useful for the determination lB/ 1D compounds. For

example, Matsubara et al. describe a method to elucidate 1B/1D compounds using the

electrically-induced neurogenic plasma extravasation from the brain dura matter by

stimulation of the trigeminal ganglion (Matsubara, et a1., CP-93,129, a potent and selective

5HT13 receptor agonist blocks neurogenic plasma extravasation within rat but not in guinea

pig dura matter, Br. J. Pharmacol., volume 104, pages 3-4 (1991)).

The lB/1D agonists of the present invention will be contained in topical or intranasal

compositions, in accordance with formulation techniques known to those skilled in the art.

The compounds may be included in solutions, suspensions, aerosols and other dosage forms

adapted for the particular 1B/1D agonist and dosing regimen.

The 18/ 1D compounds will be contained in compositions of the present invention in

concentrations effective to prevent or ameliorate otic pain. As used herein, the term

-9-
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“pharmaceutically effective amount” refers to that amount of one or more 18/ 1D agonists

which prevents or alleviates otic pain. Generally, the dosage of 1B/1D agonists utilized for any

of the uses described herein will be from about one to two drops of a 0.01 to 3% weight/volume

(“% w/v”) composition, or corresponding amount for aerosol application, administered one to

four times per day.

The present invention is particularly directed to the provision of compositions adapted

for topical treatment of otic tissues. The compositions may also be adapted for administration

intranasally for treatment of otic tissues, such as nasal drops or an aerosol composition. The

otic compositions of the present invention will include one or more lB/ 1D agonists and a

pharmaceutically acceptable vehicle for these agonist(s). Various types of vehicles may be

used. The vehicles will generally be aqueous in nature. Aqueous solutions or suspensions are

generally preferred, based on ease of formulation, as well as a patient’s ability to easily

administer such compositions by means of instilling one to two drops of the solutions in the

affected ears. However, the compounds of the present invention may also be readily

incorporated into other types of compositions, such as aerosols (intranasal or intraotic),

suspensions, viscous or semi-viscous gels or other types of solid or semi-solid compositions.

Suspensions may be preferred for lB/1D agonists which are relatively insoluble in water.

As stated above, the compositions of the present invention may also contain additional

pharmaceutically active agents or may be closed concurrently with other pharmaceutical

compositions.

In particular, when treating a mammal for the prevention, treatment or amelioration of

otic infection, the compositions of the present invention may also contain one or more

antibiotic, antiviral and/or antifungal agents (hereinafter collectively referred to as “anti-

microbial agents”) or may be closed concurrently or sequentially with anti-microbial agent

-10-
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containing compositions. Examples of anti—microbial agents include, but are not limited to.

chloremphenicol, ofloxacin, norfloxacin, lomefloxacin, ciprofloxacin, natamycin, neomycin,

polymyxin B, gentamycin, tobramycin, bacitracin, gramicidin, erythromycin, moxifloxacin,

oxazolidinones, trovafloxacin, grepafloxacin, sulfacetamide, tetracycline, sulfisoxazole,

diolamine, trifluorothymidine, acyclovir, gancyclovir, vaniomycin or other antibiotic,

antiviral and antifungal agents known to those skilled in the art. The lB/1D agonist/anti-

microbial agent combination compositions will contain one or more lB/ 1D agonists, as stated

above, and one or more anti-microbial agents in an amount effective to prevent, treat or

ameliorate otic infection. As used herein, such an amount is referred to as “an effective

amount of one or more anti-microbial agents” or “an amount effective to prevent, treat or

ameliorate otic infection.” In general, however, the 1B/ 1D agonist/anti—microbial

combination compositions of the present invention will typically contain one or more

antibiotics in an amount of about 0.05 to 3.0 % w/v.

When treating a mammal for the prevention, treatment or amelioration of otic allergic

reactions and responses, the compositions of the present invention may also contain one or

more anti-allergy agents, histamine H1 receptor antagonists or anti-histaminic agents

(hereinafter collectively referred to as “anti-allergy agents”), or may be dosed concurrently or

sequentially with anti—allergy agent containing compositions. Examples of anti-allergy agents

include, but are not limited to, mizolastine, mapinastine, levocabastine, pheniramine,

antazoline, ketotifen, azelastine, doxepine analogs, such as those described in US. Patent

Nos. 4,871,865 (Lever et a1.) and 4,923,892 (Lever et al.), cetirizine, loratadine,

fenoxifenadine, diphenhydramine, brompheniramine, chlorpheniramine, clemastine,

pyrilamine, cromolyn, nedocromil, lodoxamide, or other anti—allergy agents known to those

skilled in the art. The IB/1D agonist/anti-allergy agent combination compositions will contain

-1]-
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one or more IB/ 1D agonists, as stated above, and one or more anti—allergy agents in an amount

effective to prevent, treat or ameliorate otic allergic reactions and responses. As used herein,

such an amount is referred to as “an effective amount of one or more anti-allergy agents” or “an

amount effective to prevent, treat or ameliorate otic allergic reactions or responses.” In

general, however, the 1B/ 1D agonist/anti-allergy agent combination compositions of the

present invention will typically contain one or more anti-allergy agents in an amount of about

0.001 to 1.0 % w/v.

When treating a mammal for the prevention, treatment or amelioration of otic

inflammatory reactions and responses, the compositions of the present invention may also

contain one or more anti-inflammatory agents or may be dosed concurrently or sequentially

with anti-inflammatory agent containing compositions. Examples of anti-inflammatory

agents include, but are not limited to, PAF antagonists, such as SR—27417, A-l37491, ABT-

299, apafant, bepafant, minopafant, E-6123, BN—50727, nupafant and modipafant; PDE IV

inhibitors, such as ariflo, torbafylline, rolipram, filaminast, piclamilast, cipamfylline, CG-

1088, V—11294A, CT-2820, PD-168787, CP-293121, DWP-205297, CP-220629, SH-636,

BAY—19-8004, and roflumilast; cyclooxygenase type I and II inhibitors, such as nepafenac,

amfenac, diclofenac, flurbiprofen, indomethacin, naproxen, ketorolac, ibuprofen, bromfenac,

ketoprofen, meclofenamate, piroxicam, sulindac, suprofen, mefanamic acid, diflusinal,

oxaprozin, tolmetin, fenoprofen, benoxaprofen, nabumetome, etodolac, phenylbutazone,

aspirin, oxyphenbutazone, NCX-4016, HGT-1026, NCX-284, NCX-456, tenoxicam and

carprofen; cyclooxygenase type II selective inhibitors, such as NS-398, vioxx, celecoxib, P54,

etodolac, darbufelone mesylate, L-804600 and S-33516; and inhibitors of cytokine

production, such as inhibitors of the NFkB transcription factor; or other anti-inflammatory

agents known to those skilled in the art. The lB/lD agonist/anti-inflammatory agent

-12-
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combination compositions will contain one or more lB/1D agonists, as stated above, and one or

more anti-inflammatory agents in an amount effective to prevent, treat or ameliorate otic

inflammatory reactions and responses. As used herein, such an amount is referred to as “an

effective amount of one or more anti-inflammatory agents” or “an amount effective to prevent,

treat or ameliorate otic inflammatory reactions or responses.” In general, however, the lB/ 1D

agonist/anti—inflammatory agent combination compositions of the present invention will

typically contain one or more anti-inflammatory agents in an amount of about 0.01 to 1.0 %

w/v.

The otic compositions of the present invention may also include various other

ingredients, such as buffers, preservatives, co-solvents and viscosity building agents.

An appropriate buffer system (e.g., sodium phosphate, sodium acetate or sodium borate)

may be added to prevent pH drift under storage conditions.

Otic products are typically packaged in multidose form. Preservatives are thus required

in multidose compositions to prevent microbial contamination during use. Suitable

preservatives include: benzalkonium chloride, thimerosal, chlorobutanol, methyl paraben,

propyl paraben, phenylethyl alcohol, edetate disodium, sorbic acid, polyquaternium-l, or other

agents known to those skilled in the art. Such preservatives are typically employed at a level of

from 0.001 to 1.0 % w/v.

Some of the compounds of the present invention may have limited solubility in water

and therefore may require a surfactant or other appropriate co-solvent in the composition. Such

co-solvents include: polyethoxylated castor oils, Polysorbate 20, 60 and 80; Pluronic® F—68, F-

84 and P-103 (BASF Corp, Parsippany NJ, USA); cyclodextrin; or other agents known to those

skilled in the art. Such co-solvents are typically employed at a level of from 0.01 to 2% w/v.

-13-
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Viscosity greater than that of simple aqueous solutions may be desirable to increase otic

absorption of the active compound, to decrease variability in dispensing the formulations, to

decrease physical separation of components of a suspension or emulsion of formulation and/or

otherwise to improve the otic formulation. Such viscosity building agents include, for example,

polyvinyl alcohol, polyvinyl pyrrolidone, methyl cellulose, hydroxypropyl methylcellulose,

hydroxyethyl cellulose, carboxymethyl cellulose, hydroxypropyl cellulose or other agents

known to those skilled in the art. Such agents are typically employed at a level of from 0.01 to

2% w/v.

The compositions may also be used for treating irritated tissues following otic surgery.

The compositions may be used for acute treatment of temporary conditions, or may be

administered chronically. The compositions may also be used prophylactically, especially prior

to otic surgery or noninvasive otic procedures, or other types of surgery.

As stated above, the compounds and compositions of the invention will be used to

prevent or ameliorate otic pain associated with various stimuli. For example, the 1B/ 1D

agonists and compositions of the present invention may be used in treating pain arising from

allergens, inflammation, trauma, congestion, infection, foreign body sensation and surgery, e. g.,

following cochlear implant surgery. With such treatment, the lB/lD agonists can be

individually closed, or in combination with other pharmaceutical agents known in the art.

The compositions of the present invention are further illustrated by the following

formulation examples 1-4. The ingredient “lB/1D agonist” denotes a compound of the present

invention.

-14-
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ExamBle 1

The following is an example of an otic/ nasal solution:

 

5 Ingredient Amount (% w/v)

7—trifluoromethy1-4(4-methy1- 1 —piperazinyl) 0.01—1.0

-pyrrolo[1,2-a]quinoxaline maleate

10 (CGS-12066A)

Phosphate Buffered Saline 1.0

Polysorbate 80 0.5

Purified water q.s. to 100%

15

ExamEle 2
20

The following is an example of an otic/nasal suspension:

 

Ingredient Amount (% w/v)

25 lB/l D agonist 0.01—1.0

Monobasic sodium phosphate 0.05

Dibasic sodium phosphate 0.15

(anhydrous)

Sodium chloride 0.75

30 Disodium EDTA (Edetate disodium) 0.05

Cremophor EL 0.1

Benzalkonium Chloride 0.01

HCl and/or NaOH pH 7.3 - 7.4

Purified water q.s. to 100%
35

- 15 _
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Exalee 3

5 The following is an example of an otic/nasal suspension or solution:

 

 

Ingredient Amount (% w/v)

lB/lD agonist 0.01-1.0

10 Phosphate Buffered Saline 1.0

Hydroxypropy1~B—cyclodextrin 4.0

Purified water q.s. to 100%

15

ExamEle 4

20 The following is an example of an otic/nasal suspension:

 

 
Ingredient Amount (% w/v)

1B/1D agonist 0.1—1.0

25 Moxifloxacin 0.3

Benzalkonium Chloride 0.01

Edetate Disodium, USP 0.0]

Sodium Chloride, USP 0.3

Sodium Sulfate, USP 1.2

30 Tyloxapol, USP 0.05

Hydroxyethylcellulose 0.25

Sulfuric Acid and/or

Sodium Hydroxide, NF q.s.

Purified Water, USP q.s. to 100%

35
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What is claimed is:

1. A topical otic or intranasal composition for treating otic pain comprising a

pharrnaceutically effective amount of one or more lB/1D agonist(s) in a pharmaceutically

acceptable vehicle.

2. A composition according to Claim 1, wherein the 1B/ 1D agonist is selected

from the group consisting of: CGS-12066A; Anpirtoline; RU-24969; 5-

carboxamidotryptarnine; 5-methoxy-n,n,dimethyl—tryptamine; Sumatriptan; L-694247;

Metergoline; LY165163; EMS-180048; PNU-142633; PNU-109291; PNU-95666; F-l4258;

F-12640; ALX-0646; frovatriptan; eletriptan; almotriptan; rizatriptan benzoate; naratriptan;

zolmitriptan; 18—159; SB-224289; L-782097; VS-395; CP-122288; avitriptan; eltoprazine;

BRL-15572; and SB—21664l.

3. A composition according to Claim 2, wherein the lB/lD agonist is 7-

trifluoromethy1—4(4-methyl-1 -piperazinyl)—pyrrolo[1 ,2—a]quinoxa1ine maleate.

4. A composition according to Claim 2, wherein the 1B/ 1D agonist is

Anpirtoline.

5. A composition according to Claim 1, wherein the composition also comprises

one or more an anti—microbial agents in an amount effective to prevent, treat or ameliorate

otic infections.

6. A composition according to Claim 1, wherein the composition also comprises

one or more an anti-allergy agents in an amount effective to prevent, treat or ameliorate otic

allergy reactions or responses.

7. A composition according to Claim 1, wherein the composition also comprises

one or more an anti-inflammatory agents in an amount effective to prevent, treat or ameliorate

otic inflammatory reactions or responses.

-17-
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8. A composition according to Claim 5, wherein the anti—microbial agent(s) is/arc

selected from the group consisting of: chloremphenicol, ofloxacin, norfloxacin, lomefloxacin,

ciprofloxacin, natamycin, neomycin, polymyxin B, gentamycin, tobramycin, bacitracin,

gramicidin, erythromycin, moxifloxacin, oxazolidinones, trovafloxacin, grepafloxacin,

sulfacetamide, tetracycline, sulfisoxazole, diolamine, trifluorothymidine, acyclovir,

gancyclovir and vaniomycin.

9. A composition according to Claim 6, wherein the anti-allergy agent(s) is/are

selected from the group consisting of: mizolastine, mapinastine, levocabastine, pheniramine,

antazoline, ketotifen, azelastine, doxepine analogs, cetirizine, loratadine, fenoxifenadine,

diphenhydramine, brompheniramine, chlorpheniramine, clemastine, pyrilamine, cromolyn,
nedocromil and lodoxamide.

10. A composition according to Claim 7, wherein the anti-inflammatory agent(s)

is/are selected from the group consisting of: PAF antagonists; PDE IV inhibitors;

cyclooxygenase type I and II inhibitors; cyclooxygenase type II selective inhibitors; and

inhibitors of cytokine production.

11. A composition according to Claim 10, wherein the PAF antagonists are

selected from the group consisting of SR—27417, A-l37491, ABT-299, apafant, bepafant,

minopafant, E-6123, BN-50727, nupafant and modipafant; the PDE IV inhibitors are selected

from the group consisting of ariflo, torbafylline, rolipram, filaminast, piclamilast,

cipamfylline, CG-1088, V-11294A, CT-2820, PD—168787, CP-293121, DWP—205297, CP—

220629, SH-636, BAY-19-8004 and roflumilast; the cyclooxygenase type I and II inhibitors

are selected from the group consisting of nepafenac, amfenac, diclofenac, flurbiprofen,

indomethacin, naproxen, ketorolac, ibuprofen, bromfenac, ketoprofen, meclofenamate,

piroxicam, sulindac, suprofen, mefanamic acid, diflusinal, oxaprozin, tolmetin, fenoprofen,

benoxaprofen, nabumetome, etodolac, phenylbutazone, aspirin, oxyphenbutazone, NCX-

4016, HCT-1026, NCX-284, NCX-456, tenoxicam and carprofen; the cyclooxygenase type II

selective inhibitors are selected from the group consisting of NS—398, vioxx, celecoxib, P54,

etodolac, darbufelone mesylate, L-804600 and S—33516; and the inhibitors of cytokine

-18-
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production are selected from the group consisting of inhibitors of the NFkB transcription

factor.

12. A method for treating otic pain which comprises administering to a mammal a

5 topical or intranasal composition comprising a pharmaceutically effective amount of one or

more lB/ 1D agonists in a pharmaceutically acceptable vehicle.

13. A method according to Claim 12, wherein the IB/1D agonist is selected from

the group consisting of: CGS-12066A; Anpirtoline; RU-24969; 5-carboxamidotryptamine; 5-

10 methoxy—n,n,dimethyl—tryptamine; Sumatriptan; L—694247; Metergoline; LY165163; BMS-

180048; PNU-142633; PNU—109291; PNU—95666; F—14258; F-l2640; Alix-0646;

frovatriptan; eletriptan; almotriptan; rizatriptan benzoate; naratriptan; zolmitriptan; IS-159;

SB-224289; L-782097; VS-395; CP—122288; avitriptan; eltoprazine; BRL-15572; and SB—

216641.

15

14. A method according to Claim 13, wherein the lB/lD agonist is 7-

trifluoromethyl-4(4-methyl-1-piperazinyl)-pyrrolo[1,2-a]quinoxaline maleate.

15. A method according to Claim 14, wherein the 1B/ 1D agonist is

20 Anpirtoline.

16, A method according to Claim 12, further comprising administering the

composition topically to the ear or intranasally.

25 17. A method according to Claim 13, further comprising administering the

composition topically to the ear or intranasally.

18. A method according to Claim 12, wherein the otic pain is caused by otitis

media, otitis extema, otic surgery or swimmer’s ear.

30

-19..
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19. A method according to Claim 12, wherein the composition further comprises

one or more anti-microbial agents in an amount effective to prevent, treat or ameliorate otic

infections.

20. A method according to Claim 12, wherein the composition further comprises

one or more anti-allergy agents in an amount effective to prevent, treat or ameliorate otic

allergic reactions or responses.

21. A method according to Claim 12, wherein the composition further comprises

one or more anti-inflammatory agents in an amount effective to prevent. treat or ameliorate

otic inflammatory reactions or responses.

22. A method according to Claim 19, wherein the anti-microbial agent(s) is/are

selected from the group consisting of: chloremphenicol, ofloxacin, norfloxacin, lomefloxacin,

ciprofloxacin, natamycin, neomycin, polymyxin B, gentamycin, tobramycin, bacitracin,

gramicidin, erythromycin, moxifloxacin, oxazolidinones, trovafloxacin, grepafloxacin,

sulfacetamide, tetracycline, sulfisoxazole, diolamine, trifluorothymidine, acyclovir,

gancyclovir and vaniomycin.

23. A method according to Claim 20, wherein the anti-allergy agent(s) is/are

selected from the group consisting of: mizolastine, mapinastine, levocabastine, pheniramine,

antazoline, ketotifen, azelastine, doxepine analogs, cetirizine, loratadine, fenoxifenadine,

diphenhydramine, brompheniramine, chlorpheniramine, clemastine, pyrilamine, cromolyn,

nedocromil and lodoxamide.

24. A method according to Claim 21, wherein the anti-inflammatory agent(s)

is/are selected from the group consisting of: PAF antagonists; PDE IV inhibitors;

cyclooxygenase type I and 1 inhibitors; cyclooxygenase type II selective inhibitors; and

inhibitors of cytokine production.

25. A method according to Claim 24, wherein the PAF antagonists are selected

from the group consisting of SR-27417, A-137491, ABT—299, apafant, bepafant, minopafant,

-20-
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15-6123, BN—50727, nupafant and modipafant; the PDE IV inhibitors are selected from the

group consisting of ariflo, torbafylline, rolipram, filaminast, piclamilast. cipamfylline, CG-

1088, V-11294A, CT—2820, I’D-168787, CP-293121, DWP-205297, CP-220629, SH—636,

BAY-l9-8004 and roflumilast; the cyclooxygenase type I and I inhibitors are selected from

the group consisting of nepafenac, amfenac, diclofenac, flurbiprofen, indomethacin,

naproxen, ketorolac, ibuprofen, bromfenac, ketoprofen, meclofenamate, piroxicam, sulindac,

suprofen, mefanamic acid. diflusinal, oxaprozin, tolmetin, fenoprofen, benoxaprofen,

nabumetome, etodolac, phenylbutazone, aspirin, oxyphenbutazone, NCX—4016, HCT—1026,

NCX-284, NCX—456, tenoxicam and carprofen; the cyclooxygenase type II selective

inhibitors are selected from the group consisting of NS-398, vioxx, celecoxib, P54, etodolac,

darbufelone mesylate, L-804600 and S-33516; and the inhibitors of cytokine production are

selected from the group consisting of inhibitors of the NFkB transcription factor.

26. A method according to Claim 19, wherein the otic pain is caused by otitis

media, otitis extema, otic surgery or swimmer’s ear.

27. A method according to Claim 22, wherein the otic pain is caused by otitis

media, otitis extema, otic surgery or swimmer’s ear.

-21-
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor

Shirou SAWA

Serial No. NEW

Filed November 28, 2012

AQUEOUS LIQUID PREPARATION : Attorney Docket No. 2012_5420

CONTAINING 2-AMINO-3-(4-

BROMOBENZOYL)PHENYLACETIC ACID

(Rule 1.53(b) Divisional

of Serial No. 13/353,653,

Filed January 19, 2012)

INFORMATION DISCLOSURE STATEMENT

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

SH. Pursuant to the provisions of 37 CFR § 1.56, 1.97 and 1.98, Applicant requests
consideration of the information listed on attached Form PTO/SB/08.

It is requested that the Examiner consider all the information of record in the prior parent

applications (Serial No. 13/353,653, 10/525006), relied on by the present application under 35

U.S.C. § 120. A copy of any listed reference that was previously cited by or submitted to the

PTO in the prior parent application(s) is not required or provided herein (see 37 C.F.R. 1.98(d)).

1a. [X] This Information Disclosure Statement is submitted:

Within three months of the filing date (or of entry into the National Stage) of the above-

entitled application, or

before the mailing of a first Office Action on the merits or the mailing of a first Office

Action after the filing of an RCE,

and thus no certification and/0r fee is required.

The USPTO is hereby authorized to charge anyfees under 37 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this
paper to Deposit Account No. 23-0975.
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1c.

[] This Information Disclosure Statement is submitted

after the events of above paragraph la and prior to the mailing date of a final Office

Action or a Notice of Allowance or an action which otherwise closes prosecution in the

application, and thus:

(1) [] the certification of paragraph 2 below is provided, or

(2) [] the fee of$180.00 specified in 37 CFR l.l7(p) is enclosed.

[] This Information Disclosure Statement is submitted:

after the mailing date of a final Office Action or Notice of Allowance or action which

otherwise closes prosecution in the application, and prior to payment of the issue fee, and

thus:

the certification of paragraph 2 below is provided, M

the fee of $180.00 specified in 37 CFR l.l7(p) is enclosed.

It is hereby certified

a. [] that each item of information contained in this Information Disclosure

Statement was first cited in any communication from a foreign patent office in a

counterpart foreign application not more than three months prior to the filing of

the Statement (37 CFR. § l.97(e)(l)), or

b. [] that no item of information contained in the Information Disclosure Statement

was cited in a communication from a foreign patent office in a counterpart

foreign application and, to the knowledge of the person signing the certification

after making reasonable inquiry, was known to any individual designated in
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§l.56(c) more than three months prior to the filing of the Statement (37 CPR. §

1.97(e)(2)).

3. For each non-English language reference listed on the attached Form PTO/SB/OS,

reference is made to one or more of the following:

a. [] a full or partial English language translation submitted herewith,

b. [] an International Search Report submitted herewith,

c. [] a foreign patent office search report or office action (in the English language)

submitted herewith,

d. [] the concise explanation contained in the specification of the present application

at page ,

e. [] the concise explanation set forth in the attached English language abstract,

f. [] the concise explanation set forth below or on a separate sheet attached to the

reference:

4. [] A foreign patent office search report citing one or more of the references is enclosed.

Respectfully submitted,
Mla rre n M . Digitally signed by /Warren M. Cheek/

DN: Icn=/Warren M. Cheek/, o, OU,

Cheek/ 3211']EmililgvliTo‘li‘étgéfiJr‘é' CZUS
Warren M. Cheek

Registration No. 33 ,3 67

WMC/dlk Attorney for Applicant

Washington, DC. 20005-1503

Telephone (202) 721-8200

Facsimile (202) 721-8250

November 28, 2012
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
AddIESS. COMMISSIONER FOR PATENTSPO Box 1450

Alexandria, Viigmia 22313-1450www.uspto.gov

APPLICATION NUMBER F ING OR 371 (C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE

 
 
   

13/687,242 11/28/2012 Shirou SAWA 2012_5420

CONFIRMATION NO. 1577

513 PUBLICATION NOTICE

WENDEROTH, LIND & PONACK, L.L.P.

1oso15ulsneetlvvv, IMINWIWMIme
Suite 400 East

Washington, DC 20005-1503

WWWWWMWWWWWIll)0000060429573

Title:AQUEOUS LIQUID PREPARATION CONTAINING 2-AMINO-3-(4-BROMOBENZOYL)PHENYLACETIC
ACID

Publication No.US-2013-0090384-A1

Publication Date:04/11/2013

NOTICE OF PUBLICATION OF APPLICATION

The above-identified application will be electronically published as a patent application publication pursuant to 37

CFR 1.211, et seq. The patent application publication number and publication date are set forth above.

The publication may be accessed through the USPTO's publically available Searchable Databases via the

Internet at www.uspto.gov. The direct link to access the publication is currently http://www.uspto.gov/patft/.

The publication process established by the Office does not provide for mailing a copy of the publication to

applicant. A copy of the publication may be obtained from the Office upon payment of the appropriate fee set forth

in 37 CFR 1.19(a)(1). Orders for copies of patent application publications are handled by the USPTO's Office of

Public Records. The Office of Public Records can be reached by telephone at (703) 308-9726 or (800) 972-6382,

by facsimile at (703) 305-8759, by mail addressed to the United States Patent and Trademark Office, Office of
Public Records, Alexandria, VA 22313-1450 or via the Internet.

In addition, information on the status of the application, including the mailing date of Office actions and the

dates of receipt of correspondence filed in the Office, may also be accessed via the Internet through the Patent

Electronic Business Center at www.uspto.gov using the public side of the Patent Application Information and

Retrieval (PAIR) system. The direct link to access this status information is currently http://pair.uspto.gov/. Prior to

publication, such status information is confidential and may only be obtained by applicant using the private side of
PAIR.

Further assistance in electronically accessing the publication, or about PAIR, is available by calling the Patent
Electronic Business Center at 1-866-217-9197.

 

Office of Data Managment, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

First Named Inventor : Attorney Docket No. 2012_5420

Shirou SAWA : Confirmation N0. 1577

Serial No. 13/687,242 : Group Art Unit 1627

Filed November 28, 2012 : Examiner Layla Soroush

AQUEOUS LIQUID PREPARATION : Mail Stop: AMENDMENT

CONTAINING 2-AMINO-3-(4-

BROMOBENZOYL)PHENYLACETIC ACID

RESPONSE TO ELECTION OF SPECIES REQUIREMENT

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir/Madam:

Pursuant to the requirement set forth in the Office Action mailed March 25, 2013,

Applicant hereby elects benzalkonium chloride as the species of quartemary ammonium salts.

Claims 19-48 read on the elected species.

In View of this election, a full examination on the merits of the present application is

respectfully requested.

Respectfully submitted,
Digitally signed by /Warren M. Cheek,

/Warren M.
DN: c|n=/V\rl]arr:n M. cgeekfirj, o, ou,emai =WC ee @wen erot .com,

C h ee kl J r°/ cD—atjes:2013.04.0913:56:33 -04'00I
Warren M. Cheek

Registration No. 33,367

WMC/dlk Attorney for Applicant

Washington, DC. 20005-1503

Telephone (202) 721-8200

Facsimile (202) 721 -8250

April 9, 2013

 

The USPTO is hereby authorized to charge anyfees under 37 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this
paper to Deposit Account No. 23-0975.
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Electronic Acknowledgement Receipt

International Application Number: —

AQUEOUS LIQUID PREPARATION CONTAINING 2-AMINO-3-(4-

T't'e °f Inventwn‘ BROMOBENZOYL)PHENYLACETIC ACID

First Named Inventor/Applicant Name:

Application Type: Utility under 35 USC111(a)

 
Payment information:

File Listing:

Document Document Descri tion File Size(Bytes)/ Multi Pages
Number p Message Digest Part /.zip (if appl.)

173201

Response to Election / Restriction Filed AttachA_Response.pdf e9d8b05dd0402df742283e607655996a60 -
06179 
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The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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PTO/SB/06 (09-11)
Approved for use through 1/31/2014. OMB 0651 -0032

US. Patent and Trademark Office; US. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD APP'IcaIIO“ or DOCKSI Number Filing Dale
Substitute for Form PTO-875 13/687,242 1 1/28/2012 [I To be Mailed

ENTITY: IZI LARGE |:| SMALL El MICRO

APPLICATION AS FILED — PART I

(Column 1) (Column 2)

37CFR1.16a, b,or c

37CFR1.16k, i,or m

D EXAMINATION FEE

TOTAL CLAIMS , *
37 CFR1.16I ““1520:

INDEPENDENT CLAIMS , *
37 CFR1.16h ”W153:

If the specification and drawings exceed 100 sheets
of paper, the application size fee due is $310 ($155
for small entity) for each additional 50 sheets or
fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37

I:IAPPLICATION SIZE FEE
(37 CFR1.16(s))

I:I MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR1.16(j))
* If the difference in column 1 is less than zero, enter “0" in column 2.

APPLICATION AS AMENDED — PART II

(Column 2) (Column 3)

CLAIMS HIGHEST
REMAINING NUMBER

04/09/2013 AFTER PREVIOUSLY PRESENT EXTRA ADDITIONAL FEE ($)AMENDMENT PAID FOR

Total (37 CFR , - HMm

lnde endent * - H,Minus

I:I Application Size Fee (37 CFR 1 .16(s))
AMENDMENT

D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

(Column 3

CLAIMS HIGHEST
REMAINING NUMBER

AFTER PREVIOUSLY
AMENDMENT PAID FOR

1.16 i

Independent * - H,
(were) _-_—

))El Application Size Fee (37 CFR 1 .16(s

)

PRESENT EXTRA

AMENDMENT
D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

* If the entry in column 1 is less than the entry in column 2, write “0" in column 3. LIE
** If the “Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter “20". /LINDA BADIE/
*** If the “Highest Number Previously Paid FOI" IN THIS SPACE is less than 3, enter “3‘.
The “Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1.

 
This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, US. Patent and Trademark Office, US.
Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800—PTO—9199 and select option 2.
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria1 Virginia 22313- 1450
wwwusptogov

 
  
  CONF {MATION NO.    APPLICATION NO. F ING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO.

13/687,242 11/28/2012 INVOOlShirou SAWA 201275420 1577

513 7590 03/25/2013

WENDEROTH,LIND&PONACK,L.L.P.
1030 15th Street, N.W., SOROUSH, LAYLA
Suite 400 East

Washington, DC 20005- 1503 PAPER NUMBER1627

 
NOT *ICATION DATE DELIVERY MODE   

03/25/2013 ELECTRONIC

Please find below and/0r attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above—indicated "Notification Date" to the

following e—mail address(es):

ddalecki @wenderoth.com
eoa@ wenderoth.com
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Application No. Applicant(s)

 13/687,242 SAWA ET AL.

Office Action Summary Examiner Art Unit

LAYLA SOROUSH 1627

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR1. 136(a). In no event however may a reply be timely filed
after SIX () MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even it timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

1)|Zl Responsive to communication(s) filed on 15 January 2013.

2a)|:l This action is FINAL. 2b)IXI This action is non-final.

3)I:I An election was made by the applicant in response to a restriction requirement set forth during the interview on

; the restriction requirement and election have been incorporated into this action.

4)|:l Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Exparte Quay/e, 1935 CD. 11, 453 O.G. 213.

 

Disposition of Claims

5)IZ Claim(s) L48 is/are pending in the application.

5a) Of the above claim(s)_ is/are withdrawn from consideration.

6 |:| Claim s)_ is/are allowed.

) is/are rejected.

)_ is/are objected to.

) 19-48 are subject to restriction and/or election requirement.
 

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway

program at a participating intellectual property office for the corresponding application. For more information, please see

httn:,I/www usntq. quwua'ertslanr events/ h/Indexis or send an inquiry to PPeredback us Emmi.
 

Application Papers

10)I:| The specification is objected to by the Examiner.

11)|:I The drawing(s) filed on_ is/are: a)I:I accepted or b)I:I objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

Priority under 35 U.S.C. § 119

12)|:| Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a)I:I All b)|:l Some * c)I:I None of:

1.I:I Certified copies of the priority documents have been received.

2.|:l Certified copies of the priority documents have been received in Application No._

3.I:I Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) I] Notice of References Cited (PTO-892) 3) I] Interview Summary (PTO-413)
Paper No(s)/Mai| Date.

2) D Information Disclosure Statement(s) (PTO/SB/08) 4) D Other:
Paper No(s(s)/Mai| Date—

 
U.S. Patent an Tradernr ttic

PTOL-326tfigiegégfl€281 Office Action Summary Part of Paper No./Mai| Date 20130320
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Application/Control Number: 13/687,242 Page 2

Art Unit: 1627

DETAILED ACTION

Election/Restrictions

1. This application contains claims directed to more than one species of the generic

invention. These species are deemed to lack unity of invention because they are not so

linked as to form a single general inventive concept under PCT Rule 13.1.

The species are as follows:

Various quaternary ammonium salts.

Applicant is required, in reply to this action, to elect a single species to which the

claims shall be restricted if no generic claim is finally held to be allowable. The reply

must also identify the claims readable on the elected species, including any claims

subsequently added. An argument that a claim is allowable or that all claims are

generic is considered non-responsive unless accompanied by an election.

Upon the allowance of a generic claim, applicant will be entitled to consideration

of claims to additional species which are written in dependent form or otherwise include

all the limitations of an allowed generic claim as provided by 37 CFR 1.141. lf claims

are added after the election, applicant must indicate which are readable upon the

elected species. MPEP § 809.02(a).

2. The species listed above do not relate to a single general inventive concept

under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or

corresponding special technical features for the following reasons: the group of

quaternary ammonium salts are represented by the different species or possible other

choices, each of which consist of different chemical and physical properties.

3. Applicant is advised that the reply to this requirement to be complete must

include (i) an election of a species or invention to be examined even though the
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requirement be traversed (37 CFR 1.143) and (ii) identification of the claims

encompassing the elected invention.

The election of an invention or species may be made with or without traverse. To

reserve a right to petition, the election must be made with traverse. If the reply does not

distinctly and specifically point out supposed errors in the restriction requirement, the

election shall be treated as an election without traverse.

Should applicant traverse on the ground that the inventions or species are not

patentably distinct, applicant should submit evidence or identify such evidence now of

record showing the inventions or species to be obvious variants or clearly admit on the

record that this is the case. In either instance, if the examiner finds one of the inventions

unpatentable over the prior art, the evidence or admission may be used in a rejection

under 35 U.S.C.103(a) of the other invention.

4. Applicant is reminded that upon the cancellation of claims to a non-elected

invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one

or more of the currently named inventors is no longer an inventor of at least one claim

remaining in the application. Any amendment of inventorship must be accompanied by

a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(i).

Election

A telephone call to the attorney is not required where: 1) the restriction

requirement is complex, 2) the application is being prosecuted pro se, or 3) the

examiner knows from past experience that a telephone election will not be made (MPEP

812.01). Since the restriction election is considered complex, a call to the attorney for a
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telephone election was not made.

Applicant is advised that the reply to this requirement to be complete must

include (i) an election of a species or invention to be examined even though the

requirement may be traversed (37 CFR 1.143) and (ii) identification of the claims

encompassing the elected invention.

The election of an invention or species may be made with or without traverse. To

preserve a right to petition, the election must be made with traverse. If the reply does

not distinctly and specifically point out supposed errors in the restriction requirement,

the election shall be treated as an election without traverse.

Applicant is reminded that upon the cancellation of claims to a non-elected

invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one

or more of the currently named inventors is no longer an inventor of at least one claim

remaining in the application. Any amendment of inventorship must be accompanied by

a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(i).

Conclusion

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Layla Soroush whose telephone number is (571 )272-

5008. The examiner can normally be reached on Monday through Friday from 8:30

am. to 5:00 pm.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Sreenivasan Padmanabhan, can be reached on (571) 272-0629. The fax
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phone number for the organization where this application or proceeding is assigned is

571-273-8300.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

/Layla Soroush/

Examiner, Art Unit 1627
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313-1450

www.uspio.gov

 
WENDEROTH, LIND & PONACK, L.L.P.

1030 15th Street, N.W.,

Suite 400 East

Washington DC 20005-1503
 

Doc Code: TRACK1.GRANT

Decision Granting Request for

Prioritized Examination Application No.: 13/687,242
Track I or After RCE

. THE REQUEST FILED November 28 2012 IS GRANTED.

The above-identified application has met the requirements for prioritized examination

A. [Z for an original nonprovisional application (Track I).
B. E] for an application undergoing continued examination (RCE).

The above-identified application will undergo prioritized examination. 'The application will be
accorded special status throughout its entire course of prosecution until one of the following occurs:

A. filing a petition for extension of time to extend the time period for filing a reply;

B. filing an amendment to amend the application to contain more than four independent

claimsI more than thir_ty total claims, or a multiple dependent claim;

filing a reguest for continued examination;

filing a notice of appeal;

filing a request for suspension of action;

mailing of a notice of allowance;

mailing of a final Office action;

completion of examination as defined in 37 CFR 41.102; or

abandonment of the application.

Telephone inquiries with regard to this decision should be directed to Brian W. Brown at 571-272-5338.

[Brian W. Brown/ Petitions Examiner, Office of Petitions

[Signature] (Title)

 
US. Patent and Trademark Office

PTO-2298 (Rev. 02—2012)
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E. coli 65 X 106

R aeruginosa 5.8x 106

C. albicans 3.2 X 105

A. nigcr 1.8x 105

Unit : CFU/mL

fiB—Z

S. aureus 2%1X106

E. coli 6.5 X 106

P. aer‘uginosa 5.8x 106

C. albicans 3.2 X 105

 

 
A. niger 1.8x 105

Unit : CFU/InL

E3 — 3

S aureus 2.1&7X 10G

E. coli 7_4>< lOCi

P! aeruginosa 8.8 X 106

C. albicans 4.6 X 105

A. niger 1_0 X 105

 
Unit : CFUImL
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PTGJAEAS’M {Q8451}
Hammad fat use through 51533614. ‘3th 0653-6832

us. Patent and Tradematk Office; US. DEPARTMENT OF CQMMERCE

tirade; the. Paperwork Reduction Act of $95. no persona: are teqtztrae‘ to. t'espond to a setteetic-n m" tratmntatiut: untam- tt contains :1 vatid QMB mistmi number.

A t' SE— 3T6D:gihm' t 37 CFR 1.76 Attorney Docket Number 231233428333 ion a a 93

pp Application Number 1 3 / 6 8 7 I 2 42

 

 

    
 

Title of tnventtort AQUEC‘US LtQUED PREPARATiON CONTAtNtNG 2+At‘vttNO«3«{4~BRGMOEENZOYLfi-‘JHENYLACETEC ACID 

The appttcation data sheet is part cat the provtstanat er nongrevtstunat apptteafian tar whim it ta being submitted, The fetiowtflg farm captains the
btbttngraphtc data arranged in a termat speetfted by the United States Patent and Trademark Office as outlinasj in 37 CFR 1.76
this document may be mmpteted etectmmcatly and submitted t0 the Qffice tn etemrontc format using the EieatmntcCiting System (EFS‘; er the
document may be printed and anctumtted in a paper fited appttcatton.

 
Secrecy Order 3’? CFR 52

Portions or at! of the apptication asseciated with this Apptication Data Sheet may tatt underaSeamus: Order pursuant to

E3 3‘? CFR 52 (Paper fitters only Appttcatinns that fat: under Secrecy Order may not be fited etectmnicatty)

 

 

tnventer tnformation:

inventor t

Legat Name

-"—-
Residence tnformaflon {S-etect One} if} US Residency (a) Non US Residency C) Active U8 Mttttary Sewtce

County of Residence t

 

 

Matting Address of tnventer:

Address ’3 F 7 ‘ ‘ 5 ' '. ‘ C/o SENJU PHARMACEUTICAL co. LTD. Kobe Creative Center 

AGQTBSSE W5—4‘ Murotani l—chome‘ Nishi—ku‘ Kobe—shi

tnventar 2

Legat Name

' tTA

Residence tnformation {Setect One} C} U3 Residency {i} Nan US Rewtdency {:3 Active US Mttitary Sewtca

Mailing Address of inventor:
c/o SENJU PHARMACEUTICAL CO., LTD., Kobe Creative Center

Addressz Murotani l— chome Nishi—ku Kobe—shi

PoetatCode W 6—51—2241

Att inventors Must Be Listed - Additionat Invenmr tnt‘ormatim blocks: may be.

generated within this term by setecttng the Add button.
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PTGJ'AEAEM {G842}
Aflmvad my use through 51533614. ONE 0653-61332

us. Paien!’ and Tiadéii‘iaik 055mg; US. DEPQRTMENT OF CQMMERCE
Una->35 the: Papam‘mk Reduction Mi of 1995‘ mm pagans we {waited to respond to a coiiectim mi inimmaiim umi‘ss ii camaim a mid EMS mnim: numiaar.

SU99T.«:M«:NLAT.

Appiication Data Sheet 3'? CFR 1.?6 ‘
Appiicaiion Number 1 3 / 6 8 7 r 2 4 2

 

    
 

Tiiie of invention AQUEOUS LiQUED PREPARAWON CONTAiNiNQ Z-AiifliNOfi—{ei-BRQMGBENEQYLiF’HE-NYLACETEC ACID

Enter either Customer Number or complete the Cnrrespondence information section beiow.

Fur further information see 37' CFR 1.33%}.

1:} An Address is being provided for tha correspondence: informaticm of this application.

Customer Number {30513 
 

Emaii Address wip@wender0thicom

Applicatinn information:

AQUEOUS LiQUiE} PREPARATION CONTAiNiNG E‘AMiN‘OvS-fl-‘BROMOBENEOYH
PHENYLACETiC AQID

[3Attorney Bracket Number 20122_5zi20

 Titie {if the invention   
 

 

 

 
 

  
  

  Smaii Entity Status Claimed 
 

Applicatian Type Nonpmvisionai

Totai Number of Drawing Sheets {if any) — Suggested Figure for Pubiication (if any}-
Puhiication informaiiun:

 [3 Request Eariy Pubiication {Fee required at time of Request 3‘? CFR 1.218} 

Request N01 to Publish. i hereby request that the attached appiicaiion not be pubiisiied under

[:1 35 USE. izzib} and certify iiiai the inveniian disciused in the attached appiicaiiun has not and wiii net be the
subject of an application iiied in another Ofluflii’y‘ or under a muitiiaterai iniematianai agreement that requires

purification at eighteen mentiis after fiiing.
 

Representative information: 

Representativa infommiicm ShGUid be provided for aii piaciitioners having a power (if attorney it} the appiinaiion. vaiding

this ini‘mrmaiicm in {he Appiicaiian Daia Sheet dmes not cansiituie a power 9i attorney in the appiifiation {Size 37 CFR1.32}.
Either enter Custemer Number 3:“ compiete the Representative Name section beiow. if both sactions axe compieted the cusmmer
Number wiii be used for {£13 Representative informatics?! during pracessing. 

 

Piease SeieciOne: (g) CustomerNumi-ser {3 us PatentPraciiti-Dner (:3 Limited Recognition {37 CFR 11.9) 
Damestic Benefiflflationai Stage information:

This section aiiaws fer the agpiicam ta either ciaim benefit under 35 USS. i iQie}, 128: mi Di' 365(0} or indicaia

Naiionai Stage entry imm a PCT appiication. Providing this information in the appiicaiion data sheet constiiuies ihe

specific :‘efei‘enca required by 35 USO. “9(6) or 120‘ and 37 CFR 1.78.
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PTGJ'AEAS'M {G842}
Annmvad far use through SiBiiQGi-‘i. ONE 0653-61332

us. Paiehf; and Tiadnmaik Oiiicn; US. DEF—‘QRTMENT OF CQMMERCE
Under the: Papam‘nrk Reduction Mi of 1995‘ mm pawns are required to respond to 3 animation mi inimmaiinn uniéss ii camaim a mid EMS mnim: numiaar.

'U??L? ?NTAL

Appiication Data Sheet 3'? CFR 1.?6 L rrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrr
Appiicaiinn Number 1 3 / 6 8 7 r 2 4 2  

    
 

Tiiie of invention AQUEOUS LiQUED PREPARAWON CONTAiNiNQ Z-AiifliNOfi—{ei-BRQMGBENEQYLWHENYLACETEC ACID

Appiication Number Continuity Typn Friar Appiicaiinn Number Fiiing Date {YWY—MhHBD)

Prior Appiiuatinn Status Patenieci

Appiinaiian . ., Prior Appiicaiinn Fiiing Date issue 0338
0017?”?in TYPE {YYYYMMUD} Patent Number {YYYvuivii’viADD}

13353553 1015250023 20850328 8129431 2m 24,3306

Prim Appiicatinn Status Expired

Appiication Number Continuity Type Prior Appiicaiion Number Fiiing Date (YWY—MM—DD)

iGiSfZSGOS a BM of internatinnai PCTUPEBUMGOOSSG 200443348

Additionai Domestic Benefit/Naiionai Siage {Data may be generated within this farm

by seieciing the Add buticin.

  
Fareign Priority informatian:

This seciinn aiinws far the anniicani tr) cinim benefit of foreign prinrity‘ and in identify any prinr‘ foreign apniication for which priority is:

not ciaim-ed. Providing this information in the appiicaiinn data shnei cansiiiuies the ciaim in; priority as required by 35 USS iigib}
and? 3? CFR 155(3).

Appiication Number FEW Date {YYYY'MM‘DD} Prion‘iy Claimed

Additionai Foreign Priority Data may be generated within this form by seiecting; the
Add button

  
 

Authnrizatinn tn Permit Access:

E Authorizaiinn in Permit Access to the instant Application by the Participating Gfiicns

if checked, the undersigned hereby grants the USPTO autherinr to provide the European Patent Gfiice {EPO},
the Japan Patent Office UPC}, ihe Knrean inieiinctuai Property Office {MPG}, inn Worid inieiiectuai Proparty Office {WEPO}:

and? any ether inieiieciuai property offices in which a fareign appiicaiion ciaiming priariiy to the instant paieni appiicaiion
is flied access in the instant patent appiicaiinni See 3? CFR iMic‘) and {h}. This. box snouid not be checked if the appiicani:
din-es not wish the EPO, JPD‘ KiPO, WiP‘O, or other inteiiectuai praneriy nfiice in which a foreign appiicatien ciaiming priority
to the instant patent application is filed in have access in the ins-tam paient appiinaiinn,

in accordance with 3? CFR "i ii 4813:2535 access wiii be provided to a cup}! of the insianr patent appiicaiion with respect
to: i} the instant pateni appiication—as—iiied; 2} any foreign application in which the instant patent appiication
ciaims priority under ’35 USS. iigichi} if a (20133," of the fornign nppiirzaiinn ihai saiisfies the certified can}: requirement of
3? CFR 355 has been iiied in the instani patent applicaiinn; and 3'} any US applicaiion~as-fiieci from which benefit is

sought in the instani patent appiicaiinni

in accordance wiih 3? CFR 1.12m}, access may be providari in information concerning the drain of fiiing this Authm‘izeiioni
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PTGJ'AEAS'M {G842}
Aflursvad far use through SiBiiQGi-‘i. ONE 0653-61332

us. Patient and Tradsmaik 055mg; US. DEPQRTMENT OF CQMMERCE
Una->35 the: Papam‘srk Reduction Mi of 1995‘ mm psrsms are required to respond to a coiisctim mi irrimmatim untsss it caniaim a mid (trivia mntmt numisar.

SUBBTMZMfiNiAT.

Appiication Data Sheet 3? CFR 1.?6 ‘ ‘

 

    
 

Tiiie of invention AQUEOUS LiQUED PREPARAWON CONTAiNiNQ 2-Afii‘iiNOfi—{4-BRQMGBENEQYLWHENYLACETEC ACID 
Appiicant information:

Previding assignment information in this section does not substitute for campiiarics with arty requirement of part 3 of Titie 3? of BFR
to have an assignment recorded by the Officer 

Applicant 1

if the appiicant is the invents-r (or the remaining joint inventor m inventsrs under 3? CFR 1.45). this section shouid n01 be compieted.
The informatien is be pmvided in this ssctisn is the name and address of the iegai representative who is the appiicani under 3? CFR
1.43; or the name and address 0f the assignes, person is Wham the itwenim‘ is uncissr art ubiigaiion it) assign {he irwentimt, or person

WhQ otherwise shows sufficient proprietary interest in the matter who is the appiicaiit under 37 CPR 1.48. it the appiicani is an

appiicam under 3? CFR 1‘46 {assignes person ts whom the inventor is obiigated to assign, or person wits otherwise shows sufficient
proprietary interest} tegsttier with one 0r mare joint inventors than the joint inventor or inventors who are arise the appiicant siiauid be
identified in this section.

Assignee , > . Legai Representative under 35 USC‘ it?

Person {0 whom the inventor is obiigatsd in assign. Q Persen witcr shows sufficient proprietary interest

if applicant is thif} iegai representative, ii'idiila’iii‘ the summit}; 10 WE: the 533331831? aflfiiifla’tiflfl, the ii’iVEi'iiOi' is:

Name of the Dismissed or Legaiiy incapacitated inventor :l i
if the Assignee is an Organization check here. X4" 

Organizatisn Name SENJU PHARMACEUTiCAi. £33., LTD.

Mailing Address information:

Address ’3 5-8, Hit‘anomaché E-citamer Chuouku, Osaka-52m,

Phone Number Fax Number 

7 Email Address 

Additionai Appiicant Data may be generated within this farm by seiecting the Add button.

 
Signature:

NOTE: This form must be signeri in accordance with 3? CFR 1.33. See 37 CFR 3.4 fat‘ signature requirements and
caflifiicafions Digitally igned /Warren M. Cheek/

‘ ‘ em'ai|=i/vchmeek@welnderoilt.lo,'c=US ' _ A. .9 ‘ _
Date: 2013.01.0411:15:32 -05‘00‘ Date {YWY RENE DD) 2013431 84

Additional Signature may be generated within ihis form by seiscting the Add button.
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PTGJ'AEAS'M {G842}
Aflmvad my use through 51533614. ONE 0653-61332

us. Paien!’ and Tiadéxitazk 055mg; US. DEPQRTMENT OF CQMMERCE
Una->35 the: Papam‘mk Reduction Act of 1995‘ mm pagans an: iequir‘ed to respond to a coiiectim a? informatim umi‘ss ii camaim a mid (EMS tantra: numhar.

U??L? ?NTAL

Appiicati n ata Sheet 3'? CFR 1.?6 L rrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrrr
Application Number 1 3 / 6 8 7 r 2 4 2  

    
 

Titie of invention AQUEOUS LiQUED PREPARAWON CONTAiNiNQ Z-Afif‘iiNOfi—{efi-BRQMGBENEQYLWHENYLACETEC ACID

This caflectien of infarmatian is required by 37 CFR 116. The inionnaiion is required to obtain 0r retain a benefit by the pubiic which
is to fiie (and by ihe USPTO t0 pmmss} an appiication. Cenfidantiaiity is governed by 35 USS. 122 and 3? CFR 114. This

soiieciion is estimate-d to take 23 minutes to complete. inciuding gathering preparing! and submitting the campieted appiicaticn data
sheet form to the USPTG. Time wiEi vary depending upon the individuai case. Any comments on the amount «31‘ time you require to
cumpieie this farm andi'or suggestions for reducing this burden, shank! be sent to the Chief informatian G'fficer. US. Patent and
Trademark Office, US Department (if Commarca PO. BOX 1450, Aifisxandria‘ VA 22313—1450. DO NOT SEND FEES QR
COMPLETED FORMS TO THTS ADDRESS SEND TO: Commissioner for Patents, PD, Box 1459, Alexandria VA 223134450.
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Privacy Act Statement

The Privacy Act of 192% {Pt . sci-ere} requires that you be given certain information in connection with your submission oi the attached form reiated to
a patent appiication or patent. Accordingiy, pursuant to the requirements of the Act please he advised that: {ii the general authority tor the coiiection
of this information is 35 {3.8.0. Eihiiz}; {2} errors-hing oi the information solicited is voiuntary; and {3} the principai purpose for which the information is
used by the LES. Patent and Trademark Office is to process andtor examine your submission rotated to a patent appiication or patent. it you do not
furnish the requested information, the US. Patent and Trademark Office may not be state to process andfor examine your submission which may
resoii in teo'nination ct proceedings or abandonment of the application or expiration at the patent.

The information provided by you in this form wiii be subject to the ioiiowing routine uses:

'i. The information on this form wiii be treated confidentiaiiy to the extent aiiowed under the Freedom of information Act {5 use. 552)
and the Privacy Act (5 USE. 5525:}. Records from this system of records may be disclosed to the Department or Justice to determin:
whether the Freedom of information Act requires disclosure of these records.

A record from this system of records may he disciosed, as a routine use. in the course of presenting evidence to a court, magistrate, or
administrative tribunal, including disc-insures to opposing oounsei in the course or settlement negotiations.

A. record in this system of records may he discioeed. as a routine use, to a Men-roar of Congress submitting a request inroiving an
individuat. to xii-horn the record pertains when the individual has requested assistance from the Member with respect to the suhisci matter of
the record.

A record in this system of records may be disciosed, as a routine use, to a contractor or the agency having need for the information in
order to perform a contract. Recipients of information shaii be required to carnpiy with the requirements of the Privacy Act of WM, as
amended. pursuant to 5 use. sszaim}.

A record reiaied to an iniernationai Application tried under the Patent Cooperation Treaty in this system or records may he disciosed,
as a routine use, to the intematicnai Bureau of. the th'orid inteiiectusi Property Organization, pursuant to the Patent Cooperation Treaty,

A. record in this system of records may he discioeed. as a routine use, to another federei agency for purposes of Nationai Security
review {35 {3.5.6. ten and tor review pursuant to the Atomic Energy Act (42 USC. Edict}.

A record from this system of records may he discicsed, as a routine use, to the Administrator, Generei Services, or his-tier designee.
during an inspection of records conducted icy GSA as part of that agency's responsibiiity to recommend improvements in records
management practices and pro-grams, under authority of 44 USC. 25384 and 2966. Such disclosure shaii be made in accordance with the
GSA regulations governing inspection of records for this purpose, and any enter relevant tie, GSA or Commerce} directive Such
disciosure shalt not he used to make detemiinaiions about individueis.

A record from this system of records may he discicsed, as a routine use. to the comic after either puoiicatlon oi the appiiosticn pursuant
to 35 USC. 322m} or issuance era patent pursuant to 35 1.3.5.0 151. Further, a record may be disclosed, subject to the iimitaticns of 3?
GFR its, as a routine use? to the poetic it the record WES fried in an application which became abandoned or in which the proceedings were
tenninated and which: application is referenced by either a pubiished eppiicatlon. an appiication open to pohiic inspections or an issued
patent.

A record from this system of records may he discicsed, as a routine use, to a Federai, State, or local iew enforcement agency, if the
LISPTQ becomes aware or a dictation or potentiai violation of tow or reguistion.
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Electronic Acknowledgement Receipt

International Application Number: —

AQUEOUS LIQUID PREPARATION CONTAINING 2-AMINO-3-(4-

T't'e °f Inventwn‘ BROMOBENZOYL)PHENYLACETIC ACID

First Named Inventor/Applicant Name:

Application Type: Utility under 35 USC111(a)

 
Payment information:

File Listing:

Document Document Descri tion File Size(Bytes)/ Multi Pages
Number p Message Digest Part /.zip (if appl.)

1346295

Application Data Sheet AttachA_ADS.pdf 7c858ca2158a893766ef21f9268eda04570d
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'"f°'mP§Bb“i 96 of 281

 



Page 197 of 281

This is not an USPTO supplied ADS fillable form

The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)—(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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PATENT APPLICATION FEE DETERMINATION RECORD Application or Docket Number
Substitute for Form PTO-875 13/687,242

APPLICATION AS FILED - PART I OTHER THAN

Column 1 (Column 2) SMALL ENTITY SMALL ENTITY

BASIC FEE
(37 CFR1.16(a) (b) or (0))
SEARCH FEE
(37 CFR1.16(k) 0) or(m))

EXAMINATION) FOEE»(37 CFR1. 16(0

If the specification and drawings exceed 100
APPLICATION SIZE sheets of paper, the application size fee due is
FEE $310 ($155 for small entity) for each additional
(37 CFR1.16(s)) 50 sheets or fraction thereof. See 35 U.S.C.

41 (a)(1)(G) and 37 CFR1.16(s).

MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16(j))

* lfthe difference in column 1 is less than zero, enter ”0” in column 2.

APPLICATION AS AMENDED - PART II

OTHER THAN

(Column 2) (Column 3) SMALL ENTITY
CLAIMS HIGHEST

REMAINING NUMBER ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY FEE($) FEE($)

AMENDMENT PAID FOR
Total

(37 OFR1. 160))

Independent(37 OFR1. 16(h))

Application Size Fee (37 CFR1.16(S))
AMENDMENTA

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

TOTAL
ADD'L FEE

(Column 2) (Column 3)
OLAIMS HIGHEST

REMAINING NUMBER ADDITIONAL ADDITIONAL
AFTER PREVIOUSLY FEE($) FEE($)

AMENDMENT PAID FOR
Total

(37 OFR1. 160))
Independent

(37 OFR1. 16(h))

Application Size Fee (37 CFR1.16(S))
AMENDMENTB

FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

TOTAL
ADD'L FEE ADD'L FEE

* lfthe entry in column 1 is less than the entry in column 2, write ”0” in column 3.
** lfthe ”Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter ”20”.

*** If the ”Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter ”3”.
The "Highest Number Previously Paid For" (Total or Independent) is the highest found in the appropriate box in column 1.

 
Page 198 of 281



Page 199 of 281

UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
AddIESS. COMMISSIONER FOR PATENTSPO Box 1450

Alexandria, Viigmia 22313-1450wwwusptogov
[IF

APPLICATION NUMBER F ING OR 371 (C) DATE FIRST NAMED APPLICANT ATTY. DOCKET NO./TITLE

 
 
   

13/687,242 11/28/2012 Shirou SAWA 2012_5420

CONFIRMATION No. 1577

513 POA ACCEPTANCE LETTER

WENDEROTH, LIND & PONACK, L.L.P.

1030 15m Street, N.W., lllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllll0000000583 86 6
Suite 400 East

Washington, DC 20005-1503
Date Mailed: 01/03/2013

NOTICE OF ACCEPTANCE OF POWER OF ATTORNEY

This is in response to the Power of Attorney filed 11/28/2012.

The Power of Attorney in this application is accepted. Correspondence in this application will be mailed to the

above address as provided by 37 CFR 1.33.

/yhailu/
 

Office of Data Management, Application Assistance Unit (571) 272-4000, or (571) 272-4200, or 1-888-786-0101

page 1 of 1

Page 199 of 281



Page 200 of 281

UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
AddIESS. COMMISSIONER FOR PATENTSPO Box 1450

Alexandria, Viigmia 22313-1450wwwusptogov

APPLICATION FILING or GRP ART
NUMBER 371(c) DATE UNIT F FEE REC'D ATTY.DOCKET.NO TOT CLAHVIS IND CLAIMS

 
 
   

13/687,242 11/28/2012 1629 2180 2012_5420 30 3

CONFIRMATION NO. 1577

513 FILING RECEIPT

WENDEROTH, LIND & PONACK, L.L.P.

1030 15th Street. N.w.. llllllllIlllllllll11111111IllllllllllllIllIIIIIIIIIIIIIIHIIIIIIIII0000000583 8973
Suite 400 East

Washington, DC 20005-1503

Date Mailed: 01/03/2013

Receipt is acknowledged of this non-provisional patent application. The application will be taken up for examination

in due course. Applicant will be notified as to the results of the examination. Any correspondence concerning the

application must include the following identification information: the US. APPLICATION NUMBER, FILING DATE,

NAME OF APPLICANT, and TITLE OF INVENTION. Fees transmitted by check or draft are subject to collection.

Please verify the accuracy of the data presented on this receipt. If an error is noted on this Filing Receipt, please

submit a written request for a Filing Receipt Correction. Please provide a copy of this Filing Receipt with the

changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit

any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply

to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections

Inventor(s)

Shirou SAWA, Hyogo, JAPAN;

Shuhei FUJITA, Hyogo, JAPAN;

Applicant(s)
SENJU PHARMACEUTICAL CO., LTD., Osaka, JAPAN

Assignment For Published Patent Application
SENJU PHARMACEUTICAL CO., LTD., Osaka, JAPAN

Power of Attorney: The patent practitioners associated with Customer Number 00513

Domestic Priority data as claimed by applicant

This application is a DIV of 13/353,653 01/19/2012
which is a DIV of 10/525,006 03/28/2005 PAT 8129431
which is a 371 of PCT/JP2004/000350 01/16/2004

Foreign Applications (You may be eligible to benefit from the Patent Prosecution Highway program at the

USPTO. Please see http://www.uspto.gov for more information.)
JAPAN 2003-012427 01/21/2003

Permission to Access - A proper Authorization to Permit Access to Application by Participating Offices

(PTO/SB/39 or its equivalent) has been received by the USPTO.

Request to Retrieve - This application either claims priority to one or more applications filed in an intellectual

property Office that participates in the Priority Document Exchange (PDX) program or contains a proper Request to

page 1 of 3
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Retrieve Electronic Priority Application(s) (PTO/SB/38 or its equivalent). Consequently, the USPTO will attempt

to electronically retrieve these priority documents.

If Required, Foreign Filing License Granted: 12/21/2012

The country code and number of your priority application, to be used for filing abroad under the Paris Convention,

is US 13/687,242

Projected Publication Date: 04/11/2013

Non-Publication Request: No

Early Publication Request: No
Title

AQUEOUS LIQUID PREPARATION CONTAINING

2-AMINO-3-(4-BROMOBENZOYL)PHENYLACETIC ACID

Preliminary Class

514

PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

Since the rights granted by a US. patent extend only throughout the territory of the United States and have no

effect in a foreign country, an inventor who wishes patent protection in another country must apply for a patent

in a specific country or in regional patent offices. Applicants may wish to consider the filing of an international

application under the Patent Cooperation Treaty (PCT). An international (PCT) application generally has the same

effect as a regular national patent application in each PCT-member country. The PCT process simplifies the filing

of patent applications on the same invention in member countries, but does not result in a grant of "an international

patent" and does not eliminate the need of applicants to file additional documents and fees in countries where patent

protection is desired.

Almost every country has its own patent law, and a person desiring a patent in a particular country must make an

application for patent in that country in accordance with its particular laws. Since the laws of many countries differ

in various respects from the patent law of the United States, applicants are advised to seek guidance from specific

foreign countries to ensure that patent rights are not lost prematurely.

Applicants also are advised that in the case of inventions made in the United States, the Director of the USPTO must

issue a license before applicants can apply for a patent in a foreign country. The filing of a US. patent application

serves as a request for a foreign filing license. The application's filing receipt contains further information and

guidance as to the status of applicant's license for foreign filing.

Applicants may wish to consult the USPTO booklet, "General Information Concerning Patents" (specifically, the

section entitled "Treaties and Foreign Patents") for more information on timeframes and deadlines for filing foreign

patent applications. The guide is available either by contacting the USPTO Contact Center at 800-786-9199, or it

can be viewed on the USPTO website at http://www.uspto.gov/web/offices/pac/doc/general/index.html.

For information on preventing theft of your intellectual property (patents, trademarks and copyrights), you may wish

to consult the US. Government website, http://www.stopfakes.gov. Part of a Department of Commerce initiative,

this website includes self-help "toolkits" giving innovators guidance on how to protect intellectual property in specific

countries such as China, Korea and Mexico. For questions regarding patent enforcement issues, applicants may

call the US. Government hotline at 1-866-999-HALT (1-866-999-4158).

page 2 of 3

Page 201 of 281



Page 202 of 281

LICENSE FOR FOREIGN FILING UNDER

Title 35, United States Code, Section 184

Title 37, Code of Federal Regulations, 5.11 & 5.15

GRANTED

The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN FILING

LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all applications where

the conditions for issuance of a license have been met, regardless of whether or not a license may be required as

set forth in 37 CFR 5.15. The scope and limitations of this license are set forth in 37 CFR 5.15(a) unless an earlier

license has been issued under 37 CFR 5.15(b). The license is subject to revocation upon written notification. The

date indicated is the effective date of the license, unless an earlier license of similar scope has been granted under
37 CFR 5.13 or 5.14.

This license is to be retained by the licensee and may be used at any time on or after the effective date thereof unless

it is revoked. This license is automatically transferred to any related applications(s) filed under 37 CFR 1.53(d). This
license is not retroactive.

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject matter

as imposed by any Government contract or the provisions of existing laws relating to espionage and the national

security or the export of technical data. Licensees should apprise themselves of current regulations especially with

respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls, Department of

State (with respect to Arms, Munitions and Implements of War (22 CFR 121-128)); the Bureau of Industry and

Security, Department of Commerce (15 CFR parts 730-774); the Office of Foreign AssetsControl, Department of

Treasury (31 CFR Parts 500+) and the Department of Energy.

NOT GRANTED

No license under 35 U.S.C. 184 has been granted at this time, if the phrase "IF REQUIRED, FOREIGN FILING

LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 37 CFR 5.12,

if a license is desired before the expiration of 6 months from the filing date of the application. If 6 months has lapsed

from the filing date of this application and the licensee has not received any indication of a secrecy order under 35

U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15(b).

 

SelectUSA

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location

for business investment, innovation and commercialization of new technologies. The USA offers tremendous

resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation

works to encourage, facilitate, and accelerate business investment. To learn more about why the USA is the best

country in the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.
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Modified PTO/SB/05 (08/2008)
Patent and Trademark Office: US. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1994, no persons are required to respond to a collection of information unless it displays a valid OMB control number.  

Attorney Docket No..' 2012_5420 
UTILITY

PATENT APPLICATION

TRANSMITTAL Title: AQUEOUS LIQUID PREPARATION CONTAINING 2—
AMINO-3-(4-BROMOBENZOYL)PHENYLACETIC ACID

First Named Inventor: Shirou SAWA

(Onlyfor new nonprovisional applications under 3 7 CFR 1.53 (b)

Express Mail Label No. :

Commissioner for Patents

APPLICATION ELEMENTS . . ADDRESS T0: PO. Box 1450
See MPEP chapter 600 concerning utilitypatent application contents. Alexandria VA 23134 450

Small Entity Status IS hereby asserted. ACCOMPANYING APPLICATION PARTS

Specification [Total Pages: 29] Power of Attorney
Both the claims and abstract must start on a new page . .
(For information on the preferred arrangement, see MPEP 608.01(a)) Information DISCIOSure Statement (IDS)/PTO/SB/08

[] Copies of IDS Citations

Drawing(s) (35 USC 113) [Total Sheets: ]
Preliminary Amendment

Declaration(s) [Total Pages: ] . . ~ .
a. [] Copy from a prior application (37 CFR 1.63(d)(1)) Non-Publication Request and Certification
O’or continuation/divisional with (37 CFR 1.63(d)(1)) completed) under 35 U.S.C. 122 (b)(2)(B)(i).

Applicant must attach form PTO/SB/35 or its equivalent.

Application Data Sheet (see 37 CFR 1.76)
Other - 2 Executed Declarations; Request for Prioritized

CD-ROM or CD-R in duplicate, large table or computer program Examination
(Appendix)

Nucleotide and/0r Amino Acid Sequence Submission
(ifapplicable, all necessary)

a. [] Computer Readable Form
b. Specification Sequence Listing on:

i. [] CD-ROM or CD-R (2 copies); or
ii. [] Paper
The paper and computer readable copies are identical

18. If a CONTINUING APPLICATION, check appropriate box, and supply the requisite information below, and in a preliminary amendment, or in an
Application Data Sheet .‘

[] Continuation [X] Divisional [] Continuation-impart (CIP) Of prior application NO. 13/353,653

Prior Application Information: Examiner: Layla Soroush Group Art Unit: 1627
Digitally signed by /Warren M. Cheek/I _ . 1..-

19. CORRESPONDENCE ADDRESS emei|=wcheek@wenderoth.cbm,’c=USDate: 2012.1 1.28 11:58:28 -05'OO'
 

CUSTOMER NO. Warren M. Cheek
Registration NO. 33,367

005 13
WENDEROTH, LIND & PONACK, L.L.P.

1030 15th Street, N.W., Suite 400 East
Washington, DC. 20005-1503

Phone:(202) 721-8200
Fax:(202) 721-8250

November 28, 2012

 
The USPTQédgrzefiqyfmed to charge auyfees under 37 C.F.R. §§ 1.16, 1.17, and 1.492, which may be required by this paper audfor the eutirepeudeucy of
thepresent application to Deposit Account No. 23-0975, exceptfeesfor multiple dependent claims.
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PTO/AIN14 (08-12)
Approved for use through 0181/2014. OMB 0651-0032
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DESCRIPTION

AQUEOUS LIQUID PREPARATION CONTAINING

2 ~AMINO— 3- (4 -BROMOBENZOYL ) PHENYLACETIC ACID

TECHNICAL FIELD

The present invention relates to an aqueous liquid

preparationcontaining2—amino—3-(4—bromobenzoyl)phenylacetic

acid or a pharmacologically acceptable salt thereof or a hydrate

thereof. More particularly, the present invention relates to

an aqueous liquid preparation containing 2—amino-3—(4-

bromobenzoyl)phenylacetic acid or‘ a pharmacologically

acceptable Salt thereof or'a.hydrate thereof and an alkyl aryl

polyether alcohol type polymer or a polyethylene glycol fatty
_acid ester.

BACKGROUND ART

Benzoylphenylacetic acid derivatives including

bromfenac (generic name) of formula (I):

o NH2

0 0 C00”
I Br

of which chemical name is

2-amino- 3 — ( 4-bromobenzoyl)phenylacetic acid are known as

disclosed in JP—A-23052/1977 and its corresponding US patent

No . 4 . 045 , 576 . 2-Amino—3— ( 4-bromobenzoyl )phenylacetic acid,

its pharmacologically acceptable salt and a hydrate thereof are
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known as a non-steroidal anti—inflammatory agent, and they are

effective against inflammatory diseases of anterior or

posterior segment of V the eye, such as blepharitis,

conjunctivitis, scleritis, and postoperative inflammation in

the field of ophthalmology, and its sodium salt has been

practically used in the form of eye drops (“New Drugs in Japan,

2001", 2001 Edition, Published by Yakuji Nippo Ltd. , May 11,

2001. p.27-29).

The eye drop as mentioned above is designed to stabilize

2—amino—3-(4—bromobenzoyl)phenylacetic acid by means of

addition of a water-soluble polymer (e . g. polyvinylpyrrolidone,

polyvinyl alcohol, etc.) and a sulfite (e.g. sodium sulfite,

potassium sulfite, etc. ) (Japanese patent No. 2,683,676 and its

corresponding US patent No; 4 , 910 , 225) .

In addition, as an eye drop other than the above-mentioned

one, Japanese patent No . 2 , 954 , 356 (corresponding to US patents

Nos. 5,603,929 and 5,653,972) discloses a stable ophthalmic

composition which comprises incorporating an antibacterial

quaternary ammonium polymer and boric acid into an acidic

ophthalmic agent. The acidic agent described therein includes ,

for example, 2—amino-3—(4~bromobenzoyl)phenylacetic acid.

Further, in Japanese patent No. 2,954,356, there is the

following description-“Benzalkonium chloride is a widely used

preservative in ophthalmic solutions. However, benzalkonium

chloride and other quaternary ammonium compounds are generally

considered to be incompatible with ophthalmic compositions of

drugs with acidic groups , such as nonsteroidal

anti-inflammatory drugs. These preservatives lose their
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ability to function as they form complexes with the charged drug
compounds".

In these prior art references , there is no disclosure that

alkyl aryl polyether alcohol type polymers or polyethylene

glycol fatty acid esters are able to stabilize an aqueous liquid

preparation of 2—amino—3- ( 4-bromobenzoyl)phenylacetic acid or

its pharmacologically acceptable salt , and inhibit decrease in

preservative effect of benzalkonium chloride and other

quaternary ammonium compounds.

DISCLOSURE OF THE INVENTION

It is an object of the presentVinvention to provide an

aqueous liquid preparation comprising . 2-amino-3-(4—

bromobenzoyl)phenylacetic acid or a pharmacologically

acceptable salt thereof or a hydrate thereof, which is stable

within a pH range giving no irritation to eyes and in which,
when a preservative such as benzalkonium chloride is

incorporated therein, preservative effect of the preservative

does not substantially deteriorate.

Another object of the invention is to provide a method

for stabilizing an aqueous liquid preparation of 2-amino-3-(4-

bromobenzoyl)phenylacetic acid or a pharmacologically

acceptable salt thereof or a hydrate thereof.

Further object of the invention is to provide an aqueous

liquid preparation comprising 2 —amino-3— ( 4 -

bromobenzoyl)phenylacetic acid or a pharmacologically

acceptable salt thereof or a hydratethereof and a preservative .

wherein, when specifically a quaternary ammonium salt such as
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inhibited.

As a result of various studies, the inventors of the

present invention have found that, by adding, for example, an

alkyl aryl polyether alcohol type polymer such as tyloxapol,

or'a polyethylene glycol fatty acid ester such as polyethylene

glycol monostearate to an aqueous liquid. preparation of

2—amino-3-(4—bromobenzoyl)phenylacetic acid or a

pharmacologicallyacceptablesaltthereoforzihydratethereof,

the aqueous solution becomes stable within a pH range giving

no irritation to eyes, and change of the

2—amino—3—(4—bromobenzoyl)phenylacetic acid over time can be

inhibited, and furthermore, when the aqueous solution contains

a preservative, deterioration in the preservative effect of

said preservative can be inhibited for a long period of time.

The inventors of the present invention have further studied

extensively and completed the present invention.

Namely, the present invention relates to:

(1) An aqueous liquid preparation comprising 2-amino-3-(4—

bromobenzoyl)phenylacetic acid or' a pharmacologically

acid ester,

(2) The aqueous liquid.preparation.according to the above (1),

wherein the alkyl aryl polyether alcohol type polymer has a

polymerization degree of 3 to 10, the alkyl contains 1 to 18

carbon atoms, the aryl is a phenyl residue, and the polyether
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alcohol is represented by the formula 0(CH2CH20)xH in which X

is an integer of 5 to 100,

(3) The aqueous liquid preparation according to the above (1)

or (2) , wherein the alkyl aryl polyether alcohol type polymer-
is tyloxapol,

(4) The aqueous liquid preparation according to the above (1) ,

wherein the carbon number of the fatty acid in the polyethylene

glycol fatty acid ester is 12 to 18,

(5) The aqueous liquid preparation according to the above (1)

or (4), wherein the polyethylene glycol fatty acid ester is

polyethylene glycol monostearate,

(6) The aqueous liquid preparation according to any one of the

above (1) to (3) , wherein the concentration of the alkyl aryl

polyether alcohol type polymer is selected from, a range of

niinimum concentration of 0.01 w/v % to maximum concentration
of 0.5 w/v %.

(7) The aqueous liquid preparation according to any one of the

above (1), (2) or (4), wherein the concentration of the

of 0.1 w/v %,

(8) The aqueous liquid preparation according to any one of the

above (1) to (7) , wherein the concentration of the 2-amino-3-(4—

bromobenzoyl)phenylacetic acid or a pharmacologically

acceptable salt thereof or ahydrate thereof is O . 01 to 0 . 5 w/v % ,

(9) The aqueous liquid preparation according to any one of the

above (1) to (8), wherein benzalkonium chloride is contained
as a preservative ,
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of 2—amino-3—(4-bromobenzoyl)phenylacetic acid is a sodium

salt,

5 (11) The aqueous liquid preparation according to any one of the

above (1) to (10), wherein the pH of the aqueous liquid

preparation is within a range of 7 to 9,

(12)Theaqueousliquidpreparationaccordingtotheabove(11),

wherein the pH of the aqueous liquid preparation is within a

10 range of 7.5 to 8.5,

(13) The aqueous liquid preparation according to any one of the

above (1) to (12), wherein the aqueous liquid preparation is

an eye drop,

(14) The aqueous liquid preparation according to any one of the

15 above (1) to (12), wherein the aqueous liquid preparation is

a nasal drop,

(15) An eye drop lcomprising sodium 2-amino-3e(4-

bromobenzoyl)phenylacetate hydrate and 0.01 to 0.5 w/v % of

tyloxapol,

20 (16) An eye drop comprising sodium 2-amino-3-(4-

bromobenzoyl)phenylacetate hydrate and 0.02 to 0.1 w/v % of

polyethylene glycol monostearate,

(17) A method for stabilizing 2—amino—3—(4—

bromobenzoyl)phenylacetic acid or a pharmacologically

25 acceptable salt thereof or a hydrate thereof in an aqueous

liquidpreparation,whichcomprisesincorporatingtyloxapolor

polyethylene glycol monostearate into an aqueous liquid

preparation containing
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2—amino-3- ( 4-bromobenzoyl)phenylacetic acid I or a

pharmacologically acceptable salt thereof or a hydrate thereof ,
and I

(18) A method for inhibiting decrease in preservative effect

of a preservative in an aqueous liquid preparation of

2 —amino — 3 - (4 - bromobenzoyl) phenylacetic acid or a

pharmacologically acceptable salt thereof or a hydrate thereof ,

which comprises incorporating tyloxapol or polyethylene glycol

monostearate into an aqueous. liquid preparation containing

2 —amino—3 - (4 — bromobenzoyl )phenylacetic acid or a

pharmacologically acceptable salt thereof or a hydrate thereof

and a preservative .

According to the present invention, a stable aqueous

liquid preparation ' containing 2—amino~3—(4-

bromobenzoyl)phenylacetic acid or a pharmacologically

such as tyloxapol, or a polyethylene glycol fatty acid ester

such as polyethylene glycol monostearate into an aqueous liquid

preparation containing 2 ~amino- 3 - ( 4 —bromobenzoyl )phenylacetic

acid or a pharmacologically acceptable salt thereof or a hydrate

thereof. Also, an aqueous liquid preparation of the present

invention, wherein a preservative is incorporated, has a

sufficient preservative effect.

Therefore, the aqueous liquid preparation of the present

invention is advantageously used as an eye drop for the

treatment of , for example, blepharitis, 'con‘junctivitis,
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scleritis, and postoperative inflammation. In addition, such

aqueous liquid preparation can be used.as a nasal drop for the‘

treatment of, for example, allergic rhinitis and inflammatory

rhinitis (e.g. chronic rhinitis, hypertrophic rhinitis, nasal

polyp, etc.).

The pharmacologically acceptable salt of 2-amino—3-(4-

bromobenzoyl)phenylacetic acid includes, for example, an

alkali metal salt such as sodium salt and potassium salt, and

an alkaline earth metal salt such as calcium salt and magnesium

salt, among which sodium salt is especially preferable.‘

2-Amino~3~(4—bromobenzoyl)phenylacetic acid and its

pharmacologically acceptable salt can be prepared according to

the method as described in JP—A-23052/1977 (corresponding to

US patent No. 4,045,576) or‘by a similar-method thereof, These

compounds can be obtained as their hydrate depending on

synthetic conditions and recrystallization conditions. The

hydrate includes 1/2 hydrate, 1 hydrate, and 3/2 hydrate; among
which 3/2 hydrate is preferable.

In the aqueous liquid preparation of the present

invention, the content (concentration range) of 2-amino—3-(4-

bromobenzoyl)phenylacetic acid or a pharmacologically

acceptable salt thereof or a hydrate thereof is usually about

0 . 01 to 0 . 5 w/v % , preferably about 0 . 05 to O . 2 w/v %, especially

about 0 .1 w/v %, and it is preferable to appropriately vary the

content depending on the purpose of use and the degree of disease

to be treated.
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used as a stabilizer for 2—amino-3- ( 4-

bromobenzoyl)phenylacetic acid or ' a pharmacologically

acceptable salt thereof or a hydrate thereof is approximately

1 to 18. _ Specifically, the alkyl group includes, for example,

5 methyl, ethyl, propyl, isopropyl, cyclopropyl, butyl, isobutyl,

sec-butyl, tert-butyl, cyclobutyl, pentyl, isopentyl,

neopentyl , tert — pentyl , 1 — ethylpropyl , 4 ~methylpentyl ,

1 , l —dimethylbutyl , 2 , 2 —dimethylbutyl , l . 2-dimethylbutyl ,

2-ethylbutyl, cyclopentyl, 'hexyl , cyclohexyl, heptyl,

10 isoheptyl, octyl, isooctyl, nonyl, isononyl,,decyl, isodecyl,

undecyl , isoundecyl , dodecyl , isododecyl , tridecyl ,

isotridecyl , tetradecyl , isotetradecyl , pentadecyl ,

isopentadecyl , hexadecyl , isohexadecyl , heptadecyl ,

isoheptadecyl, octadecyl, isooctadecyl, andisomers thereof,

15 among which octyl and its isomer (e.g. isooctyl, sec—octyl,

1-methylheptyl, 1—ethylhexyl,- 2-ethylhexyl, 1-propylpentyl,
1 , 5 -dimethylhexyl , 1 , l , 3 , 3 -tetramethylbutyl , etc . ) are

preferable, and 1 , l , 3 , 3—tetramethylbutyl which is an isomer of

octyl groups is especially preferable.

20 The aryl in the alkyl aryl polyether alcohol type polymer

can be preferably a phenyl residue. The polyether alcohol can

be represented by the formula 0(CH2CH20)xH in which x is an

integer of 5 to 100, preferably 5 to 30, more preferably 8 to

10. The average polymerization degree is preferably about 3

25 to 10.

Among the above-mentioned alkyl aryl polyether alcohol

type polymers, tyloxapol having the following formula is

especially preferable .
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R: (CHZCHZO) xH
x=8-ID

m < 6 
The fatty acid of the polyethylene glycol fatty acid ester

which is a non-ionic surfactant used as a stabilizer for

2—amino- 3 — ( 4-bromobenzoyl ) phenylacetic acid or a

pharmacologically acceptable salt thereof or a hydrate thereof

can be preferably a fatty acid having the carbon number of 12

tol8. Specificexamplesofsuchpolyethyleneglycolfattyacid

esters are polyethylene glycol monostearate (e.g. polyoxyl 8

stearate, polyoxyl 4O stearate, etCu), polyethylene glycol

monolaurate, polyethylene glycol monooleate, polyethylene

glycol diisostearate, polyethylene glycol dilaurate,

polyethylene glycol dioleate, and the like. Among these

compounds , polyethylene glycol monostearate is preferable. and

polyoxyl 40 stearate is especially preferable. The polyoxyl 40

stearate is a monostearic acid ester of an ethylene oxide

condensed polymer, and can be represented by the formula

CuH”COO(CHfiflhO)nH which is a non-ionic surfactant and n is

about 40.

Although the content (concentration range) of the alkyl

aryl polyether alcohol type polymer in the aqueous liquid

preparation of the present invention depends on the kind of

compounds used, the minimum concentration is about 0.01 w/v %
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and the maximum concentration is about 0 . 5 w/V %. With respect

to the tyloxapol content (concentration range) , for example ,

the minimum content is about 0 . 01 w/v %, 0 .02 w/v % or 0 . 03 w/v %,

and the mamximum content is about 0.05 w/v %, 0.1 w/v %, 0.3

Although the content (concentration range) of the

polyethylene glycol fatty acid ester in the aqueous liquid

preparation of the present invention depends on the kind of

10 compounds used, it is within a range of about 0.02 W/V % of

minimum concentration to about 0.1 w/v % of maximum

concentration. For example, the content (concentration range)

of polyethylene glycol monostearate is within a range of about

0 . 02 w/v % of minimum content to about 0 . 1 w/v of maximum content ,

15 and preferably within a range of about 0.02 w/v % of the minimum

content to about 0.05 w/v % of the maximum content.

The incorporation ratio of tyloxapol in the aqueous

liquid preparation of the invention is within a range of the

minimum content of about 0. 1 or 0. 2 part by weight to the maximum

20 content oflabout 0.5, 1, 3 or 5 parts. by weight, relative to

‘1 part by weight of 2—amino-3—(4-bromobenzoyl)phenylacetic

acid or its pharmacologically acceptable salt or a hydrate
thereof.

The incorporation ratio of polyethylene glycol

25 monostearate in the aqueous liquid preparation of the present

invention is within a range of the minimum content of about 0.2

part by weight to the maximum content of about 0.5 or 1 part

by weight , relative to 1 part by weight g of
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2-amino—3-(4-bromobenzoy1)phenylacetic V acid or its

pharmacologically'acceptable salt or a hydrate thereof.

The preservative used in the present invention includes,

for example, quaternary ammonium salts (e..g. benzalkonium

chloride, benzethonium chloride, etc. ) , chlorhexidine

gluconate, and the like, among which benzalkonium chloride is

especially preferable.

Further, so long as the purpose of the present invention

buffers, thickners, stabilizers, chelating agents, pH

controlling agents, perfumes and the like may be appropriately

added to the aqueous liquid preparation of the present invention.

The isotonics include sodium chloride, potassium chloride,

glycerine, mannitol, sorbitol, boric acid, glucose, propylene

glycol ' and the like. The buffers include, for example,

phosphate buffer, borate buffer, citrate buffer, tartarate

buffer, acetate buffer, boric acid, borax, amino acids, and the

like . The thickners include polyvinylpyrrolidone ,

carboxymethylcellulose , , carboxypropylcellulose ,

hydroxyethylcellulose , hydroxypropylcellulose ,

hydroxypropylmethylcellulose, polyvinyl alcohol, sodium

polyacrylate, and the like. The stabilizers include sulfites

such as sodium sulfite and the like. The chelating agents

include sodium edetate, sodium citrate, condensed sodium

phosphate and the like. The pH controlling agents include

hydrochloric acid, sodium hydroxide, phosphoric acid, acetic

acid and the like. The perfumes include 1-menthol, borneol,

camphor, Eucalyptus oil, and the like.
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With respect to the concentrations of the above various

additives in the aqueous liquid preparation of the present

invention,

the isotonic is incorporated into an osmotic pressure ratio of

5 about 0.8 to 1.2, and the concentrations of the buffer and the

thickner to be added are about 0.01 to 2 w/v % and 0.1 to 10

w/v %, respectively.

The pH of the aqueous liquid preparation of the present

invention is adjusted to about 6 to 9, preferably about 7 to
10 9, especially about 7.5 to 8.5.

So long as the purpose of the present invention is achieved,

other same or different kind of active ingredients may ‘be

appropriately added.

The aqueous liquid preparation of the present invention

15 can be prepared by per se known method or according to the method

as described in the Japanese Pharmacopoeia. 14'Ch Edition,

General Rules for Preparations, Solutions or Ophthalmic
solutions.

The aqueous liquid preparation of the present invention

20 can be applied to warm-blooded animals such as human, rat , mouse,

rabbit, cow, pig, dog, cat, and the like.

The aqueous liquid preparation of the present invention I

can > be prepared easily by dissolving the above-mentioned

components in, for example , distilled water or sterile purified

25 water. For example, the aqueous liquid preparation in the form

' of an eye drop can be used for the treatment of inflammatory

diseases in anterior or posterior segment of the eye such as

blepharitis , conjunctivitis , scleritis , postoperative
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inflammation, and the like . The dose of the aqueous liquid

preparation containing 0 . 1 w/v % of sodium

2-amino-3- ( 4-bromobenzoyl)phenylacetate hydrate is , for

example, administered to an adult 3 to 6 times daily in an amount

of l to 2 drops per one time. Depending on the degree of diseases .

frequency of dosing is appropriately controlled.

BEST MODE FOR CARRYING OUT THE INVENTION

The present invention is illustrated by way of the

following Experimental Examples and Working Examples, but it

is not restricted by these Examples.

Experimental Example 1: Stability test of sodium 2-amino—3-(4-

bromobenzoyl ) phenylacetate

Four eye drops - of sodium 2 -amino-3 — ( 4 -

bromobenzoyl)phenylacetate comprising the components as shown

in Table l were prepared, filled respectively into a

polYpropylene container and subjected to stability test at 60°C .
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Benzalkonium chloride 0.005 g 0.005 g 0.005 g 0.005 g

15

Table l

 
Sodium 2-amino-3-(4- 
 

 
 

bromobenzoyl)phenylacetate

 
 
 

Sterile purified water

 
 
 Total volume 

 
 Remaining rate (%) at 60 °C 

 after 4 weeks

The remaining rate (%) in the above Table 1 indicates

values obtained by correcting moisture vaporization from the

container. As is apparent from the Table l; stability test was

carried.out under the conditions of pH 7.0 at 60°C for'4 weeks,

and sodium 2—amino-3—(4~bromobenzoyl)phenylacetate in each

eye dr0p was stable in the order of tyloxapolfcontaining

preparation > polyoxyl 40 stearate—containing preparation >

polysorbate 80—containing preparation.

Further, with.respect to eye drops containing tyloxapol

(compositions A«02 and A-03), sodium 2—amino-3-(4-

bromobenzoyl)phenylacetate in cxmmosition A-03 containing

0.02 w/v % of tyloxapol is more stable than that in composition
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A—OZ containing 0.15 w/v % of tyloxapol.

Experimental Example 2: Stability test of sodium 2-amino-3- (4-

bromobenzoyl)phenylacetate

5 Five eye drops of sodium 2-amino-3—(4—

bromobenzoyl)phenylacetate comprising the components as shown

in Table- 2 were prepared, filled respectively into a

polypropylene container and preserved at 60°C for 4 weeks, and

then the content of 2 — amino- 3 - (4 - bromobenzoyl ) phenylacetic

10 acid and the pH in each eye drop were measured.
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’Table 2

 
bromobenzoyl)phenyl- 

  
 
 

 

‘ acetate

Benzalkonium chloride 0.0059

_————
----——

ma
Polyvinyl—

  

   
 

 
  

 
pyrrolidone (K—30)

Sodium edetate

Sodium hydroxide

Sterile purified
   water
 
 

 
Total volume

Table 2 shows the remaining rate and the pH of sodium

2—amino-3- ( 4- bromobenzoyl)phenylacetate after storage at 60°C

for 4 weeks, when the remaining rate of sodium 2-amino—3-(4-

5 bromobenzoyl)phenylacetate at the time of production of eye

drops is set to 100%. The remaining rate is a value obtained
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apparent from Table 2, the remaining rate of sodium

2-amino—3-(4—bromobenzoyl)phenylacetate in the compositions

A-04, A-OS, A-06, A—07 and A-08 containing 0.02 w/v %, 0.03 W/V %

and 0;05 W/V % of tyloxapol or 0.02 w/v % and OQOS w/v % of

polyoxyl 4O stearate is not less than 90 % after storage at 60°C

for 4 weeks, which indicates that those compositions have

sufficient stability for eye drops.

Experimental Example 3: Preservative effect test of aqueous;

liquid preparation containing sodium 2—amino—3-(4—

bromobenzoyl)phenylacetate

Preservative effect test of compositions A-04, A—05 and

A-07 of Experimental Example 2 was carried out against

Staphylococcus aureus (hereinafter referred to as S. aureus),

Escherichia Coli (hereinafter referred to as E. coli),

Pseudomonas aeruginosa (hereinafter referred to as P.

aeruginosa), Candida albicans (hereinafter referred to as C.

albicans) and. Aspergillus niger (hereinafter referred to as

A. niger).

The results are shown in Tables 3-1, 3-2 and 3-3.
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Table 3-1

Cell count (CFU/mL)

Inoculum 6 hours 24 hours 7 days 14 days 21 days 28 days

      after after after after after after

      inocula- inocula- inocula- inocula- inocula- inocula—
 

     tion tion tion tion

  
  

 
 

aureUS

 
 

 

coli

 
 

 

aeruginosa

 
 

 

albicans

niger 
 

Table 3—2

Inoculum 6 hours 24 hours 7 days 14 days 21 days 28 days

count after after - after after after after

inocula- inocula- inocula- inocula- inocula— inocula—

tion tion tion tion tion tion

aureus

coll

aeruginosa

albicans

niger

 
Page2280f281



Page 229 of 281

10

15

 
20

Table 3-3

14 days 21 days 28 days

after after after after after after

inocula- inocula- inocula- inocula- inocula— inocula—

tion tion tion tion tion tion

. aureus

. coll

. aeruginosa

. albicans

. niger

As is apparent from Tables 3—1, 3-2 and 3-3, the

preservative effect of composition A—04 was found to be

compatible with EP-criteria A in European Pharmacopoeia (EP);

and those of compositions A—OS and A-O7 were found to be

compatible with EP—criteria B.

The EP—criteria A and EP-criteria B are given in the

following.

EP—criteria A:

Viable cell counts of bacteria (S. aureus, P‘.aeruginosa)

6 hours,‘ 24 hours, and 28 days after inoculation decrease to

not more than 1/100, not more than 1/1000, and undetectable,

respectively.

Viable cell count of fungi (C. albicans, A. niger) 7 hours

after inoculation decreases to not more than 1/100,~ and

thereafter, the cell count levels off or decreases.

EP-criteria B
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Viable cell counts of bacteria (S. aureus, P.aeruginosa)

24 hours and 7 days after inoculation decrease to not more than

1/10 and not more than 1/1000, respectively, and thereafter,

the cell count levels off or decreases.

Viable cell count of fungi (C. albicans, A. niger) 14 days

after inoculation decreases to not more than 1/10, and

thereafter, the cell count keeps the same level as that of 14

0.1 g
bromobenzoyl)phenylacetate 3/2 hydrate

days after inoculation.

Example 1: Eye Drop

  

 
Sodium 2-amino-3— ( 4-

  
 Benzalkonium chloride

Polyvinylpyrrolidone (K—30)

Sodium edetate 0.02 g

Sterile purified water to make total volume

 
 
 

  

  

  
   
 of 100 mL

An eye drop is prepared using the above components in a

conventional manner .

Page 230 of 281



Page 231 of 281

-. ,_.VWmMmW.WE—~W

22

Example 2: Eye Drop

Sodium 2-amino-3—(4-

bromobenzoyl)phenylacetate 3/2 hydrate

Boric acid

Sodium hydroxide

Sterile purified water toxnake tota1.volume

An eye drop is prepared using the above components in a

of 100 mL

 
conventional manner.
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Example 3: Eye Drop

 

 
 

 

Sodium 2-amino-3-(4-

 bromobenzoyl)phenylacetate 3/2 hydrate

Benzalkonium chloride 0.005 g

Polyoxyl 40 stearate 0.02 g

~Polyvinylpyrrolidone (K-30) 2.0 g

0.1 g

 
 

 
  
  Sodium edetate 0.02 g

Sterile purified water to make total volume

 
 

 

   
 of 100 mL

An eye drop is prepared using the above components in a

conventional manner.

INDUSTRIAL APPLICABILITY

The aqueous liquid preparation of the present invention

in the form of eye drops is useful for the treatment of

blepharitis, conjunctivitis, scleritis, and postoperative

inflammation. Such preparation is also useful for the

treatment of nasal drop for treatment of, for example. allergic

rhinitis and inflammatory rhinitis (e.g. chronic rhinitis,

hypertrophic rhinitis, nasal polyp, etc.)

The present application is based on application No.

12427/2003 filed in Japan, and includes the entire contents

thereof. By reference, the references including patents and

patent applications cited herein are incorporated in the
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present application at the same level as when the entire

contents thereof are disclosed. Furthermore, since it is

obvious that the present invention can be carried out beyond

the description of the above explanation and Working Examples,

5 in light of the foregoing description, various other

modifications and changes can be made to the present invention,

and thus these modifications and changes should be considered

to be within the scope of the claims appended hereto.
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' CLAIMS

1. An aqueous liquid preparation comprising 2-amino—3—(4-

bromobenzoyl)phenylacetic acid or a pharmacologically

acceptable salt thereof or a hydrate thereof, and an alkyl aryl

polyether alcohol type polymer or a polyethylene glycol fatty
acid ester.

2 . The aqueous liquid preparation according to claim 1 , wherein
the

alkyl aryl polyether alcohol type polymer has a polymerization

degree of 3 to 10, the alkyl contains 1 to 18 carbon atoms, the

aryl' is a phenyl residue, and the polyether alcohol is

represented by the formula 0(CH2CH20)xH in which X is an integer
of 5 to 100.

3. The aqueous liquid preparation according to claim 1 or 2,

wherein the alkyl aryl polyether alcohol type polymer is

tyloxapol.

4 . The aqueous liquid preparation according to claim 1 , wherein

the carbon number of the fatty acid in the polyethylene glycol

fatty acid ester is 12 to 18.

5. The aqueous liquid preparation according to claim 1 or 4,

wherein the polyethylene glycol fatty acid ester is

polyethylene glycol monostearate.
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6. The aqueous liquid preparation according to any one of

claims 1 to 3, wherein the concentration of the alkyl aryl

polyether alcohol type polymeris selected from a range of

minimum concentration of 0.01 w/v % to maximum concentration

of 0.5 w/v %.

7. The aqueous liquid preparation according to any one of

claims 1, 2 or 4, wherein the concentration of the polyethylene

glycol fatty acid ester is selected from a range of minimum

concentration of 0.02 w/v % to maximum concentration of 0.1

w/v %.

8. The aqueous liquid preparation according to any one of

claims 1 to 7, wherein the concentration of the 2-amino—3-(4-

bromobenzoyl)phenylacetic acid or a pharmacologically

acceptable salt thereof or a hydrate thereof is 0 . 01 to 0 .15 w/v % .

9. The aqueous liquid preparation according to any one of

claims 1 to 8, wherein benzalkonium chloride is contained as

a preservative .

10. The aqueous liquid preparation according to any one of 1

to 9, wherein the pharmacologically acceptable salt of

2—amino-3- (4-bromobenzoyl)phenylacetic acid is a sodium salt.

11. The aqueous liquid preparation according to any one of

claims 1 to 10, wherein the pH of the aqueousliquid preparation

is within a range of 7 to 9.
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12.' The aqerus liquid preparation according to claim 11,-

wherein the pH of the aqueous liquid preparation is within a

range of 7.5 to 8.5.

13. The aqueous liquid preparation according to any one of

claims 1 to 12, wherein the aqueous liquid preparation is an

eye drop.

14. The aqueous liquid preparation according to any one of

claims 1 to 12 , wherein the aqueous liquid preparation is a nasal

drop.

15. An eye drop comprising sodium 2-amino—3—(4-

bromobenzoyl)phenylacetate hydrate and 0.01 to 0.5 w/v % of

tyloxapol.

16. An eye drop comprising sodium 2~amino-3-(4-

bromobenzoyl)phenylacetate hydrate and 0.02 to 0.1 w/v % of

polyethylene glycol monostearate.

17. A method for stabilizing 2-amino—3-(4—

bromobenzoyl)phenylacetic acid or‘ a pharmacologically

acceptable salt thereof or a hydrate thereof in an aqueous

liquidpreparation,whichcomprisesincorporatingtyloxapolor

polyethylene glycol monostearate into an aqueOus liquid

preparationcontaining2-amino—3-(4-bromobenzoyl)phenylacetic

acid or a pharmacologically acceptable salt thereof or a hydrate
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thereof.

18. A method for inhibiting decrease in preservative effect

of a preservative in an aqueous liquid preparation of

5 2-amino-3-(4- bromobenzoyl)phenylacetic acid or a

pharmacologicallyacceptablesaltthereof<nrahydratethereof,

whichcomprisesincorporatingtyloxapolorpolyethyleneglycol

monostearate into an aqueous liquid preparation containing

2-amiho—3—(4— bromobenzoyl)phenylacetic_ acid or a

10 pharmacologically acceptable salt thereof or a hydrate thereof

and a preservative.
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Abstract

An aqueous liquid preparation of the present invention

containing 2-amino-3- ( 4~bromobenzoyl)phenylacetic acid or its

pharmacologically acceptable salt or a hydrate thereof, an

alkyl aryl polyether alcohol type polymer such as tyloxapol,

or a polyethylene glycol fatty acid ester such as polyethylene

glycol monostearate is stable. Since even in the case where

a preservative is incorporated into said aqueous liquid

preparation, the preservative exhibits a sufficient

preservative effect for a long time, said aqueous liquid

preparation in the form of an eye drop is useful for the treatment

of blepharitis, conjunctivitis, scleritis, and postoperative

inflammation. Also, the aqueous liquid preparation of the

present invention in the form of a nasal drop is useful for the

treatment of allergic rhinitis and inflammatory rhinitis (e'.g.

chronic rhinitis, hypertrophic rhinitis, nasal polyp, etc.) .
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re application of : Attorney Docket No. 2012_5420

Shirou SAWA et al. : Confirmation No. NEW

Serial No. NEW : [Group Art Unit 1627]

Filed November 28, 2012 : [Examiner Layla Soroush]

AQUEOUS LIQUID PREPARATION : Mail Stop: AMENDMENT

CONTAINING 2-AMINO—3—(4-

BROMOBENZOYL)PHENYLACETIC ACID

(Rule 1.53(b) Divisional

of Serial No. 13/353,653

Filed January 19, 2012)

PRELIMINARY AMENDMENT

Commissioner for Patents

PO. Box 1450 .
Alexandria, VA 22313-1450

Sir:

Please amend the above-identified application as follows:

The USPTO is hereby authorized to charge anyfees under 3 7 C.F.R. §§ 1.16, 1.1 7, and 1.492, which may be required by this
paper to Deposit Account No. 23-09 75. '
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AMENDMENTS TO THE SPECIFICATION 

.Page 1, immediately after the title, please insert the paragraph as follows:

This is a divisional of Serial No. 13/353,653 filed January 19, 2012, which is a divisional

of Serial No. 10/525,006, filed March 28, 2005, now issued as US. Patent No. 8,129,431, which

is a US. national stage of International Application No. PCT/JP2004/000350 filed January 16,

2004.
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AMENDMENTS TO THE CLAIMS

1-18. (Canceled)

19. (New) A stable aqueous liquid preparation comprising: (a) a first component; and (b) a

second component; wherein the first component is 2-amino—3-(4-bromobenzoyl)pheny1acetic

acid or a pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is‘at

least one selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; the second component is

tyloxapol and is present in said liquid preparation in an amount sufficient to stabilize said first

component; and wherein said stable liquid preparation is formulated for ophthalmic

administration.

_ 20. (New) The aqueous liquid preparation according to claim 19, further comprising a

quaternary ammonium salt.

21. (New) The aqueous liquid preparation according to claim 19, wherein the first component is

a 2-amino—3—(4—bromobenzoyl)pheny1acetic acid sodium salt.

22. (New) The aqueous liquid preparation according to claim 19, wherein the concentration of

tyloxapol is from about 0.01 w/V % to about 0.05 W/V %; and wherein the first component is a 2-

amino-3 -(4—bromobenzoyl)phenylacetic acid sodium salt, wherein the concentration of the 2-

amino-3-(4—bromobenzoyl)pheny1acetic acid sodium salt is from about 0.01 to about 0.2 w/v %.

23. (New) The aqueous liquid preparation according to claim 22, wherein the concentration of

the 2-amino—3-(4-bromobenzoyl)pheny1acetic acid sodium salt is about 0.1 w/V %.

24. (New) The aqueous liquid preparation according to claim 19, wherein the pH is from about ,

7.5 to about 8.5.
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25. (New) The stable aqueous liquid preparation of claim 19, wherein the stable aqueous liquid

preparation consists essentially of: (a) 2—amino—3 -(4- bromobenzoyl)phenylacetic acid sodium

salt, (d) sodium tetraborate, (6) EDTA sodium salt, (f) benzalkonium chloride, (g)

polyvinylpyrrolidone, and (h) sodium sulfite, wherein said liquid preparation is formulated for

ophthalmic administration, and wherein the concentration of the 2-amino-3-(4-

bromobenzoyl)phenylacetic acid sodium salt is from about 0.02 w/V% to about 0.1 w/V %.

26. (New) A stable aqueous liquid preparation comprising: (a) a first component; and (b) a

second component; wherein the first component is 2-amino-3-(4—bromobenioyl)phenylacetic

acid or a pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at

least one-Selected from a 1/2 hydrate, l hydrate, and 3/2 hydrate; the second component is

tyloxapol; wherein said stable liquid preparation is formulated for ophthalmic administration;

and wherein the stable aqueous liquid preparation is characterized in that greater than about 90%

of the original amount of the first component remains in the preparation after storage at about 60

°C for 4 weeks.

27. (New) The aqueous liquid preparation according to claim 26, further comprising a

quaternary ammonium salt.

28. (New) The stable aqueous liquid preparation of claim 26, wherein the stable aqueous liquid

preparation is characterized in that greater than about 92% of the original amount of the first

component remains in the preparation after storage at about 60 °C for 4 weeks.

29. (NeW) The aqueous liquid preparation according to claim 26, wherein the concentration of

tyloxapol is from about 0.01 w/V % to about 0.05 w/V °/o; and wherein the first component is a 2—

amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt, wherein the concentration of the 2-

amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about 0.01 to about 0.2 My %.

30. (New) The aqueous liquid preparation according to claim 29, wherein the pH is from about .

7.5 to about 8.5.
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31. (New) The stable aqueous liquid preparation of claim 26, wherein the stable aqueous liquid

preparation consists essentially of: (a) 2-amino-3 -(4- bromobenzoyl)phenylacetic acid or a

' pharmaCologically acceptable salt thereof orya hydrate thereof, wherein the hydrate is at least one

selected from a 1/2 hydrate, l hydrate, and 3/2 hydrate; (b) tyloxapol; (c) boric acid; (d) sodium

tetraborate; (e) EDTA sodium salt; (f) benzalkonium chloride; (g) polyvinylpyrrolidone; and (h)

sodium sulfite; and wherein the concentration of the 2—amino—3-(4-bromobenZoyl)phenylacetic

acid sodium salt is from about 0.02 W/V% to about 0.1 W/V %.

32. (New) A stable aqueous liquid preparation comprising: (a) a first component; and (b) a

second component; wherein the first component is 2-amino-3-(4-bromobenzoyl)phenylacetic

acid or a pharmacOlogically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at

least one selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; the second component is

tyloxapol; wherein said stable liquid preparation is formulated for ophthalmic administration;

provided that the liquid preparation does not include mannitol.

33. (New) The aqueous liquid preparation according to claim 32, further comprising a

quaternary ammonium salt.

34. (New) The aqueous liquid preparation according to claim 32, wherein the first component is

a 2-amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt.

35. (New) The aqueous liquid preparation according to Claim 34, wherein the concentration of

tyloxapol is from about 0.01 w/V % to about 0.05 W/V % and the concentration of the 2-amino-3-

(4-bromobenzoyl)phenylacetic acid sodium salt is from about 0.05 to about 0.2 W/V %.

36. (New) The aqueous liquid preparation according to claim 35, wherein the pH is from about

7.5 to about 8.5.

37. (New) The stable aqueous liquid preparation of claim 32; wherein the stable aqueous liquid

preparation consists essentially of: (a) 2-amino-3-(4- bromobenzoyl)pheny1acetic acid or a

. pharrnacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at least one

5
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selected from a 1/2 hydrate, l hydrate, and 3/2 hydrate; (b) tyloxapol; (c) boric acid; (d) sodium

tetraborate; (e) EDTA sodium salt; (t) benzalkonium chloride; (g) polyvinylpyrrolidone; and (h)

sodium sulfite; wherein the concentration of the 2-amino-3—(4-bromobenzoyl)phenylacetic acid

sodium salt is from about 0.02 w/v% to about 0.1 'w/V %.

38. (New) The stable aqueous liquid preparation of claim 32, wherein the stable aqueous liquid

preparation is characterized in that greater than about 90% of the original amount of the first

component remains in the preparation after storage at about 60 °C for 4 weeks.

39. (New) The aqueous liquid preparation according to claim 38, further comprising a

quaternary ammonium salt.

40. (New) The stable aqueous liquid preparation of claim 38; wherein the stable aqueous liquid

preparation is characterized in that greater than about 92% of the original amount of the first

component remains in the preparation after storage at about 60 °C for 4 weeks.

41. (New) The aqueous liquid preparation according to claim 38, wherein the concentrationof

tyloxapol is from about 0.01 w/V % to about 0.05 W/V %; and wherein the first component is a 2—

amino—3-(4—bromobenzoyl)phenylacetic acid sodium salt, whereinthe concentration of the 2-

. amino-3-(4-bromobenzoyl)phenylacetic acid sodium salt is from about 0.01 to about 0.2 w/v %.

42. (New) The aqueous liquid preparation according to claim 41, wherein the pH is from about

7.5 to about 8.5.

43. (New) The stable aqueous liquid preparation of claim 38, wherein the stable aqueous liquid

preparation consists essentially of: (a) 2—amino-3-(4- bromobenzoyl)phenylacetic acid or a

pharmacologically acceptable salt thereof or a hydrate thereof, wherein the hydrate is at least one ,
selected from a 1/2 hydrate, 1 hydrate, and 3/2 hydrate; (b) tyloxapol; (c) boric acid; (d) sodium

tetraborate; (e) EDTA sodium salt; (f) benzalkonium chloride; (g) polyvinylpyrrolidone; and (h)

sodium sulfite; wherein said liquid preparation is formulated for ophthalmic administration; and
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wherein the concentration of the 2-amino—3—(4-bromobenzoyl)phenylacetic acid sodium salt is

from about 0.02 w/v% to about 0.1 w/v %.

44. (New) The aqueous liquid preparation of claim 19, wherein the aqueous liquid preparation

further satisfies the preservative efficacy standard of EP—criteria B of the European

Pharmacopoeia.

45. (New) The aqueous liquid preparation of claim 26, wherein the aqueous liquid preparation

further satisfies the preservative efficacy standard of EP-criteria B of the European

Pharmacopoeia.

46. (New) The aqueous liquid preparation of claim 32, wherein the aqueous liquid preparation

further satisfies the preservative efficacy standard of EP—criteria B of the European

Pharmacopoeia.

47. (New) The aqueous liquid preparation of claim 38, wherein the aqueous liquid preparation

further satisfies the preservative efficacy standard of EP-criteria B of the European

Pharmacopoeia.

48. (New) The aqueous liquid preparation of claim 40, wherein the aqueous liquid preparation

further satisfies the preservative efficacy standard of EP-criteria B of the European

Pharmacopoeia.
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REMARKS

The present application is a divisional application of Serial No, 13/353,653.

Original claims 1-18 are canceled without prejudice and new claims 19-48 are added.

I. ' SUPPORT FOR NEW CLAIMS

New claims 19-48 are supported by the original specification and claims.

New claim 19 is supported by original claims 1 and 3; page 7 lines 14-15 and lines 26-28;

page 8 lines 16—18; and Experimental Example 1. I

New claim 20 is supported by the paragraph bridging pages 3-4.

New claim 21 is supported by page 8 lines 6—10.

New claims 22-23 are supported by page 11 lines 1-6; and page 8 lines 19-26.

New claim 24 is supported by page 6 lines 8-10.

New claim 25 is supported by the compositions of Tables 1 and 2 and page 12 line 23.

Note that sodium tetraborate is known as borax and EDTA sodium salt is known as sodium

edetate.

New claim 26 is supported as noted above and further supported by Table 2 on page 17 to

page 18 line 7.

New claim 27 is supported as noted above.

New claim 28 is supported as noted above and further supported by Table 2.

News claims 29-31 are supported as noted above.

New claim 32 is supported as noted above and further supported by page 12 line 14.

New claims 33-43 are supported as noted above.

New claims 44-48 are supported by Experimental Example 3 on pages 18-22 of the

specification.

II. THE SUBJECT MATTER OF NEW CLAIMS 19-48 IS PATENTABLE

Applicant respectfully submits that the subject matter of new claims 19-48 is patentable

over the prior art, particularly US. Patent No. 5,603,929 to Desai et a1. (“Desai”).

As an initial matter, Applicant notes that amendments and/or arguments made in the

parent applications of the present case to distinguish the prior art do not carry forward and should
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not apply to the claims in this application.1 See, Hakim v. Cannon Avent Gp., plc, 479 F.3d 1313

. (Fed. Cir. 2007) (permitting rescission of disclaimer and recapture of disclaimed scope so long as

that rescission is made clear on the record). The present claims are different and do not, for

example, recite the limitation that “when a quaternary ammonium compound is included in said

liquid preparation, the quaternary ammonium compound is limited to benzalkonium chloride.”

Desai does not disclose the currently claimed composition, with the ingredients

combined as recited in the claims. Indeed, one skilled in the art would have interpreted Desai, at

a time before applicant’s invention, as disclosing a narrow and specific composition that differs

significantly from that currently claimed by Applicant.

Desai’s objective is to provide a preservative system, the efficacy of which is not

degraded or reduced in the presence of an acidic drug (such as diclofenac) that is incompatible

with positively charged preservatives. (Desai, column 1, lines 27—34, and column 2, lines 10-14.)

Desai stated that its objective was achieved by combining a polymeric quaternary ammonium

compound (also known as “‘polyquat”) and boric acid. (Desai, column 2, lines 18—22.) The

specification of the Desai patent presented preservative efficacy data for only one formulation

(Formulation A). But in addition to a polyquat and boric acid, Formulation A also contained

mannitol. (Desai, Example l, cplumn 4, lines 15—33.) During prosecution, Desai submitted a

declaration providing comparative data to show that only the formulation having polyquat—l,

though it also contained boric acid and mannitol, satisfied the preservative efficacy criteria,

whereas formulations having benzalkonium chloride or benzothenium bromide did not. (Desai’s

Declaration dated 2/26/1996, Table 2, a copy of which is attached hereto) Desai made a

statement regarding the role of mannitol in his compositions, contending it did not have any

significant effect on preservative efficacy. (Desai’s Supplemental Declaration, dated 7/2/1996, a

copy of which is attached hereto) Those skilled in the art, however, would have had a much

different understanding of Desai’s disclosure and the role of mannitol prior to the time of the

present invention.

That Desai’s formulation satisfies the preservative efficacy was not due solely to

polyquat—1 and boric acid, but to the combination of polyquat—l, boric acid, and mannitol. :It had

1 The parent applications are Serial No. 13/353,653, filed January 19, 2012, and Serial No. 10/525,006, filed
March 28, 2005, now issued as US. Patent No. 8,129,431.

9
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been known even before Desai2 that borate/polyol complexes worked as preservative systems.

See, e.g., US. Patent No. 5,342,620 to Chowhan, cited by the examiner of the Desai’s patent.

Borate/polyol complexes enhance the preservative efficacy of a weak preservative, or a

preservative amount, that otherwise would not satisfy the preservative efficacy standards.

(Chowhan ‘620, column. 1, line 67 to column 2, line 7.) Reading the Desai patent with the

knowledge available in the art before Applicant’s invention, the skilled artisan would have

recognized that the borate/polyol complex, as a whole, contributed to increase the preservative

efficacy of polyquat-l—not just boric acid.

Indeed, at the time .Desai filed his application for patent, it was already known that

mannitol acted to enhance the preservative efficacy of a weak preservative. For example, US.

Patent No. 5,505,953 issued to Chowhan (“Chowhan ‘953”) provided a comparison of the

preservative efficacy of formulations with and without mannitol. (Chowhan ‘953, column 9, line

15 to column '10, line 26.) The formulations without mannitol failed to meet the British

Pharmacopeia (1988) standards. (Chowhan ‘953, column 9, lines 44-48, and column 10, lines

21-25,) To the best of Applicant’s knowledge, the preservative efficacy acceptance criteria of

British Pharmacopeia and European Pharmacopeia are similar. Therefore, Chowhan ‘620 and

Chowhan ‘953 showed that, without mannitol, Desai’s objective of meeting the preservative

efficacy standard of both US Pharmacopeia XXII and European Pharmacopeia would not have

been achieved.

Applicant has experimental results that corroborate what those skilled in the art already

knew at the time of Desai and certainly before Applicant’s invention: 1) that Without mannitol,

Desai’s combination of only polyquat-l, at a concentration typically used in ophthalmic

formulations, and boric acid‘does not satisfy preservative efficacy criteria, even for the US

Pharmacopeia, and 2) that the Desai patent would have been interpreted as requiring the presence

of mannitol in addition to boric acid to achieve the touted preservative efficacy.

' In this regard, Applicant presents Tables 1 and 2. Table 1 provides the compositional

details of six diclofenac formulations, some of which contain mannitol with polyquat—l and boric

acid, and some of 'which do not contain mannitol. Table 2 provides the preservative efficacy of

the preservative in each formulation in Table 14.

2 Desai published in February 1997, well before the present application’s Japanese priority filing in January
2003. '

10
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In Table 1, DBP-l corresponds closely to Desai’s Formulations B and C. It also contains

3.5%w/v of mannitol, whereas Formulation B of Desai contains 1.6 %w/v of mannitol. The

0.005% w/v of polyquat-l used in Desai’s Formulations B and C, as well as in DBP-l, is a

typical concentration for this preservative. Desai’s Formulation A, on the other hand, has a

much higher concentration—4% polyquat-l, a level not typically used in commercial ophthalmic

products. Conducting the experiments, therefore,iat 0.005% polyquat—l more effectively shows

the importance of mannitol in achieving Desai’s stated purpose.

DBP-2 is the same as DBP-l, except it had a pH of 7.8 to discern any effect of pH.

' DBP-3 and DBP-4 correspond to DBP—l and DBP—2, respectively, without mannitol. The

results for these formulations show the requirement of mannitol in Desai’s formuation.

DBP-5 and DBP-6 correspond to DBP—l and DBP-2, respectively, without mannitol, but

with tyloxapol. Tyloxapol is not a polyol but a polyether.

 

 

 
   
 

   
Table 1. Diclofenac/boric acid/polyol matrix

Ingredient DBP—l DBP-2 F DBP-3 T DBP-4
(%w/v) (%w/v) (%w/v) (%w/v)

Sodium Diclofenac 0.1 0.1 ' 0.1 0.1

HPMC (E4M) 0.1 '

Tromethamine 2.0

Boric Acid 1.2 1.2

Vitamin E TPGS 3.0 3.0 3.0 3.0

Mannitol 3.5 3.5 —-— _ --—

Polyquaternium—l 0.005 0.005 0.005 0.005

Tyloxapol V -—- —-- ——- --—

pH to'7.8 pH to 7.4 pH to 7.8

Purified Water , qs to , qs to qs to qs to

100% 100% 100% 100%

   

DBP-5

(%w/V)

0.1

0.1

2.0

 

  
 

DBP-6 '

(%w/v)

0.1

2.0

1.2 1.2

3.0

0.005

0.02

pH to 7.4

qs to

 
100%

3.0

0.005

0.02

pH to 7.8

qs to

100%

  
Table 2 is a collection of tables presenting the preservative efficacy testing results for

each of the foregoing formulations.
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Table 2. Preservative Efficacy Testing Results

DBP-l: Diclofenac + Mannitol + PQ-l pH 7.4

V 1 Time Intervals V

Organism
. 0 24 hr 48 hr 7 day 14 day 28 day

  

 
 

 

 aeruginosa

>464

 >4.24

>4.51 >451

    
hr 6 hr

A. 0.02 ' 0.06 2.12 2.99 3.10 ~3.79 ~3.42

brasz'liensz's -

' P.

>4.51

 

DBP-2: Diclofenac + Mannitol + PQ-l pH 7.8

   
 

Time Intervals

Organism

A. _ 0.05 0.09 1.35 2.82 2.28 2.39 2.59

brasiliensis ' ,
Wm 0.83 3.06 >451 >451 >451 >451 >451

E. coli. 3.06 --_ >424 >424 >424
Saureus >449 >449 >449 >449

P. >4.64 >464 >464 >464 >464 >4.64

'aeruginosa

 
 

  
DBP-3: Diclofenac + PQ-l pH 7.4 (No Mannitol)

 

 
 

 

Organism

 A.

 

 
brasz'lz'ensis

 

 

' C. Albicans 
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2.01

Time Intervals

~4.01

 

  >451 >4.51

 

  
 
 
 

  
 

0 hr 6 hr 24 hr 48 hr 7 day 14 day 28 day-------
3.05

->4.51 >4.51 >4.51 >4.51----

12 _ '

    
   

 

 

2.95 2 61
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P. ' >4.64 >4.64 >4.64 >4.64 >4.64 >4.64 >4.64

aeruginosa

DBP-4: Diclofenac + PQ-l pH 7.8 (No Mannitol)

  
  

 

_ Time Intervals
Orgamsm

0 hr 6 hr 24hr 48 hr

A. 0.01 0.93 2.04 3.04 2.12 '

brasiliensz's '

P. >4 64 >4.64 >4.64 >4.64 >4.64

aerugz'nosa

DBP-S: Diclofenac + Tyloxapol + PQ-l pH 7.4

 

 
  

  
 

 
  
  

 
 

 
 

 
 
 

Time Intervals

48 hr 7 day 14 day

0.06 1.19. 2.21 2.96 3.06 2.93

brasilz'ensis

C. Albicans ~3.32

S. aureus 3.40 >4.49

P. ~4.16 >4.64 >4.64 >4.64 >4.64

aeruginosa

 

 
 
     
 
 

 

Organism
28 day

  

 

 
  
 

 
>4.24

>4.49
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DBP-6: Diclofenac + Tlexapol + PQ-l pH 7.8

Organism

A.

brasz'lz'ensis

C. Albicans

E. 0012'

2.05

>451 >451 >451 >451.

~3.43 >424 ' >424 >424 >424 >424 _

Time Intervals

  

‘ S. aureus ~3.69 . >4.49 >4.49 >4.49 ‘ >4.49 >4.49  

P.

aeruginosa

>4.64 >4.64 >4.64 >4.64 >4.64 >4.64

14 day

1.95

28 day

1.34

>4.51

>4.24

>4.49

>4.64

    

The following Table 3 (from the Desai patent ) shows the criteria needed to pass the

preservative efficacy testing under US Pharmacopeia (“USP”), European Pharmacopeia A (“EP-

A”), and European Pharmacopeia B (“EP—B”). EP—A has the most stringent criteria.
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Table 3. Preservative Efficacy Acceptance Criteria
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In the results presented in Table 2, A. brasiliensis and C. Albicans are fungi, and E. Coli,

S. aureus, and P. Aerugz'nosa are bacteria. The preservative efficacy against fungi, especially A.

brasiliensz's, is the most difficult to meet. If the preservative efficacy fails for any one

microorganism, the formulation does not meet the preservation efficacy criteria.

Generally speaking, a lower pH of 7.4 is more effective than a pH of 7.8. However,

whether a formulation meets the preservative efficacy criteria does not depend on pH in the

range of 7.4-7.8.

: Only formulations containing all three ingredients, polyguat—l= boric acid, and mannitol i

(DBP—l and DBP—Z), meet all three preservative efficacy criteria required by Desai. None of the

formulations without mannitol (DBP—3 through DBP-6) satisfies any preservative efficacy

because the population of the fungus A. brasz'lensz's shows an increase from the previous time

. point. As the tables show with regard to the USP and EP-B criteria, the population ofA.

I brasilensis at 28 days is higher than at 14 days. Similarly, with respect to the EP-A criteria, the

population ofA. brasilensz's at 28 days is higher than at 7 days.

Thus, the data prove what the skilled person would have understood all along when

reading the Desai patent: that, without mannitol, the formulations having polyquat—l and boric

acid do not achieve Desai’s purpose of satisfying the preservative efficacy of USP XXII and

European Pharmacopeia and that, to be operative for its intended purpose, Desai’s formulations

must contain mannitol.

In view of the foregoing, Desai’s formulations would not have rendered the claims of the

present application obvious. The Desai formulations are different from those presently claimed,

and there is no suggestion to avoid degradation of acidic drugs, such as bromfenac, by using

tyloxapol.

15
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III. CONCLUSION

Applicant respectfully submits that claims 19-48 are patentable over the prior art. A

favorable action on the merits is solicited.

' dDigitally signed by /Warren M.
IW‘EWWW‘M Chew

' DN: cn=/Warren M. Cheek/, o, ou,
emai|=wcheek@wenderoth.com,

theek/ Date: 2012.11.28_12:02:34 —05'OO

Warren M. Cheek

Registration No. 33,367

WMC/dlk Attorney for Applicant

Washington, DC. 20005—1503

Telephone (202) 721—8200

Facsimile (202) 721-8250

November 28, 2012
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In re: Desai et al.

Serial No. 08/340,763

Filed: November 16, l994

. GroupArtUnit: 1502

Examiner: S. Howard

For: PRESERVED OPHTHALMIC DRUG COMPOSITIONS

CONTAINING POLYMERIC QUATERNARY AMMONIUM
COMPOUNDS

Wm

Honorable Commissioner
of Patents and Trademarks

Washington, DC. 20231

Dear Sir:

I, Sukctu D. Desai, PhD, hereby say and declare as follows:

_ l, I received my 8.8. in Pharmacy from the University of Bornbay in Bombay,
India in 1984, my M.S. in Pharmacology from the University ofBombay in 1986, and my

PhD. in Phannaceutical Sciences from the University ofArizona, Tucson, Arizona, in 1992.

Since 1992, I have worked in the field of ophthalmic product research and development.

I 2. I have been employed by Alcon Laboratories, Inc. since 1992. My current

position at Alcon is Sr. Scientist II in the Drug Delivery Group. I am responsible for

designing, synthesizing, and characterizing ophthalmic formulations, including formulations

that are required to pass compendia preservative efficacy standards.
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0.3, Serial No. 08/340,763
Filed: November 16. 1994

3. As a result of my educational and work-related experiences, I am generally

knowledgeable in the field of pharmaceutical formulation science, particularly as related to
ophthalmic formulations.

4. I am one ofthe inventors of the subject matter claimed in U.S. Patent

Application Serial No. 08/340,763 filed on November 16, 1994, and understand that this

Application sets forth claims to ophthalmic compositions comprising a therapeutically

efi‘ective amount ofone or more acidic ophthalmic agents, a preservative-effective amount of

a combination of an antimicrobial polymeric quaternary ammonium compound and boric

acid, and an ophthalmically acceptable vehicle.

5. I am familiar with the Ofiice Action dated September 26, 1995, in which

claims 1-19 and 25 of the pending application were rejected under 35 USC §103 as

unpatentable over Chandrasekaran (WO 89/06964) in combination with Chowhan (U.3.

Patent No. 5,342,620). I believe that this rejection is based in part on a misunderstanding

concerning the nature of the invention and the cited art.

6. As part of my responsibilities at Alcoa, I have’designed, conducted and reviewed

studies to compare the preservative efficacy ofPolyquad® (a polymeric quaternary

' ammonium preservative, also known as “polyquatemium l”) to that of the following

conventional ophthalmic preservatives: benzalkonium chloride (a quaternary ammonium

compound, but not a polymeric quaternary ammonium compound),

benzyldimethyldodecylanunonium bromide (a quaternary ammonium compound, but not a

polymeric quaternary ammonium compound), sorbic acid, and thirnerosal. These studies

evaluated the preservative efficacy of combinations of boric acid and the identified

preservatives in acidic ophthalmic drug formulations. I am familiar with the results of these

studies.
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US. Serial No. 08/340,763
Filed: November 16, l994

7. Briefly, the formulations identified in Table 1 below were subjected to a

preservative efficacy screen based on the United States Phannacopeia and European

Pharmacopeia (Ph.Eur.) preservative efficacy standards for ophthalmic products. These

standards are given in the specification at page 8, lines 5-21. The preservative efficacy screen

' involved inoculating the formulations identified in Table l to known levels of the gram-

positive bacteria, Staphylococcus aureus (S. auteus); the grammegative bacteria,

Pseudomonas aeruginosa (P. aeruginosa); and the mold, Aspergillus niger, (A. niger). These

inoculated formulations were then sampled at specified intervals of6 hr, 24 hr, and 7 days to

determine whether the antimicrobial preservativeflsystem present in the formulation was

capable of killingxor inhibiting the growth of organisms purposely introduced into the
formulation. The magnitude of antimicrobial activity of the formulation determined

compliance with the USP and Ph.Eur. preservative efficacy standards for ophthalmic

products. The results of these screening tests are presented in Table 2 below.

 
  

  
  

Sorbic Acid
 Benzyldlmethyl— ' Polyquaternium‘ l Thimerosal

dodecylammouium
bromide

  
Benzalkonium

Chloride   
. Preservatlve

    
   

 
 

Composition ('/- w/w)

is“... m-gbiclofenac
W _-—gTPGS

_-—-

EDT“ “___“§
“-

q..stolOO% q.s to 100% qs. to 100% qsto 100% qs. to 100%
Water
Vitainin B 'I’PGS: Vitamin ETocopheryl Polyethylene Glycol 1000 Succinnte

HPMC: Hydmxypropyl methyl cellulose
EDTA: edetie acid or its disodium salt
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FORMULATION , Ph. Eur. B

ofExam . 1e 1 2
_ A 3 Fail Fail FailBenzalkonium chloride ‘ -

B 'l Fail Fail
(Benzyldimethyldodecyl— I

ammonium bromide g
C

l

 
 

Fa1

Pass

ol ouaternium l
D l Fai Fail Fail A

Sorbie Aci l '

 

8. The results shown in Table 2 above demonstrate the disparity between the

preservative efficacy of polquaternium 1, a polymeric quaternary ammonium antimicrobial

compound, and other, conventional, preservatives of the type disclosed or suggested by the

WO 89/06964 and the Chowhan references. In fact, the results show that, among the

‘ combinations tested, only the combination of polyquatemium I and boric acid was able to

effectively preserve the indicated formulation of an acidic ophthalmic drug such that the

preservative efficacy standards of the U.S. and Ph.Eur. were met. (These preservative

efficacy standards are listed in the Specification at p. 8, lines 5 - 21.) Moreover, only one of

the formulations containing conventional ophthalmic preservatives was able to pass even the

U.S. preservative efficacy standards (the formulation containing thimerosal). This disparity

in results is not suggested by either the WO 89/06964 or the Cbowhan references, alone or in

combination.
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U.S. Serial No. 08/340,763
Filed: November 16, 1994

9. I declare further that all statements made herein of my own knowledge are true

and that all statements made on information and belief are believed to be true; and further,

that these statements were made with the knee/ledge that wilful false statements and the like
so made are punishable by fine, imprisonment, or both under Section 1001 of Title 18 of the

United States Code and that such willful false statements may jeopardize the validity of the

application or any patent issuing therefrom.

W Daterqifi‘iij;
Suketu D Desai, PILD.

‘ Attorney Docket No. 1436
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' 3. I can ftmher explain .- fonmflations which were tested in the original

presented in Table l of the original Dcclamtion. The

in Table} is present in Formulations A, B, D, and E in

Declaration. These formulations

“Vitnmin B was" ingredient ii

an amount equal to 3% (WM), whc as Formulation C contains 4% (w/w). Formulations A,

B. C. D, and E in Table 1 also pass different amounts of the “Mannitol” ingxeditmt,

ranging from 1 to 4 % (w/w).

4. Neither the “Vitamin E TPGS” nor the “Manniwl” ingredients listed. in Table

l are believed to have any signific t effect on the preservative efficacy of the respective

formulations. The "Vitamin E. TPG " ingredient is a comfort~enhaneing agent which also

assists in solubilizing the tested anti c, sodium diclofenuc. The “Mnnnitol” ingredient is a

tonieity-adjusting agent of the type mmonly used in ophthalmic preparations to make the

preparations match or neatly match he tonicity of the lacrimal 'fluid. Neither the diserepaney

in “Vitamin E TPGS" concentration nor the discrepancy in “Mannitol” concentntion among

Formulations A-E in Table l of the 'ginal Declaration are believed to effect the conclusion

that is dxawn from the data presen in the original Declaration, namely that, unlike the other

preservatives tested in combination 'tb boric acid. Applicants combination .of an

antimicrobial polymeric quatemmy onium compound and lactic acid is effective in

preserving acidic ophthalmic agents

5. I declare funhe'r that ll statements made herein ofmy own knowledge are true

that these atmemenw wen: made wi the knowledge that wilful false statements and the like

so made are punishable by fine, im 'sonment, or both under Section 100) of Title 18 ofthc~
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US. Serial No. 08/340,763
Filed: November 16, 1994

United States Code and that such wi lful false mutants may jeopardize the validity of the

application or my patent issuing the from.

W. 0-. (04%W

Suketu D. Desai, PhD.
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noc Code: TRACK“! .REQ

Document Description: TrackOne Request
present {124

CERTiFtCATicN AND REQUEST FOR PRIORITIZED EXAMINATION

UMBER 3’? CFR1§.1OZ(3) {Page ’i of 1}

First Named — ‘ Nonprovisienel Appiicetien Number {if
Shim SAWA

AQUEDUS LiClUiD PREPARATlDN CONSTAlNiNG 22-AMiNGnituifivai-QQMOBENZOVL)F‘HEN‘Y’LACETlC ACiD

 
 

APPLiCANT HEREBY CERTIFIES THE FGLLOWWG AND REQUESTS PRiDRiTIZEE} EXAMINATION FOR
THE ABOVEJDENTIFIED APPLICATION.

i. The processing fee set forth in 3? CFR 1.1?{i}, the prioritized examination fee set forth in 37

CFR 11%;}, and if not aireedy paid, the pubiicetion fee set tent: in 3? CFR 118(6) have been

{tied with the request. The basic fiiing fee, search fee, examination tee. and any required

excess claims and eppiicetion size fees are filed with the requester have been eireatzly been

paid.

2. The eppiieetion contains or is amended to contain no more than four independent Claims and

no more than thirty tetei ciaims, and no muitiple {tenement oieims.

3. The epoiieeble box is checked below:

i. i}? Oriinai A tioation . Track Dne ~ Prioritized Examination under .. 3 .  

i. (a) The eppiioetion is an original nenorovisienal utiiity eppiication fiied under 35 USS. time).

This certification and request is being tried with the utility appiioation via EFSmWeb.
more---

(bi The application is en originei nonprovisionel eient epptisetiesn flied under 35 L338. 1 13(a}.

This certification and request is being flied with the pient application in paper.

it An executed oath or decieretion under 3? CFR 1.83 is iiied with the application.

it. 377.? Re need for Continued Examination ~ Prioritizeci Examination under  

i. A request fer continued examination has been filed with, or prior to. this form.

it. if the application is a utility appiicetion, this certification and request is being filed via EFS~Web.

iii. The eppiioetion is en originei nonprovisionei utiiity application filed under 35 USS. time), or is

a netionai stage entry under 35 USC. 371.

iv. This certification and request is being tiien prior to the matting of a first thice action responsive

to the request for continued examination.

v. No print request for continued examination has been granted prioritized exeminatien status

«iv[' 37'CFR13 1 2 E‘ 2‘. Di itall si ned b /Warren M. Cheek/a rre n M.( M } Diff: an/Wiirren AX. Cheekl, o, ou,
emalzwc ee rowenero .com,

_c=US
Date: 2012.1 1.28 12:49:02 -05'00'Si'neture Date Nflvember 28, 2012

Name Warren M. Cheek Practitioner 33,367‘P‘riniiT ed) E Re istration Number

Note: Signatures of at? the inventors or essignees of record of the entire interest or their representeiiver’s) are required in accerdance with
3? CFR 1.33 and ma. Piease see 37 CFR 1.4M} for the font: of the signature. it" necessam submit mnii‘ipie forms for more than one
eienatw‘e, see beiew".

i . .
D *Tetaiof tonne are submitter:
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Privacy Act Statement

The Privacy Act of 1974 {P.L. 936%} requires that you he gives certain information in connection with your
submission of the attaches form rotated to a patent apphcation or patent Accordihgty, pursuant to the requirements of
the Act: pieese be advised that: {1} the generai authority for the collection of this information is 35 LL30. thi’iE}; {2)
furnishing of the information solicited is voiuntary; and {3} the principai purpose for which the information is uses1 by the
US. Patent and Trademark Difice is to process easier examine your submission reiated to a patent apoiication or
patent. it you do not furnish the requested information, the US. Patent and Trademark Qtfice may not he aoie to
process andror examine your submission, which may reset: in termination of proceedings or abandonment of the

application or expiration of the patent.

The information provided by you in this form Witt be subject to the foitow-ing routine uses:

1.

Page .7;

The information on this form Witt he treated confidentiaily to the extent atiowect under the Freedom of

information Act {5 ULSC. 552} and the Privacy Act {5 USE 552a}, Records from this system of records may
he disctosed to the Bepartment of Justice to determine whether disciosure of these records is required by the
Freedom of information Act.

A record from this system of records may he oisctosed, as a routine use, in the course of presenting evidence
to a court: magistrate or administrative trihunai‘ inducing disctosures to opposing counsel in the course of
settlement negotiations.
A record in this system of records may be disctosed, as a routine use, to a Member of Congress submitting a
request involving an individuei, to whom the record pertains. when the indiviouai has requested assistance from

the Member with respect to the subject matter of the record.
A record in this system of records may he oisctosec‘, as a routine use, to a contractor of the Agency having

need for the information in order to perform a contract. Recipients of information shaii he required to compiy
with the requirements of the Privacy Act of 19m as amendedi pursuant to 5 £3.30, SSZat'm}.

A resort} related to an internstiooai Apotication fried under the Patent Cooperation Treaty in this system ct
records may he disciosed, as a routine use, to the interactions? Bureau of the Worth inteiiectuat property
Organization pursuant to the Patent Cooperation Treaty

A record in this system of records may he disctosec“ as a routine use to another teetersi ageccy for purposes
of National Security review {35 US$23. 181'} and for review pursuant to the Atomic Energy Act {42 U‘,8.C.

21803)}.
A record from this system of records may he discioseda as a routine use to the Administrator‘ Generei
Services, or hisrher designers: during; are inspection of records conducted by BSA as part of that agency‘s

responsibility to recommend improvements in records management practices and programs under authority of
44 U‘S.C. 390:1 and 2906, Such disctosure shaii be made in accordance with the GSA reguiatiorrs governing
inspection of records for this purpose: anti any other reievant (lie, GSA or Commerce} directive. Such
citsciosure strait not be used to make determinations about individueie.

A record from this system of records may he disciosecti as a routine use to the oubiic after either puhiication of

the application pursuant to 35 USS 12253)} or issuance of a patent pursuant to 35 USE. 151. Further. a
record may he discioseo, subtract to the timitstions of 3? CFR 1.14‘ as a routine use to the poetic it the record
was titad in an application which became abandoned or in which the orctxaedings were terminated and which
apoiication is referenced by either a oubiished application. an eppiicatioo open to puhiic inspection or an issued
patent.
A record from this system of records may be disciosed, as a routine use to a Federat‘ State, or tovcat taw

enforcement agency if the USPTO becomes aware of a vicietion or octentiai vioiatioc of isw or reguiation.
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Electronic Patent Application Fee Transmittal

——
——

AQUEOUS LIQUID PREPARATION CONTAINING 2-AMINO-3-(4-

T'tle °f Inventwn‘ BROMOBENZOYL)PHENYLACETIC ACID

First Named Inventor/Applicant Name: Shirou SAWA

Attorney Docket Number: 2012_5420

Filed as Large Entity

Trackl Prioritized Examination - Nonprovisional Application under 35 USC 111(a) Filing Fees

Sub-Total in

USD($)

--—

Request for Prioritized Examination 1817 4800 4800

Description Fee Code Quantity

Miscellaneous-Filing:
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Sub-Total in
Descri tion Fee Code uantit

PUbI. Fee- early, VOIuntary’ or normal 1504

Processmg Fee except for PrOVIs apps 1808 1 130 13

Patent-Appeals and-Interference:

Post-AIIowance-and Post Issuance

Extension-of—Time:

Total in USD ($) 7110
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Electronic Acknowledgement Receipt

“—

——

AQUEOUS LIQUID PREPARATION CONTAINING 2-AMINO-3-(4-

T'tle °f Inventwn‘ BROMOBENZOYL)PHENYLACETIC ACID

——

——

Payment information:

 
Submitted with Payment yes

Payment Type Credit Card

RAM confirmation Number 205

Deposit Account 230975

Authorized User CHEEKJR., WARREN M.

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:

Charge any Additional Fees required under 37 C.F.R. Section 1.16 (National application filing, search, and examination fees)

figg'ggaayolfqgfiional Fees required under 37 C.F.R. Section 1.17 (Patent application and reexamination processing fees)
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Charge any Additional Fees required under 37 C.F.R. Section 1.19 (Document supply fees)

Charge any Additional Fees required under 37 C.F.R. Section 1.20 (Post Issuance fees)

Charge any Additional Fees required under 37 C. F. R. Section 1. 21 (Miscellaneous fees and charges)

File Listing:

Document . . File Size(Bytes)/ Multi Pages

233839

Transmittal of New Application AttachA1_Trans.pdf 403ec4f9902809724352d3f3d8d4f467b373
cd8e

The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

Oath or Declaration filed AttachC1_Decl.PDF
883dc538c2b8488d3846553f6db19d5b6e

d23ef8

The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

166894

Power of Attorney AttachC2_Poa.PDF e3380da4d3d16f510bd5f3910bc52aaSa4l
bab64
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The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

Information:

. . 411745
Information Disclosure Statement (IDS)

Form (SBOS) AttachD1_|ds.pdf 3b0d9518c7d171655a5e139868854bc573 =
15796

Information:

This is not an USPTO supplied IDS fillable form

The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

982181

Preliminary Amendment AttachE_Pa.PDF a5569125852288dc50a218b37eebc1eb241
b85ba

The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

638958

TrackOne Request AttachF.pdf d271243ec0325d1207405c004001f66010d
13957

The PDF file has been signed with a digital signature and the legal effect of the document will be based on the contents of the file not the
digital signature.

Fee Worksheet (SBO6) fee-info.pdf
8484f84dff4a289b42c421c49f9ff0e929248

eba
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This Acknowledgement Receipt evidences receipt on the noted date by the USPTO ofthe indicated documents,

characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

lfa new application is being filed and the application includes the necessary components for a filing date (see 37 CFR

1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this

Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

lfa timely submission to enter the national stage of an international application is compliant with the conditions of 35

U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a

national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

lfa new international application is being filed and the international application includes the necessary components for

an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number

and ofthe International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning

national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of

the application.
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Wenderoth, Lind & Ponack, LLP - Modified PTO/AIA/Ol (06-12)

Attorney Docket No: 2012 5420/WMC/Ol736 .

. DECLARATION FOR UTILITY OR DESIGN APPLICATION

33:11:; A UEOUSLI ulo PREPARATION CONTAINING 2-AMINO-3-4-
“ BROMOBENZOYLPHENYLACETIC‘ACID

As the beldw named inventor, I hereby declare that:

This declaration

is directed to: The attached application, or

 
    

  
  

 D United States application or PCT international application
number filed on .  
 

 
 

The above-identified application was made or authorized to he made by me.

I believe that I am the original inventor or an original joint inventor of a claimed invention in the application. 

 I hereby acknowledge that any willful false statement made in this declaration is punishable under 18 U.S.C. 1001
by fine or imprisonment of not more than five (5) years, or both.  

  . Note toInventor: 37 CPR. § l.63(c) states: “A person may not execute 'an oath or declaration for an application .
unless that person has reviewed and understands the contents of the application, including the} claims, and is aware
ofthe duty to disclose to the Office all information known to the person to be material to patentability as defined in
§ 1.56.”  

 
 

 

 
Inventor (Legal Name): Shirou SAWA

Signature: SAN?“ 3“ W“ V , - Date: Nat/i M, .2012

Note: Use an additional form for each additional inventor. ‘
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Wenderoth, Lind & Ponack, LLP Modified PTO/AWOI (05.12)
Attorney Docket No.: 2012 S420/WMC/01736

' ’ DECLARATION FOR UTILITY 0RDESIGN APPLICATION

Title of A UEOUS u UID PREPARATION CONTAINING 2-AMlNO-3- 4-

1““““°“' BROMOBENZOYL PHENYLACETIC ACID .
   

  
 

  - As the below named inventor, I hereby declare that:

  This declaration ‘ _
is directed to: [E] The attached application, or  

  

 D United States application or.PCT international application
number filed on. '  
 
 The above-identified application was made or authorized to be made by me. 
 

  

I believe thatI am the Original inventor or an originaljoint inventor of a claimed invention in the application.

 I hereby acknowledge that any willful false statement made in this, declaration is punishable under 18 U.S.C. 1001

by fine or imprisonment of not more than five (5) years, or both. 

  Note to Inventor: 37 C.F.R § 1.63(c) states: “A person may not execute an oath or declaration for an application
unless that person has reviewed and understands the contents ofthe application, including the claims, and1s aware
of the duty to disclose to the Office all information known to the person to be material to patentability as defined'in
§l.56.”  
 
 

 
 

 

 

 
Inventor (Legal Name): Shuhci EQJITA

Signature: M 2% :_‘2_’Q/-l1241-.Z_
Note: Use an additional form for each additional inventor.  
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Under the Pacerwork Reduction Act of 1995, no oersons are re-uired to res-ond to a collection of information unless it dis-la s avalid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD Appiicaiion or Dockei Number Fiiiiig Daie
Substitute for Form PTO-875 13/687,242 1 1/28/2012 I] To be Mailed

APPLICATION AS FILED — PART I

(Column 1)

OTHER THAN

SMALL ENTITY

RATE ($)

SMALL ENTITY El OR

RATE ($) FEE (35)

XI BASIC FEE N/A N/A N/A37CFR1.16a, b,or c

I] SEARCH FEE . N/A N/A N/A37CFR1.16k, I,or m

D EXAMINATION FEE
(37 CFR1.16( ), (p), or (q)) N/A N/A

TOTAL CLAIMS
37 CFR1.16 i
INDEPENDENT CLAIMS
37 CFR1.16 h

(Column 2)

F0 NUMBER FILED NUMBER EXTRA

N/A

N/A

’1
minus 20 =

minus3=

If the specification and drawings exceed 100
sheets Of paper, the application size fee due
is $250 ($125 for small entity) for each
additional 50 sheets or fraction thereof. See
35 U.S.C. 41 a 1 G and 37 CFR 1.16 S.

El MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR1.16(j))

DAPPLICATION SIZE FEE
(37 CFR1.16(s))

* If the difference in column 1 is less than zero, enter “0" in column 2.

OTHER THAN

(Column 1)
CLAIMS

APPLICATION AS AMENDED — PART II

REMAINING
AFTER11/28/2012
AMENDMENT

30

Independent , 2(37 CFR1.16(h))

I:I Application Size Fee (37 CFR1.16(s))

Minus

Minus

'—
Z
LIJ
E
D
Z
LIJ
E
<

CLAIMS
REMAINING

AFTER-AMENDMENT
Total (37 CFR *1 161

Independent ,37 CFR 1.16 h

[I Application Size Fee (37 CFR1.16(s))

Minus

MinusAMENDMENT

(Column 2)
HIGHEST
NUMBER
PREVIOUSLY
PAID FOR

~A~k 30

3

(Column 3)

PRESENT

D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

HIGHEST
NUMBER

PREVIOUSLY
PAID FOR

PRESENT
EXTRA

D FIRST PRESENTATION OF MULTIPLE DEPENDENT CLAIM (37 CFR1.16(j))

* If the entry in column 1 is less than the entry in column 2, write “0" in column 3.
** If the “Highest Number Previously Paid For" IN THIS SPACE is less than 20, enter “20".

*** If the “Highest Number Previously Paid For" IN THIS SPACE is less than 3, enter “3"

SMALL ENTITY OR SMALL ENTITY

ADDITIONAL

FEE ($)

ADDITIONAL

FEE (35)

X 63

X 63
II

ADDITIONAL

FEE ($)

ADDITIONAL

FEE (35)

X 63
II X 63

II

X 63
II X 63

II

OR

TOTAL
OR ADD‘L

FEE

Legal Instrument Examiner:
/FEL|C|A ALLEN-JENKINS/

 
The “Highest Number Previously Paid For" (Total or Independent) is the highest number found in the appropriate box in column 1.

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit bythe public which is to file (and bythe USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, US. Patent and Trademark Office, US.
Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800—PTO-9199 and select option 2.
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