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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

THE MANGROVE PARTNERS MASTER FUND, LTD., APPLE INC., and
BLACK SWAMP IP, LLC,
Petitioners,

V.

VIRNETX INC.,
Patent Owner.

Case No. IPR2015-010471
U.S. Patent No. 7,490,151

PETITIONERS’ REMAND BRIEF

! Apple Inc. and Black Swamp IP, LLC, which filed petitions in IPR2016-00063
and IPR2016-00167, respectively, have been joined as Petitioners in the instant
proceeding.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2015-01047 U.S. Patent No. 7,490,151

TABLE OF CONTENTS

l. INEFOAUCTION L. 1
I1.  The Federal Circuit’s DeCISION.........cccuiiiiiiiiiiiieeciiie e 3
A.  VirnetX’s Patentability Arguments for the *151 Patent....................... 3
B.  VirnetX’s Procedural ArgumENtS..........coouveeiiieieiniieeeiiiie e siiie e 5
1. Claim Construction of “CHeNt™ ........ccccooiiiiiiiii e 6
IV. The Challenged Claims Are Unpatentable...........cccccooiiiiiiiiiienn, 9
A.  Kiuchi Anticipates the Challenged Claims............cccccovvviiiiieeennnen. 10
1. Overview of Petitioners” Anticipation Mapping...........c.......... 10
2. VirnetX’s Assertions that Kiuchi Does Not Disclose a “DNS
Proxy Module” Are INCOMeCt.........cccveiviieiiiiiie e 13
B.  The Challenged Claims Are Obvious over Kiuchi in view of RFC
1034, With or Without Rescorla............coceeviiiiiiiiii e 15
1. The Modified Kiuchi System Suggested by RFC 1034 ........... 16
2. VirnetX’s Nonobviousness Arguments Are Meritless............. 21
3. Kiuchi’s Client-Side Proxy Satisfies the “Client” Limitation for
Purposes of the Obviousness Mapping.........ccccoovevveeiivieennnnnn. 24
V.  Petitioner Mangrove Was Not Time-Barred Under Section 315(b)....... 27
A.  There Was No Conspiracy Between Mangrove and RPX or Apple...28
B.  Mangrove’s Purchases of RPX Stock Do Not Implicate § 315(B).....31
1. Mangrove’s Stock Purchases Do Not Make RPX or Apple
RIS ottt 31
2. Mangrove’s Stock Purchases Do Not Make RPX or Apple
PIIVIES . 33
AV P ©o] 1 [o] [ 111 [o] o RO ROUPR PRSP 35
EXNIDIT LIST... et 36
Certificate of COMPHANCE.........coiiiiiiiiiie e 40
Certificate Of SEIVICE........uiiiiiie e 41
i

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2015-01047 U.S. Patent No. 7,490,151

TABLE OF AUTHORITIES

Page(s)

Cases
Applications in Internet Time, LLC v. RPX Corp.,

897 F.3d 1336 (Fed. Cir. 2018) ....ccoiviiieiiiieeeiiiee et 31, 32
Cisco Sys., Inc. v. VirnetX, Inc.,

Appeal No. 2014-000591 (PTAB Apr. 1, 2014) .....ccoceiiiiiieiiiee e 24
Cisco Sys., Inc. v. VirnetX, Inc.,

Appeal No. 2015-007843 (PTAB Feb. 1, 2016) ......cccceeviiveiiieieeiiee e 24
Dr. Reddy’s Labs. v. Indivior UK Ltd.,

IPR2019-00329, Paper 21 (PTAB June 3, 2019).....cccccevvvvveiiiiieeeiiiee e, 32,33
Gillig v. Nike, Inc.,

602 F.3d 1354 (Fed. Cir. 2010) ....ccueeiiieiiieeiiieeiieesee e iee e iee e 34
In re Gleave,

560 F.3d 1331 (Fed. Cir. 2009) .......ceiiiieiiieiiieeiiieeieeesiieesieeesieeesnie e siee e 25
KSR Int’l Co. v. Teleflex Inc.,

550 U.S. 398 (2007) ...eeiveeeiiieiiieeiiiiesieeesiteesieeasieeesniaeasteeesnaaeasneeesnaaeanseeennaeens 19
National Ass’n of Home Builders v. Defenders of Wildlife,

551 U.S. 644 (2007) ...eeieeeeiriieiieeeeiieesiee e stteeaieeesieeesteeestaaesnteeasnaeeanseeenneeeanaee e 6
Ormco Corp. v. Align Tech., Inc.,

463 F.3d 1299 (Fed. Cir. 2008) ......c.ceeiuieiiieerieiesiieeniieesieessiseeseeessseessseesnseeas 24
Power Integrations, Inc. v. Semiconductor Components Indus., LLC,

926 F.3d 1306 (Fed. Cir. 2019) ....cueiiiieiiie e esiee et 28
Praxair Distribution, Inc. v. Ino Therapeutics LLC,

IPR2015-00529, Paper 33 (PTAB Dec. 22, 2015).......cccciiiveeeiiiiiiieceeiiiiieeeens 23
RPX Corp. v. Publishing Techs., LLC,

IPR2018-01131, Paper 10 (PTAB Dec. 3, 2018)......cccceeivieiiiieiiieeiiiesiiieeniens 35

Taylor v. Sturgell,
553 U.S. 880 (2008)......ceeeiureeiiieeiiiieiiieasiieesieeasieeessteeaieeesrrassnaeeanreessneee e, 33,34

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2015-01047 U.S. Patent No. 7,490,151

TRW Automotive US LLC v. Magna Elecs. Inc.,

Case IPR2014-01499, Paper 7 (PTAB Mar. 19, 2015) .....ccccceeivvveeiiiieeniinennnn, 34
Unified Patents, Inc. v. Carucel, L.P.,

IPR2019-01079, Paper 9 (PTAB NoV. 12, 2019) ......ooevviiiiiiiie e 32
Unified Patents, Inc. v. Realtime Adaptive Streaming, LLC,

IPR2018-00883, Paper 36 (PTAB Oct. 11, 2018) .....oeevivieeiiiiie e 33
Ventex Co. v. Columbia Sportswear N. Am., Inc.,

IPR2017-00651, Paper 148 (PTAB Jan. 24, 2019) .........cccccevvvvveninnnnn, 31, 32,33
VirnetX Inc. v. Mangrove Partners Master Fund, Ltd.,

778 F. App’x 897 (Fed. Cir. 2019) .....ccciiiiie et 1
VirnetX, Inc. v. Cisco Sys., Inc.,

767 F.3d 1308 (Fed. Cir. 2014) ...ccveeiiieeiiie ettt 26
WesternGeco LLC v. ION Geophysical Corp.,

889 F.3d 1308 (Fed. Cir. 2018) ......ceeiueeiiieeiiiee e siieesiieesiee e 33,34
Wi-Fi One, LLC v. Broadcom Corp.,

878 F.3d 1364 (Fed. Cir. 2018) (en banc) ........cccocveeeiiiiiiiiee e, 28
Statutes
35 U.S.C. 8 315(D) cueiiiiieiieciie ettt passim

iii

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2015-01047 U.S. Patent No. 7,490,151
l. Introduction

In its Final Written Decision (Paper 80, “Final Decision”), the Board
correctly concluded that claims 1, 2, 6-8, and 12-14 of the *151 patent (“challenged
claims™) are unpatentable. Patent Owner VirnetX Inc. (*VirnetX”) appealed, and
on July 8, 2019, the U.S. Court of Appeals for the Federal Circuit vacated the Final
Decision and remanded for further consideration of certain issues. VirnetX Inc. v.
Mangrove Partners Master Fund, Ltd., 778 F. App’x 897 (Fed. Cir. 2019) (“CAFC
Dec.”). None of those remanded issues warrants the Board reaching a different
determination.

First, Kiuchi anticipates the challenged claims because Kiuchi’s client-side
proxy, acting in concert with the C-HTTP name server, is a “DNS proxy module”
that “determin[es] whether the intercepted DNS request corresponds to a secure
server.” VirnetX no longer disputes that the client-side proxy performs the other
claimed actions. It also is undisputed that the client-side proxy takes different
actions in response to different messages it receives from the C-HTTP name server
based on “whether the intercepted DNS request corresponds to a secure server.”
Thus, to conclude that Kiuchi anticipates the challenged claims, the Board need
only find that the client-side proxy, by requesting, receiving, and evaluating
messages from the C-HTTP name server and then acting accordingly, performs the

claimed “determining” step.
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