Filed: September 13, 2019

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

THE MANGROVE PARTNERS MASTER FUND, LTD. and APPLE INC.,
Petitioners,

V.

VIRNETX INC.,
Patent Owner.

Case No. IPR2015-010461
U.S. Patent No. 6,502,135

PETITIONERS’ REMAND SCHEDULING BRIEF

! Apple Inc., who filed a petition in IPR2016-00062, has been joined as a Petitioner
in the instant proceeding.
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l. INTRODUCTION

The mandate in VirnetX Inc. v. The Mangrove Partners Master Fund, Ltd.,
Nos. 2017-1368, -1383 (Fed. Cir. July 8, 2019) issued on August 14, 2019. During
a conference call on September 6, 2019, the Board ordered the parties to submit, by
September 13, 2019, briefs setting forth their respective proposals regarding
conduct of the proceedings on remand, along with proposed scheduling orders. EX.
1047, 42:10-25, 51:8-25. Petitioners submit the Board should adopt the schedule
proposed below, as it will conclude briefing by December 13, 2019, and provide
the Board with two months to issue a decision, thereby enabling it to complete the
remanded proceedings within six months of the Federal Circuit’s mandate.

II. PETITIONERS’ PROPOSED REMAND SCHEDULE
A. VirnetX’s Motion for Additional Discovery

The Board set the due date for VirnetX’s motion for additional discovery as

September 27. Petitioners propose that their opposition be due on October 4, and

that VirnetX’s reply be due on October 11. Petitioners also propose that if the
Board authorizes any additional discovery, it be completed by November 8.
Petitioners believe this schedule is appropriate. First, VirnetX is (or should
be) fully familiar with the additional discovery it is seeking and its supposed
relevance to VirnetX’s real-party-in-interest theory. VirnetX has also had ample

time to prepare for briefing, as the Federal Circuit issued its decision authorizing
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VirnetX’s desired motion on July 8, 2019, more than two months ago. Second,
Petitioners do not require more than one week to prepare and file their opposition
to VirnetX’s motion.? Third, as Petitioners indicated on the call with the Board,
they are prepared to agree to a reasonable scope of written discovery. The issues
in dispute (that potentially require resolution by the Board), thus, are narrow.

Petitioners have repeatedly asked VirnetX to identify the precise nature of
the additional discovery being sought and from whom VirnetX seeks it. Petitioners
explained to VirnetX that, if the parties could agree on the scope of additional
discovery, it would obviate the need for briefing of a motion. Unfortunately,
VirnetX has refused to provide Petitioners with the specific discovery requests it is
asking the Board to authorize, or to even conclusively identify the parties or non-
parties that are the target(s) of its discovery. VirnetX’s refusal to meaningfully
engage with Petitioners on the scope of additional discovery it is seeking is

unreasonable and imposes unnecessary burdens on the Board and on Petitioners.

2 In a meet and confer on September 12, VirnetX opposed this date, stating
that Petitioners’ opposition should be due three weeks after VirnetX files its
motion. VirnetX were unable to identify a reason—other than VirnetX’s own wish
to delay this proceeding—for postponing Petitioners’ opposition due date to two
weeks after the date Petitioners indicated they would be prepared to file that brief.

2
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B.  Briefing on Remanded Issues

With respect to the substantive issues remanded by the Federal Circuit, the
parties appear to agree on the following: (i) the parties will simultaneously file
opening briefs, and will simultaneously file responses;? (ii) the briefs will not
exceed 7,500 words;* and (iii) the parties will not introduce new evidence
concerning the remanded merits issues. The parties disagree on when briefing
should occur or whether an oral hearing is necessary.

Petitioners propose that opening briefs be filed on November 22, 2019, and

that responses be filed December 13, 2019. Petitioners submit this schedule

reflects the best balance of interests between the parties and the Board. First, it
will provide the Board with approximately two months following briefing to issue
a decision before the Board’s six-month target date for completion of remanded

proceedings (i.e., February 14, 2020).> Second, Petitioners’ proposed briefing

3 Petitioners will file a single joint brief and a single joint responsive brief.

4 VirnetX indicated it could agree to 7,500 word briefs if they addressed both
the patentability and RPI issues.

> “The Board has established a goal to issue decisions on cases remanded ...
within six months of the Board’s receipt of the Federal Circuit’s mandate,” Trial
Practice Guide Update (July 2019) at 45, and “will consider the time and expense

)

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




