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3SUS.C. § 315(¢), 37 C.EF.R. §§ 42.22 AND 42.122(b)

Mail Stop “PATENT BOARD”
Patent Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

InnoPharma’s Motion for Joinder
with Case IPR2014-01043

TABLE OF CONTENTS

Page
L. STATEMENT OF THE PRECISE RELIEF REQUESTED ...........ccccccuvn... 1
I[I. STATEMENT OF MATERIAL FACTS ..ottt 2
[II. STATEMENT OF REASONS FOR RELIEF REQUESTED......................... 3

A.  Joinder will not impact the Board’s ability to complete the
review in a timely Manner...........cccvvveeiiiieeiiec e 4

B.  Joinder will promote efficiency by consolidating issues,

avoiding duplicate efforts, and preventing inconsistencies .................. 6
C.  Joinder will not prejudice Senju or MEtriCs ........cccveeeveeeerieeesceeeeennen. 6
[V, CONCLUSION. ...ttt sttt st s aeebeebeenaeea 7

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

InnoPharma’s Motion for Joinder
with Case IPR2014-01043

TABLE OF AUTHORITIES
Page(s)
CASES
Dell, Inc.v. Network-1 Security Solutions, Inc.,

Case IPR2013-00385 ...ocueeeiieeieeieeieeitese ettt st sae e 4,6
Motorola Mobility LLC v. SoftView LLC, IPR2013- 00256.......c.cccccvvviieniienieenen. 6
STATUTES
35 ULS.CL § 103 ettt ettt sttt 2,3
35 ULS.CL § 315(C) teneeeiiiieeiteeite ettt st 1,3
35 ULS.CL § 316(a)(1)eeueeerieiieeiieeie ettt ettt st 7
35 ULS.C. § 310(a)(11) ittt ettt 5
OTHER AUTHORITIES
BT C R G A2.22 ettt sttt ettt st e beeaeenaee s 1
37 CFR. G A2.T00(C) cuueeueeeiieniieeieeie ettt ettt sttt e e seae e ense e 5,7
37 CFRL G A2.122(8)cueeeeeeiieeieeeie ettt ettt st ettt ee e enseense e 3
37 CFRL§A2.122(D) cueeeieeieeeieeeeee ettt sttt eee e e 1
157 CONG. REC. S1376 (daily ed. Mar. 8, 2011) ...cccceveeeriieiieieieeieeieeieeeeiene 5
U.S. Patent NO. 4,910,225, ...ttt e e e ettt e e e e e eeeeaes 2
U.S. Patent NO. 6,107,343 ..ottt e e e e e e et ee e e e eeeeeeaaes 2
U.S. Patent NO. 8,6609,290.........ccoouuiiiiiiiiiiiiiiiiiiiiiiiiiieeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeees passim

11

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

InnoPharma’s Motion for Joinder
with Case IPR2014-01043

I. STATEMENT OF THE PRECISE RELIEF REQUESTED

InnoPharma Licensing Inc., InnoPharma Licensing LLC, InnoPharma Inc.,
InnoPharma LLC, Mylan Pharmaceuticals Inc., and Mylan Inc. (collectively
“InnoPharma”) respectfully submits this Motion for Joinder, together with a
Petition for Inter Partes Review of U.S. Patent No. 8,669,290 (the “’290 Patent™)
(“Petition”). Pursuant to 35 U.S.C. § 315(c), 37 C.F.R. §§ 42.22 and 42.122(b),
InnoPharma requests institution of an inter partes review and joinder with the inter
partes review concerning the same patent in Metrics, Inc., Mayne Pharma, and
Johnson Matthey, Inc. v. Senju Pharmaceutical Co., Ltd., Bausch & Lomb, Inc.,
and Bausch & Lomb Pharma Holdings Corp., Case No. [IPR2014-01043 (the
“Metrics IPR”), which was instituted on February 19, 2015.

In accordance with the Board’s Representative Order identifying matters to
be addressed in a motion for joinder (Paper No. 15, IPR2013-00004, April 24,
2013), InnoPharma submits that: (1) joinder is appropriate because it will promote
efficient determination of the validity of the 290 Patent without prejudice to
Metrics, Inc., Mayne Pharma, and Johnson Matthey, Inc. (collectively, “Metrics”)
or Senju Pharmaceutical Co., Ltd., Bausch & Lomb, Inc., and Bausch & Lomb
Pharma Holdings Corp. (collectively “Senju’) (See, e.g., Paper No. 10, [PR2013-

00256, June 20, 2013 (granting motion for joinder under similar circumstances));
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(2) InnoPharma’s Petition raises the same grounds of unpatentability as Metrics
IPR; (3) joinder would not affect the pending schedule in the Metrics IPR nor
increase the complexity of that proceeding, minimizing costs; and (4) InnoPharma
is willing to agree to consolidated filings with Metrics to minimize burden and
schedule impact.

This Motion for Joinder is timely under 37 C.F.R. §§ 42.22 and 42.122(b),
as it 1s submitted within one month of February 19, 2015, the date on which the
Metrics IPR was instituted.

II. STATEMENT OF MATERIAL FACTS

1. Senju Pharmaceutical, Co., Ltd., is the owner of the *290 Patent.

2. On November 3, 2014, Senju Pharmaceutical, Co., Ltd., et al. filed a
complaint against Innopharma for infringement of the °290 Patent (the
“Underlying Litigation™).

3. On June 26, 2014, Metrics filed its petition for inter partes review of
claims 1-30 of the 290 Patent.

4. On February 19, 2015, a decision instituting inter partes review of
claims 1-30 of the *290 Patent was entered in the Metrics IPR (Paper No. 19, IPR
2014-01043) on the grounds that claims 1-30 were unpatentable over U.S. Patent
No. 4,910,225 (“Ogawa”) and U.S. Patent No. 6,107,343 (“Sallmann’) under 35

U.S.C. § 103 (Paper No. 19, IPR 2014-01043).
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