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A mm No. orrered 0bJ'<=°t'=d-
' Article entitled, “Storage Area Networking—The

Network Behi_nd the Server” (Tang) (Hulsey Ex 8

’ 4 (CRDS 16302-307))

CrossPoint 4100 Fibre Channel to SCSI Router

Preliminary Datasheet (Hulsey Ex 9 (CRDS [6129-

130)) ' ' '- ‘

Verrazano FC—SCSI Bridge -Product Overview
(Hoese Ex 2; Quisenberry Ex 30; Bardach Ex 5

(CRDS 40807—_823)) ‘

Vexrazano'S‘oftware Development (Hoese Ex 3;
Quisenberry 34; Smith Ex .12; Bardach Ex 6‘(CRDS

40925-95 8)) ~

Email Dated'12/1'8/96 from B. Smith to B. Bardaeh
_ re: More on the MUX, Priorities and Other (Hoese

A Ex 8; Smith Ex 5; Bardach Ex 20 (CRDS 4983-84))

Compaq and Crossroads FC to SCSI Bridge
.. Discussion (Hoese Ex 11 (CRDS 42459-475))

_ - Infinity Commstor Fibre Channel Demo for Fall

- Comdex, 1996 (Hoese Ex 15; Bardach Ex 13 (CRDS

527415))

-Email Dated 12/20/96 from I. Boykin to B. Srnith
' re: Purchase Order for Betas in February and March-

j (Hoese Ex 16; Quisenberry Ex 24; Bardach Ex 12 A

.1 (CRDS 13644"-65 0)) . V

‘ McData Fibre Channel Infrastructure Meeting in San
i Francisco (Hoese Ex 20; Bardach Ex‘ 15 (CRDS
:9258-7_l)) ' ' ‘ _

':McData Corporation's Fibre Channel Network

= Switching Presentation dated June‘28, -1995 (CRDS

; 9229-34) -

, 1 Verrazano Manufacturing Plan (Russell Ex 8;
V" iQuisenberry Ex 35; Bardach Ex 7 (CRDS 39702-
_ 3.710)) A

' Letter Dated 4/8/95 from J. Dedek to R. Lenz re:

. 5FC—SCSI Bridge (Dedek Ex 3 (ANCT 853-57))

The FSB 8000 Bridge: Application Note J. Dedek _ 5
"(Dedek Ex 4i(ANCT 346-47)) ‘ - '

2503-8740.1
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Exhibit No.

D-31

D‘—32

D-33

Description A . ..
Memo Dated 1 1/10/95 from N. Wannamaker to J.

Block Diagram ofLow Cost FC/SCSI Bridge #1=sBL
8001 (Dedek Ex 6 (ANCT 565-66)) 1

Model FSB 3001/so_1o Fibre Channel to Best
Bridge (Dedek Ex 7 (ANCT 353-54))

Memo Dated 2/9/96 from T. Nguyen to C. Lynch re:
SCSI to FC Bridge (PCB-8000) (Dedek Ex 8

(ANCT "1685-86)) I '

Memo Dated 2/10/96 from J. Anthony. to J."Dede1< ‘

re: FSB—8000/East Coast Trip Early March (Dedek ‘

Ex 9 (ANCT 401-05)) .

FSB'-8001 266M Bridge and BOM Report (Dedek
‘Ex 10 (ANCTA576-80))

« Physical Exhibit of Ancot Product "FSB—8001

:Bridge, Version 3 (Dedek'Ex 11) _ '

.Ded_ek re: Bridge Usage (Dedek Ex 5 ( ANCT 573))

Physical Exhibit of Ancot Product FSB—8OO Bridge, A of
Version 3 (Dedek Ex 12) r

Ancot Document Bearing Method A1 and Method_B H
3 with Chart Showing Proposed Implementation. '

:(Dede1< Ex 13 (ANCT 1145-46))

3 Memo Dated.4/6/96 from N. Wanamakerito . .

‘Koenig, J. Dedek, M; Hale re: FSBSOOX Status

_ :(Dede1< Ex 14_ (ANCT 545-47))

' Fax Dated 5,/_3/96 from J. Dedek to J. Anthony re:
Encore FC Bridge Order (Dedek Ex 15 (ANCT .
_11o1—o3)). ‘ '

AAFSB-8001/8010 Datasheet»(Dedek Ex 17 (ANCT
;_.348—50)) _ _ 1

:Memo Dated 6/28/96 from imto Jan, Chris and
Dean re; DEC—FC Bridge Opportunity, 6/27/96’

250387401

.Meeting (Dedek Ex 18 (ANCT 1212-13))

Dated 3/29/96 from J.‘Dedek to R. Yomtonbiau S .;
1': re: FC/SCSI Bridges w/Attached Tables (Dedek Ex g S. ‘

315 (ANCT 600-08)) _ A ' -‘ V A
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ZS038740.l

Memo Dated 8/7/96 from Jim to Jan, Tom, Chris,
Dean and FC Bridge Engineering re: DEC-FC

' Bridge, 8/7 Meeting (Dedek Ex 19 (ANCT 1302-
06))

Memo Dated 8/19/96 from Jim to Jan, Tom, Clm's,

Dean, 1-‘C Bridge Engineering, Weil, Jozef and Gary _
re: DEC-FC Bridge, 8/16 Review Meeting (Dedek

Ex 20 (ANCT 3546-51))

‘Report from Elliot Laboratories (Dedek ‘Ex 21
(ANCT) 1581-95))

Memo Dated 10/30/96 from Jim to Jan re:»'Neil-
Important that he remain at DEC Next Week (Dedek
Ex 22 (ANCT 1230)) ‘ '

Memo Dated 10/30/96 from Jim) to Jan, Dean and ‘ _
Tom re: DEC, Order Status for 34 Bridges (Dedek ‘

Ex 23 (ANCT 1231)) _ -. ‘

Printout ofDisk; FSB_-8000 Man11a1(Dedek Ex 24 ’ . ‘
(ANCT 4118))

Printout ofDisk, FSB-820020 Specs (Oet—Dee) (Dedek '
Ex 25 (ANCT 4119)) -‘

63))
Progran1111ing ‘Language for the ‘Field Programmeble‘
Gate Arrays Used in the 8100 Bridge (Dedek Ex 27
(ANCT 2072-89; 2105-11; 3515-22))

‘Folder entitled, “PCS 266’-’ (Dedek Ex 28 (ANCT

2181-98)) .

Folder entitled, “Low Cost FCS 266” with Attaoned
Email of~4/26/96 from N. Wanainaker to S. Holt re:

53C770 Issues (Dedek E26 29 (ANCT 2478; 2524- »
A 31; 2537-38))

FSB-8001 Schematics (Dedek Ex 26_(A'NCf1‘ 4037- .

Folder entitled, “FSB 8010/CPU—SE" (Dedek Ex 30 "i -
(ANCT 2626; 2664-73))

Folder entitled, “XMIT Chip" (Dedek Ex 31 (ANCT
2887-2948))
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Exhibit No.3 .Description- ' 3 ' » I . C1'fe1'ed H Objected
Folder entitled, “RCV Chip" (Dedek Ex 32 (ANCT

.2972; 2975-3016'; 3217-22)) 0

Folder entitled, “FSB 8001 XMIT FPGA" (Dedek
Ex 33 (ANCT 3932-72)) -

Folder e11titled,_“FS13 8001 RCVR FPGA” (Dedelr
4 Ex 34 (ANCT 34973-4024))

Draft Specification Ancot FSB—8001 Bridge (Dedek

Ex 35 (ANCT 771-809)) ' -

Engineering Plan rc/scsr Bridge FSB-80011
. (Dedck Ex 36 (ANCT 310-32))

FSB .8001 Memory Mzipiand Register 1)escription
, (Dedek Ex 37 (ANCT 4064-70)) 1 ‘ V -- -

P3138001 Hardware Architecture and Theory or 7
Operation (Dedek Ex 38 (ANCT 4025-36))

. FSB 3001? Hardware Architeeture and Theory of . _
: Operation (Dedek Ex 39 (ANCT 3583-94))

V ‘ Loiiornaiod 4/11/97_from J. Dedek to B. srninr
: (Dedek Ex 40 (ANC’1‘35—36))

I Datasheet for CrossP0int 4100 Fibre Channel to i
. ‘ SCSl_Rou_ter (Dedek Ex 41 (ANCT 117-120))

Letter Dated 5/16/97 from C. Schwenker to . Dedek:
_ = re: N. Wzinamakefs Employment with Crossroads

‘ and Ancot’s Trade Secret Concerns (Response to J.

_Dedek’s Letter to B. Smith of 4/1 1/97) (Dedek Ex

4 '42 (ANCT 32-34)) _ ‘ - . A p

_ Physical Exhibit ofAncot Product FSB-8001 Bridge
. (Dedek Ex 43) ' p y -

Drawing by}an Dedek (‘Dedek_Ex' 44)

I Article Entitled, “Empirical Evidence on the
‘Validity ofLitigated Patents” by J. Allison and M.

Lemley AIPLA Quarterly Journal, Vol. 26, No. 3,

pp. 185-21 1, June 1998 (DeWilde 83;’ Levy 1)

. . ;.Draft Proposed American National Standard
Infonnation Systems-dpANS Fibre Channel _

Protocol for SCSI, Revision 012 (Wanamaker Ex 4
(CRDS 166230—304))‘ ' '

i25o31z7'-10.1
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Exhibit No.

D—73 Symbios Logic — Software Interface Specification
-Series 3 SCSI RAID Controller Software Release

02.xx (Engelbrecht Ex'2 (LS1 1421-1658))

' Symbios Logic — Hardware Functional Specification

2SO38740.|

for the Symbios Logic Series 3 Fibre Channel Disk

Array Controller Model 3701 (Engelbrecht Ex 3 '
(LS1 1659-1733)) ‘

Symbios Logic — Software Release Specification
SYMplicity Storage Manager for Windows NT
Release O6.0l.2l.08 (Engelbrecht Ex 4 (LS1 1734»

80)_)__-.. '- .1 .1 - ‘

Symbios Logic — Hardware Functional Specification
for the Symbios Logic Fibre Channel Interface
Board 11 81B Card (Engelbrecht Ex 5 (LS1 1781-

1800)) . '

RAID Manager Design Note (Engelbrecht Ex 6 (LSI
1801-_O7))_ A -

Symbios Logic — Fibre Channel Software Design
Document, Tachyon Specific, by Charles Binford,

Ahmad Tawil and Robin Huber-(Engelbrecht Ex 7 V

(LS1 1808'-25)) ' . ' ‘

Accounts Payable Invoices to Transoft

Corporationvfrom LS1 (Engelbrecht 10 (LS1 ‘

_2779-(82)) _

_ Purchase Order and Shipping List to

Transoft Corporation (Engelbrecht 11 (LS1
2822-24)) " ' '-

News Release— Symbios Logic to

Demonstrate Strong Support for Fibre _ _
Channel at Fall Comdex (Engelbrecht 12

(LS1 .2785-86))

OEM Datasheet on the 3701 Controller

(Engelbreclit 13 (LS1 1837-38))

Adaptec AEC—73 12A Product
Announcement for Competitive Product to »

Fibre Channel to SCSI RAID Controller

(Engelbrechl I6 (LS1 1839-47)).

I
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- Exhibit No. Description , :
D-84

D-85

Confidential Disclosure Agreement wit11 Hewlett-

Packard Dated 5/28/96. (Smith Ex 2 (CRDS 2323))

Confidential Disclo_sure Agreement with Hewlett-
Packard Dated 9/24/96 (Smith Ex 3 (CRDS 2313))

Letter Dated 12/97 from A. Leal to B. Bardach re:
Enclosing a Copy of the Executed Original OEM

License and Purchase Agreement Between Hewlett-

so

Packard and Crossroads (Smith Ex 4 (CRDS 52581: p
641)) . ~

Purchasing and Licensing Agreement Between
Hewlett-Packard and Crossroads Dated 9/22/98

(Smith Ex 7 (CRDS 29603-646))

Preliminary Product Literature-for Iniinity
Cor’nrr_istor’s Fibre Channel to SCSI Protocol Bridge. '
(Smith Ex 11; Quisenberry Ex 31 (SPLO 428-30))

Fax Dated 12/19/96 from B. Bardaeh to T. Rarich 3:
Purchase Order Information (Smith Ex 16 (CRDS '

’ 4460)) ~ .

Power of Attomey Documents Files with PTO for
Patent Application 001,799 (Smith Ex -18)

SWOT Analysis (Smith Ex 21 (CRDS 39777-782)) ' ‘

Letter Dated from J. Boykin to B. Smith re;
Purchase Order for Evaluation Units from ‘

Crossroads (Smith Ex 24 (CRDS 8556-57)).

Fax Dated 7/22/96 from L. Petti to B._Smith re:

25;_Quisenb_erry Ex 23; Bardach Ex 11 (CRDS
8552-55; 8558)‘) - “ » '

Notes for 9/96 Meeting with Compaq Computer
' (Smith Ex 27; Bardach 2 (CRDS 13562—563))

:Handwritten Notes of Brian Smith, February '17,
1997 (CRDS 7347-48)

' Memo Dated 9/27/96 from B.- Bardach to B. Smith

A re: Compaq 9/ 1 7 ,Meeting Summary (Bardach Ex 4
(CRDS 13559-560)) A

25038740.!

~Purehase Order from Data General for FC2S Fibre to i A
"Channel SCSI Protocol Bridge Model 11 (Smith ‘Ex -
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Letter Dated 11/27/96 from B. Bardacli to B.

-Weisickle re: Comdex Technology Suite (Bardacli

Ex 8 (CRDS 4969))

CrossPoint 4400 Fibre Channel to SCSI Router

Preliminary Datasheet (Bardacli Ex 9; Quisenberry

Ex 33 (CRDS 25606-607))

Email Dated 10/11/96 from G. Hoese to Bardacli

re: FC-SCSI Bridge Meeting (Bardach Ex 10 (CRDS
13631)) . ' . -

Fax Dated 12/19/96. from B. Bardach to T. Rarich re:

Purchase Order Inforrnation (Bardach Ex 14 (CRDS
4460))

. "Letter Dated 1/13/97 from B. Bardach to‘J_. O_tis-re: A H.

—. Evaluation Units (Bardach Ex 16 (CRDS 8141)) ‘

Email Dated 2/27/97 from‘ B. Bardacli to s."-'
Miyamoto re: Kubota Purchase Order ‘(Bardach Ex 1

V 17 (CRDS $227-31)) 1

I Confidential Diselosure Agreement Between
Hew1ett—Packard Network Server and Crossroads

(Bardachp Ex 18 (CRDS 2315))

Confidential Disclosure Agreement Between

Hewlett-Packard Optical Comniunieations Division
and Crossroads (Bardach Ex 19 (CRDS 2340))

‘Email Dated 2/27-/97 from B, Bardach to Steve at

Offered Objected

Exabyte re: Exabyte Software Compatibility Matrix 0 ‘
V (Bardach Ex 21 (CRDS -4557-58))

"Letter Dated 10/ 16/96. from B. Bardach to J. Kramer "
re: Developing a Business Relationship with Unisys
to Sell its FC—SCSI Bridge Products (Bardach Ex 22

“ (CRDS 5704)) 7

7 Email Dated 12/30/96 from B. Smith to 13} Bardach
. . re Teleconference Today re: Download Utility for

25038740.]

‘ NT, Delivery ofMuxes (Bardach Ex 23 (CRDS
‘ 4970)) _ 1 V '-

' Email Dated 2/ 17/97' from B. Bardacli to M. Wilding 4'
i re: Information on CrossPoint 4100 (Bardacli Ex 24

(CRDS 13643)) ’

Admitted
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Exhibit No. Description
Offered Obj ected Admitted

Letter Dated 2/3/97 from B. Bardach to W. Downer

re: Sequent Computer Systems re: Licensing
Sequent‘s_ 1 to 8 FS—SCSl Technology (Bardach'Ex
25 (CRDS 5422-23))

_ Signed Exclusivity Agreement ‘Between Comriaq
and CrossroadsiDated 8/17/98 (LiVolsi Ex 3 (CRDS '
1484-94))

LUN Management Software Specification, Revision

-1.0 (LiVo1si Ex 5; Quisenberiy Ex '52 (CRDS
34081-089)) - . -

Miscellaneous Documents Regarding Comdex V
(Quisenberry Ex" 2 (CRDS 27415—465))
CrossPoint 4100 Fibre Channel to SCSI

1 Router Preliminary Datasheet_(Quise11beny

Ex 3 (CRDS 4933-34)) ' _

CrossPoint 4400 Fibre to Channel to SCSI

‘Router Preliminary Datasheet; Crossroads

Company and Product Overview _ -

(Quisenberry Ex 4 (CRDS 25606; 16136)) -

Hewlett-Packard Roseville Site Property ‘Pass

(Quisenberry Ex 7 (CRDS 27413-414))

- B.’ Smith email to B. Bardach re: Teleconference

, Ancot Power Point _Presentation (Quisenberry Ex 17"

" IOS Power Point Presentation (Q_uisenberry Ex .18 no '

4 Today re: Download Utility for NT, Delivery ‘of _
Muxes etc. (Quisenbetry Ex 8 (CRDS 4970)) '

CRDS 51783-785))? -- '

, (cnos 51845; 51960))

‘ 25038740.!

Ancor Power Point Presentation (Quisenberry Ex 19 I
(CRDS 51777-782))

0 Storage Concepts Power Point Slides (Quisenberry
. Ex 20 (CRDS 51689; 51846-848)) ‘ '

j 9 Ancot Fibre Channel to SCSI Bridge Preliminary _
A -Datasl1eet(Quisenberry Ex 21 (CRDS 22758—767)) — ' ‘

Nondisclosure Agreement Between"/Xdaptec and
‘Crossroads Dated 10/17/96 (Quisenberry Ex 25

(CRDS 8196)) ‘ C
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Exhibit No;

Fibre Channel to SCSI Bridge Applications

(Quisenberry Ex 32 (CRDS 5723-2(6))

Verrazano Engineering Verification Plan, Version
1.1 (Quisenberry Ex 39 (CRDS 43991-44054))

Organizational Presentation on the Extemal Storage

Group (Lavan Ex 1 (CNS 182242—255)))

Bridge Phase 11 Architecture Presentation (Lavan Ex
2 (CNS 182287-295»

Attendees/Action Items from 4/12/96 Meeting at '

BTC (Lavan Ex 3 (CNS 182241)) ' .

Brooklyn Hardware Engineering Requirements
' Documents, Revision 1.4 (Lavan Ex 4 (CNS

178188-211)) _

.Brooklyn Single-Ended SCSI RAID Bridge
Controller Hardware OEM Manual, Revision 211
(Lavan Ex 5 (CNS 177169-191)) '

Brooklyn SCS-SCSI Intelligent External '

.Ex 6 (CNS 177397-611))

I Coronado Hardware Engineering Requirements ‘
’ Document, Revision 0.0 (Lavan Ex 7 (CNS 176917-

i 9.32» . . _

: ESS/FPG.Organiza_tion (Lavan Ex 8 (CNS 178639-
‘_ 652)) . H ’ '

. Bridge Definition Phase Exit Documentation (Lavan S

1 Adaptec MCS ESS Presents; Intelligent External I/O L
Raid Controllers “Bxidge" Strategy (Lavan Ex .

' "(CNS 178606-638))

25038740. I

7j,A15c—‘73 13 Fibre Charmel Daughter Board (for
Brooklyn) Engineering Specification, Revision 1.0‘

I. (Lavan Ex 10 (CNS 176830-850)) '

’ Physical Exhibit — First Coronado Prototype (Lavan
3 Ex 11) _ I '

(‘Physical Exhibit -Rev.’ B "PCB, 10-96 (Lavan Ex 12)

1 Physical Exhibit — Complete Brooklyn Product with
a Single—Ended SCSI Motherboard (Lavan Ex 13) —

713111 ofMate1ial (Lavan Ex 14 (CNS 1772'11—214)‘)
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nzxlwn No. orrered objected
ABC-4412B, A.EC—'74l2/B. Extemal RAID
Controller Hardware OEM Manual, Revision 2.0

‘ (Lavall Ex 15 (CNS’l77082-123))
Coronado II, AEC—7312A Fibre Channel Daughter
(for Brooklyn) Hardware Specification,’ Revision 1.2

(Lavan Ex 16 (CNS 177l92—2lO))

AEC—44l 2B, AEC74l2/3B External RAID
' Controller Hardware OEM Manual, Revision 3.0

(Lavan Ex 17 (CNS 177124-1.65))

Memo Dated 8/15/97 to AEC—73'l2A Evaluation

Uni't'Customers re: B001 Release Notes (Lavan Ex
18 (CNS l82_878—879)) '

‘ Brooklyn Main Board (AES40302) MES Schedule‘
(Lavan Ex'19 (CNS 177759-763)) ' '

News Release '— Adaptec Adds Fibre Channel .
Option to, its External RAID "Controller Family

' (Lavan Ex 20 (CNS _182932:934)).

AEC-4412B/7412B User’s Guide (Lavan Eli 21)

Memos T. Lavan to Walker re: Weekly

Status (Lavan Ex 21(3) 1. V

Memo B. Morris to M. Gluck, J. Walker, T.‘

» Lavan, B. Allison and M. Hardy re: Product

j Priority List (Lavan Ex'2l4)

4 Memo D. Matthews to T. Lavan re: LUN

_ Zoning and Extended Copy Key ERDS ‘
(Lavan BX 215) - ' ' '

G6322/G7324 External RAID Board A
Cor1troller—User"s Guide (Lavan BX 216)

(Data Boole AIC,-7895 PCI Bus Master Single Chip
' SCSI Host Adapter (Davies Ex 1 (CNS 182944-

. 964))

Data Book— AIC—l 160 Fibre Channel Host Adapter‘
ASIC (Davies Ex 2 (CNS 181800-825)) '

Viking RAID Software (Davies Ex 3'(_CNS 180969-
181026))

250Js_74o.l‘
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Description ' Offered Objectcd

1-leader File with Structure Definitions (Davies Ex 4

(CNS 180009-0l 8))

C++ Soui'ceCode for the SCSI Command Handler .

(Davies Ex 5 (CNS 179136-168))

Header File Data Structure (Davies Ex 6 (CNS

179997-180008)) _

SCSI Command'Handler (Davies Ex 7 (CNS
-179676-719)) - »

Coronado: Fibre Channel to SCSI Intelligent RAID

I Controller (Kalwitz Ex 1 (CNS l82'804—8O5))

, Bill of Material (Kalwitz Ex 2 (CNS 181632_—633))

Emails Dated 1/13-3/31/97 rr-om P. "Collins to Me
re: Status Reports (Kalwitz Ex 3 (CNS 182501-51 1)). _

B Hardware Schematics for the Fibre Channel
= Daughtercard for Coronado (Kalwitz Ex 4 (CNS

181639-648)) _

' Adapteoschematics re AAC—340 (Kalwitz Ex 14 A

§(CNs 177215-251» ‘ _ »

Bridge Product Line Revievv (Manzanares Ex 3
;(CNS 177307—336)) ' '

;_AEC Bridge Series Products—Adaptec External

Controller RAID Products Pre—Release Draft, v.6

_'.'(Manz'.anares Ex 4 (CNS 174632-653» ‘ '

f‘Storage Router Block Diagram Drawniby K. Arroyo
:‘fi(A1-royo Ex 11) .

- _':Concept 9l0 Series Real—Time RAID Storage
§_f-Solutions, Product Brochure (Bock Ex 2 (S OOOOI-V.
2» I I r S

;Concept 82I—SW Real-Time RAID Storage ;_
‘?.Solutions, Product Brochure (Bock Ex 3 S OO003—4)) :3:

:FibreRAID 907 Real-Time RAID Solution, Product
Brochure (Bock Ex 4 (S 00OO9—10))

7_-‘Article entitled, “Storage Concepts” by Martin Bock ,
0..-(Bock Ex 5 (S 00014)) '

250387404‘
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* am No! orrerea Obiected v
- _ FibreRAlD 814 Real-Timc'RAlD Solution, Product _ I

-Brochure (Bock Ex 6 (S 00019-20)) ‘

Article entitled, “Storage Concepts VideoSt:ir and
- FibreRA_1D” by Martin Bock (Bock Ex 7 (S 00021))

Article entitled, “SGI Gets a Dose ofFibre from

Storage Concepts” by Martin Book from Silicon

Graphics World, Vol. 7, No. 2 (Bock Ex 8 (S 00024-

= n 25))

Products Shipped Log (Bock Ex 9 (s 00026—29)) '

, _ Concept C814 FCS Disk Anay Subsystem SCSI .
Conimand:Specification'(Bocl< Ex 10' (S 0O272- "
329)) ' 1

Concept C314 Ecs Disk Array Subsystem Product.
Specification (Bock Ex 1 1 (S 00330-348)) ’

‘ Concept C814 FCSI Disk Array Subsystem User
_ Guide (BOCKVEX 12 (S 00395-509» '

Concept 910—SW Disk Array Systems Users Guide
(Ta1atiEx 13 (s 00349-394))

7 Concept "910-sw SCSI Command Specification
(Talati Ex 14 (s 00118—209))

-HSx7O System Specification, Steve Sicola, Revision

4 (Pherson Ex 2 (CPQ 1648-1707))

A Hand-Drawn Document by Michael (Barrett at
Deposition (Pherson Ex 3) t

' ;Pac1<'et of Documents Containing Diagrams,
‘ ' Schernatics, Emails and Product Information

(Pherson Ex 4 (CPQ 1292-1806)) ‘

A Email Dated 1/17/97 £rort_1G.Do11<asto J. Dunning . _
; re: Minutes of 1/13 Phone Conference (Dunning Ex

‘_1-‘(HP 156-57)) ‘

f Email Dated 1/27/97 from G. Dolkas to J. Dunning
' re: Minutes of 1/20 Phone Conference Dunning Ex

- 2 (HP 159-60))

A Email Dated 2/1'/97 from G. Dolkas to J. Dunning
re: Minutes of 1/27 Phone Conference (Dunning Ex

3 (HP 161-62)) 0

2503 8740.1
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Email Dated 3/1 1/97 from G. Dolkas to J. Dunning
re: Minutes of 3/1 0 Phone Conference (Dunning Ex

4 (HP 177-73)) ' '

Email Dated 4/7/97 from G. Dolkas to J. Dunning
ref Minutes of 3/3 1/ Phone Conference (Dunning Ex

5 (HP.203-04)’) .

‘Email Dated 4/19/97 from Dolkas to J. Dunning
re: Minutes of 4/14‘Conference (Dunning Ex 6 (HP

215-16)) . . V

Email Dated 5/5/97 from G. Dolkas to J. Dunning

re: Minutes from 4/28 Phone Conference (Dunning

Ex7(HP2l’_7-18)) 3 ' p

. Email Dated 5/12/97 from G.'Dolkas to J. Dunning’ ‘
re: Minutes of 5/5 Phone Conference (Dunning Ex 8‘ '

(HP 220-21)) ' * ' _ - '

I ' Email Dated 5/19/97‘ from G. Dollcas to J. Dunningii .
re: Minutes from 5/12 Phone Conference (Dunningj

Ex 9 (HP 223-24)) -

_ _iEmail'Dated 7/23/97 from J. Dunning to G, Dolkas :
re: A thought About Additional _Cost Savings 1 '

(Dunning Ex 10 (HP 236_-38))

’ Email Dated 6/17/97 from ‘J. Dunning to <3.‘ Do1l<as'
' re: Send us the Code (Dunning Ex 11 (HP 272)) '

'Hewlett—Pacl(ard Service and User Guide Manual for
HP A330A, A3511A, A3511Z Fibre Channel SCSI '

E»-nwnwo. orrerea obieaea

M Multiplexor.(Prelimina.ry) (Dunning Ex_12 (CPQ
M 1000-1144)) . ‘ . . ‘ . -

. Hewlett—Pacl<ard Service and User Manual for Fibre
v Channel SCSI Multiplexer (Dunning Ex 13 (HP

p‘ 335-486)) (

i i ‘ Hevlvlett-Packard Roseville Site Property Pass for
fBn’an Smith (Dunning Ex 14 (HP 439))

Distribution Agreement Between Hex/vlett~Packard
and Crossroads (Dunning Ex 15 (HP 326-33))

Hewlett.-Packard Preliminary Technical Data Sheet,
for the HP A3308A, A351 1A, A3511AZ Fibre

Channel-SCSI Multiplexer (Dunning Ex 16 (HP
492-93)) '

25038740.!
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I)escriptio‘n _ _ Offered Objected ' Admitted
I-lewlet1—Packard Preliminary Technical Data Sheet

_for the HP A33OA, A351 IA, A351 IAZ Fibre.

Channel—SCSI Multiplexer (Dunning Ex 17 (HP

490))

Background on Fibre Channel SCSI (Dunning Ex 18
(HP1,3,5,7,9,l1)) ~

Background on Fibre Channel SCSI (HP 1-12)

OEM Price List (August 1999) (Regan Ex 7 (PTI

48416)) - _ - '

I-{PFC-5000 Taehyon User's Manual, First Edition _

(PTI 172419-839) ‘ “ A

, A Fall Comdex: A Storage Overview, 1996 (ANCT

‘ 470; ANCT 472) _ I I _ .

' RAID;iManager 5 with RDAC 5 for UNIX V.4 - _
i : Us,er's{Guide‘(M_etaStor_e) (LSI 1853-2294)

:Deri1onstrative: Block Diagram SYMBIOS LOGIC
Series 3 Fibre Channel Disk Array Controller, _ ~

;Model 3701 Hardware Functional Specification (LSI ‘:-

11670) - - I » , '_ .

E’-Claim Chart:iDetailed Analysis of Invalidity of I
’ Claims in View ofthe 3701 Product

Claim Chart: Detailed Analysis oflnvalidity of

f Claims in View of the HSx72 Product :

4 :Claim Chan: Detailed Analysis of Invalidity of
If Claims in Viewof the Coronado Product A

i'CV of Gary Stephens - I

I CV of Brian Berg (Ex .1 to Berg Report)

I -’;iExpert Witness Experience of Brian Berg (E_x Ialto _ - ‘ii
‘ 1 Berg Report)

A A?"-Public Speaking and Conference Participation of
_‘?Briau Berg (Ex 3 to Berg Report)

l,Publications of Brian Berg (Ex 4 to Berg Report)
Patent No. 6,041,381 (Hocse) (Ex 7 to Berg‘

Report) '

.cv ofkenneih Flamm (Ex 1 to Flamim Report) I ' " 7.

250387401
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exmbn No. orre--ed obieaed
Pathlighl SAN Router and Gateway Sales Analysis

_(Ex 3 to Flamm Report)

VPS Software Activatious Analysis (Ex 4 to Flamm
Repoit) _

VPS Pricing History (Ex 5 to Flamm Report)

Conservative Estirnate ofPath1ight Revenue from
VPS Activation.(Ex 6 to Flamm Report) I '

Estimated Cost to Pathlight of Rewriting _\/PS (Ex 7
to Flamm Report) ‘ '

Lost_Prof1ts to Pathlight ifiit Ren1oyediAccess_ '
Control from VPS and Received noiRevenues from

VPS Sales (Ex 8 tovFlamm Report) 3 '

Procom Technology R2000 Failover RAID User's
Guide, December 1996 (PTI 177762-786)

"Mylex Offers OEMs and VARS High Performance‘
SCSI-to—SCS1RAID Controller with Active/Active

Failover", March 17, 1997 (PTI 177903-905)

DAC960SX!DAC960SF SCSI Command ‘Reference. 7
Manual, Firmware Version 3.3, 11/21/97'(PTI

177906-178089) ' " 7 ' ‘

“A Shared Disk File System for a Cluster ofIRIX -
- Workstations", Matthew T. O'Keefe, Universityaof '

Minnesota (PTI 178424-460)

_ Mylex Raidfx Manager Version'7.09‘User Guide;
7 1998 (I’.'_1‘I'178714~777)] y _

Disk Storage in a Dual Server Cluster, Williain V.) ; .
Courtright II, Symbios Logic,:August 28, 1996 (PTI .

178277-294) ' - ' -

"Path1igl1tSAN Gateway-Value": Add Functions" _
(PT1178814-815) « '

"Accomimodating Huge Data Fa.r1ri's"’,'Robin 1’u1'ohit,‘
\‘/eritas Software, May 22,_2000 (PTI 173621) ‘

LUN Security for.SANs White ‘Paper,-Hu Yoshida,
Hitachi, 1999 (PTI 173718-721) '

Veritas SANPointControl(PT1 173722.732) ‘ 1

25038740. I
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I . Ex|'ibitN°-
Applications in Storage Area Networking, Veritas

(PTI 173755-761)

LUN Security Considerations’ for Storage Area
Networks, Yoshida, Hitachi, 1999 (Flamm Depo Ex

3 (PTI 173762-766))

Proco_m Technology R2-000 Failover RAID User's
Guide, Revision 2.0, December 1996 (PTI 174510-
525) _ » _ '

Veritas Software Extends Online Disk Management

' for Microsoft Windows Enterprise Environments,

: , May 23, 2000 (PTI 174626-627)-

: SAN Management - A Guide to Managing Multi-
, I vendor Storage Area Networks, Veritas, 2001 (PTI

174730-735) . A

1 Sharing SCSI Tape Backup Devices in a Fibre
,_ Channel SAN Environment, TD Systems

Corporation (PTI 2753774383)

‘ IBM 7190 SCSI Host to SSA Loop~Attachment
3 f'Mode1 100 Installation and _User‘s Guide, August-

f 1997 (PTI 1175810-870) _

iMy1ex Dual Controller Configurations using the 1
Mylex DAC96OSX and DAC960SXI Disk Array

._ Controllers, May 4, 1997 (PTI 175942-955)

I "Dataquest names Mylex World's Number One Non-'
= captive RAID Controller Vendor in new 1998 '7

freport", October 13, 1998 (PTI 176082-083) f

Internet Technology Strategy: Summing Up‘ .
EStorage: Our Quick Guide to an IT megatrend,

' {Salomon Smith Barney, January 24, 2001 (PTI

250337420. 1

1 181037-062)’ _

-; Veritas, High Availability Clustering in a Microsofi
{ Windows Environment (PTI 181509-528)

“ Letter dated May 12,1998 from Pathlight to IBM re. 3
' ;- Inquiry # RMSS 0506-O1, Fibre Channel to SCSI

: ; Bridge, -with attachments (PTI 48922-49266) ‘

Letter dated July'9, 1998 from Pathlight to IBM_re
l Inquiry # 98RMS_S 0710-l, Fibre Channel to SCSI

Gateway, with attachments (PTI 50005-087)
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' .-Handwritten notes dated May 17,1999 (PTI 48202- .
.204)- . ' ’

"Memorandum dated June 3, 1999 from James H.
Watson, Jr. to Randy Hood and Said Rahrnani re

Description

IBM Production Procurement Agreement between
.IBM and Pathlight Technology, Inc., signed January

14, 1999 (PTI 50033-154) »

Letter dated April 21, 1998 from IBM to Pathlight re

Request for Proposal, Inquiry # RMSS 0506-O1,

Fibre Channel to SCSI Bridge, with attachments
(PTI 82749-769) I

' Emails dated March 15-16, 1999 between Randy

Hood and Richard Lamperd, re Resultsof "road

map" discussion (PTI 48213-214) '

IBM SAN Router Negotiations Update (PTI 47847-
_ 349)

. :Fax transmissiondated Junei7, l999 from J.H.
- Watson, Jr. to Dick Lamperd attaching Pat_hlight's 1

- response to request for information (PTI 48184-186)

Pathligl1tOEM Price List, August 1999 (PTI 48416) '
i‘Fax transmission dated September 29, 1999 from

1 James H. Watson, Jr. to Randy Hood re information‘
- 5 transmittal, with attachments (PTI 47939-950).

i.Email dated September 29, 1999 from James H;‘

Watson, Jr. to Karen Ward and Brandon Wong re
' .~Tacl1yon Enhancement plus... implementation .

iproposal (P'_I‘I 47912-913) A ‘ - I

9? Handwritten notes dated September 30, 1999'(PI_‘I
’ 147930)

_ 25033740.:

Letters dated October 5, 1999 fiom Randolph Hood

fto Richard Lamperd re pricing announcement for
M 2000, 1DualFC(SW)-4DS with VPS quotation, VPS

-software quotation, Existing SAN Gateway upgrade
quotation (PTI 47922-925)

Offered Admitted
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'Exhibit1\‘o. Description

Email dated October 21, 1999 from Sandie Butler to

-James H. Watson et al re info request in prep for
IBM R&D units to come back for upgrade (PTI

47914-916)

Handwritten notes dated October 25, 1999 (PTI
479_l 9) - i _

Handwritten notes dated October 8, 1999 (PTI
47926-927) : -

Pathlight OEM Price List dated November 1999
(PTI 48415) ' -

‘ Email dated November 10, 1999'froni'James‘_H. .
. Watson, Jr. to Dick Lamperd re Agenda for our Next M '
‘Conference Call (PTI 47875~877) ' '

: Fax transmission dated November 24, 1999 ‘from
_ Randolph Hood to Hank Watson with attached-fax _
message and letter from Randolph Hood to Richard ji

Lamperd re lDua1FC(SW)-4DS with VPS quotation

‘;.(PTI 47865-867)

Invoice number 114087 dated January 14, 2000 from
Patlilight to Unisys with attached fax transmission '

_ dated June 26, 2000 (PTI 48317-318) A

'_ Letters dated February 15-16,2000 fi'om Randolph
Hood to Richard Lamperd re shipping schedule and,

'FRU unit upgrade to VPS quotation, data ntover, _

quotation, with attached memo dated February 15,
‘2000 and emails dated August 5, 1999 (PTI 48256- .
Q61) . U _ _ .

Letters dated'April 26, 2000 from Randolph Hood to‘ '
' ..J an White re Extended distance fibre channel long

2S038740.I

.wave PMC imodulewith 2200A, SCSI LVD module,
SAN Gateway & SAN Router SCSI pricing review,

VPS client software license (PTI 48243-247)

vPatl1light OEM Price Lists dated May 2000 (PTI ‘_ '
4841 1.412) ’
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2 Description 1 2
Letters dated May 4, 2000 from Randolph Hood to

Jan White re Extended distance fibre channel long

wave PMC module with 2200A, SAN Gateway &

. SAN Router SCSI pricing review, SCSI LVD

module, VPS client software license (PTI 48239-
242) ’

Amendment 3 to the Production procurement

agreement no. 4998810008 executed on January 14,

1999 between IBM and Pathlight Technology, Inc.

(PTI48115-116) ' '

Letter dated May 25, 2000 to James Watson" re
I Amendment #3 to Attachment 1 to Production

' Procurement Agreement No. 4998810008 between

IBM and Pathlight (PTI 43071-072)

Email dated May 31, 2000 from Nathan Dickerman
. to Hank Watson re Amendment #3 with attached‘

draft (PTI 48095-098) -

I. .\/arious Pathlight invoices to _O_ver1and'Data and
1 ‘IBM (PTI 170600, 170559, 170585, 170572,

.170534,170545, 170277, 170424)

_ TD Systems Ornniserve 3 — Fast and Wi'de:SCSI
“p Server: User Guide for A1l_Sl1aring Models, Rev..3

— (TDS 127-70)

Pathlight Monthly Income Statement — FY 2000 —
1st and 2nd Quarters (PTI 169540-542)

Pathlight Calendar Year 1999 — Operating Expense
' "1_‘re_nd Lines Last 10 Months (PTI 57288-290) ‘

' American National Standard - Small Computer _ _
Systems Interface (SCSI); Rev. 17—B dated March 3,
1986 (PTI 166556-563)

I “Storage Networking: Storage vs. Data Sharing-
_ Creating Appropriate SAN Solutions -Hewlett-

‘ Packard (Flamm Ex 2; PTI 181250-256) .

. LUN-Level Zoning — White Paper (Flarnm Ex 4;

PTI 177394-398)

I McData — A Discussion on Fibre Channel

Infrastructure Issues (CRDS 5100-22) '
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Exhibit No

Mark Levy Letterto Said Rahmani Khezri dated

April 10, 2000 with attachments — "The Levy

_Opinion"(Ral1mani'Ex 81 (PTI 165433-614)) -

‘Pathlight’s SAN Router Installation and User’s

Guide - September. 2000 (Prestas Ex 85; Rahmarii
Ex 89 (PTI 165032—243)) ' A »

Pathlight’s Gateway Installation and User’s Guide-
August, 2000 (Rahmani Ex 88 (PTI 167074-293))

Hewlett Pacl('ard’s TachLite Fibre Channel Mass

Storage Interface Controller — User's Manual, Draft

-Ver. 2.5 (cans 6829-7061) .

Vscsr Cornrnand Support for SSA/S"CS_I_Bri‘dge_'— .
' Terrence Kellel1er'_(PTI '11 191.3 07) -‘

‘ 161230-1619_4S).
SPARCstorage Array User's Guide, Rev A (PTI V

X3110 99413 a (Draft) Information Technology:
SCSl—3'Architecture Model, Rev. 18 (PTI 165977-
166049) ’ ’

X3T10 Project 10<17D: Infomiation Technology ‘-1,
SCSI—3 Controller Commands (SCC), Rev. 6c (PTI
166400-546) ‘ V I I I

>t3T1'o 9951) - (Draft) sCis1.—'3i Primary Commands, _
Rev. 11 (Wanamaker Ex-5 (PTI 166050-229)) '

X3T10 Projeet 996D: Information Technology -
SCSI—3 Block Commands_(SBC), Rev-. 8 (PTI _

171411-549) - '

" Fibre Channel — Physical and Signaling Interface
(FC—PH): X3T11/Project 7551), Rev. 4.3 (PTI
168209-685) 1 .

0 Fibre Channel - Physical and Signaling Interface
(FC-PH): X3T1 1/Project 901D, Rev. 7.4 (PTI

‘ 167975468162) , fl

. X3.269—l99X (Draft) - Information Systems -

dpANS Fibre Channel Protocol for SCSI, Rev.‘0l'2
' (PTI 166230-304)

X3T1 1/Project 11-62DT: Fibre Channel Private Loop
SCSI Direct Attach_(FC-PLDA), Rev. 1.8 i

’ (Wanamaker Ex 6 (PTI 166305-399))
15038740.)

Offered
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Description

‘Small Computer System Interface (SCSI), X3T9.2
/82-2, Revision 17B, 16 December 1985 (PTI

171715-904) '

Small Computer Syste1n Interface—2 (SCSI-2),
,X3'l'9.2 Project 375D, Revision 10L, 7 September
1993 (PTI 171.905-172405)

scs1-3 Primary Commands, T10 Project 995D,
Revision 11A, 28 March 1997 mi 167405-430)

InfoStor, “Building Better-Backup Systems with
I SANS”, Farley, Marc; November 2000, pp. 56-72,
(PTL172406-418) 1 - . 1

no RAIDbook - A Source Book for Disk Array
Technology, 4111 Edition (PTI 167299-404)

Project'T10: scs1-3_ Standards Architecture '

O

Roadmap and FC—PH, Rev 4.3: Figure 1 — Document . 4
Relationship re SCSI-3 Fibre Channel Protocol (PTI ‘
162110-111), : -

Press Release re Storage Concepts Debuts
FibreRAID(PT1 167537-538)

' Report of the Working Group on Storage 1/0 for
_. Large Scale Computing; Department of Computer .

Science Duke University: CS-1996-21 (PTI 1,73330— .
347)

202)

I Report of the Worlcing Group on Storage I/O for
Large Scale Computing, -ACM Computing Surveys,
vo1. 28, No. 4, pp. 1-15 (CRDS 39993-40007) .

A Case for Network-Attached Secure Disks, __ -
Carnegie Mellon University (CMU—CS-96-142) _
(CRDS 39974-992) .

“Climbi11g Mount Everest” sco World, Jan. 1995 1
(cans 5363-71) '

‘‘lAltemative Storage Interfaces Outdo SCSI
Connectivity”; Computerworld, April 1995 (CRDS _
5433-34) 7

1 “The Future ofstoragofi (CRDS 24743-752)

I VBAR Volume Backup and Restore (CRDS 12200- C A‘

ffered Admitted
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. Exhibit No.

" (SUN 91-319)

The SPARCstorage An'ay Architecture — Technical

White Paper (PTI l6l94()—162002)

Fibre Channel Technology - .'l‘echnical Brief (PTI I
162003-020)

Sun Reseller News, Volume V, Issue 26: Special
Edition ‘re SPARCSTORAGE ARRAY THE

INDUSTRY'S MOST INNOVATIVE STORAGE

SOLUTION (PTI 162021-041) 4 '

Serial Optical with Fibre Channel Arbitrated Loop
(SOC+) ASIC Specification, (Preliminary), Rev. 0.1

Sun Microsysteins Computer Company Announces I
the New SPARCstorage Array Model 102 Storage

I I System (SUN 481-88)
Sun Unveils New Highly Integrated RAID Mass .

Storage System-Includes Fibre Channel Interface

(SUN 439-90)

Sun SPARCstorage Arraylinhancements Increase
I/O Performance by 25 Percent (SUN 491-92 ‘

I Sun SPARCstorage Array 214 RSM Increases
Storage Capacity and Reliability for Enterprise

* Environments (SUN 493-95)

Sun Microsystems Computer Company ‘Announces
the New SPARCstorage Array Model 200 Storage

System (SUN 498607) ‘ » .

IBM Packing List for Shipment ofNUMA-Q
_ Products to Ford Motor Co: Dated December 12,

1996; Sales OrdcrNo. 335310 (IBM 1-3) _

IBM List ofNUMA'-Q Products Shipped to Ford

_ Motor Co. Sales Order NoL'38A53 10 (IBM 4-7)
‘IBM Facking List for Shipment of NUMA-Q
Products to Ford Motor Co. Dated December 12,

1996 Sales Order No. 385312 (IBM 8-10)

IBM List of NUMA-Q Products Shipped to Ford"
Motor Co. Sales Order No. 385312 (IBM 11-15)

Fibre Channel Bridge Software V1.0.0 Release
Notes (NUMA-Q) (IBM 16-30)

25038740.] ~
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Description V

Sequent Online Documentation, l2/96 (IBM 31-32)

Sequent Online Documentation Release Notes,

12/96 (IBM 33-36)

FC/SCSI Bridge Hardware Functional Specification,
Rev. A00 (IBM 37-162) .

U.S. ‘Patent No. 3,082,406, entitled, “Decoding

Device" (L.D. Stevens) (PTI 173253-257)

U.S. Patent No. 4,092,732, entitled, “System for
Recovering Data Stored in Failed Memory Unit” (K.

Offered Objected Adrnitted

- ‘ Ouchi) (PTI 173258-270) - _ '

US. Patent No. 4,947,367, entitled, ‘isy"s1en1"re}
Convening Digital Data from Magnetic Tape

Format Apparatus and Method for Converting a . .

Sequentially Accessible Magnetic Tape Data Format ._
to Directly Accessible Write"-Once Disk Data Format
to Wonn Optical Disk‘Format” (Chang et a1) (PTI

173271-282) '_ , .

U.S. Patent No. 5,072,378, entitled, “‘Direct Access ‘
Storage Device with Independently Stored Parity"

(P. Marika) (PTI 173283-317)

_ U.S. Patent No. 5,465,382, entitled, “_System.and
Method for Mapping Directly Accessible Magnetic
DASD Storage to Fixed Block Optical Storag

-_ (Day, 111 et al) (PTI 173313-329) . — -

25o;ix74o.1

‘ Fibre Channel to SCSI Bridge ‘Functional.
Requirements (PTI 21 175- 1

J Source Code Module ialib.c ('l’TIi1'l6351-356) ,
Source Code Module fctcntc (PTI 116357-361) A .

,iv1>s' Test Specification, Ver. 1.00 dated October4,
. 1999 (PTI 116362-370) ’

‘ Source Code Moduleufctargc (PTI 116.387-389)
ITL Access ‘Control Design Specification, Ver. 1.10". ‘-

_(PTI 116401-414) ’ 7

[TL Access Control Requirement Specit_'1cation,iVer.’
1.06 (PTI 1 16419-426)



NetApp Ex. 1024, pg. 1969

250337401

ITL Access Conti-o1.Requirement Specification, Ver.
~1.04(PTI 116427—433)

Lab Notebook #1209 ofGrego1y Prestas dated

February 18, 1998 (PTI 123221-344)

Lab Notebook orcregory Prestas (PT1 88216-245) . ,

Pathlight pliysical exhibit containing software
modules relating to VPS (PT1 167575)

Demonstrative: HSG Controller Block Diagram —'

FibreCharmel HSx71/2 Controller Architecture

(CPQ 1670)
Demon'strative:iBlock Diagram Corona‘do~Lite FC-. . ‘C
SCSI Bridge (Al-34C—73_12) (CNS 178642) ' _ ‘ _

Declaration of Vicom Custodian of Records, Horatio.
Lo _ ' 4 _ ' ‘

Declaration of Western Digital Custodian of
Records, Micl1ae1Ray,'

Declaration of TD Systems Corporation Custodian v 5
of Records, Peter A. Brewster

Declaration of Computer Network Technology Inc.
Custodian of Records, Bi1l'Co1lette

. SYM53C81’OA PCI-SCSI 1/o Processor (PTI

172804473027) Databoolc Version 3.0
- SYM53C825A/825AE PCI—SCS1 '1/o Processor1(PTI

1730287173252) Databook Version 2.0
Media Server Interface Specification — Preliminary
Draft— Version 0.00 . p .

: Maintenance In Out Change Spec, Version 1.10 (PTI
183559-581)

_ Article Entitled, “Empirical Evidence on the ‘
Validity ofLitigated Patents” by J. Allison and M.

- Lemley AIPLA Quarterly, Journal, Vol. 26, No. 3,
' pp. 185-211, June 1998(DeWi1de 33; Levy 1)
' Entire Article (PT1 183582 — 644) ' "

Compaq CP4100 (Shiner').OBM I .
‘ - Requirement, Revision.0.6_ (Bardach Ex 26) 7

Admitted
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_ Exhibit No. -1' ' A Admitted '

- Draft Development Agreement Between
Compaq and Crossroads (Bardach Ex 27)

Letter B. Bardach to D. Schmidt re:

Exclusivity Agreement (Bardach Ex 28)

Emails D. Schmidt to K. Hudson, J. Spencer

re; Exclusivity Agreement (Bardach Ex 29)

Crossroads Fi11ancial'Report‘ing Package,
July, 2000 ((Fiscal Q3,’ 00) CRDS S1873 4

51977 - Alvarez Ex 3) - A '

' Leads _Spreadsheet (Quisenberryifix 5)

Fibre Channel Article (Quisenberry Ex 6)

V Crossroads Purchase Order Log

(Quisenbexry Ex 9) ‘

Dale Quisenberry Notebook (Quisenberry . .
»Ex16) . _ ‘ ‘ V

thine 5, 2001 ' " 1 _ Respectfu.1ly'Submitted,'

Davi D Bahler, sq. (SBN 01513100)

Stephen- . Dellett, Esq. (SBN 05652490) _‘

Michael C. Barrett, Esq: (SBN 24006803)
Mark T. Garrett,’ Esq. (SBN 24007225) —
FULBRIGH-T &_ JAWORSKI, L.L.P..

, 600 Congress Avenue, Suite 2400
Austin, TX 78701-3248 -

Telephone: (512) 474-5201

Faesimi1e:7(512) 536-4,598

ATTORNEYS FOR DBFENDANTI ..

COUNTER—PLAH\1TIFF
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CERTIFICATE OF SERVICE '

I hereby certify that on June 5, 2001, I caused copies of the foregoing DEFENDANT
PATI-ILIGI-IT TECHNOLOGY, INC.’S THIRD SUPPLEMENTAL TRIAL EXHIBIT

‘ LIST to be served on all counsel of.rec'ord, as indicated below: ‘ I

Alan D Albright, Esq. ' _ i ' ' VIA Hand Delivery
John Allcock, Esq. I '

GRAY CARY WARE I

& FREIDENRICH; LLP.

1221 South MoPac Expressway, Suite 400
Austin, TX 78746-6875 ' ~

Marc Pic ett

25038740. I
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-IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS

AUSTIN DIVISION <

‘ CROSSROADS SYSTEMS, (TEXAS),
rNc., a Texas Corporation, , CIVIL ACTION NO. A-OOCA-217-‘SS

pram . . . _
V. ‘ . HONORABLE JUDGE SAM SPARKS

CHAPARRAL NETWORK STORAGE, INC.
:1 Delaware corporation, DEMAND FOR JURY TRLAL

Defendant.

DEFENDANT QHAPARRAL NETWORK STORAGE, INC.’S
FIRST SUPPLEMENTAL TRIAL EXHIBIT LIST

One or more of the exhibits listed below may be used for cross-examination purposes only. Chaparral
reserves the right to Supplement its trial exhibit list as necessary. I ‘

Certified Copy ofU.S. Patent NO. 5,941,972; _ ' I p
’ entitled, “Storage Router and Method for Providing I

. Virtual Local Storage” (I-Ioese et al) ' ‘ - _.

' Certified Copy ofFile History of U.S. Patent No. I . ~ g j
5,941,972; entitled, “Storage Router and Method for . '

' Providing Virtual Local Storage” (Hoese et al) . - I '
- L U.S. P-atent No. 5,748,924, entitled, “Method and V I _ ‘

, Apparatus for Transferring Data from SCSI Bus to - ' . '
Serial'Device aud‘From Serial Device to SCSI Bus” , « ' I - -
(Liorens et al) ' I , - ' -

‘ US. Patent No. 5,768,623, entitled, -“System” and A -
Method for Sharing Multiple Storage Arrays by ‘
Dedicating Adapters as Primary Controller and ,

, Secondary Controller for Arrays Reside in Different -
Host Computers” (Judd et al) (Hodges Ex 6)
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Description

U.S. Patent No. 5,809,328, entitled, “Apparatus for
Fibre Channel Transmission-having Interface Logic,

. Buffer Memory, Multiplexer/Control -Device, Fibre
Channel Controller, Gigabit Link Module,
Microprocessor and Bus Control Device" (Nogales
et al) V

U.S. Patent No."5,8l2,754, entitled, “Raid System
with Fibre Channel Arbitrated‘Loop‘.‘ (Lui et al) '

US. Patent No‘. 5,835,496, entitled, “Method and
Apparatus for Data Alignment” (Yeung et al)

‘ U.S. ‘Patent No. 5,848,251, entitled, “Secondary
- - Channelfor Command Information for Fibre ,

‘Channel System Interface-Bus” (Lomelino et al)
Power of Attorney Documents Filed with PTO for
Patent Application 001,799 (Smith Ex 18__)
Inventor Declarations and Power of Attorney Filed

with PTO A

U.S. Patent No. 5,941,972; entitled, “Storage Router
and Method for Providing Virtual Local Storage”

(Hoese et al) (Hulsey Ex 1) i “

‘ Datasheet (for CrossPoint 4100 Fibre Channel to

SCSI Router (Dedek Ex 41 (ANCT 117-120))
Symbios Logic — Software Interface Specification I
Series 3 SCSI RAD3 Controller Software Release
O2.xx (Engelbrecht Ex_ 2 (LS1 1421-165 8))

Symbios Logic? Hardware Functional Specification
-forthe‘ Symbios Logic Series 3 Fibre Channel Disk

I A Array Controller Model 3701 (Engelbrecht Ex 3
_ (LS1 1659-1733)) . . ‘

Purchase Order and Shipping List to Transoft
Corporation (Engelbrecht 11 (LS1 2822-24)) 2
News Release- Symbios Logic to Demonstrate
Strong Support for Fibre Channel at Fall Corndex
(Engelbrecht 12 (LS1 2785-86))

.
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Offered Obiected
OEM Datasheet on the 3701 Controller (Engelbrecht
13 (LS1 1837-38)) _ ’
RAID Manager 5 witli'RDAC 5 for UNIX V.4 —
User's Guide (MetaStore) (LS1 1853-2294)

Claim Chart: Detailed Analysis of Invalidity of
Claims in‘View of the 3701 Product ‘ -

"Block Diagram4SYMBIOS'LOGIC Series 3 Fibre '
Channel Disk Array Controller, ‘Model 3701
Hardware Functional Specification (LS1 1670)

‘ Nondisclosure Agreement Between Adaptec and
"Crossroads Dated 10/17/9_6 (Quisenberry Ex 25 '
(CRDS 8196)) - ' H

Organizational Presentation on the E)ttem_al ‘Storage ' .
"Group (Lavan Ex 1 (CNS 182242-255)) '

' Bridge Phase 11 Architecture Presentation (Lavan Ex
2 (CNS 182287-295)) ' ' ‘
Attendees/Action Items from 4/ 12/96. Meeting at
BTC (Lavan Ex 3 (CNS 182241)) I ' ‘

Brooklyn Hardware Engineering Requirements
Documents, Revision 1.4 (Lavan Ex 4 (CNS
178188-211)) ' _

Brooklyn Single-Ended SCSI RAID Bridge _
Controller Hardware OEM Manual, Revision 2.1

(Lavan Ex 5 (CNS 177169-191)) ‘

Brooklyn SCS’-SCSI Intelligent External RAID
. Bridge Definition Phase Exit Documentation (Lavan

(Ex 6 (CNS 177397-61 1)) ' ~
‘Coronado Hardware Engineering Requirements)

1 Document, Revision 0.0 (Lavan Ex 7 (CNS 176917-
932» ‘ I ~ ~ . ‘
BSS/FPG Organization (Lavan Ex 8 (CNS 178639-

" 652)) .

iAdaptec MCS ESS Presents‘: Intelligent External I/O
Raid Controllers “Bridge” Strategy (Lavan Ex 9

' (CNS 178606-638))
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Offered Objected
AEC-7313 Fibre Channel Daughter Board (for

Brooklyn) Engineering Specification, Revision 1.0
(Lavan Ex 10 (CNS 176330-850»

Physical Exhibit - First Coronado Prototype (Lavan
Ex 11) . ' V

‘Physical Exhibit —‘Rev. B PCB, 10-96 (Lavan Ex 12) .
Physical Exhibit — Complete Brooklyn Product with

—a Single)‘-Ended SCSI Motherboard (Lavan Ex 13)

Bi11 ofMaten'al(La‘van Ex.14 (CNS 177211-2143)
AEC¢4412B, ABC-*741_2/B; Biiiemai RAID
Controller Hardware OEM Manual, Revision 2.0
(Lavan Ex 15 (CNS. 177082-123))

V Coronado II, ABC-7312A Fibre Channel "Daughter
V (for Brooklyn) Hardware Specification, Revision 1.2

(Lavan Ex 16 (CNS 177192-210)) ‘

AEC_—4412B, ABC7412‘/3B External RAID
Controller Hardware OEM Manual, Revision 3.0
(Lavan Ex 17 (CNS 177124—165)) «

Memo Dated 8/15/97 to ABC-7312_A Evaluation 5
Unit Customers re: B001 Release Notes (Lavan Ex

18 (CNS 182878-879))

Brooklyn Main Board (AEs—03o2) MES Schedule '
(Lavan Ex 19 (CNS 177759-763» -

News Release —iAdaptec Adds Fibre Channel
Option to its External RAID Controller Family
(Lavan Ex 20 (CNS 182932-934)) '-

' A1~:C—4412B/7412B User’s Guide, Rev. A (Lavan
Ex 21)

Memos T. Lavan to J. Walker re: Weekly Status

(Lavan Ex 213)

A Memo B. Morris toiM. Gluck_, J. Walker, T. Lavan, ‘
B. Allison and M. Hardy re: Product Priority List

(Lavan«Ex 214) ~

Memo D. Matthews. to T. Lavan re: LUN Zoning

and Extended Copy Key ERDs (Lavan Ex 215)‘
_ G6322/G7324 Bxtemal RAID Board Controller-

User's Guide (Lavan BX 216) ‘
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Offered
Data Book- A1C—7895 PCI Bus Master Single Chip ‘ “ ‘
SCSI Host Adapter (Davies EX 1 (CNS 182944’-
964)) . .

Data Book— AIC—1 160 Fibre Channel Host Adapter‘
ASIC (Davies Ex 2 (CNS 181800-825))

Viking RAID Sofiware (Davies Ex 3 (CNS 180969~
_ 131025))

Header File with Structure Definitions (Davies Ex 4

(CNS 180009-(018)) H

Ci-F. SourceCode for the SCSI Command Handler
(Davies Ex 5 (CNS l79136—168))‘ ‘ 4

. I-Ieader File Data Structure (Davies Ex 55 (CNS
179997-180008)) ‘

SCSI Command Handler (Davies Ex 7 (CNS
179676-719)) ' A r .

Coronado: Fibre Channel to SCSI Intelligent RAID '
Controller Product Brief (Kalwitz Ex 1 (CNS

182804-805)) ‘ ' "
Bill ofMaterial.(Kalwitz Ex2 (CN'Si181632-633)) : A

Emails Dated 1/13-3/31/97 from P. Colline to Me .
re: Status Reports (Kalwitz Ex 3 (CNS 182501-51 1))

Hardware Schematics for the Fibre Channel «
'Daughtercard'for Coronado (Kalwitz Ex 4 (CNS
181639-648)) . '

Adaptec Schematics re AAC—_340 (Kalwitz Ex 14 ‘
(CNS 177215-251» , " '

’ Bridge.Product Line Review (Manzanares Ex 3
(CNS 177307-336)) V A .-

AEC Bridge Series Products-Aidaptec External
Controller RAID Products Pre-Release Draft, v.6.

(Manzanares Ex 4 (CNS 174632—653)).

~ Claim Chart: Detailed Analysis oflnvalidity of
Claims in View of the Coronado Product .

1 Demonstrative: Block Diagram Coronado-Lite FC-
SCSI Bridge (AEC-7312) (CNS 178642)
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Offered '
HSx7O System Specification, Steve.Sico1a, Revision . A '
fl (Pherson Ex 2 (CPQ 1648-1707)) '
Claim Chart: Detailed Analysis of Invalidity of
Claims in View of the HSX72 Product

HSG Controller Dlock Diagram — Fiinechannci
HSX71/2 Controller Architecture (CPQ 1670)

Email Dated 1/17/97 from G. Dolkas to I. Dunning
re: Minutes of 1/13 Phone Conference (Dunning Ex

- )1 (HP 156-57)). _ . '

g Email Dated 1/27/97 from G. Dolkas to J ._ Dunning 1 .
“re: Minutes of 1/20 Phone Conference Dunning Ex 2- : '
2 (HP 159-60)) _ ‘ " -.

Email Dated 2/1/97 from G. Dolkas to J. Dunning
re: Minutes of 1/27 Phone Conference (Dunning Ex _ if
3 (HP 161-62)) V « . _

.Er'nail Dated 3/11/97 from G. Dolkas to J. Dunning ’ ‘ ‘
re: Minutes of 3/10 Phone Conference (Dunning EX, A i
4 (HP 177-78)) - ’
Email Dated 4/7/97 from G. Dolkas to J. Dunning 2 , J" ' ‘
re: Minutes of 3/31] Phone‘ Conference (Dunning Ex _

5 (HP 203-04)) 4 A V
Email Dated 4/19/97 from G. Dolkas to J. Dunning A‘ ‘.59. 3'
re: Minutes of 4/ 14 Conference (Dunning Ex 6 (HP ; 3. _ ‘
215-16)) - « -

(Email Dated .5/5/97 from G. Dolkas to DJ . Dunning . ._
re: Minutes from 4/2_8 Phone Conference (Dunning i "
Ex 7 (HP-217‘-18)) . V

Emai1.Dated 5/12/97 from G. Dolkasrto J. Dunning 1 i 9
re: Minutes of 5/5 Phone Conference (Dunning EX 8 "

' (HP 220-21)) 1 - : -
-Email Dated 5/19/97 from G. Dolkasito J. Dunning

- . re: Minutes from 5/12 Phone Conference (Dunning
Ex 9 (HP 223-24)) - - ' ’
Email Dated 7/28/97 from J. Dunning to G. Dolkas
ire: Athought About Additional Cost Savings ' " ‘
(Dunning Ex 10 (HP 236-38)) ‘
Email Dated 6/17/97 from J. Dunning to G. Dolkas

' re: Send us the Code (Dunning Ex 11 (HP 272))
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Offered Objected
I-lewlett—Packard Service and User Guide Manual for . ‘
‘HI’ A330A, A3511A, A351 1Z Fibre Channel SCSI
Multiplexor (Preliminary) (Dunning Ex l2-(CPQ '
1000-1144)) A ‘

Hewlett—Pacl<ard Service and User Manual for Fibre
Channel SCSI Multiplexor (Dunning Ex 13 (HP

335-486)) ‘ ‘ .

Hewlett-Packard Roseville Site Property Pass for _
Brian Smith (Dunning Ex 14 (HP 489)) '

. Distribution Agreement Between Hewlett-Packard
and Crossroads (Durming_Ex 15_(HP 326-33))

6 « Hewlett-Packard Preliminary Technical Data Sheet‘
. 2 for the HP'A3308A, A351 IA, A351lAZ Fibre

1 ‘ Channe1—SCSI;Multipl,exor (Dunning Ex 16 (HP _
' ' ‘492-93)) - ’

Hewlett-P ackard Preliminary Technical Data Sheet
. for the HP A330A, A3511A,VA3511AZ Fibre

f} I 1 Channel-SCSI Multiplexer (Dunning Ex 17
- _ 490)) _ . i

- I I Background on Fibre Channel SCSI (Dunning Ex 18
i * (HP 1,3,5,’/,9,11)) ‘ ‘

1 Background on Fibre Channel scsr (HP 1-12)

A 4' _ HPFC-5000 Tachyon User's Manual? First Edition
‘ ._ (PTI 172419-839) « _ I
A Hewlett Packard’s TachLite Fibre Channel Mass - -

A Storage Interface Controller — User's Manual, Drafi '
Ver. 2.5.(CRDS 6829-7061) ‘ . .

I ’ iArnen'can National Standard — Small Computer , I A I
I A Systems Interface (SCSI); Rev. 17-B dated March 3,

1986 (PTI 166‘-55.6-563) '

_ X3T10 994D - (Draft) Information Technology:
. ‘- SCSI-3 Architecture Model, Rev. 18'(PTI 165977-

’ 166049) ' i

'X3T10 Project 1047D: Information Technology -
; SCSI-3 Contro11er'Command's (scc), Rev. 6e (PTI »

166400-546) . i
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- X3T10 995D — (Draft) SCSI-3 Primary Commands,

Rev. 11 (Wanamaker Ex 5 (I’TI 166050—229))
. Fibre Channel —'Physica1 and Signaling Interface

(FC—PH): X3T1 I/Project 755D, Rev". 4.3 (PTI
168209-685) ‘ ’

Fibre Channel - Physical and Signaling Interface
(FC-PH): X3T11‘/Project 9011), Rev. 7.4 (PTI

’ 167975468162) '

.' X3.269—l99X (Drafi) - Information Systems - i .
dpANSAFibre Channel Protocol for SCSI, Rev. 012
(PTI 166230-.304) - _

‘ Small Computer System Interface (SCSI), X3T9.2'
4 /82-2, Revision 113, 16 December 1985» (PTI

171715-904)‘ = ' 1

1’ Small Computer System Interface—2 (SCSI-12), -
X3T9_.2 Project 375D, Revision 10L, 7 September
1993 (PTI 17190.5-172405) ' ' '

. SCSI-3 Primary.Commands,)Tl0 Project 9951),
Revision 11A, 28 March 1997 (PTI 167405-430)

» Project T10: SCSI-3. Standards. Architecture
Roadmap and FC-PH’, Rev 4.3: Figure 1 — Document

' Relationship re SCSL3 Fibre Channel Pr_otocol'(PTI
162110-111)

The RAIDbook '4 A'sou_rcc Book for Disk Array
Technology, 4th Edition (PTI 167299-404)

Report of the Working Group on Storage 1/0 for
Large Scale Computing; Department of Computer
Science Duke University: CS—1996-_21 (1>_T1 173330-.

347.) ’ - . V

VBAR_ Volume Backup and Restore (CRDS 12200— A
202)

_ A Report of the Working Group on Storage I/O for _
' Large Scale Cornputing, ACM Computing Surveys, '_

Vol. 28, No. 4,_pp. 1-15 (CRDS 39993-40007).
' SYM53C810A PCI-SCSI‘ 1/0 Processor (P11

A17284O—173027) Databook Version 2.0

Offéred ’ Objécted .

‘ 25069163.:
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:
SYM53C825A/825AE PCI—SCSI U0 Processor (PT1 ff» _.

‘l73028—l73252)VDatabo0k Version 3.0 ' ‘ '’-' C 4 '

U.S. Patent No. 6,260,120 B1 entitled", “Storage

Mapping and Partitioning Among Multiple Host
Processors in the Presence of Login State Changes _ V

and Host Controller Replacement” ((Blumeneau et 1 4' Q;
al) CNS 186019-084) - t - -

US. Patent No. 6,219,771 B1 entitled, “Data

Storage Apparatus with Improved Security Process 1
and Partition Allocation Functions" ((Kikuchi et al) > » '

CNS 186085-095) ‘ A ‘

European Patent No; EP 0827059A2 entitled, “Disk
Apparatus?’ ‘((Kikuchi et al) CNS 186096-107)

-Japanese Patent No. 8-230895. Foreign Application
Priority Document to U.S. Patent No.6,2l9,771 B1

((Kikuchi et al) CNS 186108-115) '

U.S. Patent No. 6,145,006 entitled, “Method and

Apparatus for Coordinating Locking Operations of '
Heterogeneous Host Computers Accessing 21 Storage A " C
Subsystem” ((Vishlitsky et al) CNS 186116-126)

Hewlett-Packard SSD and Crossroads CP4200
License Agreement (Alvarez Ex 4 (CRDS 2273-90)) . ' '
Hewlett-Packard Royalty ‘Revenue Report (Alvarez ii’. :
Ex 6) . ' 2

Press Release, “Crossroads Announces Expectations
for Fiscal Third Quarter” (Root Ex 1)

Crossroads SWOT Analysis (Smith Ex 21
39777—782))

' Crossroads Financial Reporting Package, July, 2000 . -_;
((Fiscal Q3’ 00) CRDS 51873 — 51977 — Alvarez Ex‘ ._’- _ H '

A Chaparral Income Statement Quarter for the Quarter i A
Ended 06/30/01; PDX 278

Chaparral Q1 FY ’O2 Gross Router Revenue; PDX

- "2211 - ’ »

Chaparral -Income Statement for the Year Ended,
. 03/3'1/01; PDX 282 ' 1

2506916311
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i _ Chaparral Q4 ’O1 Gross Router and Gross RAID

25069] 63. I

Revenue; PDX 284 '

Chaparral LUN Zoning Shipments to Date; l’DX '
. 285

Chaparral CNSi FC—SCSl Product Shipments
_ w/LUN Zoning; PDX 287

‘ Technology Cross-Lieense Agreement Between
Adapter; and Chaparral; PDX 298
Chaparral Income Statement FY'00; PDX 300

;Chaparral Income Statement FY’0l; PDX 301

Chaparral Income Statement FY’02.; PDX 302 -

Crossroads Regulatory Label (S ihms Ex 9 (CRDS
51996-201; 52036-037)) .
‘972 Product Label Listings; Sims Ex -12

“972 Regulatory Label; Sims_Ex 13

‘Signed Exclusivity Agreement Between Compaq
and Crossroads Dated 8/17/98 (LiVolsi Ex 3 (CRDS
1434-94)) A

Catamaran Marketing Requirements Documents‘,
Revision 1.0; LiVolsi Ex 4 _

Storage Router Bloclé Diagram Drawn by K. Arroyo
(Arroyo Ex 11) i A ' ' "
‘Compaq CP4100 (Shiner) OEM Requirement’,
Reyision 0.6 (Bardach Ex_ 26) ‘ -
Draft Development Agreement Between Compaq

and Crossroads (Bardach Ex 27) 4
Letter B. Bardach to D.'Schmidt re: Exclusivity

I Agreement (Bardach Ex 28) ‘
Emails D. Schmidt to KL. Hudson, J. Spencer re:

)9 Exclusivity Agreement (Bardach Ex 29)

LUN Management Map’ Guide; Bianchi Ex 2
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% Offered Objected .i
D-134 . ‘Catamaran Device Mapping, Ver. 1.2; Bianchi Ex 3

Common Definition File for Global Configuration
Data Structure ; Bianchi Ex 4

Common ‘Source Code for VPD/Device Mapping
and Configuration; Bianchi Ex 5 -

Catamaran Device Mapping, Ver. 1.2 (With Hand
- _Written Notations); Bianchi Ex 6 .

7 Compaq CP 4100 (Shiner) OEM Requirements; __
I _ Quisenberry Ex 15 '

Catamaran Marketing Requirements Document
‘(MRD);'_Lutrall Ex 1 ; Quisenberry Ex 51 , I

‘Handwritten Notes of Brian Smith, February 17,‘ C
1997 (CRDS 7347-48) '

Confidential Disclosure Agreement with Hevvlett— I
' Packard Dated 79/24/96 (Smith Ex 3 (CRDS 2313))

. Purchasing and. Licensing Agreement Between
Hewlett-Packard and Crossroads Dated 9/22/98

(Smith Ex 7 (CRDS 29.603—646))

Preliminary Product Literature ‘for Infinity .
Commstor’s Fibre Channel to SCSI Protocol Bridg

f (Smith Ex 11; Quisenberry Ex 31 (SPLO 428-30))
A Letter Dated from J. Boykin to Bi.Sinith re;

- Purchase Order for Evaluation Unitsfrorn

_‘ Crossroads (Smith _Ex 24 (CRDS 8_556-577))

CrossPoint 4100 Fibre Channel to SCSI Router. 7

._ Preliminary Datasheet (Hulsey Ex 9 (CRDS 16129- ‘
130)) ' . .

Compaq and Crossroads FC to SCSI Bridge
Discussion (Hoese Ex 11 (CRDS 42459—475))

Notes for 9/96 Meeting with Compaq Computer
1 (Smith Ex 27; Bardach Ex 2 (CRDS l3562-563))

_ '7 Compaq and Crossroads FC to SCSI Bridge _ .,
"- Discussion (Hulsey Ex 4; Bardach Ex 3; Hoese Ex V _.

ll (CRDS 42459-475)) ' '

25069163.} ’
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‘Offered Objéctcd '
’ Memo Dated 9/27/96 from B. Bardach to B. Smith - . '

re: Compaq 9/17 Meeting Summary (Bardach Ex 4 i ‘
(CRDS 13559—560))

Verrazano FC-SCSI Bridge —Product Overview

(Hoese Ex 2; Quisenberry Ex 30; Bardach Ex 5
(CRDS 40807-823))

Verrazano Software Development (Hoese Ex 3; ‘

Quisenbeny Ex 34; Smith Ex 12; Barclach Ex 6

(CRDS 40925—958))
Letter Dated 11/27/96 from B. Bardach to B.
Weisickle re: Comdex Technology Suite (Bardach

’ Ex 8 (CRDS 4969)) ‘

CrossPoint 4400 Fibre Channel to SCSI Router ..
Preliminary Datasheet (Bardach EX 9; Quisenberry
Ex 33 (CRDS 256Q6—607))

Email Dated 10/1 1/96 from G; Hoese to Bardach
re: FC-SCSI Bridge Meeting (Bardach Ex 10 (CRDS
13631)) 9 - 1

Fax Dated 7/22/96 from L..Petti to BL Smith re:

Purchase Order from Data General for FC23 Fibre to
' ‘Channel SCSI Protocol Bridge Model 11 (Smith Ex

25; Quisenbeny Ex 23; Bardach Ex 11 (CRDS
8552-55; 8558)) » . '

Email Dated 12/20/96 from J. Boykin to B. Smith

re: Purchase Order for Betas in February and March
(Hoese Ex 16; Quisenberry Ex 24; Bardach Ex 12 _

‘ (CRDS 13644—650)) ‘ ‘ '

Infinity CommstoriFibre Channel Demo for Fall _
Comdex, 1996 (Hoese Ex -15; Bardach Ex 13 (CRDS
27415)) ‘ V‘ *

Fax Datedi12/19/96 from B. Bardach to T. Ranch re:
Purchase Order Information (Bardach Ex 14; Smith

Ex 16 (CRDS 4460)) .1
McData Fibre Channel Infrastructure Meeting in San

Francisco (Hoese Ex 20; Bardach EX15 (CRDS
9258-71)) -

A 250691611
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- Leads Spreadsheet (Quisenberry
‘ 35203-206)) ’

Confidential Disclosure Agreement Between - '
Hewlett-Packard Network Server and Crossroads

' .. (Bardach Ex 18 (CRDS 2315))

Confidential Disclosure Agreement Between
Hewlett~Packard Optical Communications Division .

_ ‘ and Crossroads (Bardach Ex 19 (CRDS 2340))

Letter Dated 10/16/96 rm B. Bardachito J.Krari1er .
re: Developinga Business Relationship with Unisys
to Sell its FC—SCSl Bridge Products (Bardach Ex 22

(CRDS 5704)) i

“ _ ‘Email Dated 12/30/96 from B. Smith to B. Blardach
re Teleconference Today re: Download Utility for

NT, Delivery of Muxes (B ardach Ex 23 (CRDS

4970)) .

. Letter Dated 5/l2/97 from A. Lea.l to B. Bardach re:
Enclosing a Copy of the Executed Original OEM
License and Purchase Agreement Between Hewlett-

Packard and- Crossroads (Smith Ex 4; Bardach Ex 30

CRDS 525817640)

Miscellaneous Documents Regarding Comdex

(Quisenbeny Ex 2 (CRDS 27415-4.65))

_ CrossPoint 4100 Fibre Channel to SCSI Router
Preliminary Datasheet (Quisenberry Ex 3 (CRDS

_ 4933-34))

CrossPoint 4400 Fibre to Channel to SCSI Router"
V Preliminary Datasheet; Crossroads Company and .
.. Product Overview (Quisenberry _Ex/1 (CRDS 25606; _ g '

16136)) A . _ ’ _ _

1~:x’5 (CRDS

Fibre Channel Article (Quisenheny Ex 6 (CRD
~ 52429-432) .

Hewlett—Packard Roseville Site Property Pass

‘ (Quisenberry Ex 7 (CRDS 27413-414))

' -_‘ B’. Smith email to Bardach re: Teleconference
Q Today re: Download Utility for NT, Delivery of

Muxes etc. (Quisenberry Ex 8 (CRDS 4970)) A
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Description i - Offered ' Admitted
Crossroads Purchase Order Log (Quisenberry Ex 9 '

.(CRDS 14061-062)).

Dale-Qduiseriberry Notebook (Quisenberry Ex 16
(CRDS 25688-724)) .

‘ Verrazano Engineefing Verification Plan, Version
1.1 (Quisenbeny Ex 39 (CRDS 43991—_44054))

Not‘Used

Not Used

' : Not Used

Not Used _.

; Letter David Zinger to KPMG re: Audit Ihquiry
_; Letter from Chaparral (PDX 311 (CNS 17403_1- '
3032)) - 1 _

Zinger Drafi Opinion for U.S. 5,941,972 (PDX 312 -
(CNS 1736894-923)) ‘ ' 1. . ‘

A Zinger Opiniori for US. 5,941,972; Copy ofU.S.
‘ } Patent 5,941,972, U.S. Utility Patent Application;

The SPARC Storage‘ Array Architecture; Technical
j White Paper’; SPARC Storage Array User’s Guide; '

Announcement Brief; Copy ofU.S.-Patent No.
-2 5,974,530 (PDX 313 (CNS 173589-893))

Not Used

I » Not'Used-

Not Used

5 N51 Used

2 Not Used
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7"
7 Not Used

' Zoning for the FS2620 Router, Userfs. 7
Guide (PDX -333)

Not Used

Listing ofFiles (PDX 336 (CNS 187025)’)

‘ Chaparral A8526 Testing (PDX 338 (CNS 137123-
219))

07/31/(‘)1 Engineering Change Notice re C8526 —
ECN7N'o. 120143-001; CNS 188463-464

07/31/O1‘ Engineefing Change Notice re FS1220 - I
ECN No. 1-2-0141-001; CNS 188465-466

07/31/0'1 Engineering Change Notice re FS2620 — ..
' ,. ECNNo._12-0142-001; CNS 188467-469

25069163.!

Excerpts of Computer Source Code File Name
“Passthru-.C”,Dated December 7, 1999 (CNS

186162-164) *- _ -

1Excerpts of Computer Source Code File Name
- “Zone.C’-’ Dated October24, 2000 (CNS 1361654 ‘

169) .

Chaparral Skyway Product Software Design
Document (CNS 186127-144) ’

Chaparral K5412/K7413 Raid User’S Guide_(CNS :
185600-767) C ‘

Document Entitled, “Board ofDirectors” Includes ‘ C ‘
Financial Statements (PDX 27 (CNS 040843-864))’

NAACOEM Monthly Business Review (PDX 35 (CNS
041210-244» ~

Brian Allisonis 1999 Third Quarter Sales Plan (PDX

38 (CNS 022120-_132)) ‘

Email Selinger to J. Walker re: Overpassi Status
' (PDX 47 (CNS 039583-584))
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C exnwwo. offered objected‘
Email M. Gluclc to D. Trachy re: Patents (PDX 43 '
(CNs 041062)) -

‘Email Njsquibb to M.'G1uck’re: CrossroadsiPatent ' '
Infringement (PDX 49 (CNS 00305-306))

Crossroad Systems’ Original Complaint (PDX 55)_

Chaparral Business Plan Copy # 50 (PDX 63 (CNS
029850-871)) ' .

CAPI 3.0 Upgrade Functional Specification (PDX
32 (CNS o3509p9—-11.7)) ‘

CAPI Sample -Application User Guide (PDX 83 .
(CNS 035079-081)) - ' '

CAPI—Diagram (PDX 84 (CNS _o3V511‘s))

CAPI Functional Specification—Version_3.0 (Router

Errata), Configuration Application'Programming V ‘
Interface for Chaparral External RAID Controllers _
and Routers, Document Revision: _l—Preliminary

(PDX 85 (CNS 042932-945» . _ '

Advanced LUN Mapping aha Host
Inclusion/Exclusion Discussion (PDX 86 (CNS ‘

045V183—l 84)) ' ' . -

Advanced LUN Mapping and:Host .
Inclusion/Exclusion Discussion, CH. 5,_Preliminary

(PDX 87 (CNS O873l9—32_4)) ' '

File Entitled,‘ “LUN Masking/ Mapping/Zoning
(PDX 9] (CNS 032839-940» ' V '

Dell Computer, Chaparral Network Storage Fibre
Channel/SCSI Routers (PDX 103_ (CNS 0550-617))

IBM Tucson; Chaparral Network Storage Fibre ‘
Channel/SCSI Routers (PDX lll (CNS 045915-

945» . . ’ -

I Presentation by Chaparral to EMC2, Chaparral Fibre

Channel—to-SCSI Routers (PDX 112 (CNS 033582-
609)) _ ' * .

CAPI 3.0 Upgrade Functional Specification (PDX

113 (CNS 044635-654)) ‘ - . -
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‘ Exhibit No.

Presentation to StorageTek (PDX 117 (CNS ()444—

469)) ‘ ' '

Letter D. Zinger to KPMG RE: Audit Inquiry Letter
. from Chaparral (PDX 131 (CNS l74031—032))

Configuration"Application Programming Interface for _
Chaparral External RAID Controllers and Routers,
Document ‘Revision: R1 (PDX 135 (CNS 035082-

095))' i

I CAPI Functional Specification, V2.8

(PDX153 (CNS 175767-940))

: CAPI Functional Specification; V3.0 (PDX 1'54. (CNS C
' 162205.782-16220_5.964))

CAPI Functional Specification, v3.1 (PDX 155 (CNs ‘
175554-765»

‘Document Entitled, ‘_‘capi3__chg-detail.txt’’
‘ ._ (PDX 156) _

I Document Entitled, “capi2__chg_detail.txt (PDX 1-57)

5 Document Entitled, “capi_chg_detail.txt (PDX 158) ' I

Screen Shots: Capi2pak.c, Capi2
1 61 ) > i _

CAPI Functional Specification, Version 3.1 (PDX i
233 (CNS 184737-948)) ' 4

I K—Series External RAID Controllers Marketing

Mam‘1_c(PDX 245 (CNS 185768-769))

G-Series External RAID Controllers Marketing

Matrix (PDX 247_ (CNS 185928-929» ) ‘

I _Chart ofRAID and Router Products (PDX 249)

1.1 Pass Through Commands (PDX274 (CNS
184735-736))’ ‘ ’ ' -

CV of Kenneth F1arnn'1(Ei<.1 to Flamm Report)

i Table — Costs of implementing alternatives (iii) or

25069l 63. l

(iv) dividedby ChapaIral’s annualized 2001 sales of
accused products-(Ex Flamm ,4‘ to ‘Flamm Report) A

.h, Capicli.c (_1>1jxy 1
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7' ' Exhibit N°- Offered Obiected C
Table — Price after LUN zoning was added (Ex . ‘ A 2 - A . ’ .
Flamm 5 to Flamm Report) ' ' C’ ' '

"Econometric Analysis of Chaparral’s sales ‘data (Ex
Flamrn 6 to Flamm Report)

Data Used in Econometric Analysis (CNS 188470-
433) _ ‘ - ‘ I ‘

Price Comparisons of Bridge/Router/Gateway.
_ Routers etc. — Fibre Channel: iBuyer.ne_t (PTI

174711-724)

HP SCSI-to-Fibre Channel Bridges (PTI 173700). A

P115 Sure Store — Magneto—Optical Storage Brochure A

Article— “1-II.’ Responds to Squeak!” (08/17/01) S 1
Crossroads Webpages I

i Price Comparisons ofBridge/Router/Gateway ,
' , Routers etc. — Fibre Channel: iBuyer.net (08/17/01) ‘ -~

4 Valuation of a Technology by Rose Ann Dabek‘
A (1999) .

A Survey ofLicensed Royalties by Stephen A.
Degnan and Corwin Horton (6/97) . -

V A Survey ofPCiTechnology Royalty Rates by David
Guenther and John Wills (12/95) ' ‘R 9 "

- ;‘Bridging the Gap from SCSI. to Fibre Channel”; ‘I
_Henry Baltazar (2/1/99), ’ -

y ‘ Resume of Gary Stephens

Gary Stephens Testing Documentation _V

J Resume of Ian Davies

' . Crossroads’_ Original Complaint

T Crossroads’ “First Amended Complaint
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' LUN Management Software Specification, Revision
(0.0 (Quisenbeny Ex 52)

Email B. Smith to B. Bardach "re: More on the MUX;

Priorities and Other (Smith Ex 5; Bardach Ex 20)

_ Memo fromVBru'ce Larnbertus to Richard Speyer and
— Gene Nagle dated 11/10/99 (CNS 247_53—754)

Amendment toiLicensing Agreement by and

g between Hewlett Packard and Crossroads Systems, I '
Inc. (Regan Ex’ 3‘) '

Crossroads SWOT Analysis (Spalding Ex 3)

exmenwe. oereeee oejeeeee

7 Crossroads Compelitive‘Matrix'(Painter Ex

A - 08/29[01 Engineering C'hangeiNoticc re G7324
L412 — ECN No. 12-01 (56-001; CNS 188484-490

_ 08/29/O1 Engineering Change Notice re G8324 i
(L412 —ECN No. 12-0157-O01; CNS 188491-494 _' ’

Chaparral Router and RAID Product Overview’ _
: (CNS 184733-734) A ' ‘

Chaoarral FS2620 Matrix;:(CNS 185047-048) '

AAi8526 User’s Guide (CNS185195-376) _ A

A A-Series External RAID Controller Marketing I
j-Matrix (CNS 185377-378) '

{Q6322/G7324/Q3324 User’s Guide
(CNS 185404-593) 9 _ _

;G8324 External RAID Controller Marketing Matrix -
V i_j._(CNS 185594-595)‘ ’ _ I

I G-Series External'RAID Controllers Marketing"
(CNS 185598-599) ’ I

EEK-Series Extemial RAID Controller Marketing .
». :_Matrix (CNS 185768-769) I

and Ki-Series User’s Guide (CNS 185770-927) A - -

25069163.]
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' Exhibit No. Description ' Offered

G>—Se1-ies External RAID Controllers‘? Marketing
Matrix (CNS 185928-929) ‘ '

Ch'aparra1.Ir1voi"c'e Nos; 2582, 2616, 2656 and 2703
(CNS 188551, CNS 188589, CNS 188634 and CNS

2 188689) ’ ' -

September 2; 2001 i ' Respectfixlly Subrnitteci,

.Bah r, sq. (SBN 01513100)

' Stephen D. Dellett, Esq". .(SBN 05652490)

‘Michael C.‘Barrett, Esq. (SBN 24006803).

Mark Garrett, Esq. (SBN 24007225)
FULBRIGHT & JAWORSKI, L.L.P.'

600 Congress Avenue, Suite 2400

Austin, TX 78701-3248

VTel_ephone: (512) 474-5201
Facsimile: (512) 536-45 98 ‘

ATTORNEYS FOR DEFENDANT

250691 63.1
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CERTIFICATE OF SERVICE

I Iiereby certify that ‘on Sepienuber 2001, I caused copies of the fioregoing
DEFENDANT CHAPARRAL NETWORK STORAGE, INC.’S FIRST SUPPLEMENTAL

A TRIAL EXHIBIT LIST to be served on‘ all counsel of record, as indicated below: ' ’

Alan D Albright, Esq. _. _ ' VIA E-MAIL and Haiid Denvegg oii 9/3/01
John Allcock, Esq. . - '
GRAY CARY WARE

& FREIDENRICH, L.L.P. _ .

1221 South MoPac Expressway, Suite 400 4

Austin, ‘TX 78746-6875 -
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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS

AUSTIN DIVISION

CROSSROADS SYSTEMS, (TEXAS),
INC., a Texas Corporation, ’

PlaintifHCounter-Defendant, «
v.

. CIVIL ACTION NO. A-00CA—248—SS'
PATHLIGHT TECHNOLOGY, INC. . ' - ’

a Delaware corporation, ‘ < DEMAND FOR IURY TRIAL '

Defendant/Counter—I’laintiffi

DEFENDANT PATHLIGHT TECHNOLOGY INC.’S
THIRD SUPPLEMENTAL TRIAL EXHIBIT LIST

One or more of the exhibits listed below" may be used for cross-examination purposes only. Pathlight
reserves the right to supplement its trial exhibit list as necessary. Pathlight hereby supplements its trial
exhibit list with exhibits D-350 — D—355. I ~ 4

Exam No. orrerea owed
Certified Copy of US. Patent No. 5,941,972;
entitled, “Storage Router and Method for Providing
Virtual Local Storage”i(HoeSe et al)

Certified Copy of File History ofU.S. Patent No‘.

. 5,941,972; entitled, “Storage Router and Method for

Providing Virtual Local Storage” (Hoese et al)

U.S. Patent 5,743,924, entitled, “Method and
Apparatus for Transferring Data from SCSI Bus to
Serial Device and From Serial Device to SCSI Bus”

(Liorens et al) '

U.S. Patent 5,768,623, entitled, “System and Method

for Sharing Multiple Storage Arrays by Dedicating ’
Adapters as Primary Controller and Secondary
Controller for Arrays Reside in Different Host

Computers" (Judd et al) (Hodges Ex 6)
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Exhibit No.

' for Command Information for Fibre Channel System A

Description
U.S. Patent 5,809,328, entitled, “Apparatus for Fibre

-Channel Transmission having Interface Logic,

Bulfer Memory, Multiplexor/Control Device, Fibre

Channel Controller, Gigabit Link Module,

Microprocessor and Bus Control Device” (Nogales

et al) _

US. Patent 5,812,754, entitled, “Raid System with

Fibre Channel Arbitrated Loop" (Lui et al)

vs. Patent 5,335,496, entitled, “Method and
Apparatus for Data Alignment" (Yeung et al)

US. Patent 5,848,251, entitled, “Secondary Channel

' Interface Bus” (Lomelino et al) - ‘

Hewlett-Packard SSD and Crossroads CP4200

. License Agreement (Alvarez Ex 4 (CRDS 2273-90))

‘ Hewlett-Packard Royalty Revenue Report (Alvarez
‘Ex 6) - '

r Crossroads Regulatory Label (Sims..Ex 9 (CRDS
» 151996-201; 5_2o36—o37))

iPress Release, “Crossroads Announces Expectations
for Fiscal"l‘hircllQuarter“ (Root Ex 1)

5U.S. Patent No. 5,941,972; entitled, “Storage Router 1

and Method for Providing Virtual Local Storage”
,?(Hoese et al (Hulsey 1))

‘Compaq and Crossroads FC to SCSI Bridge
-j.Discussion (Hulsey Ex 4; Bardach Ex 3; Hoese Ex
:l1,(CRDS 42459—475)) '

Eniulex Fibre Channel Infonnation Series Volume 1

,(Huls_ey Ex 5 (CRDS 23784-791)) '

.;Ancot Corporation Fibre Channel to SCSI Bridge
“Preliminary Datasheet (Hulsey Ex 6 (CRDS 23859-

. 860)) 4 ~ - .

2503 3740.1

Ancot Corporation Fibre Channel to SCSI Bridge
Preliminary Datasheel w/Attachments (Hulsey Ex 7

(CRDS 22759-767))

‘
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Ex|iibitNo. Description

‘ Article entitled, “Storage Area Networking-The

Network Behi_nd the Server" (Tang) (Hulsey Ex 8

(CRDS‘l6302—307)) '

CrossPoint 4100 Fibre Channel to SCSI Router

Preliminary Datasheet (Hulsey Ex 9 (CRDS 16129-
130)) ‘ ‘ -- A

Verrazano FC—SCSI Bridge —Product Overview
(Hoese Ex 2; Quisenbeny Ex 30; Bardach Ex 5

(CRDS 40807-823)) ' '

Verrazano‘S_oftware Development (Hoese Ex 3;
Quisenbeiry 34; Smith Ex_ .12; Bardach Ex 6 (CRDS
40925-958)) 1

Email Dated" 12/ 18/96 from B. Smith to B. Bardach
re: More on the MUX, Priorities and Other (Hoese

V - Ex 8; Smith Ex 5; Bardach Ex 20 (CRDS 4983-84))

Compaq and Crossroads FC to SCSI Bridge

f Discussion (Hoese Ex 11 (CRDS 42459-475))

_ _' Infinity Commstor Fibre Channel Demo for Fall

- Comdex, 1996 (Hoese Ex 15; Bardach Ex 13 (CRDS
{ 27415)) ' '

:. Email Dated 12/20/96 from J. Boykinuto B. Smith
re: Purchase Order for Betas in February and March’

(Hoese Ex 16; Quisenbeny Ex 24; Bardach Ex 12 '

;i:(CRDS 13644‘-650))

I MeData Fibre Channel Infrastructure Meeting in San»
{Francisco (Hoese Ex 20; Bardach Ex 15 (CRDS _
-9258-71)) - ' '

McData Corporation's Fibre Channel Network
Switching Presentation dated June 28, 1995 (CRDS

; 9229-34) ’_

‘V-Verrazano Manufacturing Plan (Russell Ex 8;
I ‘- '=,Quisenberry Ex 35; Bardach Ex 7 (CRDS 39702-

250387401

3710))

Letter Dated 4/8/95 from J. Dedek to R. Lenz re:

,-FC-SCSI Bridge (Dedek Ex 3 (ANCT 853-57))

The FSB 8000 Bridge: Application Note J. Dedek _

"(Dedek Ex 4'(ANC'1' 346-47)) _

Offered Objected.
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Exhibit No. Description _ 1 .

Memo Dated 1 1/10/95 from N. Wannamaker to J.

Dedek re: Bridge Usage (Dedek Ex 5 ( ANCT 573))

Block Diagram of Low Cost FC/SCSI Bridge #FSB;
8001 (Dedek Ex 6 (ANCT 565-66)) '

Model FSB 8001/8010 Fibre Channel to SCSI
Bridge (Dedek Ex 7 (ANCT 353-54))

Memo Dated 2/9/96 from T. Nguyen to C. Lynch re:
SCSI to PC Bridge (FCB-8000) (Dedek Ex 8

(_ANC'1“1685-86)) ‘ . '

Memo Dated 2/10/96 from .1. Anthony, to J. Dedek ‘
re: FSB—8000/East Coast Trip Early March (Dedek "

Ex 9 (ANCT 401 -05» .

FSB'-8001 266M Bridge and BOM Report (Dedek
Ex 10 (ANCT576-80)) V '

Physical Exhibit of Ancot Product FSB—800l

Bridge, Version 3 (Dedek Ex 11) _ ‘

Physical Exhibit ofAncot Product FSB—800 Bridge, V _f
i Version 3 (Dedek Ex 12) A

Ancot Document Bearing Method A and Method_B _
-N with Chart. Showing Proposed Implementation . '

;(Dedek Ex 13 (ANCT 1145-46))

5 Memo Dated.4/6/96 from N. Wanamakerto . .

‘Koenig, J. Dedek, M. Hale re: FSB80OX Status

_ ' (Dedck Ex 14 (ANCT 545-47)) r -

25o3s74o.1

Fax Dated 3/29/96 from J..Dedel< to R. Yolmtounbiau A ;
0': re: FC/SCSI Bridges w/Attached Tables (Dedek Ex _ 7 '

T 15 (ANCT 600-08)) V ' A '

_fFax Dated 5/3/96 from J. Dedek to J. Anthony re:
iEr1core FC Bridge Order (Dedek Ex 16 (ANCT 1

1 1101-03)) ‘ _ '

i'FSB—8001/8010 Datasheet (Dedek Ex 17 (ANCT
,348-5o)) 8

“Memo Dated 6/28/96 from imto Jan, Chris and
Dean re: DEC—FC Bridge Opportunity, 6/27/96 '

Meeting (Dedek Ex 18 (ANCT 1212-13))
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25038740.]

ii
Memo Dated 8/7/96 from Jim to Jan, Tom, Chris,

Dean and FC Bridge Engineering re: DEC—FC

‘ Bridge, 8/7 Meeting (Dedek Ex 19 (ANCT 1302-
06))

Memo Dated 8/19/96 from Jim to Jan, Tom, Chris,

Dean, FC Bridge Engineering, Well, Jozef and Gary H
re: DEC-FC Bridge, 8/ 16 Review Meeting (Dedek

Ex 20 (ANCT 354651))

Report from Elliot Laboratories (Dedek ‘Ex 21
(ANCT 1581-95))

Memo Dated 10/30/96 from Jim to Jan re: Neil-

lmportant that he remain at DEC Next Week (Dedelr ‘
Ex 22 (ANCT 1230))

Memo Dated 10/30/96 from Jim to Jan, Dean and

Tom re: DEC, Order Status for 34 Bridges (Dedek ii
Ex 23 (ANCT 1231))

Printout of Disk, FSB-8000 Manual (Dedek Ex 24
(ANCT 4113)) - ' 3

Printout of Disk, ‘FSB-8000 Specs (Oct-Dee) (Dedek '
Ex 25 (ANCT 4119)) 1

63))

Program1ning'Language for the _Field Programmable
Gate Arrays Used in the 8100 Bridge (Dedek Ex 27

(ANCT 2072-89; 2105-11; 3515-22))

‘Folder entitled, “FCS 266’-’ (Dedek Ex 23 (ANCT'

2131-93))

Folder entitled, "Low Cost FCS 266" with Attached
Email of 4/26/96 from N. Wanamaker to S. Holt re:

53C770 Issues (Dedek Ex 29 (ANCT 2478; 2524-
31; 2537-33)) ’ « -

FSB-8001 Schematics (Dedek Ex 26, (ANCT 4037-

Folder entitled, “FSB 8010/CPU-SE" (Dedek Ex 30 I
(ANCT 2626; 2664-73))

Folder entitled, “X.MIT Chip" (Dedek Ex 31 (ANCT
2337-2943))
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, 42 (ANCT 32-34))

. Description -

Folder entitled, “RCV Cl1ip"(Dedel< Ex 32 (ANCT

.2972; 2975-3015); 3217-22)) ,

Folder entitled, “FSB 8001 XDMIT FPGA” (Dedek
Ex 33 (ANCT 3932-72)) ‘

Folder entit1ed,_“FSB 8001 RCVR FPGA” (Dedek
' Ex 34 (ANCT 3973-4024)) V

Draft Specification A11cot FSB-8001 Bridge (Dedek

Ex 35 (ANCT 771-809))

Engineering Plan FC/SCSI Bridge FSB-8001

(Dedek Ex 36 (ANCT 310-32))

FSB .8001 Memory Mapiand Register Descriptions
‘A (Dedek Ex 37 (ANCT 4064-70))

FSB_800l Hardware Architecture and Theory of7 -
Operation (Dedek Ex 38 (ANCT 4025-36)) '

. FSB 800lP Hardware Architecture and Theory of
. Operation (Dedek Ex 39 (ANCT 3583-94))

Letter,Dated 4/1 1/97.from J. Dedek to B. Smith

‘ 1(Dedek Ex 40 (ANCT 35-36))

V Dataslieet for CrossPoint 4100 Fibre Channel to
. ' SCS_I_Router (Dedek Ex 41 (ANCT 117-120))

Offered‘ Objected Admitted

Letter Dated 5/16/97 from C. Scliwenker to I Dedek-_ -.7
‘ =re: N. Wanamal(er’s Employment with Crossroads

= and A1-1cot’s Trade Secret Concerns (Response to J.

Dedek’s Letter to B. Smith of 4/1 1/97) (Dedek Ex

Physical Exhibit of_Ancot Product FSB-8001 Bridge
5 (Dedek Ex 43) 9

- = Drawing by Jan Dedek (Dedek4Ex‘ 44)

A Article Entitled, “Empirical Evidence on the
’ Validity of Litigated Patents" by J. Allison and M.

Lernley AIPLA Quarterly Journal, Vol. 26, No. 3,

* - pp. 135-211, June l998(DeWi1de 83;, Levy 1)

-‘Draft Proposed American National Standard
Inforrr1ation Systems—dpANS Fibre Channel

Protocol for SCSI, Revision 012 (Wanamaker Ex 4-

) (CRDS 166230—304))
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Exhibit No.

25018740.!

Symbios Logic — Software Interface Specification
Series 3 SCSI RAID Controller Software Release

02.xx (Engelbrecht Ex 2 (LSI I421-1658))

Symbios Logic — Hardware Functional Specification
for tl1e Symbios Logic Sefies 3 Fibre Channel Disk

A1Tay Controller Model 3701 (Engelbrecht Ex 3 ‘

(LS1 1659-1733)) ' ‘

Symbios Logic — Software Release Specification
SYMplicity Storage Manager for Windows NT
Release 06.0] .2l.O8 (Engelbrecht Ex 4 (LSI 1734-

80)) I -V | .

Symbios Logic — Hardware Functional Specification
for the Symbios Logic Fibre Channel Interface

Board II 81'E Card (Engelbrecht Ex 5 (LSI 1781-

1800))

RAID Manager Design Note (Engelbrecht Ex 6 (LSI
l80l—07))_ ‘ ’

Symbios Logic — Fibre Channel Software Design

Document, Tacliyon Specific, by Charles Binford,
Ahmad Tawil and Robin Huber (Engelbrecht Ex 7 _

(LS1 1808-25)) ‘ . ' ‘

A Accounts Payable Invoices to Transofi
. Corporationpfrom LSI (Engelbrecht 10 (L

A 2779-82)) _ . -

_ Purchase Order and Shipping List to

Transoft Corporation (Engelbrecht ll (LSI
2322-24)) ' - -~

News Release- Symbios Logic to

3 Demonstrate Strong Support for Fibre

Channel at Fall Comdex (Engelbrecht I2‘
' (LS1 2785-86))

OEM Datasheet on the 3701 Controller

‘(Engelbrecht 13 (LSI 1837-38))

Adaptec ABC-7312A Product
Announcement for Competitive Product to »
Fibre Channel to SCSI RAID Controller

(Engelbrecht 16 (LSI 1839-47))
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Description

250387-10.1

Confidential Disclosure Agreement with Hewlett-

.Packard Dated 5/28/96. (Smith Ex 2 (CRDS 2323))

Confidential Disclosure Agreement with Hewlett-
Packard Dated 9/24/96 (Smith Ex 3 (CRDS 2313))

Letter Dated 5_./I2/97 from A. Leal to B. Bardach re:

Enclosing a Copy of the Executed Original OEM

License and Purchase Agreement Between Hewlett-

Packard and Crossroads (Smith Ex 4 (CRDS 52581-

64l)) -

Purchasing and Licensing Agreement Between
Hewlett~Pacl<ard and Crossroads Dated 9/22/98

(Smith Ex 7 (CRDS 29603—646))

Preliminary Product Literatureifor Iniinity
Coi'nmstor’s Fibre Channel to SCSI Protocol Bridge
(Smith Ex 1 1; Quisenberry Ex 31 (SPLO 428-30))

Fax Dated 12/ 19/96 from B. Bardach to T. Rarich re:i

Purchase Order Information (Smith Ex 16 (CRDS -

' 4460)) - -

Power ofAttorney Documents Files with PTO for
Patent Application 001,799 (Smith Ex 18)

SWOT Analysis (Smith Ex 21 (CRDS 39777-782))

Letter Dated from J. Boylcin to B. Smith re;
Purchase Order for Evaluation Units from

Crossroads (Smith Ex 24 (CRDS 8556-57))

Fax Dated 7/22/96 from L. Petti to B. Smith re:

Purchase Order from Data General for FC2S Fibre to
'Cl1annel SCSI Protocol Bridge Model ll (Smith Ex
25; Quisenberry Ex 23; Bardach Ex 11 (CRDS

8552-55; 8558)‘) " -

Notes for 9/96 Meeting with Compaq Computer

(Smith Ex 27; Bardach 2 (CRDS 13562-563»

: Handwritten Notes of Brian Smith, February l7,
i 1997 (CRDS 7347-48)

' Memo Dated 9/27/96 from B.- Bardach to B. Smith

‘re: Compaq 9/17 Meeting Summary (Bardach Ex 4
(CRDS l3559-560)) V

Offered I Admitted
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mum No. orrered objected «
Letter Dated 11/27/96 from B. Bardach to B. A _

«Weisickle re: Comdex Technology Suite (Bardach

Ex 8 (CRDS 4969))

CrossPoint 4400 Fibre Channel to SCSI Router

Preliminaiy Datasheet (Bardach Ex 9; Quisenbeny

Ex 33 (CRDS 25606~607))

Email Dated 10/11/96 from G. Hoese to Bardach

re: FC—SCSl Bridge Meeting (Bardacli Ex 10 (CRDS
13631)) _ - . -

Fax Dated 12/19/96 from B. Bardach to T. Rarich re:
Purchase Order Information (Bardach Ex 14 (CRDS

4460)) '

. Letter Dated 1/13/97 tram 13. Bardach mi. Otisere: '
. Evaluation Units (Bardach Ex 16 (CRDS 81141))

Email_ Dated 2/27/97 from‘ B. Bardach to s.’? .
Miyamoto re: Kubota Purchase Order (Bardach Ex ' .

17 (CRDS $227-31)) 1

in Confidential Disclosure Agreement Between
Hewlett-Packard Network Server and Crossroads

(Bardach_Ex 18 (CRDS 2315))

Confidential Disclosure Agreement Between
Hewlett-Packard Optical Communications Division

and Crossroads (Bardach Ex 19 (CRDS 2340))

iEm,ail Dated 2/27/97 from‘ B. Bardach to Steve at
Exabylev re: Exabyte Software Compatibility Matrix

(Bardach Ex 21 (CRDS 4557-53»

‘Letter Dated 10/16/96. from B. Bardach to J. Kramer‘ 1 "

.re-: Developing a Business Relationship with Unisys
’ to Sell its FC—SCSI Bridge Products (Bardach Ex 22

(CRDS 5704))

' Email Dated 12/30/96 from B. Smith to B. Bardach

_ re Teleconference Today re: Download Utility for

‘NT, Delivery ofMuxes (Bardach Ex 23 (CRDS
" 4970)) _ " ' ‘

- Email Dated 2/1 7/97 from B. Bardacli to M. Wilding

' re: Information on CrossPoint 4100 (Bardacli Ex 24

(CRDS 13643)) '

25033740.!
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Exhibit No.

Letter Dated 2/3/97 from B. Bardach to W. Downer

-re: Seqtient Computer Systems re: Licensing
Sequent’s_l_ to 8 FS-SCSI Technology (Bardach EX
25 (CRDS 5422-23))

Signed Exclusivity Agreement Between Compiaqi
I and Cr0ssroads‘Dated 8/1 7/98 (LiVolsi Ex 3 (CRDS

1484-94))

LUN Maijiagcment Software Specification, Revision

-1.0 (LiVolsi Ex 5; Quisenbeny Ex ‘52 (CRDS
34081—O89)) - . -

Miscellaneous Documents Regarding Comdex _
(Quisenberry EX 2 (CRDS 27415-465))

V CrossPoint 4100 Fibre Channel to SCSI

Router Preliminary Datasheet g(Qui_se_nbeny
Ex 3 (CRDS 4933-34)) '

CrossPoint 4400 Fibre to Channel to SCSI
‘Router Preliminary Datasheet; Crossroads"
Company and Product Overview _ —

(Quisenberry Ex 4 (CRDS 25606; 16136))

Hewlett~Pacl(ard Rosevillesite Property Pass
.(Quise1_1ben'y Ex 7 (CRDS 27413~4l4))

‘ ' B.‘ Smith email to B. Bardach re: Teleconference
A Today re: Download Utility for NT, Delivery of ‘

Muxes etc, (Quisenberry Ex 8 (CRDS 4970)) ' -

CRDs 51'/_83-786))‘.

(CRDS 51845; 51960))

. Ancor Power Point Presentation (Quisenbeny Ex _17'-‘ I

‘ IOS Power Point Presentation (Quisenberry E); 18 ._ '

Ancor Power Point Presentation (Qnlisenberry Ex 19 I
(CRDS 51777-7s2))

Storage Concepts Power Point Slides (Quisenberry
EX 20 (CRDS 51689; 51846-348)) '

Ancot Fibre Cliarmel to SCSI Bridge Preliminary

A -Datasl1eet(Quisenberry Ex 21 (CRDS22753-767)) -

_ 25038740. I

Nondisclosure Agreement Between" Adaptec and
Crossroads Dated 10/17/96 (Quisenberry Ex 25

(CRDS 8196)) I
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Description - Offered Objected
Fibre Channel to SCSI Bridge Applications '
(Quisenberry Ex 32 (CRDS 5723-26))

Verrazano Engineering Verification Plan, Version
1.1 (Quisenberry Ex 39 (CRDS 43991-44054))

Organizational Presentation on the Extemal Storage

Group (Lavan Ex 1 (CNS 182242-255))

Bridge Phase 11 Architecture Presentation (Lavan Ex
2 (CNS 132287-295»

Attendees/Action Items from 4/12/96 Meeting at

B'1‘C(LavanEx 3 (CNS 182241))

Brooklyn Hardware Engineering Requirements
' Documents, Revision 1.4 (Lavan Ex 4 (CNS

178188-211)) _ i '

Brooklyn Sing1e—Ended SCSI RAID Bridge. .
Controller Hardware OEM Manual, Revision 2;]
(Lavan Ex 5 (CNS l77l69—191)) '

Brooklyn SCS—SCSI Intelligent External
. Bridge Definition Phase Exit Documentation (Lavan ‘

Ex 6 (CNS 177397-611))

in Coronado Hardware Engineering Requirements - g
‘ Document, Revision 0.0 (Lavan Ex 7 (CNS 176917- I
Z 9.32)) ' y A I

ZESS/FPG_Organization (Lavan Ex 8 (CNS 178639-
1 652)) . g ' -- ' _A

iAdap'tec MCS ESS Presents: Intelligent Extemal I/O ’
Raid Controllers “Bridge" Strategy (Lavan Ex

' ' (CNS 178606-638)) ‘

. EAEC-A7313 Fibre Channel Daughter Board (for
Brooklyn) Engineering Specification, Revision 1.0"

ji(Lavan Ex 10 (CNS 176830-85_0_)) '

V Physical Exhibit - First Coronado Prototyoe (Lavan
-Ex 11) _ ' '

Physical Exhibit -Rev.‘ B PCB, 10-96 (Lavan Ex 12) "

Physical Exhibit — Complete Brooklyn Product with

‘a Single—Ended SCSI Motherboard (Lavan Ex 13)

Bill or Material (Lavan Ex 14 (CNS 1772i1—214))

25038740.!
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mum No. orrerea objected
ABC-4412B, AEC—‘74l2/B. External RAID

Controller Hardware OEM Manual, Revision 2.0

(Lavan Ex 15 (CNS 177082-123))

Coronado II, AEC-7312A Fibre Channel Daughter
(for Brooklyn) Hardware Specification,‘ Revision 1.2

(Lavan Ex 16 (CNS 177192—2l0))

AEC—44l 2B, AEC7412/3B Extemal RAID
Controller Hardware OEM Manual, Revision 3.0

(Lavan Ex 17 (CNS 177124-165))

Memo Dated 8/15/97 to AEC-731 2A Evaluation .

Unit Customers re: B001 Release Notes (Lavan Ex
18 (CNS 182,878-879))

Brooklyn Main Board (‘ABS-0302)‘ Schedule‘
(Lavan Ex_ 19 (CNS 177759-763)) '

News Release 9 Adaptec Adds Fibre Channel
Option to, its External RAID ‘Controller Family

‘ (Lavan Ex 20 (CNS v182932:934)).

AEC—4412B/7412B User’s Guide (Lavan EX 2D
Memos T. Lavan to J. Walker re: Weekly
Status (Lavan Ex 213) 1. '

Memo B. Morris to M. Gluck, J. Walker, T.’

Lavan, B. Allison and M. Hardy re: Product ”

_' Priority List (Lavan Ex'214) _

M Memo D. Matthews to T. Lavan re: LUN v ‘
Zoning and Extended Copy Key ERDS '

A (Lavan Ex 215) ' »

G6322/G7324 External RAID Board __
Controller-User_’s Guide (Lavan Ex 216)

‘Data Book-_ AIC-7895 PCI Bus Master Single Chip
0 , SCSI Host Adapter (Davies Ex 1 (CNS 182944-

_ 964)) '

Data Book- AIIC-I 160 Fibre Channel Host Adapter.
ASIC (Davies Ex 2 (CNS 181800-825)‘) '

Viking RAID Software (Davies Ex 3'(CNS 180969-
181026))

25038740.! 7
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"Exhibit No- Offered Obiectcd I
Header File with Structure Definitions (Dav-ies Ex 4 _
-(CNS 180009-018))

C++ SourceCode for the SCSI Command Handler _

(Davies Ex 5 (CNS l79l36—l68))

Header File Data Structure (Davies Ex 6 (CNS

l79997—180008)) .

SCSI Command Handler (Davies Ex 7 (CNS
‘179676-719)) - -

Coronado: Fibre Channel to SCSI Intelligent RAID

Controller (Kalwitz Ex I (CN_S 182804-805))

Bill of Material (Kalwitz Ex 2 (CNS 181632-633))

Emails Dated 1/13-3/31/97 from P. Colline to M0

re: Status_Repo11s (Kalwitz Ex 3 (CNS l8250l~5l1)).

Hardware Schematics for the Fibre Channel
» Daughtercard for Coronado (Kalwitz Ex 4 (CNS

181639-648» ' '

1‘-Ad‘aptec'Schematics re A-AC-340 (Kalwitz Ex 14 _
_:,(CNS 177215-251» =

: Bridge Product Line Review. (Manzanares Ex 3
L (CNS 177307-336))

AEC Bridge Series Products—Adaptec External
; Controller RAID Products Pre-Release Draft, v.6

(Manzanares Ex 4 (CNS 174632-653)) ' '

:jVStorage Router Block Diagram Drawnjby K. Arroy :
‘(Arroyo Ex 11) ' g z »

Concept 910 Series Real—Time RAID Storage
Solutions, Product Brochure (Bock Ex 2_ (S 00001.--A

+2»  . I I

fiConcept 821-SW Real-Time RAID Storage

Solutions, Product Brochure (Bock Ex 3 S 00003-4))

;;FibreRAID 907 Real—Time RAID Solution, Product
§Brocl1ure (Bock Ex 4 (S 00009—l0)) _

"Article entitled, “Storage Concepts" by Martin Bock L ,
_(Bock Ex 5 (S 00014))

25038740. I
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Description _ Offered Objected I
FibreRA1D 814 Rea1—Time RAID Solution, Product

-Brochure (Bock Ex 6 (S 00019-20)) '

Article entitled, “Storage Concepts VideoStar and

4 FibreRAID" by Martin Bock (Bock Ex 7 (S 00021))

Article entitled, “SGI Gets a Dose of Fibre from

Storage Concepts" by Martin Book from Silicon

Graphics World, Vol. 7, No. 2 (Bock Ex 8 (S 00024-

Products Shipped Log (Bock 1311 9 (s 00026-29))

_ Concept C814 FCS Disk Array Subsystem SCSI
"Command: Spe'ciif1c‘atio'n‘(Bock Ex 10 (S 00272-
329» ' .

Concept C814 FCS Disk Array Subsystem Product
Specification (Bock Ex 11 (S 00330—348))

1 Concept C814 FCS. Disk Array Subsystem User
Guide (Bock Ex 12 (S 0039S—S09)) -

Concept 910-SW Disk Array Systems Users Guide
(Talati Ex 13 (S 00349—394))

I Concept 9l0—SW SCSI Command Specification
(Talati Ex 14 (S O0118—209))

HSx70 System Specification, Steve Sicola, Revision

4 (Phersori Ex 2 (CPQ 1648-1707))

' Hand—Drawn Document by Michael Barrett at
Deposition (Pherson Ex 3)

' jPac1<'et of Documents Containing Diagrams,
Schematics, Emails and Product Information

I (Pherson Ex 4 (CPQ 1292-1806)) I

A Email Dated 1/17/97 from G. Dolkas to J. Dunning V
; re: Minutes of 1/13 Phone Conference (Dunning Ex

; 1 (HP 156-57)) '

:Email Dated 1/27/97 from G. Dolkas to J. Dunning
re: Minutes of 1/20 Phone Conference Dunning Ex

2(1_n> 15960))

‘Email Dated 2./1/97 from G. Dolkas to J. Dunning
re: Minutes of 1/27 Phone Conference (Dunning Ex
3 (HP 161-62))

250387-10.I
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Exhibit No. Description Offered Objected Admitted

Email Dated 3/11/97 from G. Dolkas to J. Dunning

re: Minutes of 3/10 Phone Conference (Dunning Ex

4 "(HP 177-78))

Email Dated 4/7/97 from G. Dolkas to J. Dunning
ref Minutes of 3/31/ Phone Conference (Dunning Ex

' 5 (HP203-04).)‘ .

1 Email Dated 5/12/9.7 from 'G.‘Do11cas to J. ‘Dunning’ ‘
re: Minutes of 5/5 Phone Conference (Dunning Ex 8' ‘

‘Email Dated 4/19/97 from Dolkas to J. Dunning
re: Minutes of 4/14'Conference (Dunning Ex 6 (HP

215-16)) , .

Email Dated 5/5/97 from G. Dollcas to J. Dunning
re: Minutes from 4/28~Phone Conference (Dunning

Ex7(HP 217-18)) ‘

(HP 220-21)) ' L 1

I 1 Email Dated 5/19/97 from G. Dollcas to J. Dunning‘.
re: Minutes from 5/12 Phone Conference (Dunnirigj

Ex 9 (HP 223-24)) . - '

D . re: A thought About Additional Cost Savings
(Dunning Ex 10 (HP 236-38))

‘ Email Dated 6/17/97 from J. Dunning to Dolkas‘
A ' re: Send us the Code (Dunning Ex 11 (HP 272))

Hewlett-Packard Service and User Guide Manual for .
HP A330A, A351 1A, A3511Z Fibre Channel SCSI

Multiplexor.(Preliminary) (Dunning Ex_l2 (CPQ
’ 1000-1144))

Hewlett-Packard Service and User Manual tor Fibre
— Channel SCSI Multiplexor (Dunning Ex 13 (HP

_ 335-48'6))_. . . S

:3: Hevivlett-Packard Roseville Site Property Pass for
f Brian Smith (Dunning Ex 14 (HP 489))

Distribution Agreement Between Hewlett~Pacl<ard

' and Crossroads (Dunning Ex 15 (HP 326-33))

‘Hewlett-Packard Preliminary Technical Data Sheet,
' . . for the HP A3308A,A351lA, A351 1AZiFibre

Channel-SCSI Multiplexer (Dunning Ex 16 (HP

492-93))

~ 25038740.!
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Exhibit No. ,Description ' 4 Offered Objected
Hewlett-Packard Preliminary Technical Data Sheet

_for the HP A33OA, A3511A, A3511AZ Fibre

Cl1annel—SCSI Multiplexor (Dunning Ex 17 (HP
490)) -

Background on Fibre Channel SCSI (Dunning Ex 18'
(HP1,3,5,7,9,11)) V

Background on Fibre Cl1annel SCSI (HP 1~12)

OEM Price List (August 1999) (Regan E11 7 (PTI
48416)) ~. _

HP-FC-5000 Tacliyon Users Manual, First Edition A A

. ‘ (PT1- 172419-839) ‘ . N _

. ' Fall Comdex: A Storage Overview, 1996 (ANCT

~ 470; ANCT 472) A _ - _

' RA1DjManager 5 with RDAC 5 for UNIX V.4 —

A _ User's'Guide(M_etaSto_r_e) (LSI 1853-2294)

:De1‘nonstrative: Block Diagram SYMBIOS LOGIC gl
Series 3 Fibre Channel Disk Array Controller, ‘_ :7

-_“ Model 3701 Hardware Functional Specification (LS1 j_-
' ‘ 1670) - V A ' ‘ _ .

E-Claim Chan: Detailed Analysis oflnvalidity of '
5 Claims in View of the 3701 Product V _

Claim Chan: Detailed Analysis of Invalidity of

4 jClaims in View of the HSx72 Product

Claim Chart: Detailed Analysis oflnvalidity of
fjClain1s in Viewof the Coronado Product '

iCV of Gary Stephens - i

I CV ofBrian Berg (Ex 1 to Berg Report)

H Tilixpert Witness Experience of Brian Berg (Ex 2:t_o ’ :
1 -‘ Berg Report)

1 :f"Public Speakingand Conference Participation of
“Brian Berg (Ex 3 to Berg Report)

3-___Pub1icatio11s of Brian Berg (Ex 4 to Berg Report)
US. Patent No. 6,041,381 (Hoese) (Ex 7 to Berg" "
Report) ' -

.CV of Kenneth Flamn1 (Ex 1 to Flamm Report)

25038740.!
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mm No. orre»-ea objected

I Pathliglil SAN Router and Gateway Sales Analysis
.(Ex 3 to Flamm Report) '

VPS Software Activations Analysis (E7: 4 to Flamm
Report) _

VPS Pricing History (Ex 5 to Flamm Report)

Conservative Estimate of Pathlight Revenue from
VPS Activation (Ex 6 to Flamm Report) '

Estimated Cost to Pathlight of Rewriting _v1>s (Ex 7
to Flamm Report) ' '

LostAProf_its to Pathlight ifit Removed Access) '
Control from VPS and Received no'Revenues front

VPS Sales (Ex 8 to Flamm Report) 5

Procom Technology R2000 Failover RAID User's
Guide, December 1996 (PTI 177762-786) ’

"Mylex Offers OBMS and VARs High Performance’
SCSI—to—SCSI Controller with Active/Active

Failover", March 17, 1997 (PTI 177903-905)

' DAC96OSXJDAC960SF scsr Command _Reference
Manual, Fimiware Version 3.3, 11/21/97'(PTI

177906478039) ' 1‘ A

"A Shared Disk File System for a Cluster of IRIX 1
« Workstations“, Matthew T. O'Keefe, University of ’

Minnesota (PTI 178424-460)

Mylex Raidfx Manager Version 7.09 User Guide,"
1998(P.TI‘178714-777).” _ _

Disk Storage in a Dual Server Cluster, Wi11iam V, ; ,
Courtright II, Symbios Logic,_August 28, 1996 (PTI

178277-294) A ' 7 ‘ '

"Pathlight SAN Gateway-Value: Add Functions"
(PTI 178814-815) » 4

"Accommodating Huge Data Favnnils“, Robin .Puroh.it,'
\./eritas Software, May 22,2000 (PTI 173621) '

LUN Security for_SANs White ‘Paper, Hu Yoshida,
Hitachi, 1999 (PTI 173718-721)

Veritas SANPoint.Control (PTI 173722-732) ' . V

2S038740.l
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Exhibit No. ‘ ' ‘ ‘ Offered Objected
Applications in Storage Area Networking, Veritas - ' A

(PTI 173755-761)

LUN Security Considerationsfor Storage Area
Networks, Yoshida, Hitachi, 1999 (Flamm Depo Ex

3 (PTI 173762-766)) ~

Procom Technology R2000 Failover RAID users
Guide, Revision 2.0, December 1996 (PTI 174510-
525) _ - ‘

Veritas Software Extends Online Disk Management
‘ for Microsoft Windows Enterprise Environments,

7: _May 23, 2000 (PTI 174626-627)-

: SAN Management - A Guide to Managing Multi-
_ . vendor Storage Area Networks, Veritas, 2001 (PTI

:17473o-735) . - ' .

3 Sharing SCSI Tape Backup Devices in a Fibre
_ Channel SAN Environment, TD Systems V
. Corporation (PTI 275377-383)

1 IBM 7190 SCSI Host to SSA Loop‘/Attachment
A ,:Model 100 Installation and User's Guide, August-

, 1997 (PTI 175810-870)

;Mylex Dual Controller Configurations using the .
.Mylex DAC96OSX and DAC960SXI Disk Array

Controllers, May 4, 1997 (PTI 175942-955)

"Dataquest names Mylex World's Number One Non—' ,.
1- captive RAID Controller Vendor in new 1998 "

f: report", October 13, 1998 (PTI 176082-083) X

Internet Technology Strategy: Summing Up .
. §Storage: Our Quick Guide to an IT megatrend,

Salomon Smith Barney, January 24, 2001 (PTI

A 1- 181037-062) ' ‘ ,

Veritas, High Availability Clustering in a Microsofl
:3 Windows Environment (PTI 181509-S28)

Letter dated May 12,1998 from Pathlight to IBM re‘ -_;
' alnquiry # RMSS 0506-01, Fibre Channel to SCSI

_. '_ Bridge,-with attachments (PTI 48922-49266)

' Letter dated July 9, 1998 from Pathlight to IBM_re
1 Inquiry # 98RMSS 0710-1, Fibre Channel to SCSI

Gateway, with attachments (PTI 50005-087)

2503874111
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Description

i . Handwritten notes dated May 17,» 1999(PT1 48202-
. 204) . - - '

AiMemorandum dated June 3, 1999 from James H.
Watson, Jr. to Randy Hood and Said Rahmaui re

250J8740.|

IBM Production Procurement Agreement between
.lBM and Pathlight Technology, Inc., signed January

14, 1999 (PTI 520088-154)

Letter dated April 21, 1998 from IBM to Pathlight re

Request for Proposal, Inquiry # RMSS 0506-O1,

Fibre Channel to SCSI Bridge, with attachments

(PTI 82749-769) ‘ ‘ A

A Emails dated March 15-16, 1999 between Randy

Hood and Richard Lamperd, re Results.o_f "road

map" discussion (PTI 48213-214) V

IBM SAN Router Negotiations Update (PTI 47847-
V 849)

I Fax transmissiondated June.7, 1,999 from J.H.
‘ Watson, Jr. to Dick Lamperd attaching Path1ight's :

-4 ' response to request for information (PTI 48184-186)

"PathAligl1tOEM Price List, August 1999(1’TI48416) ‘
"Fax transmission dated September 29, 1999 from

‘ James H. Watson, Jr. to Randy Hood re information
' 3 transmittal, with attachments (PTI 47939-950).

-. Email dated September 29, 1999 from James H;

Watson, Jr. to Karen Ward and Brandon Wong re
' _~'l‘acl1yon Enhancement plus... implementation

iproposal (PTI 47912-913) ‘ '

Handwritten notes dated September 30, 1999'(PTI

-;j47930) » A ' 1

Letters dated October 5, 1999 from Randolph Hood

‘_"to Richard Lamperd re pricing announcement for
T 2000, 1DualFC(SW)-4DS with VPS quotation, vps

~_software quotation, Existing SAN Gateway upgrade
quotation (PTI 47922-925)
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‘EXl1ibitN0. Description _ orrered Objected i Admitted
D-253 Email dated October 21, 1999 from Sandie Butler to

James H. Watson et al re info request in prep for‘
IBM R&D units to come back for upgrade (PTI

47914-916)

Handwritten notes dated October 25, 1999 (PTI
479,19) - ’

Handwritten notes dated October 8,1999 (PTI
47926-927) H »

Pathlight OEM Price List dated November 1999
(PTI 48415) -

Email dated November 10," l999‘froni James:H. .
Watson, Jr. to Dick Lamperd re Agenda for our Next
‘Conference Call (PTI 47875-877) ‘

M" Fax transmission dated November 24, 19_99‘from '
V Randolph Hood to Hank Watson with attachedifaix

message and letter from Randolph Hood to Richard 4.‘

Lamperd re lDualFC(SW)—4DS with VPS quotation

;(PTI 47865-367) A i -

: Invoice number 114087 dated January 14, 2000 from
Pathlight to Unisys with attached fax transmission '

dated June 26, 2000 (PTI 48317-318) 7

~_ Letters dated February 15-16, 2000 from Randolph
Hood to Richard Lamperd re shipping schedule and

'FRU unit upgrade to VPS quotation, data mover .

quotation, with attached memo dated February 15, . _.

‘2000 and emails dated August 5, 1999 (PTI 48256- .

26.1) . -

Letters dated April 26, 2000 from Randolph Hood to
.Jan White re Extended distance fibre channel long
_.wave PMC module with 2200A, SCSI LVD module,
‘SAN Gateway & SAN Router SCSI pricing review,
VPS client software license (PTI 48243-247)

-Pathlight OEM Price Lists dated May 2000 (-PTI i_ A
4841 1-412) '

25038740.!
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Exhibit No.

Letters dated May 4, 2000 from Randolph Hood to
Jan White re Extended distance fibre channel long

wave PMC module with 2200A, SAN Gateway &

. SAN Router SCSI pricing review, SCSI LVD

module, VPS client software license (PTI 48239-
242) ‘ ‘ .

Amendment 3 to the Production procurement

agreement no. 4998310008 executed on January 14,

1999 between IBM and Pathlight Technology, Inc.
(PTI 48115-116) ‘

Letter dated May 25, 2000 to James Watson re
I Amendment #3 to Attachment 1 to Production

‘ Procurement Agreement No. 4998310008 between

IBM and Pathlight (1>r1 43071-072)

Email dated May 31, 2000 from Nathan Dickennan
to Hank Watson re Amendment #3 with attached‘

draft (PTI 48095-098)-

‘. .Various Patlilight invoices to .Overland'Data and
; IBM (PTI 170600, 170559, 170585, 170572, «

‘ 170534, 170545, 170277, 170424)

‘ TD Systems Omniserve 3 — Fast and Wide Vscsr

2503 8740.]

A, Sewer: User Guide for All Sharing Models, Rev..3
- (IDS 127-70) 4

Pathlight Monthly Income Statement — FY 7000 —

1st and 2nd Quarters (PTI 169540-542) '

A-V Pathlight Calendar Year 1999 — Operating Expense - _‘
’ 'I're_nd Lines Last 10 Months (PTI 57288-290)

_ American National Standard — Small Computer _ A
Systems Interface (SCSI); Rev. 17—B dated March 3,

1986 (PH 166556-563)

in Storage Networking: Storage Data Sharing-
Creating Appropriate SAN Solutions —Hewlett—

' Packard (Flamm Ex 2; PTI 181250-256) .

A , LUN—Level Zoning — White Paper (Flamm Ex 4;
PTI 177394-398)

I McData — A Discussion on Fibre Channel

Infrastructure Issues (CRDS 5100-22)

Offered
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Exhibit No.

Mark Levy Letterto Said Rahmani Khezri dated
.April 10, 2000 with attachments — “The Levy

_Opinion" (Rahmani'Ex 81 (PTI 165433-614))

1Pathlight’s SAN Router Installation and User’s

Guide — September) 2000 (Prestas Ex 85; Rahmani _
Ex 89 (PTI 165032~243)) ‘ - '

Pathlighfs Gateway Installation and User's Guide —
August, 2000 (Ralunani Ex 88 (PTI 167074-293))

‘ Hewlett Pacl(ard’s TachLite Fibre Channel Mass
Storage Interface Controller - User's Manual, Draft

Ver. 2.5 (CRDS 6829-7061) . I .

-scsr Connnandlsuppgrt for SSA/S_CSIBridge '—* A
' Terrence Kellcher (PTI ‘1 1 191-307) -‘

SPARCstorage my User; Guide, Rev A (PTI: V
' 1_5123o-_1641945).
'x3T1o 99413 —< (Drafl) Information Technology:
SCSI-3‘Architecture Model, Rev. 18 (PTI 165977-
166049) A ‘

X3T I 0 Project 1 04l7D: Infomiation Technology 5',
SCSI—3 Controller Commands (SCC), Rev. 6c (PTI
166400-546) ' ' 1 ' ‘V

X3T1’o 9_95D - (Drafl) scsra Primary Commands, .
Rev. 11 (Wanamaker Ex-5 (PTI 166050-229)) '

X3T10 Project 996D; Infonnation Technology —
SCSI—3 Block Commands_(SBC), Rev. 8 (PTI _

171411-549) v - - ‘

"Fibre Channel — -Physical and‘ Signaling Interface _
(FC—PH): X3Tl 1/Project 755D, Rev. 4.3 (PTI

168209-685)

' Fibre Channel — Physical and Signaling Interface
(FC-PH): xm I/Project 901D, Rev. 7.4 (PTI

' 167975468162) ,

. X3269-l99X (Draft) - Information Systems -

dpANS Fibre Channel Protocol for SCSI, Rev.‘ 012
‘ (PTI 166230-304)

X3T1 l/Project 1l'62D'1‘: Fibre Channel Private Loop.
SCSI Direct Attach_(FC-P-LDA), Rev. 1.8

- (Wanamaker Ex 6 (PTI l66305~399))

25038740.]
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Description Offered Objected Admitted
D— Small Computer System lnlerface(SCS1); X3T9.2 9

/82-2, Revision 17B, 16 December 1985 (PTI

171715-904) ’
Small Computer System 1nterface—2 (SCSl—2),
.X3T9.2 Project 375D, Revision 10L, 7 September
1993 (PTI 171.905-172405) '

SCS[—3 Primary Commands, T10 Project 995D,
Revision 11A, 28 March 1997 (PT1 167405-430)

7 lnfoStor, “Building Better-Backup Systems with
SANS”, Farley, Marc; November 2000, pp. 56-72,
(PTI -172406-418) . - . .. ~ .

The RAIDbook - A Source Book for Disk Array
Technology, 4th Edition (PTI 1.67299-404)

ProjectiT10: SCSI-37 Standards Architecture
Roadmap and FC—PH, Rev 4.3: Figure 1 - Document . A '
Relationship re SCSI-3 Fibre Channel Protocol (PT1
16_211O-111)_ : A.

Press Release re Storage Concepts Debuts".-
FibreRAID(P_.'1‘I 167537-538)

' Report of the Working Group‘ on Storage 1/0 for
' Large Scale Computing; Department of Computer

I Science Duke University: CS-1996-21(‘PTI 1_73330- , i
347) ' " A .

9 VBAR_ Volume Backup and Restore (CRDS l2200- i
202) . 7 _ ' - -‘

' Report of the Working Group on Storétge 1/0 for
Large Scale Computing, ACM Computing Surveys,
Vol. 28, No. 4, pp. 1-15 (CRDS 39993-40007) ~

A Case for Network-Attached Secure Disks, A
Carnegie Mellon University (CMU—CS-96-142)
(CRDS 39974-992)

“Climbing Mount Everest" SCO World; Jan. 1995
(CRDS 5363-71) ‘

";A1ternative Storage Interfaces Outdo SCSI
Connectivity"; Computerworld, April 1995 (CRDS _
5433-34)

‘ “The Future of Storage"_ (CRDS 24748-752)

25038740.!
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« Exhibit .N°- Offered Obiected
The SPARCstorage Array Architecture - Technical

White Paper (PTI 161946462002)

Fibre Channel Teeluiology - Technical Brief(PTI '
1 62003-020)

Sun Reseller News, Volume V, Issue 26: Special
Edition re SPARCSTORAGE ARRAY THE

INDUSTRY'S MOST INNOVATIVE STORAGE

SOLUTION (PTI 162021-041) ' '

Serial Optical with Fibre Channel Arbitrated Loop
(SOC+) ASIC Specification, (Preliminary), Rev. 0.1
(SUN91—3l9) ' . . .. .

Sun Microsysterns Computer Company Announces I ‘
. the New SPARCstorage Array Model 102 Storage

System (SUN 481-88)

Sun Unveils New Highly Integrated RAID Mass .

Storage System-Includes Fibre Channel Interface
(SUN 489-90) _ ‘ . ‘

Sun SPARCstorage Array-Enhancements Increase
I/O Perfonnance by 25 Percent (SUN 491-92 I

I Sun SPARCstora§e Array 214 RSM Increases
Storage Capacity and Reliability for Enterprise

' Environments (SUN 493-95) ‘

Sun Microsysterns Computer Company "Announces I
the New SPARCstorage Array Model 200 Storage

System (SUN 498-507) -

IBM Packing List for Shipment of NUMA—Q
Products to Ford Motor Co; Dated December 12,
1996; Sales Order No. 385310 (IBM I-3)

IBM List ofNUMA'-Q Products Shipped to Ford
Motor Co. Sales Order No 385310 (IBM 4-7)

‘IBM Packing List for Shipment of NUMA—Q
- Products to Ford Motor Co. Dated December 12,

: I996 Sales Order No. 385312 (IBM 8-10)
IBM List ofNUMA-Q Products Shipped to Ford‘
Motor Co. Sales Order No. 385312 (IBM I1-I5)

Fibre Channel Bridge Software V1.0.0 Release
Notes (NUMA—Q) (IBM 16-30)

25(l38740..l
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Exhibit No

. Ouc11i)(PTI 173258-270) - ~

Offered

Sequent Online Documentation, 12/96 (IBM 31-32)

Sequent Online Documentation Release Notes,

12/96 (lBM 33-36)

FC/SCSI Bridge Hardware Functional Specification,

Rev. A00 (IBM 37-162)

U.S. "Patent No. 3,082,406, entitled, “Decoding

Device” (LD. Stevens) (PT1 173253-257)

U.S. Patent No. 4,092,7_32, entitled, “System for
Recovering Data Stored in Failed Memory Unit” (K.

U.S. Patent No. 4,947,367, entitled, “systemufior
Convening Digital Data from Magnetic Tape

Fonnat Apparatus and Method for Converting a . .

Sequentially Accessible Magnetic Tape Data Formati .‘
.to Directly Accessible Write-Once Disk Data Format
to Wonn Optical Disk‘Format” (Chang et al) (PT1
173271-282) . .

U.S. Patent No. 5,072,373, entitled, “Direct Access 1
Storage Device with Independently Stored Parity”

(P. Man1<a)(PT1 173283-317)

iU.S. Patent No. 5,465,382, entitled, “System and
Method for Mapping Directly Accessible Magnetic
DASD Storage to Fixed Block Optical Storag

(Day, [11 et al) (PT1 173318-329) _ 9 ‘

3 Fibre Channel to SCSI Bridge Functional.
Requirements (PT1 21 175-1

. Source Code Module ia1ib.c (l’TI 116351-356) _

Source Code Module fctcrit.c (PT1 116357-361)

_'v1>s Test Specification, ver. 1.00 dated October '4,

2 5038740. I

1999 (PTI 116362-37.0)

? Source Code Modu1eifctarg.c (1’TI 1 16387-389)

l'1‘L Access ‘Control Design Specification, Ver. 1.10"
,(PTI 116401-414) ' «

[TL Access Control Requirement Specification, Veif
1.06 (PT1 116419-426) ‘- h
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‘Exhibit No.

- SYM53C825A/825AE PCI—SCSI I/O Processor (PTI ii

ITL Access Contr0lRequirement Specification, Ver.
~l.04 (PTI 116427-433)

Lab Notebook #1209 of Gregory Prestas dated

February 18, 1998 (PTI 1232214344)

Lab Notebook of Gregory Prestas (PTI 88216—245) - _

Pathlight physical exhibit containing software
modules relating to VPS (PTI4 167575)

Demonstrative: HSG Controller Block Diagram —'

EibreChanne1 HSx71/2 Controller Architecture
(CPQ 1670)

Demon.strative:iBlock Diagram Co’rona'do-Lite. FC-. .
SCSI Bridge (ABC-73,12) (CNS 178642) ‘ 4 ‘ _

Declaration ofVicom Custodian of Records, Horatio.
Lo ' ‘ ' ' '

Declaration of Westem Digital Custodian of
Records, Michael Ray"

Declaration of TD ‘Systems Corporation Custodian - ‘
of Records, Peter A. Brewster

Declaration of Computer Network Technology Inc.

Custodian of Records, Bill Collette ‘

. SYM53C8 10A 1>c1—scs1 110 Processor (PTI

172804473027) Databoolc Version 3.0 .

17310289173252) Databook Version 2.0

Media Server Interface Specification — Preliminary‘
Draft- Version 0.00

: Maintenance In Out Change Spec, Version l.l'0i(P.TI _
' ._ 183559-581)

Article Entitled, “Empirical Evidence on the ‘

Validity of Litigated Patents” by J. Allison and M.

Lemley AIPLA Quarterly, Journal, Vol. 26, No. 3,

' pp. 185-211, June 1998 (Dewilde 83; Levy 1)-
‘. Entire Article (PTI 183582 — 644)

' Compaq CP4lOt) (Shiner)iOEM
V Requirement, Revision_0.6_ (Bardach Ex 26) ‘

25038740, 1
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5
Draft Development Agreement Between
Compaq and Crossroads (Bardaeh Ex 27)

I Letter B. Bardaeh to D.‘Scl1midt re:

Exelusivity Agreement (Bardach Ex 28)

Emails D. Schmidt to K. Hudson, . Spencer
re: Exclusivity Agreement (Bardach Ex 29)

Crossroads Financial Reporting Package, V
July, 2000 ((Fiscal Q3.’ 00) CRDS 51873 —'

51977 - Alvarez Ex 3) ’ i '

~ ‘Leeds Spreadsheet (Quisenberryiex 5)

Fibre Channel Article (Quisenberry Ex 6)

' Crossroads Purchase Order Log
~ (Quisenbeny Ex 9) 1 ' ‘

Dale Quisenberry Notebook (Quisenberry _ .
Ex 16) ‘ _ I —

Respectfu11y.Submitted,'

Davi D Bahler, sq. (SBN 01513100)

Stephen . Dellett, Esq. (SBN 05652490) .

Michael C. Barrett, Esq. (SBN 24006803)

Mark T. Garrett; Esq. (SBN 24007225) ' -
FULBRIGHT &_ JAWORSKI; L.L.P..

‘ 600 Congress Avenue, Suite 2400

Austin, TX 78701-3248 '

Telephone: (512) 474-5201

Faesimilezp (512) 536-4598

ATTORNEYS FOR DEFENDANTI .

COUNTER-PLAINTIFF

25038740. I’
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CERTIFICATE OF SERVICE

. I hereby certify that on June 5, 200l, I caused copies of The foregoing DEFENDANT
PATIIILICHT TECHNOLOGY, INC.’S THIRD SUPPLEMENTAL TRIAL EXHIBIT

4 LIST to be sewed on all counsel of_record, as indicated below: '

Alan D Albright, Esq. 7 _ i ' - VIA Hand Deliver!
John Allcock, Esq. '

GRAY CARY WARE _
& FREIDENRICI-I-, L.L.P.

. 1221 South MoPac Expressway, Suite 400
Austin, TX 78746-6875 '

25038740.!
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-IN THE UNITED STATES DISTRICT COURT

FOR THE WESTERN DISTRICT OF TEXAS

AUSTIN DIVISION

' CROSSROADS SYSTEMS, (TEXAS), ' - ,
INC., a Texas Corporation, CIVIL ACTION NO. A—0OCA-217-_SS

Plaintiff . . . V __
V. ~ HONORABLE JUDGE SAM SPARKS

CI-IAPARRAL NETWORK STORAGE, INC. .

a Delaware corporation, DEMAND FOR _]'U'RY TRIAL

Defendant.

DEFENDANT CHAPARRAL NETWORK STORAGE, INC.’S
FIRST SUPPLEMENTAL TRIAL EXHIBIT LIST

One or more of the exhibits listed below may be used for cross-eiramination ptuposes only. Chaparral
reserves the right to supplement its trial exhibit list as necessary.- '

3 Exhibit N<>- .
Certified Copy ofU.S. Patent No. 5,941,972; V A _
entitled, “Storage Router and Method for Providing

, Virtual Local Storage” (Hoese et al) ' ' . _

‘ Certified Copy ofFile History of U.S. Patent No. ‘ A _ .
5,941,972; entitled, “Storage Router and Method for -

I Providing Virtual Local Storage” (Hoese _et al) ‘ I

‘ US. Patent No. 5,748,924, entitled, “Method and
_ Apparatus for Transferring Data from SCSI Bus to _ A

Serial‘Device and From Serial Device to SCSI Bus” _ -

(Liorens et al) .

’ U.S. Patent No. 5,768,623, entitled, -“System and » ~
Method for Sharing Multiple Storage Arrays by

Dedicating Adapters as Primary Controller and ,

. Secondary Controller for Arrays Reside in Different

Host Computers” (Judd et al) (Hodges Ex 6)

250691611
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-
U.S. Patent No. 5,809,328, entitled, "Apparatus for ‘

Fibre Channel Transmission having Interface Logic,

"Buffer Memory, Multiplexer/Control Device, Fibre
Channel Controller, Gigabit Link Module,

Microprocessor and Bus Control Device” (Nogales
et al)

U.S. Patent No.‘5,8l2,754, entitled, “Raid System
with Fibre Channel Arbitrated Loop” (Lui et al)

U.S. Patent No. 5,835,496, entitled, “Method and

Apparatus for Data Alignment” (Yeung et al)

US. Patent No. 5,848,251, entitled, “Secondary

Channelfor Command Infonnation for Fibre .
‘Channel. System Interface’Bus” (Lomelino et al)

Power ofAttorney Documents Filed with PTO for

Patent Application 00-1 ,799 (Smith Ex 18_)

Inventor Declarations and Power of Attorney Filed
with PTO

US. Patent No. 5,941,972; entitled, “Storage Router
and Method for Providing Virtual Local Storag

(Hoese et al) (Hulsey Ex 1) I “

Datasheet ‘for CrossPoint 4100 Fibre Channel to

SCSI Router (Dedek Ex 41 ‘(ANCT 117-120))

Symbios Logic — Software Interface Specification

Series 3 SCSI RAID Controller Software Release

O2.xx (Engelbrecht Ex_2 (LSI 1421-71658))

Symbios Logic 4- Hardware Functional Specification
for'the' Symbios Logic Series 3 Fibre Channel Disk

Array Controller Model 3701 (Enge1brechtEx 3 ’

_ (LS1 1659-1733)) .

_. Purchase Order and Shipping List to Transoft
- Corporation (Engelbrecht ll (LS1 2822-24)) '

News Releas_e- Symbios Logic to Demonstrate

Strong Support for Fibre Charmel at Fall Comdex

(Engelbrecht 12 (LS1 2785-86))

. 25069163,!
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‘ ‘ExhibitN°- Offered Obiected I
D-l7 OEM Datasheet on the 3701 Controller (Engelbrecht

_13 (LSI 1837-38))

RAID Manager 5 with RDAC 5 for UNIX V.4 — '
User's Guide (MetaStore) (LSI 1853-2294)

Claim Chart: Detailed Analysis of Invalidity of

Claims in View of the 3701 Product ' . i 4 "

"Block Diagram SYMBIOSLOGIC Series 3 Fibre -. ' '
Channel Disk Array Controller, Model 3701 h V -
Hardware Functional Specification (LSI 1670) — _

' Nondisclosure Agreement Between Adaptec and _ " 4
Crossroads Dated 10/17/96 (Quisenberry Ex 25 — V ‘ y - '
(CRDS 8196)) - H _ ' _ g ' _

Organizational Presentation on the Extemal Storage ‘ A ' ' i .
"Group (Lavan Ex 1 (CNS 182242-255» I _ ‘

' Bridge Phase II Architecture Presentation (Lavan Ex » .
2 (CNS 182287-295)) A ' i . '

Attendees/Action Items from 4/ 12/96‘ Meeting at i I . ' '
BTC (Lavan Ex 3 (CNS 182241)) I ' 7-

Brooklyn Hardware Engineering Requirements < r ' -
Documents, Revision 1.4 (Lavan Ex 4 (CNS _ A. ' . - '

178188-211)) . - i " - .

Brooklyn Single-Ended SCSI RAID Bridge » _ - , V" . ' 1
Controller Hardware OEM Manual, Revision 2.1 3 g _ ‘_
(Lavan Ex 5 (CNS 177169-191)) ' _ , 9 - «

Brooklyn SCS'-SCSI Intelligent External RAID = _ A

Bridge Definition Phase Exfit'Documentation (Lavan V .

(Ex 6 (CNS 177397-61 1)) ' ' i —

Coronado Hardware Engineering Requirements in i ‘ _
Document, Revision 0.0 (Lavan Ex 7 (CNS 17691,7— .. - -
932)) - . 1 - ' A ' .. V ‘

ESS/FPG Organization (Lav_an Ex 8 (CNS 178639- - A ' _

:6s2»  I S -

' Adaptec MCS ESS Presents: Intelligent External I/O . ' ' '
Raid Controllers "Bridge” Strategy (Lavan Ex 9 . '

(CNS 178606—638)) . . _ . '

250691611
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Exhibit N°- Offered Objected
ABC-7313 FibreAChanr1el Daughter Board (for

Brooklyn) Engineering Specification, Revision 1.0

(Lavan Ex-10 (CNS 176830-850))

Physical Exhibit — First Coronado Prototype (Lavan
Ex 11) .

‘Physical Exhibit —'Rev. B PCB, 10-96 (Lavan Ex 12)

Physical Exhibit - Complete Brooklyn Product with

‘a Single_¥Ended SCSI Motherboard (Lavan Ex 13)

Bill ofMaten‘a1’(La‘va'n Ex.14 (CNS 177211-214»

AEC-.4412B, Alec-7412/B.‘ External RAID -
Controller Hardware OEM Manual, Revision 2.0
(Lavan Ex 15 (CNS 177082-123))

Coronado 11, ABC-7312A Fibre Channel Daughter
' (for Brooklyn) Hardware Specification, Revision 1.2

‘(Lavan Ex 16 (CNS 177192-210))

AEC—4412B, AEC7412/in External RAID
Controller Hardware OEM Manual, Revision 3.0‘

(Lavan Ex 17 (CNS 177124-165)) -

Memo Dated 8/15/97 to ABC-7312A Evaluation _
Unit Customers re: B001 Release Notes (Lavan Ex

18 (CNS 182878-879))

Brooklyn Main Board (ABS-0302) MES Schedule
(Lavan Ex 19 (CNS 177759-763)) -

News Release — Adaptec Adds Fibre Channel
Option to its External RAID Controller Family -

(Lavan Ex 20 (CNS 182932-934)) v V

AEC-4412B/7412B User’s Guide, Rev. A (Lavan

Ex 21) '

Memos T. Lavan to J. Walker re: Weekly Status

(Lavan Ex 213)

’ Memo B. Morris to-‘M. Gluck, J. Walker, T. Lavan, '
B. Allison and M. Hardy re: Product Priority List

(Lavan'Bx 214) -

Memo D. Matthews. to T. Lavan re: LUN Zoning

and Extended Copy Key ERDS ‘(Lavan Ex 215)

V G6322/G7324 External RAID Board Controller-
User’s Guide (Lavan Ex 216) '

25069 I63. I
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Exhibit N°- Obiccted
‘ Data Book— A1C—7895 PCI Bus Master Single Chip A '

SCSI Host Adapter (Davies EX 1 (CNS 182944-
964)) .

Data Book— AIC-l 160 Fibre Channel Host Adapter‘
ASIC (Davies Ex 2 (CNS 181800-825))

Viking RAID Sofiware (Davies Ex 3 (CNS 180969-

181026)) A V _

Header File with Structure Definitions (Davies Ex 4

(CNS 180009-018))

’ C-H. SourceCode for the SCSI Command Handler
-(Davies Ex 5 (CNS 179136—l68))‘ . ' '_ '

Header File Data Stmcture (Davies Ex (CNS
179997-180008)) ’

SCSI Command Handler (Davies Ex 7 (CNS
179676-719)) ' - . .

Coronado: Fibre Channel to SCSI Intelligent RAID

Controller Product Brief (Kalwitz Ex 1 (CNS

182804-805)) ' “

Bill ofMaterial.(Kalwitz Ex2 (CNS181632-633)) J »

Emails Dated 1/13-3/31/97 from P. Colline to M0-

re: Status Reports (Kalwitz Ex 3 (CNS 182501-511))

Hardware Schematics for the Fibre Channel -

-Daugihtercardfor Coronado (Kalwitz Ex 4 (CNS
181639—648)) I 4 ’

Adaptec Schematics re AAC—340 (Kalwitz Ex 14

(CNS 177215-251» . ' '

Bn'dge.Product Line Review (Manzanares Ex 3
(CNS 177307-336))

ABC Bridge Series Products-‘Adapter: Extemal
- Controller RAID Products Pre-Release Draft, v.6.

(Manzanares Ex 4 (CNS 174632-6S3))_

Claim Chart: Detailed Analysis of Invalidity of
Claims in View of the Coronado Product .

. Demonstrative: Block Diagram Coronado-Lite FC-
SCSI Bridge (ABC-7312) (CNS l78642)

25069163.]
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Description 4 Objected

HSx7O System Specification, Steve.Sicola, Revision I 7
4 (Pherson Ex 2 (CPQ 1648-1707))

Claim Chart: Detailed Analysis of Invalidity of
Claims in View of the HSx72 Product

HSG Controller Eloek Diagram — Fil5reChannel
HSx71/2 Controller Architecture (CPQ 1670)

Email Dated 1/17/97 from G. Dolkas to I. Dunning
re: Minutes of 1/13 Phone Conference (Dunning Ex

)1 (HP 156-57))‘ _ , .
_ Email Dated 1/27/97 from G. Dolkas to J.‘ Dunning 4’ .

_ “re: Minutes of 1/20 Phone Conference Dunning Ex 1 : ‘
2 (HP 159-60)) ‘ ’ « 1

Email Dated 2/1/97 from G. Dolkas to J. Dunning ...

re: Minutes of ‘1/27 Phone Conference (Dunning Ex _ 1

3(HP 161-62)) A _ H V _ _' _

Email Dated 3/11/97 from G. Dolkas to I. Dunning‘ }

re: Minutes of 3/10 Phone Conference (Dunning Ex _

4 (HP 177-78)) A - '

Email Dated 4/7/97 rioni G. Dolkas to J. Dunning . "
re: Minutes of 3/31/ Phone Conference (Dunning Ex A
5 (HP 203-04)) ' ‘ V -

Email Dated 4/19/97 from G. Dolkas to J. Dunning _
re: Minutes of 4/ 14_ Conference (Dunning Ex 6 (HP ; 3; '

215-16)) 5 ' 7

I Email Dated 45/5/97 from G; Dolkas to J. Dunning . ._
re: Minutes from 4/28 Phone Conference (Dunning ' '

Ex7(HP.217-18)) . 1

Email ‘Dated 5/12/97 from G. Dolkas-to J. Dunning i_
re: Minutes of 5/5 Phone Conference (Dunning Ex 8 “ ’

1 (HP 220-21)) - 1

‘Email Dated 5/19/97 from G. Dolkasto J. Dunning
re: Minutes from 5/12 Phone Conference (Dunning

Ex 9 (HP 223724)) ' ‘ ‘ '

Email Dated 7/28/97 from J. Dunning to G. Dolkas

re: A thought About Additional Cost Savings ' '7

(Dunning Ex 10 (HP 236-38))

Email Dated 6/17/97 from J. Dunning to G. Dolkas ‘
re: Send us the Code (Dunning Ex 11 (HP 272))

250691611
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Exhibit No. objected
Hewlett-Packard Service and User Guide Manual for . '

‘HP A330A, A35] IA, A351 1Z Fibre Channel SCSI
Multiplexor (Preliminary) (Dunning Ex 12 (CPQ '
1000-1144)) '

Hewlett-Packard Service and User Manual for Fibre

Channel SCSI Multiplexor (Dunning Ex 13 (HP

335-486)) ' ' .

Hew1ett—Packard Roseville Site Property Pase for V
Brian Smith (Dunning Ex 14 (HP 489)) '

. Distribution Agreement Between Hewlett-Packard

and Crossroads (Dunning‘Ex 15_(HP 326-33))

' - Hewlett-Packard Preliminary Technical Data Sheet’
2 for the HP_A3308A, A351 1A, A3511AZ Fibre

Channel—SCSI; Multiplexer (Dunning Ex 16 (HP _

A 492-93)) '

Hevvlett—Packard Preliminary Technical Data Sheet
. for the HP A330A, A351lA,_A35l IAZ Fibre

Channel-SCSI Multiplexer (Dunning Ex 17
490)) I

‘I Background on Fibre Channel SCSI (Dunning Ex 18
‘(HP 1,3, 5, 7,9, 11 ))

7 Background on Fibre Channel SCSI 1-12)

‘ HPFC-5000 Tachyon User's Manual? First Edition
3 1-‘(PTI172419-839) V _ __ _

4 Hewlett Packard‘s -'I‘achLite Fibre Channel Mass A

I Storage Interface Controller - User’s Manual, Drafi '
Ver. 2.S.(CRDS 6829-7061) ‘ . «

H ' American National Standard—Small Computer _- - .
' » Systems Interface (SCSI); Rev. 17-B dated March 3,‘

1986 (PTI 166556-563)

I ' X3T10 994D - (Drafi) Infonnation Technology:
, SCSI-3 Architecture Model, Rev. 18 (PTI 165977-

' H 166049) i

X3T1O Project 1047D: Information Technology -
; SCSI-3 Controller Commands (SCC), Rev. 6c (PTI

166400-546) .. . ' '
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ExhibitN°» Offered ' Objécted .1
X3Tl0 995D — (Draft) SCSI-3 Primary Commands,

_Rev. 11 (Wanamaker Ex 5 (PTI l66050—229)) - '
‘ . Fibre Channel —.Physical and Signaling Interface 1

_ (FC-PH): X3T11/Project 755D, Rev; 4_.3 (PTI
— . 168209-685) _’ ‘ . _

V _ Fibre Channel - Physical and Signaling Interface '
(FC-PH): X3VT11‘/Project 901D, Rev. 7.4 (PTI .i . -

_ 167975-168162) 7 _ _

A _ 4 ' X3.269-l99X (Draft) - Information Systems - I , .
dpANS,Fibre Channel Protocol for’SCSI, Rev. 012 .

1 (PTI 166230-304) , y _ V . .. y ‘ 2

it A Small Computer System Interface (SCSI), X3T9.2i . _
- 7 /82-2, Revision 1B, 16 December 1985~(PTI . _‘ ,

171715-904)‘ - * _ ' -

— ' Small Computer System Interface-2 (SCSI—2), ‘ i .
_ X3T9.2 Project 375D, Revision 10L, 7 September ' -

. 1993 (PTI 171905-172405) ' ' _- ’ ‘ ,

_ -. scsr-3 Primary.Commands,,T10 Project 9951), .
‘ Revision 11A, 28 March 1997 (PTI 167405-430) ' ' . ‘

» Project Tl.0: SCSI—3. Standards Architecture
. Roadmap and FC-PHV,ARev 4.3: Figure 1 - Document

1 ' Relationship re SCSI—3 Fibre Channel Protoco1'(PTI

162110-111) ' g

. The RAIDbook -' A Sou_rce'Book for Disk Array V . . 7
Technology, 4th Edition (PTI 16,7299-404) ' e .

Report of the Working Group 011 Storage 1/0 for H
V Large Scale Computing; Department of Computer .

V Science Duke,University: CS—1996-21 (PTI 173330-
347) ’ ‘ - . _ ‘

Volume Backup and Restore (CRDS l2200-
202) . A

, Report of the Working Group on Storage I/O for ' A
A Large Scale Computing, ACM Computing Surveys, ‘ _

Vol. 28, No. 4,.pp. 1-15 (CRDS 39993-40007).

1 SYM53C81OA PCI-SCSI. 1/0 Processor (PTI -'
_172840—l73027) Databook Version 2.0 g

' 250691611
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' ExhibitN0~ Obiected '-

SYM53C825A/825AB PCI-SCSI I/O Processor (PTI -_ I ; j A.
.173028—l73252)_Databook Version 3.0 A "" '

U.S. Patent No. 6,260,120 B1 entitled, “Storage
Mapping and Partitioning'Among Multiple Host

Processors in the Presence ofLogin State Changes , ,:, 9

and Host Controller Replacement” ((Blumeneau et ~ A" f_-
al) CNS 186019-084) - 6 - V '

U.S. Patent No. 6,219,771 B1 entitled, “Data

Storage Apparatus with Improved Security Process , , __

and Partition Allocation Functions” ((Kikuchi et a1) ~ , ‘Q

CNS 186085-095) ‘ A '

European Patent No. EP O827059A2 entitled, ‘‘Disk 1,

Apparatusf"((Kikuchi ct al) CNS 186096-107) "

‘Japanese Patent No. 8-230895. Foreign Application . 0
Priority Document to U.S. Patent No.6,219,771 B

((Kikuchi et al) CNS 186108-1 15) ‘ V ’

U.S. Patent No. 6,145,006 entitled, “Method and
Apparatus for Coordinating Locking Operations of

Heterogeneous Host Computers Accessing a Storage '
Subsystem” ((Vish1itsky et al) CNS 1 861 16126)

Hewlett-Packard SSD and Crossroads CP4200 ;j
License Agreement (Alvarez Ex 4 (CRDS 2273-90)). V-j -

I-Ievvlett—Packard Royalty Revenue Report (Alvarez "V
Ex 6) . ‘

Press Release, “Crossroads Announces Expectations

for Fiscal Third Quarter” (Root Ex 1)

Crossroads SWOT Analysis (Smith Ex 21 (CRDS
39777—782)) ' _ _

' Crossroads Financial Reporting Package, July, 2000 . ‘
((Fisca1 Q3’ 00) CRDS 51873 ~ 51977 - Alvarez Ex ‘r 5 ‘
3>  2 :  

' Chaparral Income Statement Quarter for the Quarter_ .0 V

Ended 06/30/01; PDX 278

Chaparral Q1 FY ’02 Gross Router Revenue; PDX
- 0281 4 ' -

Chaparral (Income Statement for the Year Ended,
» 03/31/O1; PDX 282 ' -

250691 63 .1



NetApp Ex. 1024, pg. 2030

‘ Bihibit N°- Objected Admitted
’ _ Chaparral Q4 '01 Gross Router and Gross RAID

Revenue; PDX 284 ‘

Chaparral LUN Zoning Shipments to Date; PDX
. 285 ’ —

Chaparral CNSi FC-SCSI Product Shipments

4 w/LUN Zoning; PDX 287

Technology Cross—License Agreement. Between
Adaptec and Chaparral; PDX 298

Chaparral Income Statement FY’0O; PDX 300

V ‘Chaparral Income Statement FY’01; PDX 301

Chaparral Income Statement FY’02.; PDX 302 '

Crossroads Regulatory Label (Sims Ex 9 (CRDS
51996-201; 52o355o37)) .

‘972 Product Label Listings; Sims Ex -12

‘Q72 Regulatory _Labe1; SimsEx 13

‘Signed Exc1usivity_Agreement Between Compaq
and Crossroads Dated 8/17/98 (LiVolsi Ex 3 (CRDS

1484-94)) - ‘ V ‘

Catamaran Marketing Requirements Documents",
Revision 1.0; LiVolsi Ex 4 _

Storage Router Bloclé Diagram Drawn by K. Arroyo
(ArroyoEx11) : A H ' ‘ '
_C_0mpaq c1>41oo (Shiner) OEM Requirement",
Reyision 0.6 (Bardach Ex 26)

Draft Development Agreement Between Compaq .

and Crossroads (Bardach Ex 27)

Letter B. Bardach to D. ‘Schmidt re: Exclusivity

Agreement (Bardach Ex 28) ‘

Emails D. Schmidt to Ki.‘ Hudson, J. Spencer re:

Exclusivity Agreement (Bardach Ex 29)

LUN Management Map Guide; Bianchi Ex 2

250691 63.1
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Exhabwo. objected 2
Catamaran Device Mapping, Ver. 1.2; Bianchi Ex 3

-Common Definition File for Global Configuration
Data Structure ; Bianchi Ex 4

Common Source Code for VPD/Device Mapping

and Configuration; Bianchi Ex 5 -

Catamaran Device Mapping, Ver. 1.2 (With Hand
- .Written Notations); Bianchi Ex 6

' Compaq CP 4100 (Shiner) OEM Requirements; ._
1 . Quisenberry Ex 15

"Catamaran Marketing Requirements Document
_ (MRD);'Lutrall Ex 1 ; Quisenberry Ex 51 1 Z

Handwritten Notes ofBrian Smith, February 17,‘ I
1997 (CRDS 7347-48)

Confidential Disclosure Agreement with Hevtr1ett- ‘
' Packard Dated )9/24/96 (Smith Ex 3 (CRDS 2313))

Purchasing and. Licensing Agreement Between
Hewlett-Packard and Crossroads Dated 9/22/98

(Smith Ex 7 (CRDS 29.603-646))

Preliminary Product Literature ‘for Infinity
Commstor’s Fibre Channel to SCSI Protocol Bridge g

f (Smith Ex 11; Quisenberry Ex 31 (SPLO 428-30)) A

5 Letter Dated from J. Boykin to B: Smith re;
» Purchase Order for Evaluation Unitsfrom

A Crossroads (Smith Ex 24 (CRDS 8556-57))
CrossPoint 4100 Fibre Channel to SCSI Router .

_ Preliminary Datasheet (Hulsey Ex 9 (CRDS 16129- ‘
130)) ' . .

Compaq and Crossroads FC to SCSI Bridge
Discussion (Hoese Ex 11 (CRDS 42459-475))

Notes for 9/96 Meeting with Compaq’ Computer
' (Smith Ex 27; Bardach EX 2 (CRDS 13562-5_63))_

. '5 Compaq and Crossroads FC to SCSI Bridge _
‘ Discussion (Hulsey~Ex 4; Bardach Ex 3; Hoese Ex

5 ll (CRDS 42459-475)) '
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. Exhibit No.

Memo Dated 9/27/96 from B. Bardach to B. Smith

re: Compaq 9/17 Meeting Summary (Bardach Ex 4

(CRDS 13559-560))

Verrazano FC-SCSI Bridge —Product Overview

(Hoese Ex 2; Quisenberry Ex 30; Bardach Ex 5
(CRDS 403.07-323)) -

Verrazano Software Development (Hoese Ex 3; '
Quisenbeny Ex 34; Smith Ex 12; Bardach Ex 6

(CRDS 40925—958))
Letter Dated 11/27/96 from B. Bardach 16 B.
Weisiclde re: Comdex Technology Suite (Bardach

' Ex 8 (CRDS 4969))

C_rossPoint 4400 Fibre Channel to SCSI Router ..
Prelirniriary Datasheet (Bardach EX 9; Quisenberry

Ex 33 (CRDS 256Q6—607))

Email Dated 1_0/l 1/96 from G. Hoesc to Bardach I
re: FC-SCSI Bridge ‘Meeting (Bardach Ex 10 (CRDS
13631)) ; - . A.

Fax Dated 7/22/96 66m L.-Petti to BL Smith re:
Purchase Order from Data General for FCZS Fibre to

Channel SCSI Protocol Bridge Model 11 (Smith Ex
25; Quisenberry Ex 23; Bardach Ex 11 (CRDS

- 3552-55; 3553)) - D -

. Email Dated 12/20/96ifromi J. Boykin to 13. Smith
re: Purchase Order for Betas in February and March

(Hoese Ex 16; Quisenbeny Ex 24; Bardach Ex 12 _

(CRDS 135644-650)) '

S Infinity Commstor Fibre Charmel Demo for Fall
Comdex, l996 (Hoese Ex 15; Bardach Ex 13 (CRDS
27415)) ' 5 '

0

Fax Dated‘12'/19/96 from B. Bardach to T. Rarich ref

Purchase Order lnfonnation (B ardach Ex 14; Smith
Ex 16 (CRDS 4460)) .

McData Fibre Channel Infrastructure Meeting in San

Francisco (Hoese Ex 20; Bardach Ex 15 (CRDS
9253-71)) 1

ffered
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Exhibit No- Offered Objected
Confidential Disclosure Agreement Between ' _ '

Hewlett-Packard Network Server and Crossroads '
1 "(Bardach Ex 18 (CRDS 23-15))

Confidential Disclosure Agreement Between
Hewlett-Packard Optical Communications Division . .

‘and Crossroads (Bardach Ex 19 (CRDS 2340))

‘Letter Dated 10/16/96 from B. Bardach to J. Kramer

re: Developing‘ a Business Relationship with Unisys
to Sell its FC-SCSI Bridge Products (Bardach Ex 22

(CRDS 5704)) i A

' ‘ Email Dated 12/30/96 from B. Smith to B. Bardach
re Teleconference Today re: Download Utility for

NT, Delivery of Muxes (Bardach Ex 23 (CRDS

4970)) '

Letter Dated 5/12/97 from A. Leal to B. Bardach re:
Enclosing a Copy of the Executed Original OEM
License and Purchase Agreement Between Hewlett-

Packard and‘ Crossroads (Smith Ex 4; Bardach Ex 30

CRDS 525817641» ' ‘

Miscellaneous Documents Regarding Comdex

(Quisenbeny Ex 2 (CRDS 27415-46.5))

V CrossPoint 4100 Fibre Channel to SCSI Router
Preliminary Datasheet (Quisenberry Ex 3 (CRDS

' 4933-34)) ' 4

CrossPoint 4400 Fibre to Channel to SCSI Router‘

7 Preliminary Datasheet;.Crossroads Company and .

_ Product Overview (Quisenberry Ex_4 (CRDS 25606; ‘ y '

16136)) - " ' ' — -

1- Leads Spreadsheet (Quisenberry Ex '5 (CRDS
-35203-206)) 1 .

Fibre Channel Article (Quisenheny Ex 6 (CRD
1 52429432) - ' 2

Hewlett"-Paclrard Roseville Site Propeity Pass
(Quisenberry Ex 7.(CRDS 27413—414))

‘ ; B”. Smith email to Bardach re: Teleconference
Q Today re: Download Utility for NT, Delivery ofV

Muxes etc. (Quisenberry Ex 8 (CRDS 4970)) .

250691611
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' Exhibit No.

Crossroads Purchase Order Log (Quisenberry Ex 9

(CRDS 14061 -062)).

Da1e‘Quisen'be1ry Notebook (Quisenberry Ex 16
(CRDS 25688-72-4))

Vexrazano Engineering Verification Plan, Version
1.1 (Quisenbeny Ex 39 (CRDS 43991-.44054))

Not Used

Not Used

1 = Not Used

Not Used .

; Letter David Zinger to KPMG re: Audit Inquiry
Letter from Chaparral (PDX 311 (CNS 174031-

032))
Zinger 1)rafi Opinion for U.S. 5,941,972 (PDX 312 1
(CNS 1736894-9234))

_ _, Zinger Opinion forU.S. 5,941,972; Copy ofU.S.
in Patent 5,941,972; U.S. Utility Patent Application;
I The SPARC Storage Array Architecture; Technical

2 White Paper; SPARC Storage’ Array User’s Guide; '
Announcement Brief; Copy ofU.S.vPatent No.

5,974,530 (PDX 313 (CNS 173589-893)) 4

§: Not Used

» Not'Used -

Not Used

5 Not Used

Not Used

250691 63.1
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exnwo. onecnea ‘
Not Used

' Zoning for the FS262O Router, User’s_ ’
Guide (PDX 333)

Not Used

Listing ofFiles (PDX 336 (CNS 187025))

’ Chaparral A8535 Testing (PDX 338 (CNS 187123-
219» '

07/31/(ll Engineering Change Notice re C8526 -
ECNNO. 12—0143—0O1; CNS 188463-464

07/31/01. Engineefing Change Notice re FS1220 - i 1‘
ECN No. 12-01 41 -001; CNS 188465-466 '

7 ‘07/31/01 Engineering Change Notice re FS2620 — ..

‘ . ECN No, 12-0142-001; CNS 188467-469 '
Excerpts of Computer Source Code File Name
“Passthru1.C",Dated December 7, 1999 (CNS

186162-164) ‘ A , _ 1 - A

Excerpts of Computer Source Code File Name 4
“Zone.C’7 Dated October 24, 2000 (CNS 186165— '

169) _ V C _ -

Chaparral Skyway Product Software Design

Document (CNS 186127-144)

Chaparral K5412/K7413 Raid User’: Guide_(CNS . '
185600-767) ' ‘

Document Entitled, “Board ofDirectors” Includes ‘ i .
Financial Statements (PDX 27 (CNS 040843-864))’

NiA.OEM Monthly Business Review (PDX 35 (CNS
041210-244» V -

Brian Allis‘on"s 1999'Third Quarter Sales Plan (PDX
38 (CNS 022120-(132)) ‘_

Email Selinger to J. Walker re: Overpass‘ Status
(PDX 47 (CNS 039583-584))

250691611
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‘ Exhibit No- Objectedi
Email M. Gluclc to D. Trachy re: Patents (PDX 48
_(CNS 041052))

‘Email Njsquibb to M.'Gluck”re: Crossroads Patent
Infringement (PDX 49 (CNS 00305-306))

Crossroad Systems’ Original Complaint (PDX 55),

Chaparral Business Plan Copy # 50 (PDX 63 (CNS

029850-871)) 8 .

CAPI 3.0 Upgrade Functional Specification (PDX
82 (CNS o35o99—117)) - ~

CAPI Sample Application User Guide (PDX 83 .
(CNS 035079-081-)) . * -

CAPI—Diagram (PDX 84 (CNS 035118))

CAPI Functional Speciiication—Version_3.0 (Router I
Errata), Configuration App1ication'Programming ' _

Interface for Chaparral External RAID Controllers _
and Routers, Document Revision: ,1-Preliminary

(PDX 85 (CNS 042932-945)) . A ' '

Advanced LUN Mapping and _Host ‘
Inclusion/Exclusion Discussion (PDX 86 (CNS

045183-184)) ' .' . ‘

Advanced LUN Mapping andiHost .

Inclusion/Exclusion Discussion, CH. 5,_Preliminary

(PDX: 87 (CNS 087319-329) ’ '

File Entitled,‘ “LUN Maskingl Mapping/Zoning
(PDX 91 (CNS 032839—940)) ‘ 1 A

Dell Computer, Chaparral Network Storage Fibre
Charmel/SCSI Routers (PDX l03_ (CNS 0:i50—617))

IBM Tucson,‘ Chaparral Network Storage Fibre '
Channel/SCSI Routers (PDX l ll (CNS 045915-

945)) ' .

Presentation by Chaparral to EMC’, Chaparral Fibre

Channel—t_o—SCS_I Routers (PDX 112 (CNS 0335.82-
609))

CAPI 3.0 Upgrade Functional Specification_(PDX
113 (CNS 044635—654)) ' -

25069l63.l
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’ Exhibit No- Offered Obieeted
Presentation to StorageTek (PDX 117 (CNS 0444-
469)) ' '

Letter D. Zinger to KPMG RE: Audit Inquiry Letter

. frorn Chaparral (PDX 131 (CNS 174031-032» -

Configuration Application Programming Interface for
Chaparral External RAID Controllers and Routers,

Document Revision: R1 (PDX 135 (CNS 035082_-

095))‘ ‘

CAPI Functional Specification, V2.8
(PDX.1A53p(CNS 175767-940))

CAPI Functional Specification; V3.0 (PDX 154. (CNS
162205.782-l62205.964))

CAPI Functional Specification, V3.1 (PDX 155 (CNS
175554—765)) -

_ _.Document-Entitled, ‘_‘capi3_chg—detai1:txt”
-_ (PDX 156)

4» Document Entitled, “capi2_chg_detail.txt (PDX 157)

. Docurrlent Entitled, “capi_chg_detail.txt (PDX 158) ‘

Screen Shots: Capi2pak.c, _Capi2.h, Capicli.c (PDX _ '
161) _ . ~

I CAPI Functional Specification, Version 3.1 (PDX i
233 (CNS 184737~948)) '

' K—Series External RAID Controllers Marketing

Métrix (PDX 245 (CNS 185768-769))

G-S eries External RAID Controllers Marketing

Matrix (PDX 24'/_ (CNS l85928-929)) ‘ L

i _ Chart ofRAID and Router Products (PDX 249)

1.1 Pass Through Cornniands (PDX 274 (CNS
184735-736)) 1 1

CV of Kenneth Flamn1(Ex.1 to Flarmn Report)

' Table — Costs of implementing alternatives (iii) or

(iv) dividedby Chaparral’s annualized 2001 sales of
accused productse(Ex F1amm.4 to Flamm Report) .
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'’ ExhibitN0. Offered Obiected A A.

"_ 11239

‘ D-240 I

A 15-241 '

- ,D-242 '

'1‘ 513-243

’ jD-244 '

' D-245

' ’ D-12716

1D-247 _

_ 3. D-248

‘ of 313-249,"

‘H D-1250

iD-.251:

is _D—252.

Table - Price after LUN zoning was added (Ex
Flamm 5 to Flamm Report)

”Econornetri,c Analysis of ChaparraI’s sales data (Ex
Flamm 6 to Flarnm Report)

Data Used in Econometric Analysis (CNS 188.470-
'_ 433) V A

Price Comparisons of Bridge/Router/Gateway
Routers etc. — Fibre Channel: iBuyer.ne_t (PTI

1 7471 1-724) «

HP SCSI-to-Fibre Channel Bridges (PTI 173700) A

HF Su_re Store — Magneto-Optical Storage Brochure I H

Article — “I-IHP Responds to Squeak!” (08/17/01)

Crossroads V1/ebpages

I Price Cotnparisons of Bridge/Router/Gateway A
' , Routers etc. — Fibre Channel: iBuyer.net (08/17/01) _ ~

Valuation of ai'Technology by Rose Ann Dabek‘ _
' 9 (1999)

A Sun"/ey of Licensed Royaltiesiby Stephen A.
Degnan and Corwin Horton (6/97) , ~

- F A Survey ofPC ‘Technology Royalty Rates by David
Guenther and John Wills (12/95)

- ‘/Bridging the Gap from SCSI to Fibre Channel”; '
Henry Baltazar (2/1/99)., I '

_ ‘ Resume of Gary Stephens

_' Gary Stephens Testing Documentation __

§_Resume of Ian Davies

' . Crossroads’_ Original Complaint

Crossroads’ First Arnended Complaint

25069163.]
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Exhibit No- Offered I
' '_ LUN Management Software Specification, Revision

,0.0 (Quisenberry Ex 52) -

Email B.’Smith to B. Bardachrei: More on the CMUX,‘

Priorities and Other (Smith Ex 5; Bardach Ex 20)

_ Memo fromVBru.ce Lamlbenus to Richard Speyer and
- Gene Nagle dated 11/10/99 (CNS 24753-754).

Amendment to" Licensing Agreement by and
between Hewlett Packard and Crossroads Systems, '
Inc". (Regan Ex‘ 3) ' I

Crossroads SWOT Analysis (Spaldirig Ex 3)

Crossroads Competitive 'MatrixV(P?ainter Ex 3)

' I 08/29[O1 Engineering Change Notice re G7324
V L412 — ECN No. l2-01,56-001; CNS 188484-49:0

_ 708/29/01 Engineering Change Notice re G8324
' A _ L412 —ECN No. 12-0157-001; CNS 188491-494 V’

: Chaparral Router and RAID Product Overview. A
:' (CNS 184733-734) 1- ‘A '

gchananai FS2620 Matrix:(CNS 185047-048) '

A8526 User’s Guide (CNS_ '185195-376)

_ ‘LA-Series Extemal RAID Controller Marketing I
;Matrix (CNS 18537.7-378) ‘

G6322/G7'324'/G8324 User’_s Guide
j-;(CNS 185404-593) A ’

(33324 External RAID Controller Marketing Matrix -
;_(cNs 185594-595)‘ I

G-Series External "RAID Controllers Marketing
(CNS 185598-599) 4

EFK-Series Extemial RAID Controller Marketing .
«. :_Matrix (CNS 185768-769) ‘

and Ki-Series User’sGuide(CNS 185770-927) ' . 3- '

25069163.]
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'ExhibitNo.‘ ' ' ' Offered Objectcd
- G-Series External RAID _Contro1lers"Marketing

- - Matrix (CNS 185928-929) ‘ ~ T '

1' Ché1parral4Invoice Nos. 2582, 2616, 2656 and 2703
(CNS 188551, CNS 188589, CNS 188634 and CNS

- 8 188689) ' ‘ - -

September 2, 2001 5 4 Respectfully Submitted,

. Bah r, sq. (SBN 01513100)

' Stephen D. Dellett, Esq‘..(SBN 05652490)
‘Michael C.'Barrett, Esq. (SBN 24006803)

Mark T. Garrett, Esq. (SBN 24007225)
FULBRIGHT & JAWORSKJ, L.L.P.

600 Congress Avenue, Suite 2400

Austin, TX 78701-3248

‘Telephone: (512) 474-5201
Facsimile: (512) 536-4598

ATTORNEYS FQ11 DEFENDANT

250691 63.1
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CERTIFICATE OF SERVICE

I hereby cenifi/' that ‘on September 2001, I caused copies of _lhe foregoing
DEFENDANT CHAPARRAL NETWORK STORAGE, lNC.’S FIRST SUPPLEMENTAL

- TRIAL EXHIBIT LIST to be served on"'all counsel of record, as indicated below:

Alan D Albright, Esq. . _ ’ VIA E-MAIL and um Delivery on 9/3/01
John Allcock, Esq. . V
GRAY CARY WARE

& FREIDENRICH, L.L.P. _ . A
1221 South MoPac Expressway, Suite 400 ,
Austin,‘TX 78746-6875 '

25069163.] '
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. . ‘Le—€2<om
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF SERVICE UNDER AW Docket N0.

37 C.F.R. 1.248 °R°Ss"2°'“
Applicant

Geoffre B. Hoese, et al.

Reexamination Control No. Date Filed

Title

Storage Router and Method for Providing Virtual
Local Stora - e

Group Art Unit Examiner

2182 Flemin, Fritz
Confirmation Number: A A
2293

I hereby certify that the attached Notification Under 37 C.F.R. 1.565

(“Notification”) is being deposited with the U.S. Postal Service as First Class Mail to the Director

of the U.S. Patent Office, P.O. Box 1450, Alexandria, VA 22313 on July 29, 2005. Applicant
hereby states a copy of the Notification is also being served, via first class mail, on:

Larry E. Severin

Wang, Hartmann & Gibbs, PC
1301 Dove Street, #1050

Newport Beach, CA 92660

As per 35 U.S.C. §1.248 service is made via first class mail on July 29, 2005

Respectfully submitted,

Sprinkle IP Law Group

ohn L. Adair

Reg. No. 48,828
Dated: 07/29/05

1301 w. 25"‘ Street, Suite 408
Austin, Texas 78705

Tel. (512) 637-9223 '
Fax. (512) 371-9088

Enclosures
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

NOTIFICATION UNDER 37 C.F.R. 1.565 Atty. Docket No.
CROSS1120-14

Applicant
Geoffre B. Hoese, et al.

Application Number Date Filed

II 90I007,123 07/19/2004

Egiggsetsrgtgr and Method for Providing Virtual
Group Art Unit Examiner
7590 Flemin - , Fritz
Confirmation Number:
2298

Certificate of Mailin Under 37 C.F.R. 1.8

Commissioner for Patents I hereby certify that this correspondence is being deposited with
the United States Postal Service as First Class Mail in an

P-Q BOX 1450 envelope addressed to Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22312-1450 on Julyfl, 2005.

310 3,; .1 /%mQ.(Z£ ,1’
Janice Pampell

Alexandria, VA 22313-1450

Dear Sir:

This notification is filed for the sole purpose to inform the Examiner of status of

concurrent litigation involving United States Patent No. 5,941,972 (the ‘"972 Patent”) and United

States Patent No. 6,425,035 (the ‘"035 Patent”).
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Attorney Docket No. CROSS1123-14
90/007,123 Customer ID: 44654

ONGOING LITIGATION

Attached hereto as Exhibit A is a July 26, 2005 Order from the United States District

Court for Western District of Texas in the stayed litigation Crossroads v. Dot Hill Systems

Corporation, Western District of Texas, Civil Action No. A—03-CA-754-SS.

This Submission was served via First Class Mail on July 28, 2005 to:

_ Larry E. Severin
Wang, Hartmann & Gibbs, PC

1301 Dove Street, #1050

Newport Beach, CA 92660

Respectfully submitted,

Sprinkle IP Law Group
Attorneys for Applicant

John L. Adair

Date: July 28, 2005 Reg. No. 48,828
1301 W. 25"‘ Street
Suite 408

Austin, Texas 78705

Tel. (512) 637-9220
Fax. (512) 371-9088
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF SERVICE UNDER Atty. Docket No.

37 C.F.R. 1.248 °R°s‘°‘"2°'"
Applicant
Geoffre B. Hoese, et al.

90/007,123 07/19/2004
Title

Storage Router and Method for Providing Virtual
Local Stora - e

Group Art Unit Examiner
2182 Flemin , Fritz
Confirmation Number:
2293 ' ‘

Applicant hereby serves the Reply to Office Action Under Ex Parte Reexamination Dated9

05/24/05 in the above referenced case to:-

Larry E, Severin
Wang, Hartmann & Gibbs, PC

1301 Dove Street, #1050

Newport Beach, CA 92660

As per 35 U.S.C. §1.248 service is made via first class mail on July 22, 2005

Respectfully submitted,

Sprinkle IP Law Group

. /%
John L. Adair

Reg. No. 48,828
Dated: 07/22/05

1301 w. 25"‘ Street, Suite 408
Austin, Texas 78705
Tel. (512) 637—9223
Fax. (512) 371-9088

Enclosures
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

REPLY TO OFFICE ACTION UNDER EX PARTE Atty. Docket No. '
REEXAMINATION DATED 05/24/05 . ‘ CROSS1120-14

Applicants '
Geoffre B. Hoese, et al.
Reexamination Control No. Date Filed -

90/007,123 A 07/19/2004
Title

Storage Router and Method for Providing Virtual A
Local Stora - e

Group Art Unit Examiner
2182 Flemin, Fritz
Confirmation Number: Patent No.

2293 5,941 ,972

Certificate of Mailin Under 37 C.F.R. 1.10

Commissioner for Patents I hereby certify that this correspondence is being deposited with
the United States Postal Service as Express Mail to,Addressee

.P.O. Box 1450 (Label No. EV734539500US) in an envelope addressed to
; C ' ' f P1 l,P.O.B 1450,A| d' ,VA22312-

Alexandria, VA 22313-1450 1§’5','(‘,"‘,'f,,s§’,§‘.‘;'2‘§f 230? 5 °’‘ ‘”""‘“ "3
Le;/, ea

Dear Sir: Julie Blackard

_ In response to the Official Action mailed May 24, 2005 (the “May 24 Office Action"),

Applicant respectfully requests the Examiner reconsider the rejections of the Claims in the Re-

xamination of U.S. Patent 5,941,972 (the “’972 Patent’/’) in view of this reply.
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Attorney Docket No. - — 90/007,123

CROSS1120-14 _ ‘ ' _ Customer ID: 44654

IN THE CLAIMS:

1. A storage router for providing virtual local storage on remote SCSI storage devices

‘ to Fibre Channel devices. comprising:

a buffer providing memory work space for the storage router;

a Fibre Channel controller operable to connectto and interface with a Fibre Channel
transport medium; , Z

a SCSI controller operable to connect to and interface with a SCSI bus transport

medium; and S _ _

a supervisor unit coupledto the Fibre Channel controller, the'SCSl controller and the
buffer, the supervisor unit operable:

to maintaina configuration for SCSI storage devices connected to the SCSI bus

transport medium that maps between Fibre Channel devices and SCSI storage devices and

that implements access controls for storage space on the SCSI storage devices; and

to process data in the buffer to interface between_the Fibre Channel controller

and the SCSI controller to allow access from Fibre Channel initiator devices to SCSI storage

devices using native low level, block protocol in accordance with the configuration.

2. The storage router of Claim 1, wherein the configuration maintained by the

supervisor unit includes an allocation of subsets of storage space to associated Fibre Channel

devices, wherein each subset is only accessible by the associated Fibre Channel device.

3. The storage router of Claim 2, wherein the Fibre "Channel deviceskcomprise .
workstations.

4. The storage router .of Claim 2, wherein the SCSI storage devices comprise hard
disk drives.

5. The storage router of Claim 1, wherein the Fibre Channel controller comprises:

'‘ a Fibre Channel (FC) protocol unit operable to connect to the Fibre Channel transport
medium; ‘ I ' I " ' ' V

a first-in-first-out’ queue coupledto the Fibre" Channel protocol unit; and I
a direct memory access (DMA) interface coupled to the first-in-first-out queue and to the

buffer.
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Attorney Docket No. 90/007,123
CROSS1120-14 , Customer ID: 44654

6. The storage routerof Claim 1, wherein the SCSI controller comprises:

a SCSI protocol unit operable to connect to the SCSI bus transport medium;

an internal buffer coupled to the SCSI protocol unit; and V
a direct memory access (DMA) interface coupled to the internal buffer and to the buffer

of the storage router. A

7. A storage network, comprising:

a Fibre Channel transport medium;

a_SCS| bus transport medium;

a plurality of workstations connected to the Fibre Channel transport medium;
a plurality of SCSI storage devices connected to the SCS|'bus transport medium; and

a storage router interfacing between the Fibre Channel transport medium and the SCSI

bus transport medium, the storage router providing virtual local storage on the SCSI storage

devices to the workstations and operable: "

A to map between the workstations and the SCSI storage devices;

- .. to _imp|e_n'1;en_taaccess controls for storage, space on the SCSI storage devices; , I

. _ a.r.]d.. , ._ . __ V , .
to allow access from the workstations to the SCSI storage devices using native

low level, block protocol in accordancewith the mapping andaccess controls. A A

8. The storage network of Claim 7, wherein the access controls include an

allocation of subsets of storage space to associated workstations, wherein each subset is only

accessible. by the ‘associated workstation.

0. A The‘ storage network of Claim 7; wherein the SCSI storage devices comprise
hard disk drives. A A

10. ‘The storage network of Claim 7, wherein the storage router comprises:

a buffer providing memory work space for the storage router; A
a Fibre Channel controller operable to connect to and interface with a Fibre Channel

transport medium, the Fibre Channel controller further operable to-p'u|| outgoing data_ from the A
buffer and to place incoming’ data into the buffer; A A

A a SCSI controller operable to connect to and interface with a SCSI bus transport
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Attorney Docket No. — ‘ 90/007,123
CROSS1120-14 4 Customer ID: 44654

2 medium, the SCSI controller further operable to pull out-going data from the buffer and to place

incoming data into the buffer; and _

a supervisor unit "coupled to the Fibre Channel controller, the SCSI controller and the

buffer, the supervisor unit operable: \

to maintain a configuration for the SCSI storage devices that maps between

Fibre Channel devices and SCSI storage devices and that implements the access controls for
storage space on the SCSI storage devices; and

to process data in the buffer to interface between the Fibre Channel controller

and the SCSI controller to_ allow access from workstations to SCSI storage devices in
accordance with the configuration.

_ 11. ‘ A method for providing virtual local storage on remote SCSI storage devices to -_

Fibre Channel devices, comprising: 1

I interfacing with a Fibre Channel transport medium;

interfacing with a SCSI bus transport medium;

maintaining a configuration for SCSI storage devices connected to the SCSI bus
transport medium that maps between Fibre Channel devices and‘ the.SCSl .storage.device's..and .. .. .

that implements access co.n'tro.lsAtor“storage space on the SCSI storage devices; and ~i='"?‘»*»-"*=*'*»'A"-'-=*'"“'4'

allowing access from Fibre Channel initiator devices to SCSI storage devices using

4 native low level, block protocol in accordance with the configuration.

12. The method of Claim 11, wherein maintaining the configuration includes

allocating subsets of storage space to associated Fibre Channel devices, wherein each subset

is only accessible, by the associated Fibre Channeldevice. '

13. -2 .Th_e.metho,d of Claim 12, wherein the Fibre Channel devices comprise

workstations. ‘ ‘ H V

14. The method of Claim 12, wherein the SCSI storage devices comprise hard disk
drives.
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CROSS1120-14 . Customer ID: 44654

' TABLE OF CONTENTS FOR RESPONSE TO REJECTIONS

Rejections Under 35 U.S.C. § 103

A. Introduction

Background of the Invention -

Overview of Claim 1

D. “Remote Storage Devices” and “Allowing Access...Using NLLBPs" -
Neither Spring nor Oeda Teaches or Suggests the Limitations of Remote Storage Devices and

Allowing Access to the Remote Storage Devices Using NLLBP

1. “Remote” Requires at Least One Serial Transport Medium

(L2. Spring’s SCSI-to-SCSI System Does Not Provide Remote Storage _ A.

3. ‘Spring’s Ethernet'—to—SCSl System Does Not Allow Access using

>4. Similarly, Oeda Fails to Provide Remote Storage Devices and
Allowing Access to the Remote Storage Devices Using NLLBP

. 5. Summary: Allowing Access to Remote Storage Devices Using NLLBP

E. ‘fMap" — Neither Spring or Oeda Teaches or Suggests Mapping Between I
_ Devices Connected to the First Transport Medium and the Storage Devices

1. “Map” - A Representation of the Devices on the First Transport

Medium and the Storage Devices 1 '

2. Neither Spring nor Oeda Teaches or Suggests a Map
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Oeda .

CROSS1120-14 ’ Customer ID: 44654 ,

F. “Access Controls" — Neither Spring nor Oeda Teaches or Suggests

Implementing Access Controls

_1. 4 Implementing Access Controls

2. Spring" Does. Not Implement Access Controls

3. Oeda Does Not Teach or Suggest Access Controls

4. The Ethernet Based Configuration of Oeda Does Not Teach or

Suggest Any Form of Access Controls for Remote Storage

G. . The Combination of Oeda and Spring Does l\lot Teach or Suggest the
Present Invention

.- , —.,: The CVu_mrn'ing.sReference Does Not Address the Deficiencies of Spring -4 . .. ..

The Jibbe Reference Does Not Address the Deficiencies ‘of Spring and

Oeda -

K; Summary: There is No Prima'Facie Case of Obviousness

Conclusion

' The Crouse Reference Does Not Address the Deficiencies of Spring ‘and ‘
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CROSS1120-14 _ Customer ID: 44654

I. Rejections Under 35 U.S.C. §103

A. Introduction

‘Claims 1-14 of the ‘972 Patent are variously rejected under 35 U.S.C. §103(a) as being

unpatentable over United Kingdom Patent Application Publication No. UK GB 2297636

(“Spring”) in view of United States Patent No. (5,634,111) (“Oeda”) and further in view of

“Systems Architectures Using Fibre Channel,” Roger Cummings, Twelfth IEEE Symposium‘ on

‘Mass Storage Systems, Copyright»1993 IEEE (“Cummings”) and United States Patent No.

5,394,526 (“Crouse"). ‘

‘_ . In order to establish a prima facie_case‘ of obviousness, the Examiner must show: that
the prior art references teach or suggest all of the claim limitations;’ that there is some

suggestion or motivation in the references (or within the knowledge of one of ordinary skill in the -

art) to modify or combine the references; and that there is a reasonable expectation of success.

M.P.E.P. 2142, 2143; In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). As

detailed more fully below, Applicants respectfully submit that independent Claim 1, independent

Claim 7 and independent Claim 11 of the‘ ‘972 Patent are not rendered obvious by Spring, Oeda

_ or Jibbe as the_refe,rences do not teach or suggest all of the claim limitations. More particularly,
W'""”t”H’é’“ré’feréhce"s do notteach or suggest, neither individua||y7or in combination':’i)-providing‘virtua|* ’ " '1

local storage on remote storage devices and allowing access from devices connected to a first

transport medium to the remote storage using native low level block protocols (NLLBP) in

conjunction with; ii) mapping between devices connected to the first transport medium and the -

- storage devices; and in conjunction with iii) implementing access controls.‘ None of the prior art,

2 alone or in combination, teaches orsuggests all of these claimed elements.

B.‘ Background of the_lnvention _
' The ‘972 Patent is directed to an efficient storage router and method of routing data over

"a network from devices (e.g., host computers) on one side of the storage router to_remote I

storage devices on the other side cf the storage router using low level, block storage protocols
. or NLLBPs.i Even though the storage devices are located,re'motely over the network from the

host computers, the storage devices are virtualized so as to appear to the host computer as
locally-attached storage ‘devices. The invention of the ‘972 Patent further provides the security

‘feature of providing access controls in order to control which storage devices (or portions

thereof) any particular host computer can access; this access controls featurelis implemented

by mapping host devices to the remote storage -devicesto which a host device has access. By
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allowing a host device access only to those virtualiied storage devices (or portions of storage

devices) to which it is mapped, the invention of the ‘972 Patent can prevent unauthorized or

unintended access by that host device to other remote storage devices in the network. Thus,

the present invention provides a networked storage solution that connects hosts to remotely

attached storage devices that egg locally attached, provides the security feature of

controlling access to the remote storage devices using a map, and allows the host computers to

access the remote storage devices over the network at the speeds and efficiencies facilitated

by the use of NLLBPs.

As shown in the examples discussed in the Spring and Oeda prior art (discussed more

fully below), priorto the present invention, host computers would access storage devices either

i) locally via a parallel bus such as a SCSI bus or ii) remotely over a network using network

protocols. However, both of these prior art systems had limitations that the invention of the

‘972 Patent overcomes. For storage systems with locally attached storage devices attached via

SCSI buses, a SCSI-to-SCSI routing device provided access between host computers on one

side of the SCSI-SCSI routing device to local storage on the other side of the SCSI-SCSI

routing device. Because a SCSI bus was used on each side of the SCSI-to-SCSI routing

A device, a computer could access a storage device using a NLLBP, which facilitates the .

obtaining of inforrnatuion from thestorage device in a fast and efficient"manner"(i':e:;'without the M ‘ "“ "

overhead associated with typical network file servers). However, a SCSI bus is a complicated

set of parallel wires that cannot carry data a very long distance. This limitation is illustrated in

Graphic 1 below. Note that color copies of Graphics 1-5 are attached in Exhibit A for the

convenience of the Examiner.
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capable network transport medium and a network protocol such as Ethernet. See, ‘972 Patent

Background, col. 1, lines 38-43. A problem with this prior art solution was that the network

server creates a bottleneck which slows down remote access because, at least in part, the
computer or workstation needs to create something called a "network protocol" to send the data

over the distance-capable‘transport medium. The problem with this prior art method for

transmitting a storage NLLBP over a network to a remote storage device is that it takes the

computer time to create a network protocoland it takes the server time to re-construct a native

" low level block protocol from that network protocol. Thus, the introduction of a network server

into the_ system creates a bottleneck which slows down access to remote storage devices. A

Graphic 2, shown below, depicts one aspect of that bottleneck with the largeballs intended to
depict network protocols and the smaller balls intended to depict native low level block

protocols. Although Graphic 2 only graphically depicts the problems in one direction (from the

host computer through the server to the remote storage devices), the problems exist going both
directions. In other words, the same type of bottleneck occurs in reverse when the datavreturns

to the computer from the remote storage device _through the server.

A Server Creates a Bottleneck vvh‘ich.Slovvs Down
Remote Access ‘

Network ‘ A
Server ‘

As shown in Graphic 2, for prior art systems that provided hosts access to remote

storage, a workstation first had to translate requests into higher level networkprotocols in order
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to communicatewith the network server, and the network server would then translate the

requests into low level requests (e.g.,‘ NLLBPs) for transmitting to the storage device(s). It

takes a computer a long time to create a network protocol. Graphic 3, shown below, describes

in general terms steps involved when a computer needs to access remote storage through a

server, and has to create a network protocol to achieve that access. Similar steps occur when
the computer wants to write data to the remote storage device.

It Takes a Computer a Lo‘ng’Time
to Create a Network Protocol

Network Protocol

. PU‘
builds Network . . 1
Request (NR). Transmission - - Protocol (NP)

. ‘fttead V « Controlfiotncd Protocol (IP), = ‘to sewer _ . ‘
storage or _ ‘ 'Budget_ T’ ('rCl>);_whld1 , .wt1khid2ntlfies .- » r . - .

remote storage wewfime malrssure data‘ what con1_pu!er
- - ._ mmuming amves and . as requestingv dteckstheorder -andrdentlfies .w * of the data remote location.

Graphic 3 .

As illustrated in Graphic 4 below, the process the server goes through to build a NLLBP

from a network protocol is also complex and time consuming. Graphic 4 describes in general

terms steps involved in building a. native low level block protocol from a network protocol. The

native low level block protocol is then used to access a local storage device. The return of the

data from the‘ remote storage device to~the host computer also involves the same complex

steps. On the return path, the sewer needs to build a network protocol from the NLLBP it

receives from the storage device. in addition, the computer needs to process _that the network

protocol to get the information by essentially repeating the steps shown in Graphic 3 above in
reverse.
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-accuracy
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Server.
-_ uses NLLBP to ‘access local

storage device

9 builds a new
NP to return

the infonrration

- processes NP, _
0 builds Native

Low Level
. Block Protocol

. (NLLBP), based
‘on NP -

inforrnation
- checks data

accuracy
0 checks order
of data . .

- acknowledges
receipt or -
requests resend
it not complete

Graphic 4

remote location for networked devices were typically forced to use a relatively slow network

server solution that required the use of higher level network protocols. These prior art systems

did not provide remote storage that could be accessed at the speeds achieved by "using an

NLLBP from the hosts to the storage devices.

The present invention overcomes the deficiencies of these prior art systems allowing

hosts to access remote storage devices at significantly distant, remote locations using a

NLLBP. The use ofthe Fibre Channel protocol, for example, allows storage devices to be

located in excess of 10 kilometers away from the workstations using a serial transport medium
as opposed to the parallel transport medium of a SCSI bus. However, unlike an Ethernet file

, server system, a storage router connected using a Fibre Channel transport medium canallow

‘access from the host computer tothe‘ remote storage devices using NLLBPs without having to
create higher level network protocols. Because Fibre Channel supports the use of-NLLBPs, the

hosts can access the remote storage devices at greater speeds than can be achieved using

higher-level network protocols. The present invention thusroutes NLLBPs to the remote.
storage devices without involving a network sewer that requires the use of higher-level network

protocols. This allows remote storage, but does away with the time consuming and complex

_ steps of creating and processing higher-level network protocols at a server. Consequently,
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, bothndistance and speed can be achieved, without sacrificing one for the other as required by
prior art solutions. V .

In addition to providing the ability to locate host computers remotely at significant

distances from storage devices, modern storage systems need to provide security between the

host computers and the rernote storage. In addition, since the host computers are remotely

located physicallyfrom the storage devices, it is advantageous to provide this security in a

centralized manner. In other words, it is desirable to provide a centralized control mechanism
that controls each host.computer’s access so that each host can only access particular remote

storage devices (or portions thereof). In prior art systems, the ability to provide such a security

mechanism in a networked system connecting hosts to remote storage devices using NLLBPs

without simply did not exist. _ I

. In addition to providing hosts access to remote storage devices over a network using

NLLBPs, the invention of the ‘972 Patent provides such a security feature. The invention of the

‘972 Patent contains a map that maps the host computers to the remote storage devices by

associating each host computer with some or all of the remote storage devices on the other

side of the storage router. The invention of the ‘972 Patent implements access controls by

using the map to allow each host access to only the specific storageitowhich ~the=host:is 'l~:.-~-..=:2.

mapped. In this manner, the invention of the ‘972 Patentimplements access controls to limit

, each computer's access to a" specific subset of storage devices or sections of a storage device

on the other side of the storage router. Pu_t another way, the access controls provide the

capability to permit or deny each computer access to a particular storage device, a set of

storage devices or portions of a single storage device or devices (or any combination thereof).

By assigning storage devices or portions thereof to particular computer workstations, the

present invention prevents each computer workstations from overwriting or modifying data in

storage assigned to another computer workstation. This access controls feature is illustrated

below in Graphic 5. I I ’ '
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Graphic 5

For the example of Graphic 5, host computer A is mapped to remote storag_e device 1,

host computer B is mapped to remote storage device B and both A and B are mappedto

remote storage device 3. Using this map, the invention ofthe ‘972 implements access controls

by allowing host computer A to access either remote storageydevice 1' or 3 (e.g., allowphost
. computer A to read or write data_ to or fromstorage devices 1 or 3) and by preventing host

computer A from accessing remote storagedevice 2’ (e.g., only allowing host computer B to

. read or write data to storage device 2 in the example of Graphic 5). By mapping between host

devices and storage devices (or portions thereof),.the invention of the ‘972 Patent can ensure It .

that requests from host computer A are only directed. to the storage devices that are assigned

to computer A. This allows the security feature of access controls to be implemented while still
allowing the host computers to access the storage devices using an NLLBP. .

In summary, the invention of the.‘972 Batent provides a networked storage solution that

combines the ability to allow access from host computers to remote storage devices using
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NLLBPs with the ability to control access between host computers and the remote storage

devices. Thus, the invention of the"972- Patent provides the advantages of 1) remote storage

devices that appear to the host as locally attached. but that actually reside at remote distances

from the host computers, 2) access to these remote storage devices at the speed and efficiency

associated with using-NLLBPs, and 3) data security by controlling the access of each host to

the remote storage. None of the prior art cited by the Examiner, alone or in combination. 1

teaches or suggests a system that provides access from host computers (or other device

connected to the first transport medium) to remote storage devices using an NLLBP, while
implementing access controls in accordance with a map.

C. Overview of Claim 1

The Examiner rejected independent Claim 1 as being unpatentable over Spring in view

of Oeda, Jibbe and Cummings and Crouse. Applicants will focus on Claim 1 in discussing how

the present invention differs from the cited art.

Claim 1 recites:

A storage router for providing virtual local storage on
remote SCSI storage devices to Fibre Channel devices,
comprising: -

a buffer providing memory work space for the storage
router;

a- Fibre Channel controller operable to connect to and
interface with a Fibre Channel transport medium;

~ a SCSI controller operable to connect to and interface
with a SCSI bus transport medium; and

a supervisor unit coupled to the Fibre Channel controller,
the SCSI controller and the buffer, the supervisor unit operable:

. ‘ to maintain a configuration for SCSI storage devices
connected to the SCSI bus transport medium that maps between
Fibre Channel devices and SCSI storage devicesand E
implements access controls for storage space on the SCSI
storage devices; and

‘ to process data in the buffer to interface between the
Fibre Channel controller andthe SCSI controller to allow access

from Fibre Channel initiator devices to SCSI storage devices

using native low level, block protocol in accordance with the
configuration. [Emphasis Added]. ’

Claim 1 includes “providing virtual local storage on rciate SCSI storage devices” and “a
supervisor unit . . . operable to maintain a configuration that. . . maps between Fibre Channel

Devices and the SCSI storage devices and that implements access controls for storage space

‘ on the SCSI storage devices and . . . to allow access from Fibre Channel initiator devices to
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SCSI storage devices using native low level, block protocol." Claim 11 similarly includes

providing virtual local storage on “remote storage devices" while claim 7 is a network containing

a router that connects hosts to storage devices through transport mediums. Claims 1, 7 and 11

include features of mapping between Fibre Channel devices (e.g., workstations) and the SCSI

storage devices, implementing access controls and allowing access from Fibre Channel initiator

devices (e.g., workstations) to the SCSI storage devices using a NLLBP. The present invention
as recited in Claim 1 thus enables computers to access remote storage devices without the

overhead of high level protocols and file systems typically required’ by network servers (i.e.,

using NLLBP) while providing the security measure of access controls.

As willbe discussed more fully below, the systems of Spring and Oeda, in contrast to

the invention of the '972_Patent, either do not provide remote access to storage devices or, for

embodiments of those systems that may be able to provide remote access to storage devices,
require the use of higher level network protocols (and therefore cannot allow access to the

remote storage devices using NLLBPs). Thus, these references suffer the shortcomings of

exactly the type of prior art the present invention was designed to overcome in that they are

either limited in distance or require time consuming translations between higher level network

protocols and NLLBPs. Moreover, as will also be discussed more fully below, Spring.and Oeda... ..

" ‘Tfailto disclose mapping and access controls as discussed below. ' ' ' I

D. “Remote Storage Devices” and “Allowing Access . . . Using NLLBPs" - Neither

Spring nor Oeda Teaches or Suggests the Limitations of Remote Storage'.Devices and

Allowing Access to the Remote Storage Devices Using NLLBP I

Examiner Fleming relies on Spring. as showing virtual local storage on a remote storage

device and both Spring and Oeda as showing the ability to allow access from devices
connected to a first transport medium to a remote storage device using NLLBP. Applicants

respectfully submit, however, both Spring and Oeda exhibit the shortcomings" of the prior art

‘solutions that the presentinvention specificallyovercomes. Namely, the solutions in both ’

Spring and Oeda require a choice between local (not remote) storage that can be accessed

using a NLLBP or using slower high level network protocols to access remote storage (can’t A

allow access using NLLBP); neither Spring or Oeda provides a solution that allows access to
-remote storage devices’ using NLLBP. A
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1. “Remote” Requires at Least One Serial Transport Medium

Claim 1, as discussed above, provides virtual local storage on remote storage devices.

A “remote storage device” is a storage device that is connected indirectly using at least one
serial network transport medium to allow for storage devices to be significantly remote from the

host computers. Thisdefinition is supported by both the Specification of the ‘972 Patent and by

the claim construction recommended by the Special Master in currentlystayed Crossroads v.

Dot Hill Systems‘ Corporation, Western District of Texas, Civil Action No. A-03-CA-75.4-SS (the
“Dot Hill Litigation"). '

As described above, prior art solutions that allowed access from hosts to storage

devices using a NLLBP used SCSI-to-SCSI routing devices. In thiscase, both data transport

media sere limited distance parallel buses (SCSI is a parallel, distance—limited bus). The

present invention overcomes the deficiencies of these prior art systems allowing hosts to

access centralized, remote storage devices at “significantly remote positions” using a NLLBP.

See, ‘972 Patent, col. 2, lines 18-34. The use of the Fibre Channel protocol (a serial protocol)

allows the remote storage devices to be located at distances up to and “even in excess of 10

kilometers” from the workstations. See, ‘972 Patent, col. 2, lines 22-24. The claimed invention

of the ‘972 Patent_provides the “ability to centralize local storage for-networked workstation -_. _; ..

without any cost in speed or overhead” so that each workstation can have access'to‘"its'virtua| ~

local storage as if it were locally connected” despite potentially being at a great distance from

the storage devices. See, ‘972 Patent col. 2, lines 18-22. In the invention of the ‘972 Patent,"

networked hosts‘ are thus connected to storage devices over at least one significant distance-

capable link, such as Fibre Channel. C .

As the Fibre Channel example just presented, and the other examples provided in the

‘972 Patent illustrate, the ability to have remote storage devices is achieved through the use -ofi

at least one serial transport medium between the workstations and the storage devices. It is

the serial interconnect ‘that allows for attachment over large distances and, hence, the ability to

provide remote storage. See, ‘972 Patent, col.’ 1, lines 18-25. Even in the SCSI initiator to
SCSI target configuration discussed in the ‘972 Patent, there is a third Fibre Channel transport

medium (i.e.,, a serial transport medium) between the two storage routers to extend the distance

between the workstations and storage devices to provide the capability for having remote
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storage. See, ‘972 Patent col. 6, lines 12-24.‘ The serial transport medium is necessary for
remote storage because parallel SCSI buses alone are severely limited in distance and cannot

provide connectivity to remote storage devices in the manner of the present invention.

The definition of “remote” as requiring at leastone serial transport medium is further

supported by the fact that in the on—going Crossroads v. Dot Hill Systems Corporation, Western

District of Texas, Civil Action No. A-03-CA-754-SS litigation (the “Dot Hill Litigation”), Special

Master Bayer recommended to the Court that “remote” be construed to mean “indirectly

connected through at least one serial network transport medium” (emphasis added)_. The

pertinent portions of the Report and Recommendation of the Special Master Regarding United

States Patent Nos. 5 941 972 and 6 425 035 B2 (the “Report”) are attached hereto as Exhibit

.B. Special Master Bayer was commissioned by the Court in the Dot Hill Litigation to conduct a

Markman hearing and provide recommendations to the Court as to how the claims of United

States Patent No 6,425,035 (the ‘"035 Patent") should be interpreted. Special Master Bayer

filed his recommendations in the Report after reviewing the initial Markman briefs submitted by

both Dot Hill and Crossroads. conducting a Markman hearing (on August 30, 2004), and

reviewing post-Markman briefs and reply briefs. After careful review and analysis, Special

Master Bayer concluded that ‘‘remote’_ meant “indirect|y. connected through at least one serial

“network transport medium". Thus. at least one of the transport mediums‘ (either the one

connecting workstations to the storage router or the one connecting the storage router to the

‘storage devices) recited in independent Claims 1 and 11 must be serial (e.g., cannot be parallel

’ SCSI). Indeed. in each of these claims one of the transport media is Fibre Channel. This
definition of “remote” is consistent with the idea that the, invention of the ‘972 Patent allows for

the storage devices to be at “significantly remote positions” of up to and “even in excess of 10
kilometers’’ from the hosts accessing those storage devices. The at least one serial connection

allows for networked workstations to connect to storage remotely,'while a parallel SCSI

connection simply cannot.

‘ In this unclaimed configuration, there are two "back to back" FC-SCSI routers. Workstations are
connected to the first router by a SCSI bus and storage devices are connected to the second router by

a SCSI bus. The two routers are connected by a Fibre Channel transport medium.
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d 2. Spring’s SCSI-to-SCSI System Does Not Provide Remote Storage Devices

The system of Spring does not provide virtual local storage on gut; storage devices.

Instead, Spring teaches a system in which a sewer emulates local drives as local SCSI
removable drives to a set of workstations. See, Spring, page 3, lines 1-5. Workstations access

the emulated SCSI removable drives as if they were locally attached removable SCSI drives.

See, Spring, page 10, lines 1-,3. Because the drives appear as removable drives, the SCSI
' dismount command canbe used to free media for use by other workstations. See, Spring, >

page 10, lines 16-25. As an example, in the context of a workgroup that works on large files,

such as graphics, this allows one user to mount the virtual drive containing a particular image at’

the user's workstation, work on the image, save the image,-and then dismount the virtual

media. Another user canthen mount virtual media and edit the media. This obviates the need

to share physical media such as CD’s or tapes while coordinating operations between various

workstations. '

The invention of Spring is illustrated in FIGURE 1 of Spring, reproduced below .
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FIGURE 1 of Sgring

_ As shown, the hosts 16 connect via a_ parallel SCSI bus to server 20 which is further
connected to storage devices'21-25. It is clear from the Specification of Spring that the '

physical drives to which the data is written and from which the data is read are connected using

a direct connection, specifically SCSAI. Spring repeatedly mentions that the disk drives are
implemented in accordance with the RAID 5 configuration. See eg., Spring, page 6, lines 1-4,

and page 10,.|ines 1-5. in -1995, the year of Spring’s filing, RAID 5 systems ‘predominately if not
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exclusively used SCSI ‘drives.’ More significantly, Spring stresses that the differences between

the emulated drives and physical drives are that the emulated SCSI drives are smaller than the

physical drives and the emulated SCSI drives appear as removable .while the physical drives

are fixed drives. See, Spring, page 8, lines 18-23. Spring does not differentiate the SCSI

emulated drives from the physical drives‘ based on protocol and provides no ability to convert
between storage protocols. Furthermore, this passage indicates that the physical drives are-

-physically fixed and remain permanently in place. "Id. Accordingly, Examiner Fleming stated

that the system of Spring provides access from the USERS (i.e., host computers) through the

sewer and to the disk drives using SCSI. See, May 24 Office Action, page 7 (“SCSI . . . is used
from the USER to the storage router to the disc drives”). '

The Spring SCS|—to-SCSI system, such as that shown in FIGURE .1 of Spring, does not _

use at least one serial data transport medium and does not provide the capability to locate

4 storage devices at significant distances from the workstations. There is simply no distance-

capable storage link in the system of Spring as Spring relies on distance-limited SCSI

interfaces. Indeed, Spring recognizes the inability of SCSI interfaces to provide a distance-

capable link stating “a large number of workstations may be provided relatively close to server

20,,in which case .conventional SCSI interfaces may be employed..'’. See, Spring, page Z,.lines _.

10-12 (emphasis added). Thus, Vthe’SCSl-to-SCSI system of Spring does not provide virtual -

’ . local storage on “remote storage devices” as it lacks at least one distance-capable serial

transport medium.

3. ’Spring’s Ethernet-to-SCSI System Does Not Allow Access using NLLBP

While the Spring SCSI-to-SCSI system of FIGURE 1 does not provide for remote’
storage devices and cannotallow for significant physical distance between the hosts and

storage devices, Spring does provide some insight as to how “remote?” or physically distant _

storage devices could be incorporated into the Spring system. While-acknowledgingsthat
parallel SCSI interfaces have “limited” range. Spring states that in order to create less limited
distance separation from hosts to storage devices “in alternative embodiments it may be

necessary to provide alternative connections, possibly via coaxial cables, so as to increase the I
distance between the server and the workstations”. See Spring, page 7, lines 3-7._ Spring goes

on to state that ". . . in alternative arrangements, workstations maybe distributed quite widelyv

2 Similar to SCSI, other existing drive connections such as ATA and IDE were severely limited in distance.
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through a building, requiring more robust connection between the processor and server 20. It is

envisaged that connections of this type should allow the workstation to be displaced from the

server by distances in excess of 100 meters, having characteristics similar to high speed

Ethernet links.” See Id. at page 7, lines 12-17. As will be explained more fully below, this
alternative embodiment to allow “remote" storage devices in Spring does not meet the claim

limitation of “allowing access" between hosts and storage devices “using NLLBPs".

Independent Claim 1 of the ‘972 Patent not only recites that the storage devices are

*remote”, but also that the supervisor unit is operable to “allow access from Fibre Channel ,

initiator devices to‘ SCSlstorage devices using native low level block protocols." Thus, the host

computers connected to the first transport medium must be able to access the remote storage

devices using a NLLBP. This ability to allow access from host computers to storage devices

using a NLLBP, as recited in Claim 1, requires allowing-access between the host and storage

device(s) using a protocol (i.e., a set of rules) that does not involve the overhead of high level

protocols and file systems typically required by network servers, as supported in the ‘972 Patent

Specification and prior litigation interpreting this claim term. I

As discussed above, in systems prior to the present invention, when making a request

to storage through a network server to allow access between workstations and remote storag .._._ .._.____-:

devices, a workstation first had to translate the requests from its file system protocols"to'higher' '- 71"‘ “r '2' " 1*

level network protocols in order to communicate with the network server, and the network

server would then translate them into low level requests to the storage device(s)". In contrast,

as described in the ‘972 Patent, allowing a host to access storage devices using a NLLBP

provides a mechanism by which communication betweenthe host and the storage devices can

be accomplished faster because there is no need to‘ translate from a network protocol to a

NLLBP. See ‘972 Patent Specification, col. 1, lines 36-50, col. 2, lines 2-5 and 15-18, col.‘3,

_l lines 8-19 and col. 4, lines 11-19 (distinguishing an NLLBP from higher.-level protocols by?
contrasting the invention of the ‘972 Patent (allowing access using NLLBP) to prior art solutions

(which allowed access using network- protocols requiring translation to NLLBP)). Further, in

Crossroads v. Chaparral Network Storage, Inc., Western District of Texas, Civil Action No. A-_

O0-CA-217-SS (the "Chaparral Litigation”) and Crossroads Systems (Texas), Inc., v. Pathlight

Technology, Inc., Western District of Texas, Civil Action No. A-QOCA-248-JN, the Federal _
District Court issued a Joint Markman Order (the “Markman Order") interpreting “NLLBP" for the

purposes of the ‘972 Patent as follows: '“a set of rules or standards thatenable computers to

1 exchange information and do not involve the overhead of high level protocols and file systems

typically required by network servers.” A copy of the Markman Order is attached hereto as
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Exhibit C. This construction and the validity of the ‘972 Patent was upheld by the Federal

Circuit. A copy of the Federal Circuit decision affirming the decision of the lower court is

attached hereto as Exhibit D. Thus, based on both the Specification of the ‘972 Patent and the

Markman Order, an NLLBP is a protocol that enables the exchange of information without the

overhead of high-level protocols and file systems typically required by network servers.

As claimed in the ‘972 Patent, allowing access from host devices to storage devices is

done using NLLBPs. Using the example of a first transport medium of Fibre Channel (“FC") '

and second transport medium of SCSI, a FC workstation can communicate SCSI commands to

a storage device using the FC protocol throughthe storage router. In this case, the storage

_ router receives the FC-encapsulated SCSI commands on the FC transport medium, removes

the FC encapsulation and forwards the SCSI commands to the storage devices on the SCSI

data transport medium (provided the FC workstation is allowed to have such access as will be

discussed more fully below). There is no translation of the commands from a higher level

network protocol to a native, low level protocol. .In other words, the storage router is not

required to translate from a high level command (e.g., a tile system command or function call

with arguments) into a SCSI command. Rather, the storage router strips the FC layer off of the

existing SCSI command and fon/vards the SCSI command to the storage device. Thus, when
the FC host workstation is allowed to have access to the SCSI storage device, -that access is‘ 7v ‘ ’
accomplished using NLLBPs. _ _

Thus, as recited in Claim 1, to “allow access from Fibre Channel initiator devices SCSI

storage devices using native low level block protocol" requires allowing access from host

computers to remote storage devices using NLLBP. Thus, due to the “remote” limitation, Claim

1 requires that at least one transport medium be a serial transport medium and due to the

“NLLBP” limitation, the host computers must‘ be allowed access to the remote storage devices

using a protocol that does not involve the higher level overhead typically associated with .

network servers. Spring simply does not teach or suggest any system that will allow hosts’ to
access remote storage devices using NLLBP.

‘ , As discussed above, Spring does provide an alternative embodiment to its SCSl-to-

SCSI embodiment of FIGURE 1 that can allow for hosts’ to be separated from storage devices

by distances inexcess of 100 meters. See,.Spring, page<7, lines 3-17. (“. v. . in alternative
arrangements, workstations may be distributed quite widely through at building, requiring more

robust connection between the processor and server 20. It is envisaged that connections of

this type should allow the workstation to be displaced from the server by distances in excess of -

100 meters, having characteristics similar to high speed Ethernet links"). The use of coaxial
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cable for Ethernet networks was common in 1995 (e.g., 10Base-2 and 10Base-5 Ethernet),

however, these Ethernet networks required the_use‘ of high-level protocols to transmit
information between a workstation and a network server. In Ethernet-to-SCSI systems such as

that suggested in Spring, a workstation would first translate the request from its file system

protocol to a “network protocol” (i.e., Ethernet protocol) and send the request to a network

server. The network server would then translate the network protocol to a native low level

protocol (i;e., SCSI) and send the low level request to the attached storage device. The

problem with this type of system is exactly the problem that the ‘972_Patent described in the

Background of the Invention and was designed to overcome. Namely, this type of system
creates a bottleneck that slows down the access from the hosts to the remote storage devices.

Because, NLLBPs cannot be sent over long distances using a SCSI bus, the workstation must

create a network protocol to send requests over the Ethernet transportmedium. It takes the

workstation a long time to create a network protocol and takes the server time to translate the

information sent according to the network protocol into a NLLBP (and visa versa when sending

the information back from the storage device to the host). In such a system, data access times

from the workstation to the devices are increased.

While Spring provides no guidance as to how the emulated removable SCSI drives

' “would be accessed’-‘via Ethernet in the suggested alternative "embodiment,-at the"time'of'Spring, ~

one of ordinary skill in the art would have understood that access to remote storage via

Ethernet required the use of-a higher level network protocol and there no teaching or ‘

suggestion in Spring othen/vise. Thus, it would be understood that the workstations of Spring
use a higher level network protocol (e.g.,.an Ethernet file server protocol) that is then translated

by the network server into a NLLBP before access to remote storage devices can be achieved.

The system of Spring is exactly the type of system that the present invention was designed to
overcome because the system of Spring does involve the overhead of high level protocols

typically required by network servers and ski require a translation of a network protocol into

SCSI commands at the network server when allowing workstations to make requests to and
from storage devices, Therefore, Spring does not teach or suggest the limitation “to allow."

access from Fibre Channel initiator devices to [remote] SCSI storage devices using native low I T
level, block grotoco ” (emphasis added).
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4. Similarly, Oeda F_ails to Provide Remote Storage Devices and Allowing Access
to the Remote Storage Devices Using NLLBP

Like Spring, Oedagdiscloses a SCSI-to-SCSI system of connecting a host computer to a

storage device(s). See Oeda, FIGURES 1-5. FIGURE 4, illustrative of the Oeda system, is

reproduced below. '

SHARED-READ _: ;
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FIGURE 4 of Oeda ~

Using the Example of FIGURE 4 of Oeda, a SCSI magnetic disk storage device 3 A

, (including disk controller 5 and drive unit 4) is connected to two host computers through SCSl

bus 2. Thus, hosts communicate to“ storage devices ‘in’ this Oeda system using only parallel

SCSI; there is no serial transport medium between the hosts and the disk storage device.

. Consequently, for the reasons discussed above regarding Spring, the Oeda storage device3 of
FIGURE 4 is not remote from the host computers asrecited in the independent Claims ofthe ‘

'972 Patent. '
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Like Spring, Oeda also provides an alternative embodiment that has the capabilityto

provide hosts access to remote storage as shown in FIGURE 6 of Oeda reproduced below.

Like Spring, this Oeda embodiment also fails to allow access to remote storage devices using

NLLBP. A '

»_.n_onsss%-_mioi*_,_ ‘_ .
.-590.‘.

-EE‘l’+'28lE..£l%.*‘- S?‘ 1 iieAovi«Ess—~=lio°st
‘ ' ' " .u= Aoo_REss=aoo4'--

__ -3004,

E5002 .1 .. ..

' fij .‘ 3:

FIGURE 6 of Oeda

ln FlGURE 6 of Oeda, Oeda replaces the SCSI bus of FIGURE 4 with an Ethernet
connection 22 and inserts into the system a network file server 19. See, Oeda, col. 9, lines 48-

67 and FIGURE 6. As this embodiment of Oeda points out, access to remotenstorage devices

required the use of higher-level network protocols and is not done using NLLBP. There is no

‘teaching or suggestionin Oeda to the contrary. In fact, Oeda recognizes "that a translation from
the network protocol to a NLLBP must occur stating “host computer 1B must accept and-deliver

commands and data in which the differences of communication protocols -for the SCSI bus 21

and Ethernet are considered.” See, Oeda, col. 9, lines 47-60 (describing replacing the.SCSl

« bus of FIGURE 5 with a network such as Ethernet). Further in conjunction with FIGURE 6, E

Oeda describes that while this embodiment allowsthe storage device to be sharedamong
-- hosts using different operating systems and network -protocols, it still requires" the use of high-

level network protocols between the host computers and file sewer (e~.g., the network protocols
used by UNIX, MS-DOS and the general purpose computer to communicate via Ethernet). '

See, Oeda, col. 10, lines 22-68.‘ I
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Again, these Ethernet-based systems of Oeda are precisely the types of systems that

the present invention was designed to overcome because they do involve the overhead of high

level network protocols typically required by network servers and they d_o require a translation

of a network protocol into SCSI commands at the network server when allowing workstations to

make requests to and from storage devices. Thus, similar to Spring, Oeda simply does not

teach or suggest the limitation “to allow access from Fibre Channel initiator devices to [remote]

SCSI storage devices using native low level, block grotoco ‘f (emphasis added).

5. » Summary - Allowing Access to Remote Storage Devices Using NLLBP

Neither Oeda or Spring, alone or in combination, teach or suggest allowing access from

host devices to remote storage devices using NLLBPs. Spring teaches a SCSI-to-SCSI system ‘

in which workstations are connected to a network server via a SCSI bus. Spring does not

disclose in this embodiment any distance capable serial transport medium, but simply the

limited distance, parallel SCSI transport medium. Consequently, the SCSl—to-SCSI system of

Spring does not allow access to “remote” storage devices as recited in Claims 1 and 11. In I I

order to provide the ability to access remote storage devices, Spring introduces Ethernet

__ ‘connectivity (repla '_ng‘ the _S_CS_l_:bus_Abeh~een the workstations and the server with an Ethernet

”connection) andi'high7er—level network protocols. Because this Ethernet—to'-*SCSI-embodiment=of:i-%~=‘ri’r “ '

Spring requires the use of higher-level network protocols it does not “allow access from Fibre

Channel initiator devices the [remote] SCSI storage devices using native low level, block . .
protocol” as recited in Claims 1 and 11‘.

I Similarly, Oeda teaches a SCSI based system and an Ethernet based system that suffer
the sameldeficiencies as the systems of Spring. In the SCSI based system of Oedafthe

storage device is also not indirectly connected to the host computer by at least one serial

transport medium. Consequently, the magnetic storage device is not “remote” from theuhost

computers. The Ethernet based systemsof Oeda require the use of higher-level network

protocols and, as in Spring, do not “allow access from Fibre Channel initiator devices the
[remote] SCSI storage devices using native low level, block protoco|.”'

Thus, in Spring and Oeda, the storage devices are not remote and access to them from

thehost is not provided using NLLBPs. Rather,‘ the storagedevices are connected using

' limited distance parallel SCSI _bAuses._ ln.order to provide access to a_remote storage device, a
higher level network protocol must be introduced. That is, in orderhto allow the storage devices:
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to become remote in Spring and Oeda, access is no longer provided from the workstations to

the storage devices using a NLLBP.3 Applicants therefore respectfully submit that Spring and

Oeda do not teach or suggest providing “virtual local storage on remote storage devices” and

providing access “from a Fibre Channel_initiator device to [remote] SCSI storage devices using

native low level block protocol" as recited in independent Claim 1.,As the cited references,

‘alone or in combination, do not teach or suggest this feature of the present invention,

Applicants respectfully request allowance of Claim 1. As will be discussed more fully below,

these references certainly do not teach or suggest allowing access to. remote storage devices in

‘ conjunction with mapping and access controls as claimed in the ‘972 Patent.

E. ‘,‘Map" - Neither Spring nor Oeda Teaches or Suggests Mapping Betweenvbevices

Connected to the First Transport Medium and the Storage Devices

1. A Map Includes a Representation of the Devices on the First Transport Medium '

and the Storage Devices

Claim 1 recites a supervisor unit operable “to map between Fibre Channel devices and

_ SCSI storage devices.” Claims 7 and] 1 contain similar features- Mapping between Fibre
Channel devices and storagewdevices in the present application refers to a mapping betvveen*'==“‘*‘ " ~= >7

the workstations/host computers and storage devices such that a particular workstation/host

computer on the first transport medium is associated with a storage device, storage devices or

portion thereof on‘ the second transport medium. As discussed in the ‘972 Patent Specification,

~ the mapping provides a correlation between devices on the first data transport medium and the

storage devices through one or more steps. See, ‘972 Patent, col. 2, lines 1-5, col. 2, lines 13-

14, and col. 8, lines 53-65. In addition‘, the Federal District Court in the Chaparral and Pathlight

Litigations defined the term “map” in_its Markman Order as follows: “to create a path from a
device on one side of the storage router to a-device on -the other side of the router, i.e., from a

Fibre Channel device to a SCSI device‘(or vice-versa). A map contains a representation of

devices on each side of the storage router, so that when a device on one side of the storage

router wants to communicate to a device on the other side of the storage router, the storage
router can connect the devices.f’ See, Markman'Crder, Exhibit C, page 12 (emphasis added).
Thus, the mapping of the ‘972 Patent associates the host device(s) on the first transport A

3 Jibbe, a reference directed to a SCSI interface, simply does not address the issue of remote storage
devices or allowing access to these remote storage devices using NLLBPs.
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medium with storage devices on the second transport medium to create a path between the

host and the remote storage device (or portion thereof). For example,‘ the map can include

mapping a host workstation identifier (e.g., address or other identifier) and a virtual

representation of a storage device (e.g.,sa virtual LUN), and potentially even further from the

virtual representation of the storage device to a physical representation of the storage device
(e.g., a physical LUN). '

2. Neither Spring nor Oeda Teaches or Suggests a Map

As an initial matter, Examiner Fleming recognizes that Spring does not map between

devices connected to the first transport medium and the storage devices as recited in Claim 1 '
(and likewise does not point to any place in Jibbe, Cummings or Crouse that teaches or

suggests such a mapping). See, May 24 Office Action, page 7 (Spring “does not set forth a

mapping between the workstations and the storage devices”). Instead, Examiner Fleming

attempts to rely on Oeda to show mapping. See, May 24 Office Action, page 7 (“amapping

between workstations (in the form of HOSTS) and the assigned partitions (41-43) is clearly

shown"). Oeda, however, does not teach mapping as recited in the ‘.972 Patent because there

iswno _“n__1ap‘7 thatcontains a. representation of a deviceon one side of the storage router and a - . . .,

representation of a storage device on the other side of the storage router so as to create a*path ~ - - - 2 '
to connect the device to the storage device (e.g., to connect the fibre channel host device to a 4

SCSI storage device). V ' '
it There is no map in Oeda that includes a representation of devices on one side of the

_ .disk controller and storage devices on the other side. Such a map is not necessary or used in

Oeda, at least in part, because the Hosts are responsible for knowing which target SCSI IDs

they can request and the disk controller processes target SCSI IDs without regard to the host
that asserts the ID. O_eda discloses a host-based methodology to associate hosts with a

storage partition and does not disclose a map between devices connected to the first transport -
medium and the storage devices (i.e., a map between Fibre Channel devices and SCSI storage

devices). See Oeda, Col. 8,. lines 9-13 (host computers are set by the operating system). In I

Oeda, SCSI IDs for target devices are processed by a-SCSI control large—sca|e integrated

circuit (“LS|”) as described in conjunction with FIGURE 7. The LSI contains n comparators and

ID-registers, with each register containing a SCSI ID for a target device. See Oeda, col. 5, lines

44-48. When a host computer requests a particular target, it does so in the “selection phase"

by marking “true?’ the data line among the eight data lines of the SCSI bus which correspond to A
the SCSI ID number of the target. See id. at col. 5, lines 14-22. Each ‘comparator compares
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ID in the respective register and, if a match is madeggenerates-an ID coincidence signal. See

id. at col. 5, lines 48-51. Using the example of FIGURE 7, if a host asserts ID 1 on the SCSI

bus, comparator 74 will compare the asserted ID to the contents of register 71, comparator 75 _

will compare the asserted ID to the contents of register 72 and comparator 76 will compare the

asserted ID to the contents of register 73. Because theasserted ID matches the contents of

register 71, comparator 74 will generate an ID coincidence signal, indicating that the host is

requesting SCSI ID 1. The CPU will then process the subsequent commands and data to read

data from or write data to the appropriate partition associated with SCSI ID 1 (e.g., partition 41).

See, Oeda, col. 5, line 64 through col. 6, line 13.‘ This process is done without regard ‘to the

host that actually asserted the SCSI ID 1 in the selection phase. Thus, whenever LSI receives
SCSI ID 1 in the selectionphase, it processes the corresponding command to read from or
write to the appropriate partition regardless of the host device that asserted SCSI ID 1.

The Examiner cites Oeda at Column 7 lines 53-Column 8, line 30 for the proposition that

Oeda shows a “map”, however, this reliance on Oeda is misplaced. In a multi-host

environment, such.as that depicted in FIGURE 4 of Deda (shown above), each host is set

. be_fg_rehan_d__by its operatiAr_}_g__gs>yst”e4rr1uto‘only request specific SCSI lD’s. See Oeda, col. 8, lines .

A 9-31." Put another way, the operating system sets eachhost to limit the target SCSI -IDs‘ th_a,t:-:»3:‘~v'~~"- r*

host can select during the SCSI selection phase. In the example of Oeda, Host 1A is

configured by the operating system to request only SCSI ID 1 and SCSI ID 3 and Host 1B is

configured by the operating system to request only SCSI ID 2 and SCSI ID 3. See Oeda, col.

7, lines 57-65. Oeda_states that it is the operating system of the computer system that sets the

host computers beforehand. See Oeda, col. 8, lines 9-13. After the OS sets the host computer

selection configuration, when a particular host selects a particular target ID, for example target

ID 1, the LSI of the disk controller identifies the appropriate partition (e.g., partition 41) as

described inconjunction withthe selection logic of FIGURE 7. Due to Oeda’smethod for using

the operating system to sethosts, the disk controller does not have to (and does not) map host
IDs to‘ target SCSI IDs because only hosts configured to request target ID 1, will request ID 1 in

' . the selection phase. Indeed, Oeda fully admits that it does not need or use such a map, stating

4 ‘‘when disk controller 5 performs the exclusive control between an access from the host

computer 1A and an access from the host computer 1B, it need ‘not-consider the difference of‘
the device lD’s (here SCSI ID‘s=7,6) of the respective‘ host computers 1A and 1B, but it may

merely judge pertinent ones ofvthe device lD’s (SCSI |D’s=.1, 2 and 3) of the respective
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partitions 41, 42, 43 selected by the host computer 1A and 1B.” Oeda, col. 8, lines 20-30

(emphasis added). ' I I
Thus, in the Oeda host-based system, the hosts know which target SCSI IDs to request

and therefore there is no need for a map at the disk controllerthat controls whether a particular

host is mapped to (and can therefore access) a particular storage device (or portion of a I

storage device). In Oeda each host knows the storage device SCSI IDs it is permitted to

access and makes requests only to those storage device IDs. When the disk controller
receives a target SCSI ID from a host it directs commands and data to the partition associated

with that requested target SCSI ID without regard to the host that made the request. In other

words, the disk controller in Oeda does not consult any map to determine whether the host

should be connectedto the requested target SCSI ID; rather, if the disk controller of Oeda

receives a request, it simply fon/vards it to the appropriate SCSI ID. There is simply no teaching

or suggestion in Oeda that disk controller 5, or any other device in Oeda, maintain’ a “map" that

contains a "representation of host devices on one side of the disk controller and representations

of storage devices on the other side of the disk controller as recited in_ the claims of the ‘972
Patent.

Thus, while-Oeda does touch on the concept of setting host computer configuration.by.,. .,

the operating.system (see Oe'da,~VcoI. 8, lines 9-13), it does not teach orvsuggest--‘doing-any =formI-:'-'--~= 4:
of “mapping” as claimed in the ‘972 Patent. For example, setting the host configuration to I

‘-define which target SCSI IDs a host may request can be done by setting registers in the host’s

host bus adapter ("HBA”). "This methodology entails setting flags in registers of the host HBAI

indicating which SCSI bus lines the host can orcannot set as true. Thus, each host would

simply have a listing or set of flags that indicate which target SCSI IDs are available to that '_

‘host, but not a map as recited in the ‘972 Patent that represents that host deviceitself or the

storage devices (i.e., Host 1A'does not map itself to storage devices,,but'si~mplyV contains a list

or set of register settings indicating that the HBA can only assert true onthe buslines for target

SCSI ID 1 and SCSI ID_ 3). Neither the disk controller nor the individual hostsin Oeda are
operable to map between devices on the first transport medium and storage devices. Thus, the

r host-based configuration method discussed by Oeda does not teach or suggest a map as
recited in the ‘972 Patent. '

Furthermore, the mapping recited in the ‘972 Patent is between host devices connected

to thefrst transport medium (i.e., Fibre Channel devices ) and the storage devices that are
remote from the host devices. As discussed above, Oedaachieves remoteness through the

introduction of Ethernet as discussed in conjunction with FIGURE 6 without the use of NLLBPs.
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In the Ethernet based system of Oeda, portions of storage are assigned IP addresses based on

the operating system/network protocol that is allowed access that IP address and not the

specific hosts that can access the storage. See, Oeda, col. 10, lines 14-22. Thus, for example,

in FIGURE 6 of Oeda, partition 213 is assigned IP address 5002, which is accessible by MS-

DOS based computers (i.e., any.host computer that runs MS-DOS). In contrast ‘to the invention

claimed in the ‘.972 Patent, thereis no‘ map between hosts devices and storage devices as the

. partitions of Oeda’s Ethernet system are simply “held .in correspondence with OS’s and network

protocols." See, Oeda, col. 10, lines 24-27. Once again, the Oeda system controller (network

file server 19 in FIGURE 6) does not contain a map with representations of particular host

computers associated with particular storage partitions, but rather Oeda simply reviews the

incoming request to a partition, sees that the incoming request uses a network protocol

_ compatible with the IP address, and allows the request to go to the storage partition without

regard to which host sent the request: This is not, and Oeda therefore does not teach or

suggest, a. map containing a representation of the -host devices associated with a

representation of the remote storage devices as recited in the claims of the ‘972 Patent.

- F.; -“Acce_ss..Controls’:.—.Neither Spring nor Oeda Teaches or Suggests.Implementing
””Acééss' c¢'ntr‘ais""* ' ‘ "

1. Implementing Access Controls

Claim 1 recites a supervisor unit operable that “implements access controls for storage

space on the SCSI storage devices” and “allows access from Fibre Channel initiator devices the

SCSI storage devices using native low level, block protocol." To implement access controls

requires more than simply allowing a host to have access to a storage device. Implementing

access controls is a security measure designed to prevent unauthorized access from

workstations to particular storage devices or subsets of storage as claimed and described in the
‘ ‘972 Patent. When access controls are implemented, particular workstations may be permitted

4 or denied access to particular storage devices or subsets of storage devices. See, e.g.,

' FIGURE 3 of the ‘972 Patent and Graphic‘5 above.“ The storage router uses access controls

and routing “such that each workstation has controlled access to only the specified partition of

[a storage device] which, forms virtual local storage for the workstation. This access control '
allows security control of the specified data partitions.” See, ‘972 Patent, col. 4, lines 22-27.

Further, according to the Markman Order, to “implement access controls” for storage space on
the storage devices means to provide “controls which limit a computer’s access to a specific
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subset of storage devices or sections of a single storage device.” See, Markman Order, Exhibit

C, page 6. ,

The access controls of the ‘972 Patent dependion the map discussed above to control

access of devices on a first transport medium (e.g., workstations) to storage devices such that

requests from devices connected to theifirst transportumedium are directed to assigned virtual

local storage on the storage devices. In other words, the storage to which each workstationis

permitted access is controlled through the use of the map. See, ‘972 Patent,.col. 4, lines 7-10

(“storage allocated to each . . -. workstation-58 through the use of mapping tables or other
mapping techniques“). Thus, “the router can . . . map, for each initiator, what storage access is

available and what partition is being addressed by a particular request. In this manner, the

storage space provided by [storage devices] can be allocated to [devices connected to the first

transport medium] . . . See ‘972-Patent, col. 8, lines 59-65.

The access controls of Claim 1 thus permit or deny access from particular Fibre

Channel host devices to particular‘ SCSI storage devices (or subsets thereof) according to a

map that associates the host devices with the remote storage devices. The access controls
are part of the configuration for routing commands according to the map from a device

. __ “connected to the first tran_sport.medium to defined storage location(s) using.NLLBl?s (i.e.,
A rwit'hou‘t‘?'e"q'uiring the overhead of-high level protocols typically required‘by'network servers-).-ti

The access controls of the present invention thus limit access by workstations to storage

4 devices or.subsets of storage devices by allocating storage according to the map.

2. Spring Does Not Implement Access Controls

Regardingspring, Examiner Fleming stated;

Implementing of access controls is clearly described
throughout the disclosure, especially noting that each .
USER has access to a large -number of removable disc
drives (see page 7, lines 18-27), thereby teaching the
implementation of some sort of access controls, with the
storage router (server 20) determining if the requested
drive is available, and if so, granting access to _the
requesting workstation (see page 8, lines 10-17). Thus "
the access is ultimately controlledand allowed by the
storage router (server 20). See, May 24 Office Action,

.page‘6. ' J

The passage of Spring cited by Examiner Fleming, namely page 8, lines 10-17,
describes a conventional mechanism by which a server coordinates host access to SCSI"

drives, however this conventional mechanism is accomplished without access controls as
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defined in the ‘972 Patent as the coordination of host access described in Spring does not

assign particular storage devices or portions thereof- to particular workstations (or other device

on the first transport medium). This conventional mechanism is not designed to limit any
particular host from accessing any particular storage device, but rather to coordinate access to

storage between hosts so as to avoid contention between hosts for the same storage. In the

conventional mechanism described in Spring, when a workstation requests a |ogicaI.disk drive,

the server determines if the requested logical disk drive is available and if the logical disk drive.
is available, allows the_workstation to access the logical disk drive. Under this scheme, fly

workstation can access the logical disk drive so long as the drive is available. In other words,

Spring does not describe any mechanism that limits host access based on the ID of the host or

which particular storage device the host wishes to access; rather, Spring simply uses a
« conventional SCSI mechanism to coordinate access based _on storage device availability. V

There is simply no teaching or suggestion in Spring that the availability of the logical drive

depends on the workstation requesting the drive and whether that particular workstation has

been associated with that drive according to some mapping technique. In Spring, there is no

map between the workstations of Spring and the emulated SCSI removable drives (as

' discussed above) thatimplements access controls to limit a particular workstations ability to...........
"=vaé;*éE=;s§. particular emulated SCSI removabIe_ drives. V

This lack of access controls is demonstrated by Spring's utilization of aspects of) I

removable SCSI drives to coordinate operations between workstations and the fixed SCSI

disks. As described above, server 20 in Spring presents large fixed disk drives as multiple,

smaller SCSI removable disks. When’ a workstation wishes to access one of the emulated

SCSI removable disks, the workstation will request the logical drive using conventiona|'SCS| _

. command. ‘See, Spring, page 8, lines 4-8. The server will determine if the logical disk drive is
available and, if so, will returnudatato the workstation regarding the logical disk drive including 1

thefact that the logical drive is removable. ‘See, Spring, page 8', lines ‘10-17. The workstation
' can then transfer data to the logical disk. See, Spring, page 9, |i_nes 1-3. Once the data

transfer is complete, the workstation will issue a SCSI DISMOUNT command to. the emulated

_,SCS| removable disk drive. See, Spring, page 10, lines 17-20. Server 20 “acts upon the

dismount command by releasing the logical drive such that it can be accessed by o_tf2e_r A

' .” See, Spring, page 10, lines 24-25 (emphasis added). Thus, Springis utilizing
"mechanisms to coordinate access between hosts and storage devices to make sure the storage

. devices is available.
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However, in contrast to the invention of the.‘972 Patent. this methodology described in

Spring does not limit access of particular workstations to specific assigned subsets of storage’

devices or portions thereof.‘ Rather, any workstation can access.any logical removable drive so

long as that logical removable drive is not busy (i.e.-, is available). The use of the DISMOUNT

command is to facilitate the coordination of operations of the multiple workstations that all have n

access tothe same portions of the fixed disk drives, and does not prevent the access of

particular workstations to specific portions of the fixed disk drives.- There is simply no
mechanism in Spring thatprevents particular hosts from accessing particular storage. Spring‘

thus teaches a system that coordinates access by multiple workstations to shared disk drives,

not a system that permits or denies access by particular workstations to shared disk drives ‘(i.e.,

Spring does not ‘'limit a computer's access to specificsubset of storage devices orsectionsof a

single storage device”). Applicants respectfully submit that Spring as cited by Examiner

Fleming does not teach access controls as defined by the '972 Patent. Accordingly, Applicants

respectfully request allowance of Claims 1, 7 and 11 and the respective dependent Claims.

Moreover, the Ethernet based system of Spring does not teach or suggest providing

V access controls for storage devices that are accessed by host computers‘ using a NLLBP. As
~- _ discussed above, the Ethernet based system of Spring relies on higher level protocols to

a6hi’eve“remote storage." "In" fact, Spring provides no discussion as‘—to'how‘to implement access‘ *='=-—--'-"r?r;r'~"-'~»—-

controls in its Ethernet methodology (e.g., thereislno discussion how emulating removable 0
SCSI drives are presented over Ethernet to a host or how the ‘DISMOUNT command is
processed over Ethernet). Indeed, while there are no access controls as defined by the ‘972

Patent disclosed in Spring’s SCSI-to-SCSI implementation, there is no discussion of any

mechanism to limit access for the barely mentioned Ethernet based systemof Spring. Thus,

| Spring fails to teach or suggest implementing access controls from remote storage devices that
are accessed by a_ host computer using an "NLLBP. Accordingly, Applicants respectfully request
allowance of Claims 1 and 11.

3. Oeda Does Not Teach or Suggest Access Controls

_: Claim 1 (and Claim 10) of the ‘972 Patent recites “a supervisor unit . operable to
maintain a configuration . . . that implements access controls for storage space on SCSl
storage devices.” Similarly, Claim -7 recites a storage router “tolimplement access controls for I

storage space on the SCSI storage devices." The supervisor unit of Claim 1 and storage router I

of Claim‘? are each clearly configured to connect between the Fibre Channel transport medium
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and SCSI transport medium to provide for centralized management of access controls, thus

allowing the ability to centrally control and administer storage space. See, ‘972 Patent, col. 2,

lines 26-31. Claim 11 further recites “maintaining a configuration . ._ . that maps between Fibre

Channel devices and the SCSI storage devices and that implements access controls for

storage space on the SCSI storage devices.” The mapping and implementing access controls,

as discussed above, are tied together as access controls are implemented to ‘_‘cause certain
- requests from FC lnitiators to bedirected to assigned virtual local storage.” See, ‘972 Patent,

col. 8, lines 55-56'. Again, access controls are performed by_a device (supervisor unit/storage

router) where mapping between devices on the first transport medium and the storage devices

occurs, allowing for central control of storage space. I . if

The SCSI-to-SCSI implementation of FIGURE 4 of Oeda does not provide for this type

of access controls. In other words, there is no device in the system of FIGURE 4 of Oeda that -

I manages storage space for hosts using mapping. Instead, in Oeda each host computer is set

by the operating system to be assigned to a particular partition. Thus each host in Oeda
contains flags, or other indications set beforehand, of the target SCSI bus lines corresponding

to target SCSI IDs it can request so that each host can only request those target IDs (e.g., Host

1A is_ configured so thatit can only send requests to SCSI ID 1 and.SCS| ID 3). .See, Oeda, . . . .

col.‘8,'1_lines9'-14. Because H6éT1‘"/‘5I“i’s" configured not to request SCSI ID 2, it will not-~----~ --

erroneously request partition 42. See, Oeda, col. 8, lines 14-16. The control of the SCSI IDs

‘and therefore corresponding partitions that hosts can request thus occurs at each of the hosts

and not at a_supervisor unit/storage router or through a configuration that maps and implements

access controls as in the Claims 1, 7 and 11 of the ‘972 Patent. I

In contrast to Oeda, Claims 1 and 7 of the ‘972 Patent require a supervisor unit or

storage router that ‘‘implements access controls”. In contrast, Oeda, has no supervisor unit or

storage router connected ‘b_etween:the hosts and-remote storage ‘devices that implements‘
access controls. . The disk controller 5 of Oeda as shown with ‘reference to LSI 6 of FIGURE, 7,

' simply forwards requests for a_ particular SCSI ID to the_appropriate target. Thedisk controller
does not process the host IDs, or perform any other mechanism to limit access of anyuparticular '

host to any particular storage. The disk controller merely processes “pertinent ones of the

‘device lD’s (SCSI lD’s_=1, 2 and 3) of the respective partitions 41, 42, 43 selected by the host
computer 1A and 1B." V Oeda, col. 8, lines 20-30. Disk controller 5 is completely agnostic as to
which host asserts a specific target ID as it is assumed in Oeda available target IDs are set

beforehand atthe hosts. Thus, disk controller 5 does not act as a storage router or supervisor
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unit that implements access controls for the storage space to limit a host's access to portions of

the storage space. .

Similarly, Oeda does" not maintain a configuration “that maps between Fibre Channel

devices and the SCSI storage devices and that implements access controls for storage space

on the SCSI storage devices” as recited in Claim 11. In the ‘972 Patent, the implementation of I

access controls is accomplished in conjunction with the map which maps thethost devices to
the remote storage devices. As discussed above, neither the disk controller 5 of Oeda nor any

other component of Oeda utilize a map that maps between devices connected to the first
transport medium and the storage devices. There is, consequently, no component of Oeda that

maintains a configuration uses a map to provide for management of storage space “that maps
between Fibre Channel devices and the SCSI storage devices and that implements access

controls for storage space.” In other words, there is no teaching in Oeda of implementing

access controls by providing a mapping of what storage access is available and what partition

is being addressed by a particular request such that “the storage space provided by [storage

devices] can be allocated to [devices connected to the first transport medium] . . . See ‘972

Patent, col. 8, lines 59-65.

In Oeda,_beca_use the hosts are set to know which SCSI IDs they can request and fly .

J hosfior other device) tha't'a'ssert's a particular SCSI target ID-is granted>»access'to-"the" '

corresponding partition, there is simply no mechanism (e.g., supervisor unit, storage router or

mapping) that limits each particular hosts’ access to the storage device or particular partitions of 4
the storage device. Therefore, Applicants respectfully request allowance of Claims 1, 7 and

11. ‘

"H 4. The Ethernet Based Configuration of Oeda Does Not Teach or Suggest Any
Form of Access Controls For Remote Storage V y

As discussed previously, the storage devices for which access controls are providedare

“remote storagedevices” that are remote from the host devices requesting access. The‘ .
portions of Oeda cited by the Examiner, namely those associated with of FIGURE 4, as

allegedly providing access controlsare discussed entirely within the context of a local, SCSI-to-‘

SCSI storageimplementation. While this host_-based mechanism of Oeda is not the claimed

access controls mechanism of the ‘972 Patent (as discussed above), Oeda provides no
teaching or suggestion as to how even that host-based mechanism could be implemented for .

remote storage and. indeed, discards entirelythat host-based storage allocation mechanism of

FIGURE 4 when moving to the remote storage implementation of FIGURE 6.
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As discussed above, Oeda introduces Ethernet to achieve‘ remoteness. As shown in

FIGURE 6, portions of storage are assigned IP addresses based on the operating system that

can access that IP address, not the specific hosts that can access the storage. See, Oeda, col.

10, lines 14-22. Thus, for exa_mple, partition 213 is assigned IP address 5002, which is I

accessible by MS-DOS based computers. See, Oeda, col. 10, lines 37-39. />r_ny computer that

- supports MS-DOS can access partition 213. See, Oeda, col. 10, lines 46-54 (explaining how

11..

the network fileserver handles requests to a particular IP address). The network file server

does not provide any security to prevent hosts using the same operating system from

accessing each other's data but simply fon/vards requests to a particular IP address to the

proper storage. 4 I

While Oeda discloses providing remote storage, this is done using a higher level

network protocol (not using NLLBP) without any access controls as claimed in the ‘972 Patent.

Any computer using the same operating system and higher level networkprotocols canaccess
the same partitions of storage. Oeda does not teach or suggest providing access controls for '

remote storage that is accessed by a host using NLLBP and, consequently, does not remedy

the deficiencies of Spring. Applicants therefore respectfully request allowance of Claims 1 and

G. The Combination of Oeda and Spring Does Not Teach or Suggest the Present

Invention _ '

Even assuming arguendo that Spring and Oeda can be combined as suggested by
Examiner Fleming, these references in combination do not teach or suggest the present

invention. If combined in a SCSI-to-SCSI system, the combination of Spring and Oeda fails to

‘ teach or suggest mapping and implernentingaccess controls for the storage space or mapping
and implementing accessgcontrolsat a supervisor unit or storage router. For remote storage,

both Spring and Oeda teach the use of higher level network protocols and neither teaches

‘mapping between devices connected to the Ethernet transport medium and the remote" storage

devices or implementing access controls forthe storage space on the /remote storage devices.

Thus, the combination of Spring and Oeda fails todisclose allowing access to remote storage

usingua NLLBP in conjunction with providing a mapping between devices connected to a first
transport medium and remote ‘storage in conjunction withimplementing a_ccess controls for the
remote storage devices. A A A ' A A
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H. The Cummings Reference Does Not Address the Deficiencies of Spring and Oeda

Similarly, the‘ Cummings reference does not remedy the deficienciesof Spring and/or
Oeda. Cummings is an article written near the inception of Fibre Channel that prophesizes

potential uses for Fibre Channel without actually providing implementation details for ‘any of-
these uses. Cummings provides no teaching or suggestion of a map or access controls, and

more particularly, does not teach or suggest a map between Fibre Channel host devices and

remote storage devices or implementation of access controls between a host and remote

storage devices as recited in independent claims 1, 7 and 11. Consequently, Cummings in

combination with Spring and Oeda fails to teach or suggest the claimed invention.

I. The "Jibbe Reference Does Not Address the Deficiencies of Spring and Oeda

Jibbe discloses a SCSI interface that is used to connect a host computer to a SCSI disk

array. The_int_er_face of J‘i_bb:e.allows a host computer to transfer operationsto a number of disk . . - .

I ' drives configured as a RAID 1, 2, 3, 4, or 5 disk array. see, Jibbe, Abstract.:-~'I'here is simply no -'

teaching or,su'ggestio'n in Jibbe that the disk array should be attached by anything other than a

local SCSI bus and consequently does not teach or suggest remote storage devices.

Moreover, Examiner Fleming did not cite the Jibbe reference as showing, nordoes the Jibbe

, reference appear to show, mapping between devices ‘connected to the first transport medium

and the storage devices, implementing access controls or allowing access from hosts to

_ storage devices using NLLBP.

J. The Crouse Reference Does Not Address the Deficiencies of Spring and-Oeda

The Examiner relies on Crouse in rejecting hardware "specific features of the claimed
4 invention. Applicants note, however, that the Examiner has not pointed out where Crouse

makes up for the deficiencies of the otherreferences. Consequently, the burden ofimaking out
a prima facie case of obviousness has notbeen met.
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K. Summary: There is No Prima‘Facie Case of obviousness A

The“972 Patent provides a system and method which allows a host computer to access

gemjotg storage devices using an NLLBP, while mapping between the host computers and

remote storage devices (or portions thereof) and implementing access controls for storage

space on the remote storage devices. Spring and Oeda teach either local SCSI-to-SCSI

systems that do not provide remote storage or Ethernet-to-SCSI systems that rely on higher

level protocols. While the Examiner has attempted to point to access controls in Spring and

access controls and mapping in Oeda, these references show neither access controls nor

mapping. Moreover, the portions in Spring and Oeda relied on for mapping and access controls

(which do not, in fact, show mapping and access controls as discussed above) only apply to the

SCSI-to-SCSI local storage implementations and do not apply to the Ethernet-to-SCSI

implementations of these references that allow for remote storage. I Consequently, Spring and

Oeda do not show a system or method that provides access from host computers to remote

storage using NLLBP, while applying access controls that limit a host computer's access to

specified ‘portions of the remote storage, nor do they teach mapping between the host

_.-g computersand the remote. storage devices.

None: of the additional art cited by the Examiner remedy the deficiencies of Oeda Aand= ' 0

Spring. Cummings, as discussed above, does not teach or suggest mapping between devices

connected to the first transport medium and remote storage devices or implementing access

controls between host devices and remote storage devices as recited in the presen_t invention.‘

Jibbe does not address the issue of remote storage, nor does Jibbe discuss access controls or

mapping. Crouse, similarly, does not address the deficiencies of Oeda and Spring. Thus,

these references do not make up for the shortcomings of Oeda and Spring.
Applicants respectfully submit that the Examiner has failed to establish a prima facie

case of obviousness -for Claims 1-14 as the prior art references do not disclose, teach or

- suggest all of the claim limitations. Specifically, the prior art cited by Examiner Fleming does

not teach or suggest: i) providing virtual local storage on remote’ storage devices and allowing

I accessfrom devices connected to the first transport medium to the remote storage devices

using a NLLBl5_; in conjunction with ii) mapping betweendevices on the first transport medium
and the storage devices; in conjunction with iii) implementing access controls. While Examiner
_Fleming provided a thorough analysis of Spring and Oeda, these references simply fail to teach _ V
the claimed limitations. Furthermore, Cummings, Jibbe and Crouse do not make up for the
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deficiencies of Spring and Oeda. Accordingly, Applicants respectfully request allowance of

Claims 1-14. '

Ill. Conclusion

Applicants appreciate Examiner F|eming’s consideration of the previous response» and

Examiner’s interview when drafting the May 24 Office Action. Moreover, Applicants further

appreciate Examiner Fleming’s_ careful and detailed review of all of the submitted prior art and

the issuance of a non-final office action. Applicants respectfully submit, however, that Claims 1-

14 are distinguishable from Spring, Oeda, Cummings, Crouse and Jibbe for the reasons stated

herein. Therefore, Applicants respectfully request allowance of all claims subject to

reexamination. . . '

This Reply was served via First Class Mail on July 22,2005 to Larry E. Severin, Wang,

Hartmann & Gibbs, PC, 1301 Dove Street #1050, Newport Beach, CA 92660.

The Director of the U.S. Patent and Trademark Office is hereby authorized to charge

‘any fees or credit any overpayments to Deposit Account No. 50-3183 of Sprinkle IP Law Group.

Respectfully submitted,

Sprinkle IP Law Group-

Attorneys for Ap licant

ohn L. Adair

Reg. No. 48,828
Date: July 22,2005 '

1301 w. 25*" Street, Suite 408
Austin, TX 78705

Tel. (512) 637-9223
Fax. (512) 371-9088
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‘ Iheirnfinsicevidenceofflm ‘972pademshnv.nd1e_p1aindfi*sinvendnnis inten’der14tores11l'ict

_ ‘aocéss bothni subsections ofestsr simage device. as wanes to £=mire,«undivi_ded scst devices

FimgfheplainphIas¢refcrs'on1_}_v1b_“stpxage space” anddoes notlimitthe space.‘

,. ' h vs -' Aoo475
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neueivaomr/zunn 12:\/\'_‘ 59:25 on line m~+m- nan19_51 primes u{\.'_';'un 32:13 - Pg 5/:7-...."‘ \..2'—.

onlytn suBsec'tions_ofadivided Scslslisragedevice. Sawnd‘,figuré3 ofthe‘9f‘72

a'broz_ad.x-eariing ofthis Figure 3 showstbree SCSI snamgedevicesl, two ofwhich are? .

undivided (60ami 54; ‘fhethird d:?«,vi°=‘(62)'is divisledintofour.§u}_:sgdtions ofstomgespmg pm,

fix: si1np1e]abeIingonFigne 3.-itisn]emthatflmenfire,undi\&d:ds1magedsvice(64)igm5anttg

beafiessed unlyby g single tcampmarji). Figure 3‘mLpr$sly shows fimffilg
pmnfifi-smvmmcmmm1msu§gg*awaéscgnm1s"m:mma=,mdhageasmggcggficw
(wen as fotthe divided éubsectifius wifl:in:a singilgstoragia devicg} flag hnguagegfghg

spgcificafion access to anentixe, SCSI stmge

Specifically. ixuefeningto Figurc3, the §p=cifi:ati'onsta1es“stnxagedevice 64ca:pbea]1tA::-.ateda;‘

storagefortheremniningwo1'I:s1n1ian_58 firmlsmiuhfiy” See ‘972.Patent, at4:20_ -421- Atthe

. cmmselmgued1hm,sEnplyba:anseFigum3 dz-:s:.:z1'i:es.111is faatnpcdoesnot

meanfiiefeaturewasintcazdedtnbepértofthe:.fhimedi11ve1;Iion.'ThnCa1n1smmd1y1giectg1his

atgtnne-at.‘ F1gun:' 3ismeanttobeane1mmphof‘hcwfl1:p1amhfl"'' s. cla:m‘" ed"mven11'_' 'bncan.be_

.implem:nt=d,andfl1:specifica_iiun clearly describesfifisfigmeas illustmfing one ’. ‘on

offlae nlniniedipvaulion. Ahapfingzheasrenaanis’ argI1ma1twbuldignoreéfi1ndmngnta1p1incip1e

ofclaimséonstuéfion, ofiwpémdinfiae defcndafils’ briufand oral thztthe specificgfiqn 7

bestguzidemfixemeapingafadispumdunn" See raram-;cs,9oF.3aa_t1ssz Finally,

the defmciénts currently point outflzatfiué also to tbs single, undivided storage

ag,_.i_.,= (543.5 a,“p31-tifion(i.e., logicai storage défini1;ion).” See ‘972 Pzmznt, at4:44 .4:47. Rathm

than compel-the defendants’-profiosed consuuctiqn,however. this language supports the plainfiffs

. * 1=';gn§e‘3 also diséloses 4- Ana mg defendants do notdigputeénzaune pzaiafims invwfion
aonuexnqalateslimifingacacsstovacdmxssubsecfions ofthe divided Scslsturagedevice (62).

I . — 4 r ‘ ‘
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mauauvuu Iulcucuuu :4-.:uu -‘nun an nne u: mr umnvnl printer: Ulla ‘_ _J!JU _1::1.1 * Pg on?

agummmmehemiugmaa&suacum£orst$xage—whemammfi:escéx§magea=vi¢ma

slibsecfibnvtfiflfinfl1aIdBviqe—can5=rfifenedmas3‘§uarfi;:ion,'*

Ihed:f:ndmBflwugpefim,c§mifflm_hfin§nefidmcemppbrmihepldnflE’§propmed

definifinn. this defiilitionis gonemiaess impmperbpcause the ‘972pnhent mead

direcuyuxponpxioruuanaamaefimebeinvana). Itisu-uethat'“claimsshou1db.erea'd inawaythz-Lt -_ ‘

'a.voids msnafing prior art ifit possible tq do S9." Harris v. .H'1’SC'orp., L14--.F._3d 1149;

ms (Fed. Cit-.1997). I;Iowever,tJ1eck-.ii>.nda:_11s.l';av4enot showntivxattmpriotartatissne-1]ieLI;i
patent-wmzldbe_‘.‘i.=;nsna:ed”i3y.adopfing theplaintiffsdefifiifién. 1mpor:anuy,u§eLuip§tanwas

panofthepfiormtmqimsly considered bythnpatmnfinmminm befm-e_ ‘972panent_

pamnaammzrappmenayainmtuscmetpigammmjmtasingleczaiminma=§72patem_ The
_ pmmmmhummaanmismemomeemfimmqghsngmcplmaébamangnishimwafién

_. Lnipmit onagcess oon1iu1.{o'r 3113T'°fl13T)-Eifiillmls. thePa1:nt ofiieeisnmths

model ofeficig:‘yo:fl:o:oughxV1ess,iV1s‘fia:i1meto éipe theLuipmemsgnyinva_lidatingp1:ior

"art a pres'ufnp'tio.11that:the Lni pafant nofrmd upon pla.intifl’s clnirfied

imnmm. Ifi arldifiomitdocs notappear m the CGurt‘!i1mfl_IcLnip:ca’ten.tre-adx‘;uponV*fl1: =97:

_ c1aimed‘invenfion. whne_a1eLzapa:en£ gioesaisclfise a system'qfAFib:e‘Cha1meloon1pu.t::.s and

‘sass istpmge devices,seka.Defendz§n1s"B!i:_:f,-I:]x. 6,é12%53 -2:65.111: and there. The

.Luipa!=mcqmem§gnh1vmfimof"bypas§cimfiS"u$edm“p1evcntflzefi:flme nfapydevicefjn

they-stun See id, ntfiuubsttacht 'I'héinvBntian offhe Lui'patentisi1ot concerned within wifi
tmsfitofhfommfimmussamumgandfllgsdoeshotdimlosetmbniquesforhmpphg,‘

. ‘ =1mecaaz:aq:ims1yno:§§,1idwequ;:hni:ish5i&e5nii§ggh=:¢mi.4pa£&fion*ina;isorde:.
- asfl1atte:misnotnsedin1he‘9T2daim1ang11age. -

 j:’-5
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neeeivea o7/ér‘/2nuu' 1:1 -.'.}9'=zs an line -m for t-301961 ex-{med q"\ - ino 12:13 - P9 7117.- . \_ - \_

.:mpien;en"ung cou1ro‘ls, nennn buffer.’ At 11:: hearing, theexerenaenze’
. engg—_suee1thetmg1ne2a£1i:eLuipanentd1ee1oees1he e1nimeainvennnn¢£a_ne‘9'72me£n;

However, Figme 2of111cLui patent isnota part one Lui invcmion; ra'1h::rit-is enmnsnnfion of

a-“eonventiohal” netwoik thatflae Lui invenfiozg hzipmuves upon. -See in’. at 3:66.-

Thecomtrejectsthednfcndanls’ n:g:imnr:tnn:“ennvenfiona1"netumnesyeeemee1so_:eed daze-‘.-uy

uponthe °972 claimudinirention. ’I'fiepa1=nte::amin=:mayhnveletnne;5ieneofpriai'_arts1ipl>y;- _

hr: ax-‘sh: not have missed‘a nctwtnk system direcfly appfiéable 1n

plainmre claimed ' " '

’1ne.nn,a1e-come-.611 eannnhepmanuireprnpoeea éennainnmna nepn-ne

“hnplunsaccése controls”inth: ';>ffi1i:. ‘EI72pa1ent’ao main z-znmrolswhich limit 1

a.t:'on1pu’o:r’sa;:ce:es 11> a specific ofstfimge devices or seciidens of 1'1 sjngic storagrfdevict-..”
III. ¢nnneefion‘oa' subsets ofsunnge space to associated Fibi-e Channel devices;wherein

. eaeh ‘enbset is only aeeeesimeby the associated Fibre Chanel device?

hmelis sgmeas in1he.preceifing'secfibne Thisphraséisusedin

_12of111e"972paci:exn..Asit:1id‘wi11;the'"1n:p1en:en:s access conno1s..."p1nnee

the 1he"’a]loca1idx 1 . . ." phrase means fizat -

d1ocamd§§om7g:e§;1paceonsubSe:cfiomoffi:single§CSIsmyageda&cemdone1ftie§:,IinHi*)ided’S'(éSI _
snag’edevines. iheudefendmmsfiujgwflfiirgmaflmgmmmmbifishsfiqmdcmfafififlzephaub '

I

_‘ The ' ‘ nrguethésb£é5wnesme“hnpIicifiy”£oundinfl:eLui§pééifichfionandin
~ -' - ' . “ = '* _a1J.ZandJ1.1._1'1sa_Cnn:t.Azsflnm

« edflzatthesefeannes "‘in1pli" y"disf:1osedbythB‘-IAfipaIent,anii‘flJco1‘h:=1'p1iDraIt
bfieflyrefimmedbymedefendanmmnkesmmmfimofmmbmingihagpfimmvdmthehvmfim
offl:ieLuipatcnt,or'vice-v=rsa._ ~ « ' ' w
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Ieeew-en Ulftlffllflll ‘1::uu- ,.-_B9:Zb on line [7] far 11301951 printed 1171." - you 12:13! F9 8/1?

5 Q .0‘w

means storage space canonly be on. _si1hsec1inns ofa singledivided SCSI sturage

Bothparties agreefixis-stmagespace,-howeve’t it is onlybeyaccssed bythe specified --

Fibie Chmgeldéviwtsy .

Ih:1$1aint111‘sp£uppseddefin1ti;1n1s“sabse1sorstuzag'e spggmanombdm spééifiofibre
‘C11anm:1-deviqs.” See 1=1ai:'m'11=s B1ief,‘at 26; 111: derendamssay lhephmse should-b'e 1icfin£d to

1mean ‘ions or >more that-are only accessible by 7a‘ single Fibre Channel see
Defendants’ 2. For flan teasons.disc11ss'ed section, the Court-abélopts the

plain1ifi’s proposed

IV." “supervisor-~nniP°“

Ihisu-mas Iisédinclaims 1. 2 1'o‘ofthe,‘9'72 111e‘p11aintiff»comeuas1ms mm

shouid be dnfihacfas-“a‘mi¢i'op1ucessuf -to dam in": b1:1fi‘er' in"dn-dz? ttsjmap

between Fibre Channel Beviaé and écsr devices and impleanenrs <—.pnuo1.+..* See
Plainfiffs Brief, at 25. The desfandantsmgue rhemnnshouldbe d1':fi.ncd_as “anlntel-13096011?

pm'cessu‘r"with 21evem1 syedficfeatunm seé Defendants’ iarizf, Ex. 2.

The fiefcndants is fin: means-plué-function
§11.'-1(6) offl1ePaJ;ent,1_Act, the claim; ocffimc *972 patent dohxiutadeqhately aesmmgfiaej

“slapervisor unit” tu beused. See Defendants’ Brief, at 15.17.’ The p1ain1:ifi'11rguesfl1at§ 112(6)

dnesndtapplyha211seth=ten:i‘&neqns”is
. thHmm“§mafi§mmfi”kadeqmm1ydesm{bedbyom:1dai1nlmgfige’1n&e‘9npat&1L See

3 151ain11&.'s.14ar1a»nau~Exh1'bits, at35-39."

Sebtion 112(6)‘ onne Pm: Aafimvides 11m ink.-he "111ea11s for 3

-7-

. A 00479



NetApp Ex. 1024, pg. 2098

Ezeeeiveu o1/zfraonxi 12:3 -..)9=2s nn~ lin_é in for‘ nnu19s1 printed of _}m:' 12:13 -= P9 9117

inc1ndethetenn“xnsans,”the1cis;1pteslnnpfionfl1aifim§ 113(5) means-jalnvsrfimcfiun analysis does

not apply. See .4z.sm.- Corp. 17. }’STB1I'f. Inc, 174 153:1-xsoiz. 1313 (F:-.d..Cir..1999) C'[W]h:xi an

elementofaelnirndos nqtusefigetzrnf ‘means,’ tfeahnemns anjteans-plus-;func!i:~zn claim elcmanx

is genémllynothppmoprima”). To overcome this prwynnpfion, the party seeking-to gpply § 112(6)

.must show‘the:':1aim]anguage atissne is p'me1yfi__mcn’ana1 and imguage does mi

adequittely desgibe the disputed term. See. at ;“{w]he'g-ifig element invokes
pwe1yfimnfiopg1tar:ne,wifl1uutihcaddifio:ialrecimlofspecificstn1ctm§:firmateria1fo:j:effonnihQ A
that fimcficui, ‘Ihe maybe Mllieafis-plus-fimcfion elem.-at-desjfite the lad; ofaxpress .

means-pni.+ funct;im11anguag=.”). fmmamdewpraeczgmimgmgeasawholgmecofircngees

withthe p1aintifa°1h_at1h_=.-tenn “supcrvisDr1"1ui1”is insteadma
canpedbrn1__fl1e t§sks:§p§cifical1Yfisled snqae oflhé ‘972-paient

Spccifica]1y,claims 1,.2an41l0offl1:‘972pa1:f1til:sau'bea‘fsnpervisoruni£”‘fl1ntcam (Dmaintain

andmapflaeconfiguiaiion u£netwoxkedF1b:echams1andsi:sIsgmagea¢vices;(2)h:n1fidein1§:is -
codgnralion an ansicazinn grspggific stung: space to specific 6.:-.w{io=‘$; 9:3)-_

implementaceess coguolsfonhe scsx sto_1-aged}-.\.vi::eS;.’Ixnr1 (4) megs‘; daiahny-.g§nragemm;e:'s
' bufiermanowmexehmgebewmmmepnnechmnfeiafifiscsrsmmgedevieég. See ‘972Pan:n1_.,’

_ ‘ SecIion112(G)IeadsasfolIows: “Anelemsntinadaimforacumbinafionnzaybe
eaquuessedasamcansorsnspforpedianningspecifiedfimsfionwiflnomflaexeditalofstrnchne,
ma1;e1-ia1;o1-actsinsupportthemof.dsuchclaimshallbepconsttuedtocovarthcoonesponding

dcsc:ibadi11thespecificafionandequivale1ns1hereof.” 35 U.S.C.§
112(5) é '
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xeunslvua uucucvuu l4::I.Iu - 37:50 ll!) une l.l.I 1’O!'!JI9U‘fVD‘l P!“ll'ItB!l>‘UfiJ'z- )1!!! 12:11 "' P9 1011'!

“N %(3\_/

atClaims1,2and10; 1h=sea:ea:esé;me1as1:;amibed_int11;p1ai:;1in=spmpnseadefinifian. In‘

addition, thespecifidafionmnpresslydefinesfim“sup§rvisurunff' as ;‘amicxoprocesst;f’ (acompufeg

;:hip) and specifically as “an1icx-oprocessorzvforconiliallillg Qpfiréfionofstatageronter 56 and to

kind]: mapping and s'ecm-ity access furnequestsbetwvzen Fibic ind SCSI bus 54.” See

id at 5:7 --5:10. Howevex, naiiherthe specification (nnrthe claimlnnguage) limitsihe Tfipatnnt

to_1he$pecificIn1z1comput=rcfiipr=fin=ncedbythn_d:f=ndunts. Althouglnthedelfcndmztsconectty ‘

gioilltoutthatthelntei ao96och5pismeon1ycom;3umrchipaxp:ass1;inan;eainu:e*9npaeax:apa

. th=spe=ifica;iondesm'b.;smany£eaunesmis:;hip,u:=dé£enaants£ai1tono:ethanhe1me1s696o

; chip is as only “En: implfinmfifibn” of_1‘h: i:1aim=d.inv::dion’5 - S439 ‘972 ‘

Patent, a.t5:63. The defendants are auempiing egacnyfihatflm Federalprohibits-to.Iimit

thcclnimsiotheprefe-rredembqdimauand examp1ésoftba@e¢ificafiqn. “whiscomghag cautinned

against thaclairrned to I.-.1:nbodi_me.n1s or specific examples inbihe

 ” Cmnarh 155 F.3d at 1186 (quofing Twins’ Iimruznentx, gm; v. Uriaed S‘tafes'Inr‘!

Thade‘n, 805 1558, 1563 (Fed. 1988)). The Court will notuse. an acample of“one ‘

_ implementafipn” to’ limit the language; of claims.‘ the

Court mops the-.1:1z':ini.i11‘s}.it:£:ni:t'Lonof“su1:o:::visor1:nit” cunstrur.-Jhattcunasusedidthj:

claims ‘972 patenttotnean “amimcfimbessbrprugrmhmedmpmmss

to map betyveen Filire; Channel devices and Scsfdevices andwhig.-.h access controls.”

V_.. “SCSI storage _

‘This usedinclaims 1,4. 7. 9-11 d 14 of1heT‘9.é72 pagan. nié plnhrfifiarguesflaax

ihismmcssmuanyneeasmfmmmdefimfimbeamggmemm SCSI.is.sowe1‘l-1:nowr'1'inthc

indusu-3:, fl1a11he.1eu’:1 can bevfurdm.’ defined as “any-s1:ora'ge device ixicluding, for ' V
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Redeived u7/zmnoo 120 aims on line :7: for nam9s1 prime of '\l 123:1:-: .* 9.911/17- 4 . \_ _ ,. ‘

exa-mpx"e,'a':ape dn'vc. CD-ROM drive, drei hm! disliizhive the'SCSIpro1:o'c6lan:1'

‘

m'mshau1E1»e demedas “any smmge device.am~u'ses a~SCSI standard and hasla

-‘BUs:i‘ARuE'r£LUN address?’ Sée.Defenda‘n1s"E1ief;-Ex.i. . I

The’comaguswid§finép1finfif£‘Esséufid1y,t§ed:fmdmm-comfiatheirnmw
definition shofild be used because it “oo1ep6r!s‘witE“972 specifica1ion"'an d igs diecussine ofS(;8I
storage See Defendanfs Bxief,- a114. ‘However; the by

the is'only oneexamplebfhewflzésdsl

represented. See £739. the defendants are ixnpennisaibfy fifiingm Emit mg
claimlnnguageto enexamlble givéniziihsspenifimfion See Cbmmk,156F3dat 1'1'sss7. «Fdrflne

saheofexea c1_afily,the cmntw§11adoptt£e p1iainti.f1‘spropose£T11e‘ii;uiiion'ii>;')fl1is tam‘ - ‘
. VI. ' “process data: in the.l'nifl‘e1-”“ A

'1msphmseisi:sedinciain:s'i"ana Iobfmé ‘97'2 Iheplaihifiéxguesiicinmseis

Vedequately defii1edoni_1s 6iunmdbyfl1estiiIuendingé1aim1é1;guaga‘Thedei'mdmt:{cnmmdthe
phmsejshoum be defined ages data sum" buffer in a'.'mann.er"to.’ cajacmeve mgpping

Z betiwen Fibre channeléndscsr dgirices;,and (b) apply aaeess‘con1‘:o1s'and routing funcfions.”
B=ie£Ex.2;' L “

I languageofl0‘di§e1ose1hntthe
protseésw am mzhebufiufim intexfanebe'i:Iveent1ie'.Ei'nze(2l1arm:l.con1i'aller and

. _con1reIler'to dcvicesto -
netive lowlevel, block plumcoi in accordaneewifhflie cahfigmauonf See: ‘972 raga, at Claims

Ind 10. Thish1u1guageAadequatl=ly descn*besvghati£meaps1o'=p:¢c=ssdammthebn£rer*fo:flaese
A - 1o -
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wuvsavaa vugnapuuvv 0.5.00 _- -I:-nu all Ann: Ll.| nu unuuvun plulscu Illlt ";lU§l In.-In "- r3 1:] II
I

' <3

clnimg. Shnply bamfusathe specifimfion may usgsrighuy -difiircnt lagguage to aesm-be ms

s_ee id at 5:13 -.s;2'o, dogs not eqnitle the dafendarns m aaopune m

1m_§mg;ovxfi:'phmim@ageofficddms.pbmsc.
VII. “storage mater’;

;I1fistet;n-isusefli1;c1aimsl—]and1Oo.fth:‘972pa1enL'I'hep1ainfi:EEarguesthé1:nn' mm5

l l¢6,andforc1ai1n7itshou1dbedefinedas“ade\dcewhichpmvides ’

lqcal implements axzcasspoxitrols, and alloiws access using native low iévcl

block pmtfamlsf‘ See P1a.inti_fi’s Brief, at The defi:n.giants the ,term should ineaJ'1 “a .

bfidgevaeviegyhaccoggécm arrpze éoascslbusana ena1)1e;'fl1c_cx;;ha‘ngeo.i‘.

SCSI oommandget in}'onna_ticn fipplimflon clients on SCSI bus devices and the Fibre.

Channe1]in1s._'_' ,s'.;e Bri:f,,Ex. 2.
. s

Thedefmdmmdonptmbemwfigmemfioriheipfipaseiidefinhionhthekbfieflmddid '

nntfisisuxssthetetmatflieiuly 2511ea.n'ng. InfiiABi1'not:bookofexhibitspxear;-.n1:ed§xtt§1‘ehea.tii1g,

thedefendants include finepagewfiichsuppons their wilhaquotefromflae épecificafiau.

See Defendanis’ Mw'1cman.Ex1n'bits, “Markmém riesenmion" Tab, at 22 This argmngm is

disingenuous. -The foflowefiby

‘severa]seirtenc:sfiI;d:grdefining“storageront::.’f Indeed;ths_=£ue:ctse-n=n==begiz4.«:“1=u:th=:,u1e

sun-ag§_ tputer applies mes; con1'.ml_s . . .. See ‘.972 Patent, at 5_-_=.o. The defendant? anegnpt to ,

Enitth=mrfi‘‘smmgemut§r”moneofs=van1d:scfi;;fivcsente:1c§si11fi1especific:§fionisnotweE- '

‘1naddifion,theCu1nfindsfl1:t:rm“snorggem1teg?asnsedinafl.q1gimSpffl1e‘9?2;pEt¢nL‘

isadeqmialy-desmibedbymcgddtamm-1mghageof:pg§1aam,wp;chdi;dns;siaaaanthévafious

fufictions andlarqualifia ofthestax-fig: routq.'If11eCourlwII11'1ot'fin1h=rdefi1_1ethis*te:m.
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Received n7/27/zonu 12:0 '39:z's on fin: I71 rfnr‘-DflD196'1 primed oT’\'§.';Jhn 12:13 * P9 13/17. _,.- kl‘;

VIII. “nip” _ l _

incJaim1,7,~i_oanu1‘1onhe=97g ga1=nL"rheg._i_fi mfiéxm I
“to,creat=apa1h1&om'e{dé§iueononésideofihestozzgeralnqtoadevibeontheothcrside .

‘arms router, 1'.e. fi'o1na.Fihre Channel defioetd aSCSI device (or vice-v'a1sa). A ‘map’ contains

ampnesmtation ufdevices bnegchiside oftheskoragerouter, so dgof
tr_u:.stni:agc mutfir wantstoa on fin: other side oflhe §torage‘ruuIae.r, "the

stomgc‘muuammaonnwtEedevices"seeP1aia1£'&'sBdet;m2z That}

' means$uouaus1aLeadaresse.=.".seeberendan1s°B:se::sx2.

In support urimfi c‘1'=finitian,.the deiieidmts jaofifionlyma Eiiclionaty ¢ieaficion‘ur"&na;;§~' v
See nefe'ndanm"'3riez-a:"1'3 and Er. 4. ‘oguhebuzex cites tb poriions
nfflze specificafinn that support its .dc-finifions ofma;§"(b6th as a vexb hum) as used in me,

dlahns ofthe ‘9'TZ'patenL see1>.1asnaf:=sBxiét:'a_:;2 '(é.—icing*972 Patent, 31 1:66-2:5 and 5:55 - 7:6).
Because isfar more ‘andCourt .
agreesthatthe specificafiumlgggnagecimd byIhep}ainfi_E'suppu11s-its_ conslrqclicni om; ‘term
“map,” the Court will aflopt"1.h3: plainfififé propésed fifififibn 'of'fi1is tenn.

— , DE. 4 “Fibre Cllanhél pkufaéolunit” “SCSI ptggiaoculunit” .

"These team are iused-_in ‘972 ‘Hi: ::antend.s‘1:heseA
shfindbedefined as ".‘aporti'o1‘1 ormémxe Cha1mél"c:intznlieEvLrhichcc5nn::'::is‘to 1‘he'1=am§:

C1g;1m:l‘uan§mtmedimn.”‘anfl“a}$6ifionofthe§CSIci1nlrull=rw1iichin1mé&c:si:ofl1E SCSIbui5." .

see ‘P1aimifi’.~:B1-ief, at27. Thedafendams saythetenns mean-‘block gm: thmofmat
‘ Ac;.'annecIstofl1eFibreClini1ne1 {n:nspor:m=dium”and.“$1oa1:

toih£SCSIbustransfaortm_cdium.” B1fi::f,‘Ex.2. '

.12-
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IQZIVEI \lI[Gl]£IlI3U‘ lflil-Ill _ ..U7:CD-Illl I.lI% |,f_,| I\lI |lDI.l‘lI'UI ’lI'll|LEI UIIl:‘ _}|HI I‘? I3 " PH I10] I]

*0 <3\...‘

Ihedelelldmmargnethemeans-plus-finmumenalysiso£§1l2(e)shmndepp1yheml,ecame,

filelzermsagcwefl-lmownandaxenot definedintvmcilediay fl:ed'efi:ndan1s.See

Defigndmns’ Brief, at 7-8. 14-15, Ex. 4 andEx. Enweirer, the defiendanls do not the l

. tamsbnlfld be iiefineri-inxefexemx to the specification, flI1l'li-lil.fiDCO0I11E!ld “the ‘972 spe<:l‘fil:afion

rails to levee! any énfuéuneiconespondlng lo the claimed fimcliun."~ see :11 at s end-,l5.. The "

. word "bloc1i" should be-used thesetennsbecailgcihc

“protocol units" are“simp1y.dcpimd d§§b}ockYl:hfin_thediagmm'ofFiglne s”onl;e'=972p'a1'em.

Seéizt mereesenangiswheufmlpeisueeivezsimplybeeeneeefigmelnmepenempnyeieany

dep{c!sfllei:rbmmIunns''iz'lebloele.1ll;lesl:epe'‘filnleeenot-fonewthaltlieumls‘ ehoul‘dbcd5fine'll

' as “blocks or equivalents llleleos” Unde}-that reasoning, the SCSI sterege which ate

pllyeicallydepietedas cyiindclsin t11¢4:‘972paIen1,_con1d?be>defi.ue<i si1nplyas“cy1inlie:s, 051 drums

or1l1onkeybm:=ls,nraqllivaIen13flle:eo£” Asllleplaanglifican-e¢;1s"pai=1’¢=olil,rl.eleng.;egeer

claims 5 and lsplesnly sllnns rlletllleffprolzo-eel ullhs" for both-devices er-epeno£llee.**eonl:one:s"
fbr-ihe devilzes to various 1l_ledia”(1;‘e.,'to
variblls cables). see ‘972 Patent, at Claims 5 and6. Accordingly, tlle court’ adogts the ;3lainitl=rs

definitions fotfllesetenns, llndwi11colls1ru=fl:etl:l'mstnmean“aparfionofthe Fibre Chaxmel.

controller which conngcts to 1h: Fibre C1l£lTlJ.B111'BnSpOr|?I11Ediu1Ii” and ‘aportioll qflhe SCSI ‘

c0iItmIla'Which interfaces to the SCSI bus.”

11.’. “amen-race” _

‘ Intheir Joint Stipulation ofclaim éonsuuelien, fh: ihemeanipg ofthéienm.

"il:1e:facc” is indisputc. Howcva-, 1hisphraseis_'nntcI'l5cusscd'i1lany oftheparfies’ bfiéfi; and

neithersidepa~eselrtedanax'glnn=l1tetttheJuly'251_lealril-lgas 'I‘hista:m’
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ueéeiveu o7/27/zono 12r"’\_ 39:25 on line :7; for nao19'51 prirrted offi jun .1z:1S‘~ pg 15/17.’ , \‘_.-f

hasasmfimflandmflhmymeaning7evmmafederaIjndge¥and!Hebamtwi!l'hotfimh&define

n. .

xx. Unaisgmeawmms. ‘ . _

Finally, in their J’oint$tipu1n1ion of Claim Consixucfion, tlfezparfia have siipulabadfco me

on? bfhertarms infize ‘972 patent‘ The Gomtwill maerm-¢ adoptthese sfipfiimed.

' eonst:ucfioms.~so1e1y£qrthepmposeor.a:is1awsuiL ’

Andoniingly, the Courbentcrs the following order: I

.rrIs okoaxanmmmeaumhedppmmcaonofmemmclaigswmbemsorpammamfi.
anyjmyinsuucfions given inthié causeanflwiIlbeappli'ed-bythe C0urtin11.1]ing anthe

- . ,.:'se‘ » .. -
SIGNED on :his.3;_ day ofiuly zoop.
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nu:-clvuu ou(.:];\-var Ir.-uu - --I,-07.141 Ill llIl:_ |.l.| nu Ilnvuvul pl lIu.cu lull. .» ‘null: |;:|.r “ rg sup‘;

mrj -.0‘\ .

CONSTRUCTIO_N or CLAIMS
us. pzuvxmrN0. 5,941,972 ‘

The phase “implements for storage on the. SCSI d:-,§-ices” ‘means
pmxtidescontrolswhichlhnftacomputefsanccsstoaspecifiésubsetufstnragedevicesprsecfions
afa_singlestm.-agedevice. _ '. . . . -

‘Th:ph‘me“alhcEfimqfmbseGofflmage@unemassudamdFi1;mU3afine1dwxces’‘. ,whg;-em’gag];
subsetisonly acz;essih1ebytheassocia1edFihreChaneld=vit:e"mcans subseisofstaragespace

aIlocated'to'sp'acificFibneChanne1 ‘ .

A“supervisor1mit”isanfit:rupmcessorprogrammed1ao1;rocess da1ainabI1fi"e.rinondettnmap '

'b=:wee.n-I-‘ibis Channel devices and SCSI deyicesandyzzhich itnplemems access coxmuls;

A “SCSlsmiage device”is aliy storagedefi7iceinc1uding,fi:: axaixxph-.,ataprl:dri5r&,'C.D-R0I\¢i1‘i1ive,' »
or a hard disk drive that undersiands fine SCSI ;§o1ncol’and'can%ci:mm1_micate using the SCSI
protocol. _ _ _. -

Th:.tenn“map" means‘buc1eatc’apa1h'fiunLad£zviceunoncsideoffli;=‘stérage route:-toa device
on1he,oflmr5sideuffi1c routgt, Le. fmm at-'ibre Channetdevicebo aSCSIdBvice (ervioe-vetsa), A

‘finap"containsare;ues::mnfiunafdev‘ices onezshside ofmemmagermner. sathatwhen adevice
ononesideofthesmmgemutarwamswcomm1mig:gite§7y-ifnadzviceontlasotherside uftheétm-age

ruuter,thcstoxageroutcrcancgmnectfl:ed=vices. A - . '

A ‘Tibre Channel protocol finit" is _5por&un offl1:>Fih£e’Chann¢'1 odntirollér which ‘to the
Fibm Chamxaltransport medium. ' - ' . ’

-  A“SCSIpmtoco1.unit”is apoxfion ofthé SC-s[O01‘l1i1'0]1BTW]1iG11inIEE["BGE;StD fl1u'SCSI-bus, ‘

A"buEe:"isa'memmy.1m1iz=amempmari1y»homaam..

‘A'=am.-ct‘ memozyacaess(DMA)m:ezface"".isa.dev1ce"t]1ntactsunder":li'l.t_lJe,otnomi¢::D]1rnc'2=ssor:' 1
.co1;uoltowessmemoryforda1n'nan§fer; ‘ . . ‘ '

A“’Fib:e Channel" is aldaownhigh-speed serial intuconnecgflze st:-muume andopaafion of~wh'icJ1

isdesczibed,»fore;:amp1_=,inFibreChannc1Physica1and SibgnnIingIn12enfiwe(FC-PI-l),ANSIIfC3.23D
Fibre Cha':me1vA1biu'ai=d'Lopp (FGAL), and ANS] X1272 Fibge Channel Private Loop Direct

Attach (I-‘C-PLDA). . . ’ A - ‘
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naéeived-(17;27/‘znna 1z_/“\. 59:25 on line m ‘for nan-1951 prirrbéd n\"\ .7 -12:13 * Pg 17/17\ "1 ‘kn’! .-s \,,

A "Fibre Qnnnhel donmoiler”'i5 a device with 1: Fibre ‘tunnel transport mm‘1,,

A“Fih1eCha:m=i xii-:viee”isany;1ev'ic=, suéhasac§mp1n=r,that1mdarstandsP1'bre Chaninclpl-o1oco1

I adevicc rcqusss for data or storage.

“1=ib:echann.§;1pmmoo1”isgse:o£:u1mhatapp1yu>rnue;:ha:;ne1.

‘ A “Fibre Charms! u-anspm medimn“ is 5 serial opticai or eleclfical ccinmunicah‘om xanmxm A
connects devices using“Fibre‘Channe1pn_>t£:ooL

A “fixst-in-fi:'§t-om-qu5ué"'.isamidfi-element structum fiom which ulemnms rcmovcd
‘only in the same mjder in-whichthsy wen: inserted; is, it follows a firstin, fi1stoizt‘(FIF0)constramt.

Mha:c1dis:::1:ive"ie,aweu1:no%-nmagnericstorag-smeaia, nndinnlI:d.esa.SC2_SIhar('1}1-iskdgive,.-

f*Maimai_n'fmg) a meafis keq3ging)"a; mndifiabie sefling .

‘ A‘&za1ivelawleve1,blockpmtocol” is asetofnfiésdrsxandarfls enablepompulzersto exchange
mfimnafion amidn not involve the gvazizegzd of high level p_rot:oco1s and. file sysmms typically
zequimdbynetwmicservgrs. . ' ' .

VA"‘SCSI" [Smafl S}rstem‘Inted'ace) is a I'1i#;hspeed pmnljel inte.r£’a.ce'fi1ztmaybe usedta
cmngctcnmponenis ofa system. - ‘

A“§C§I bus uanspoflnmdi1m"isamb1ecnnsis1ing of9. gmup ofpvaralltzlwire-.:(n.o1:xn'nJ1yt_S8)~‘Ii1'at
'fpnnsacommnficafiompafl1%aSCSIsmmg:d=vicemd-andherdcvice,suchasa.
cumpmcr, ‘

'A“SCSIcnnnoHe1”isa!deviee‘fl1atimerfixceswitht}41éSC_§S'Ibus'

"V1rtna1' localsuomgxs-.”isaspeafi"csubse:' o:r'o-.-mndmsmred‘ insmge‘ devicwthatjhasthe,
agpearanceandcharaclzexisfics ofloualstnragc. A -

}L‘\vworksta11"t;'>.11"is'are:rnoneeomp1nmg" devmev' flnarebnnecfls" tofl:='Fil’:'ur:Chann=T 1'
ofépersannlcompmzr.’
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D

IN THE UNITED srwras nrsrmcr corJr1Arxu.<1F**‘¥"'E"‘»“""
son THE WESTERN msrnrcr or TEXAS . . 23

,AU‘o‘l'lNDIVISION - zutunzt AMI-

cnosskoan SYSTEMS (TEXAS), INC., ”~"
. ' Plaintiff. I3\" s:rPuT Y

-vs- Case No. A-03-CA-7s4_;ss V

_DOT HILL SYSTEMS CORPORATION,

Attached hereto is the Special Master's Report and Recommendation to United States

District Judge Sam Sparks regarding the construction of claims in United States Patent Nos.

5.941.972 (“the ‘.972 patent") and 6,425,035 B2 ("the ‘D35 patent”). I
The Special Master notes that during the course of the pre-hearing and post—hearing

lariefing as well as the Markman hearing itself, the parties reached agreement on certain terms

initially identified as being in dispute. For instance. the parties‘ stipulated definition of the claim

term “native low level, ‘block protocol." which is-the same in both patents, was incorporated into

their Stipulated Definitions of C1aimTerms [#131]. filed with the Court on August-31, 2004. Also.

although Crossroads initially identified the term “tem'ote storage devices”.ir1 the ‘D35 patent as one

of the terms requiring the Court’s construction, it has apparently abandoned position since the
parties’ dispute over the mwfing of “remote storage devices" may be resolved by the Court‘s '
const1'uct.ion of the word "rerno " without the need for a separate construction of the entire

phrase.

Additionally. in its “post-hearing briefing, Crossroads stipulated to Dot I-E]1’s definition of

the termfallow access" in bothpatents based on the representations of Dot Hi11’s counsel at the

heating and in Dot Hill's briefing that the portion of Crossroads‘ proposed definition which was
-excluded by Dot !-Iill’s def‘1_nit_ion—“preventing'nnauthuri2ed communication"—is pan of the

definition of the phrase, “implementing access controlsfl’ which also appears in the patents. See

3+3
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Cxossma.ds'a Post-I-Ir’g Markman Br. at 8; Tr. of Marlanan I-Ir'g at 119:2-19; DotHil1's Post-

Markman Hr‘g Claim Construction Er. at 2.2. '

Pmposnd constructions for the remaining disputed are attachcd hereto; The parties '

' may file written objections to the zwommendations made in this report vyithih_u~.n (10) days rmm

due date omeimeeipt ofit pnxsuantm the Court's ordsrofpebmuym. 2no4. ‘

- SIGNED this theKm)’ ofJanuary 2005.

BAYER

SPECIAL MASTER
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•• The MAILING DA TE of this communication appears on the cover sheet with the correspondence address •• 

al25l Responsive to the communication(s) filed on 05 April 2005 . bO This action is made FINAL. 
cl25l A statement under 37 CFR 1.530 has not been received from the patent owner. 

A shortened statutory period for response to this action is set to expire g month(s) from the mailing date of this letter. 
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination 
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 
If the period for response specified above is less than thirty (30) days. a response within the statutory minimum of thirty (30) days 
will be considered timely. 

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 

1. 

2. 

I25l Notice of References Cited by Examiner. PTO-892. 

I25l Information Disclosure Statement. PTO-1449. 

Part II SUMMARY OF ACTION 

1a. I25l Claims 1-14 are subject to reexamination. 

1b. 0 Claims __ are not subject to reexamination. 

3. 

4. 

o Interview Summary. PTO-474. 

o 

2. 0 Claims __ have been canceled in the present reexamination proceeding. 

3. 0 Claims __ are patentable and/or confirmed. 

4. r8l Claims 1-14 are rejected. 

5. 0 Claims __ are objected to. 

6. r8l The drawings. filed on 711912004 are acceptable. 

7. 0 The proposed drawing correction. filed on __ has been (7a)O approved (7b)O disapproved. 

8. 0 Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some* c)O None of the certified copies have 

10 been received. 

20 not been received. 

3D been filed in Application No. __ . 

40 been filed in reexamination Control No. __ 

50 been received by the International Bureau in PCT application No. __ . 

* See the attached detailed Office action for a list of the certified copies not received. 

9.0 

10.0 

Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal 
matters. prosecution as to the merits is closed in accordance with the practice under Ex p~rte QuaYI~e1.9 ,IC.D. 
11.4530.G.213. {t:. . 

f -

Other: -- . """ iN' i 

,~:.)~, ".',":--C 

00: Requester (if third party requester) 
U.S. Patent and Trademar1< OffIce 

PTOL-466 (Rev. 04-01) Office Action In Ex Parte Reexamination Part of Paper No. 20050523 
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Application/Control Number: 90/007,123 

Art Unit: 2182 

. Reexamination 

1 . In order to ensure full consideration of any amendments, affidavits or 

Page 2 

declarations, or other documents as evidence of patentability, such documents must be 

submitted in response to this Office action. Submissions after the next Office action, 

which is intended to be a final action, will be governed by the requirements of 37 

CFR 1.116, which will be strictly enforced. 

Extensions of time under 37 CFR 1.136(a) will not be permitted in these 

proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and 

not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that 

reexamination proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)). 

Extension of time in ex parte reexamination proceedings are provided for in 37 CFR 

1.550(c). 

A shortened statutory period for response to this action is set to expire 2 months 

from the mailing date of this letter. 

1. The patent owner is reminded of the continuing responsibility under 37 CFR 

1.565(a) to apprise the Office of any litigation activity, or other prior or concurrent 

proceeding, involving Patent No. 5,941,972 throughout the course of this reexamination 

proceeding. The third party requester is also reminded of the ability to similarly apprise 

the Office of any such activity or proceeding throughout the course of this reexamination 

proceeding. See MPEP §§2207, 2282 and 2286. 

2. Applicant's arguments with respect to claims 1-14 have been considered but are 

moot in view of the new ground(s) of rejection. 
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It is to be noted that each independent claim (Le. 1,7,11) has the phrase "using 

native low level, block protocols", which per the interview for 90/007127, distinguishes 

over the art of record used in the first office action. However, instead of being able to 

close out prosecution with this action, a new non-final action is being issued. This is 

due to the filing of the IDS after the mailing date of the first office action. Had this 

information, namely the Spring (UK GB 2297636), been filed prior to the first office 

action, these issues would have been taken into account in the first office action. Since 

there was no statement similar to that of 37 CFR 1.97(e), an action based solely upon 

art cited by the patent owner could have been made final, even when the claims are not 

amended (see below). Since the art cited by the patent owner led to the discovery of 

other references used in this rejection, this action cannot be made final, but does 

certainly delay a final action on the claimed subject matter. 

MPEP 2171: 

III. ART CITED BY PATENT OWNER DURING PROSECUTION 

Where art is submitted in a prior art citation under 37 CFR 1.501 and/or 37 CFR 1.555 

(an IDS filed in a reexamination is construed as a prior art citation) and the submission is not 

accompanied by a statement similar to that of 37 CFR 1.97(e), the examiner may use the art submitted 

and make the next Office action final whether or not the claims have been amended, provided that no 

other new ground of rejection is introduced by the examiner based on the new art not cited in the prior art 

citation. See MPEP § 706.07(a). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 
2. Ascertaining the differences between the prior art and the claims at issue. 
3. Resolving the level of ordinary skill in the pertinent art. 
4. Considering objective evidence present in the application indicating 

obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

6. Claims 7-9,11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Spring (UK GB 2297636-Spring) in view of Oeda et al. (Oeda) and Cummings. 

Starting with the independent claim 7, one finds an apparatus per Figure 1 

comprising a plurality of user workstations (USER 1-4 each having15-18), a 

corresponding plurality of first transport medium (un-numbered) connecting the USERS 

to the storage router (server 20), which in turn is connected to a plurality of storage 
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devices in the form of drives 1-5 (21-25) via a corresponding set of second transport 

medium (again un-numbered). Thus the storage router (server 20) interfaces between 

the workstations and the storage devices, as shown in detail in Figure 2, wherein the 

processor 28 controls the USER interface circuits 26 and the disk drive interface circuits 

27. The internal memory 29 provides programmed instructions for the processor 28. 

The storage router (server 20) is connected to each USER via a SCSI interface, and in 

turn to the emulated SCSI drive (drives 21-25). See for example, pages 5-7. Thus, an 

apparatus for providing virtual local storage (at drives 21-25) on remote storage devices 

(21-25 are remote from workstations 15/16) connected to one transport medium (the 

non-numbered connections from the shared file server 20 to the drives 21-25) to 

devices (workstations 15/16, of which 4 are shown) connected to another transport 

medium (the un-numbered connections between the workstations 15/16 and the file 

server 20) is shown in Figure 1. The method of providing virtual local storage is set 

forth at page 3, wherein it is disclosed that a method of storing data at a large storage 

volume which emulates (hence makes virtual) a plurality of removabJe disc drives (the 

local storage). See also page 10, lines 1-3, wherein step 34 describes a data transfer in 

which the local operating software may read and write to logical drives as if they 

were local removable disc drives, thereby anticipating the virtual local storage, as the 

drives themselves are remote to the users, but appear to the user's as the conventional 

local removable disc drives, and hence virtual local storage as logical drives emulate 

(Le. virtual) the removable disc drives (the local storage). Thus the storage router 

(server 20) interfaces with the first and second transport medium and provides the 
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virtual local storage to the USERS. There is a mention of a look up table (68) for each 

logical drive, but such is not the mapping between the workstations and storage devices 

as claimed, noting that USERS access logical drives. The implementing of access 

controls is clearly described throughout the disclosure, especially noting that each 

USER has access to a large number of removable disc drives (see page 7, lines 18-27), 

thereby teaching the implementation of some sort of access controls, with the storage 

router (server 20) determining if the requested drive is available, and if so, granting 

access to the requesting workstation (see page 8, lines 10-17). Thus the access is 

ultimately controlled and allowed by the storage router (server 20). All of this is done by 

native low level, block protocol (NLLBP), as the only protocol used from the USERs to 

the storage router and by the storage router (server 20) is that of the SCSI protocol, 

such being selected so that the storage router (server 20) will return data back to the 

USER via the SCSI protocol (page 8, lines 10-17), as the processor 15 (of a USER) 

issues commands over the SCSI interface (page 8 lines 4-9). Per page 12, lines 14-26, 

the local operating system of the USER (62) thinks it is accessing a conventional SCSI 

drive via communications over a conventional SCSI interface to the storage router SCSI 

interface (65), wherein the communication conforms to establish SCSI protocols without 

having to embed network software within the workstations. Furthermore, the server 

operating system (66) converts the SCSI sector definitions into physical data blocks for 

each logical drive, such that the server operating system (60) emUlates an SCSI disc 

drive per Figure 5. Finally note that the storage router (server 20) grants access to an 

emulated logical disc drive (page 9, lines 17-19) via mount and dismount commands 
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(pages 9 and 10) and that the storage router (server 20) has to keep track of user 

created blocks, such that the USER is presented with a user interface allowing existing 

logical drives to be selected as well as new logical drives to be defined (page 12, lines 

9-13), all via the use of the SCSI NLLBP. Communications between the USERS and 

the storage router (server 20) is implemented using established protocols, preferred to 

be SCSI, which is in turn, the claimed use of the NLLBP, as this is used from the USER 

to the storage router to the disc drives. While look up tables and keeping track of USER 

blocks is mentioned, this does not set forth a mapping between the workstations and 

the storage devices, noting that Spring is using logical drives for the USERs. 

In the same field of endeavor, Oed a et al. (Oeda) teaches that it is old and well 

known per Figure 4 to have a plurality of HOSTs (i.e. 1A,B) connected to a SCSI bus 

(2), which is then in turn connected to a disk controller (5) and a disk drive unit (4). Per 

Figure 4, it is clearly shown that the disk drive (4) is divided into subsets mapped to the 

HOSTs, wherein HOST 1A is only allowed to access its partition (41), HOST 1 B is only 

allowed to access its partition (42). and either HOST is granted a sh~red read only 

access to the shared partition (43). The partitions (41-43) are assigned to the HOSTs 

as is shown, with the purpose of the assigned partitions avoiding erroneous partition 

access and data destruction (column 7, line 53-column 8,· line 30). Thus a mapping 

between workstations (in the form of HOSTs) and the assigned partitions (41-43) is 

clearly shown, such that a HOST 1A can only request partitions 41 and 43 (the 

implementing of storage area access controls), and is prevented from erroneously 

accessing the Host 1 B partition 42 (see column 8, lines 13-16), which is the ultimate 
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allowing of access to only those partitions of the storage area for which access control 

has been mapped. Furthermore, the disk controller (5 and functioning as a storage 

router) performs exclusive control between the HOSTs and the drive per Figure 2, 

wherein the SCSI CONTROL LSI has the 10 REGISTERS (71-73) which contains the 

DEVICE IDs and thus compares the requested device 10 by a HOST to the stored IDs 

and grants or denies access based upon the mapping of Figure 4. Since each partition 

has a SCSI 10, each partition is a seen as a logical drive (and can be assigned different 

logical unit numbers - LUNs - column 6, lines 34-37), as the HOST sees three separate 

disk storage devices. The protocol used is that of the SCSI standard, with the 7 phases 

set forth at column 5, again showing that access from the HOSTs to the storage router 

. (Le. the disk controller 5as it performs the mapping, access controls, and granting of 

access) to the disk drive unit (4) is exclusively SCSI, thus exhibiting the use of a NLLBP 

as claimed. 

In the same field of endeavor, Cummings teaches the use of a fibre channel 

based system architecture to provide the transport mechanism for multiple user station 

access to the "Disk array and tape library" using the same protocols (Le. SCSI) as if 

they were connected to the user's local workstation. See Figure 2 and pages 253-254. 

Thus virtual local storage is provided by a remote disk array and this array is accessed 

by the same SCSI protocol as though it were locally connected. Therefore, it is clear 

that SCSI, a NLLBP, is used from end to end, as fibre channel has SCSI protocol, as 

well as others, mapped to it (page 253). Advantages gained are the use of a single 

channel, a distance independent transport mechanism, and remote storage that is 
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indistinguishable from the local disk storage (page 254). Since access is via SCSI 

protocol, it is thus obvious that the "Disk array with storage manager" of Figure 2 

requires a fibre channel controller interface to interface with the fibre channel leading to 

it, as well as a SCSI interface for the array, as the array is accessed with the SCSI 

protocol. But at the top level, Cummings clearly shows a fibre channel transport 

medium that is used to interface the user workstations to the "disk array with storage 

manager" and that the "disk array with storage manager" is SCSI based as that is the 

protocol used to access it. Note also that the concept of private and shared storage are 

mentioned at page 255, thereby setting forth motivation to combine with references that 

teach SCSI based private and shared storage. 

Therefore it would have been obvious to one having ordinary skill in the art at the 

time that the invention was made to modify Spring 636 in view of Oeda and Cummings 

for the express purpose of providing a plurality of USERs/HOSTs mapped and 

controlled access to assigned partitions in order to avoid erroneous disk access and 

data destruction in a distance independent fibre channel based tran~port medium 

carrying the end to end SCSI protocol NLLBP. It is to be noted that this combination is 

expressly taught by Spring '636 at page 7, lines 3-17, in that more robust connections 

may be needed in order to provide for greater separation from the users to the disks. 

Thus the use of the fibre channel transport medium of Cummings teaches the use of the 

fibre channel to carry the SCSI based protocol functionality of Spring '636 and Oeda 

such that the virtual local storage can be separated from the users by a greater distance 

than achieved by SCSI alone, without changing the use of the SCSI protocol (end to 
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end) and making the disk storage array appear exactly as if it were locally connected. 

In combination, each USER/HOST is granted access to only its subset partition (i.e. 

logical disk) to which it is mapped. The USERs are a plurality of workstations, and the 

storage devices are a plurality of disc drives, noting that Oeda supports an array of 

drives (17) divided into partitions (171-173) such that it performs as a RAID, as does 

SPRING '636, with each device seen by a HOST independent from one another (Oeda 

columns 6 and 7). Thus when combined, the plurality of disc drives are divided into 

partitions mapped to specific USERs/HOSTs, so that access is controlled and granted 

via the mapping, performed by the storage router (the combined server 20 and disk 

controller 5). The claims only require fibre channel and SCSI bus transport medium 

and interfacing thereto, which the combined references teach. The indicated claims 

require only the top-level interfacing and require no details of the fibre channel or SCSI 

controllers. Thus the SCSI storage devices are accessed in a mapped and access 

controlled manner via the SCSI that is carried over the fibre channel transport medium, 

and the interfacing will occur at the disk array with storage manner, which would be the 

server (20) of Spring '636 and the disk controller (5) of Oeda, such that the user devices 

(i.e. HOSTs) on the fibre channel will be mapped to the appropriate SCSI partitions on 

the disk array using the SCSI protocol carried over the fibre channel bus transport 

medium. The user workstations are the initiators on the fibre channel bus transport 

medium. 

As far as claims 11-14 are concerned, the method limitations are rendered 

obvious by the combined teachings of Spring '636 in view of Oeda and Cummings. 

NetApp Ex. 1024, pg. 2128



.'~ 

.' 
Application/Control Number: 90/007,123 

Art Unit: 2182 

Page 11 

Combined, Spring '636 in view of Oeda and Cummings set forth the method by which 

the fibre channel USERs/HOSTs are interfaced with the SCSI disk drives (storage) such 

that the storage router (the combined teachings of the server 20 and the disk controller 

5) provides the claimed mapping, implementing of the access controls, and the allowing 

access using only the SCSI protocol, which is a NLLBP, via the fibre channel transport 

medium, which requires an interfacing to the fibre channel and SCSI transport medium 

at the "disk array with storage manager." 

7. Claims 1-6 and 10 are rejected under 35 U .S.C. 1 03(a) as being unpatentable 

over Spring '636 in view of Oeda and Cummings as applied to claims 7-9 and 11-14 

above, and further in view of Jibbe et al. (Jibbe) and Crouse et al. (Crouse). 

Spring '636 in view of Oeda and Cummings set forth the use of a storage router 

to provide mapping, access control and access granting of fibre channel USER/HOST 

requests to the SCSI storage disks. Per Spring '636, the server (20) has interfaces 

(26,27), a CPU (28) connected to the interfaces, and a memory for CPU instructions 

(29), using SCSI protocol (a NLLBP) end to end. See Figure 2. Per.Oeda, the disk 

controller (5) provides mapping and access control and granting based upon the SCSI 

CONTROL LSI (6) and the 10 REGISTERS (71-73) from the HOSTs (1A,B) to the 

disk(s) (either 4 or the array17) using the SCSI protocol (a NLLBP) end to end. Per 

Cummings, it is taught to use the distance independent fibre channel transport medium 

to carry the end-to-end SCSI protocol user to remote storage requests as though the 

storage were locally connected. What is lacking is the specific detail of the fibre 

channel HOST to SCSI DISK controller. 
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In the same field of endeavor, Jibbe teaches that it is old and well known to use a 

SCSI-SCSI controller for HOST to disk array access. See for example, Figure 1, which 

sets forth the use of a microprocessor (51) coupled to the HOST SCSI interface 

controller 14 and the SCSI disk drive interface controllers (31-35), such that the 

microprocessor controls the interfaces (column 4, lines 1-9). The SCSI Array Data Path 

Chip (ADP 10) interconnects the SCSI data bus (16) with the SCSI data busses (21-25), 

and is also under the control of the microprocessor controller (51). The DMA FIFO 

BLOCK 70 holds data received from the host until the array is ready to accept it and to 

hold data from the disk array until the host is ready to accept it (column 5, lines 14-21). 

The DMA interface (14) is coupled to the FIFO (70) as well as the first protocol unit 

(SCSI adapter 14), such that the HOST SCSI adapter (Le. a first controller) is operable 

to pull data from and place data into the FIFO (70), with the second controllers (SCSI 

interfaces 31-35) operable to pull data from and place data into the FIFO (70), under the 

control of the supervisory unit (microprocessor 51) and its bus (53) that couples it to the 

interface controllers (14 and 31-35). The memory (36) is a 64kByte SRAM that provides 

memory workspace during read/modify/write operations of RAID 5 and is also coupled 

to the microprocessor/supervisor (51) via the ADP (10). Thus the memory (36) and the 

FIFO (70) provide memory work space for the array controller and allows the 

microprocessor/supervisor (51) to process data stored therein to allow a HOST to 

interface with the disk storage. In summary, Jibbe teaches a supervisor unit 51 coupled 

to first and second controllers (14 and 31-35), an ADP (10) and buffers (36 and 70), 

such that the supervisory unit controls the controllers and buffers and the ADP for the 
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express purpose of configurability between RAID 1,3-5 levels, as well as the use of the 

FIFO buffers for holding data until the hosUdisk drives are ready. The Host DMA 

interface (14) is coupled to the SCSI controller (14) and the FIFO buffers/queues 

(70/101-105) and the buffer (36-internal to the Figure 1 disk array controller) .. It is 

also expressly taught that the data path architecture can be constructed with ESDI, IPI 

or EISA devices rather than with SCSI devices (column 11, lines 40-43). 

Building on Jibbe's express suggestion to construct the data path architecture 

with devices other than SCSI, one finds that Crouse teaches a data server that uses a 

fibre channel user node transport bus medium (12b) and SCSI storage devices (46 and 

48) that encompass both online and removable. Note the use of DMA and buffers in 

Figure 4a/b. The goal is improved data transfer architecture (column 3, lines 23-41) via 

a pipelined data server, to include removable and online storage devices. 

Therefore it would have been obvious to one having ordinary skill in the art at the 

time that the invention was made to modify Spring '636 in view of Oeda by the 

teachings of Jibbe in order to provide for increased RAID functionality via the SCSI disk 

array controller details, which in turn provide for configurability between various RAID 

levels (certainly desirable as both Spring '636 and Oeda are concerned with various 

RAID levels), as well as the ability to buffer data until the hosUdisks are ready. The 

combination is proper as Spring '636 and Oeda use SCSI controllers between the host 

and disk(s) and RAID configurations. Spring '636 even lays out the same basic 

functionality as Jibbe's array controller in the storage router (server 20), with the 

required ability to interface with the host and disks via the SCSI protocol. Oeda also 
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provides host to disk interfacing with mapping, access control and access granting in a 

SCSI protocol environment. It is also to be noted that claims 5 and 6 each depend from 

claim 1, and thus the single DMA interface of Jibbe that is coupled to the SCSI 

controller (14) and the disk drive controllers (31-35) meets the claims, because at most, 

only one DMA interface is needed at a time via the claim structure. Thus Jibbe provides 

the details of a SCSI disk array controller needed by Spring '636 and Oeda, and the 

combined-teachings of Spring '636 and Oeda and Jibbe render the claims obvious per 

the above analysis. Admissions made into the record of 901007,127 by the patent 

owner bolster an obviousness rejection, as at page 10 of the response dated 4/6/2005, 

the record clearly states that various protocol (not even mentioned in the specification, 

but only appearing in the claims) represent protocols that CAN encapsulate SCSI 

commands, would be understood by those in the art. Thus this admission, coupled 

with Spring '636 desire to use a more robust protocol when extending the distance 

between the workstations and the disk drive storage and Cummings' teaching that fibre 

channel is distance independent and Jibbe's express teaching that other devices than 

SCSI can be used and Crouse's teaching of a fibre channel to SCSI data server, then 

the claimed subject matter is rendered obvious and is certainly within the ordinary skill 

in the art, and the references themselves express a motivation for the combination of 

references, thereby avoiding the issue of impermissible hindsight. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Fritz M. Fleming whose telephone number is 571-272-

4145. The examiner can normally be reached on M-F, 0600-1500. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Jeffrey Gaffin can be reached on 571-272-4146. The fax phone number for 

the organization where this application or proceeding is assigned is 703-872-9306. Any 

fax should be directed to the CRU at 571-273-0100 

Information regarding the status of an application may be qbtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see hUp:llpair-direcLuspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

fmf 

Pr·~~~/~ 
Fritz ~eming 
Primary Examiner 
Art Unit 2182 
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IN THE CLAIMS:

1. A storage router for providing virtual local storage on remote SCSI storage devices

to Fibre Channel devices, comprising: I

a buffer providing memory work space for the storage router;

a Fibre Channel controller operable to connect to and interface with a Fibre Channel

transport medium;

a SCSI controller operable to connect to and interface with a SCSI bus transport

medium; and

a supervisor unit coupled to the Fibre Channel controller, the SCSI controller and the

buffer, the supervisor unit operable:

to maintain a configuration for SCSI storage devices connected to the SCSI bus

transport medium that maps between Fibre Channel devices and SCSI storage devices and

that implements access controls for storage space on the SCSI storage devices; and

to process data in the buffer to interface between the Fibre Channel controller

and the SCSI controller to allow access from Fibre Channel initiator devices to SCSI storage

devices using native low level, block protocol in accordance with the configuration.

2. The storage router of Claim 1, wherein the configuration maintained by the

supervisor unit includes an allocation of subsets of storage space to associated Fibre Channel

devices, wherein each subset is only accessible by the associated Fibre Channel device.

3. The storage router of Claim wherein the Fibre Channel devices comprise
workstations.

4. .The storage router of Claim 2, wherein the SCSI storage devices comprise hard

disk drives. I

5. The storage router of_Claim 1, wherein th9 Fibre Channel controller comprises:

a Fibre Channel (FC) protocol unit operable to connect to the Fibre Channel transport
medium; ' I I

a first-in-first-out queue coupled to the Fibre Channel protocol unit; and

‘ a direct memory access (DMA) interface coupled to the first-in-first-out queue and to the
bufier



NetApp Ex. 1024, pg. 2150

Attorney Docket No. 90/007,123

QROSS1 120-14 Customer ID: 44654
3

6. The storage router of Claim 1, wherein the SCSI controller comprises:

a SCSI protocol unit operable to connect to the SCSI bus transport medium;

an internal buffer coupled to the SCSI protocol unit; and

a direct memory access (DMA) interface coupled to the internal buffer and to the buffer

of the storage router.

7. A storage network, comprising:

a Fibre Channel transport medium; a SCSI bus transport medium;

a plurality of workstations connected to the Fibre Channel transport medium;

a plurality of SCSI storage devices connected to the SCSI bus transport medium; and

a storage router interfacing between the Fibre Channel transport medium and the SCSI

bus transport medium, the storage router providing virtual local storage on the SCSI storage

devices to the workstations and operable:

to map between the workstations and the SCSI storage devices;

to implement access controls for storage, space on the SCSI storage devices;

and

to allow access from the workstations, to the SCSI storage devices using native

low level, block protocol in accordance with the mapping and access controls.

8. The storage network of Claim 7, wherein the access controls include an

allocation of subsets of storage space to associated workstations, wherein each subset is only

accessible by the associated workstation.

9. The storage network of Claim 7, wherein the SCSI storage devices comprise

hard disk drives. ‘

10. The storage network of Claim 7, wherein the storage router comprises:

a buffer providing memory work space for the storage router;

a Fibre Channel controller operable to connect to and interface with a Fibre Channel

transport medium, the Fibre Channel controller further operable to pull outgoing data from the

buffer and«to place incoming data into the buffer;

a SCSI controller operable to connect to and interface with a SCSI bus transport

medium, the SCSI controller further operable to pull outgoing data from the buffer and to place

incoming data into the buffer; and '

a supervisor unit coupled to the Fibre Channel controller, the SCSI controller and the
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buffer, the supervisor unit operable:

' to maintain a configuration for the SCSI storage devices that maps between

Fibre Channel devices and SCSI storage devices and that implements the access controls for

storage space on the SCSI storage devices; and

A to process data in the buffer to interface between the Fibre Channel controller

and the SCSI controller to allow access from workstations to SCSI storage devices in

accordance with the configuration.

11. A method for providing virtual local storage on remote SCSI storage devices to

Fibre Channel devices, comprising:

interfacing with a Fibre Channel transport medium;

interfacing with a SCSI bus transport medium;

maintaining a configuration for SCSI storage devices connected to the SCSI bus

_ transport medium that maps between Fibre Channel devices and the SCSI storage devices and

that implements access controls for storage space on the SCSI storage devices; and

allowing access from Fibre Channel initiator devices to SCSI storage devices using

native low level, block protocol in accordance with the configuration.

_ ' 12. The method of Claim 11, wherein maintaining the ‘configuration includes

allocating subsets of storage space to associated Fibre Channel devices, wherein each subset

is only accessible by the associated Fibre Channel device.

13. (The method of Claim 12, wherein the Fibre Channel devices comprise

workstations.

14. The method of Claim 12, wherein the SCSI storage devices comprise hard disk
drives.



NetApp Ex. 1024, pg. 2152

Attorney Docket No. 90/007,123
GROSS1120-14 Customer ID: 44654

TABLE OF CONTENTS FOR RESPONSE TO REJECTIONS

Rejections Under 35 U.S.C. § 103

A. Introduction

B. . Claims 11-14

1. Overview of Claim 11

2. ' Petal Does Not Disclose “Allowing Access” (From A Fibre

Channel Initiator Device to SCSI Storage Devices Using NLLBP)

3. Petal Does Not Disclose ‘Mapping Between Fibre Channel

Devices and SCSI Storage Devices

4. Petal Does Not Disclose Implementing “Access Controls” I

a. Implementing Access Controls Requires Allowing Access

Using NLLBPS

Petal Does Not Render The Access Control Limitation of

Claim 11 Obvious ‘

c. There Is No Disclosure or Teaching In Petal That The

‘Security’ Referenced Therein Would Allow Access~Using NLLBP

Quam and Cummings

Claim 12

Summary

Claims 7-9

1. Overview of Claim 7

4 2. ‘Petal Does Not Disclose “A|low[ing] Access" From A Workstation

L_Jsing _NLLBP

Petal Does Not Disclose A “Map Between Workstations And

Storage Devices

’ Petal Does Not Provide Access Through “Access Controls”

Additional Cited References ’ ‘

Claim i

. Summary

Claim 1 V
1. "Overview of Claim 1



NetApp Ex. 1024, pg. 2153

Attorney Docket No. 90/007,123
GROSS1 120-14 . Customer ID: 44654

i 6

2. Petal Does Not Disclose “Al|ow[ing] Access" Using NLLBP

3. "Petal Does Not Disclose A “Map” Between Fibre Channel Devices

SCSI Storage Devices

4. ’ Petal Does Not Disclose, Teach or Suggest the “Access Controls”

Limitation Of Claim 1 C _
5. There is No Showing That The Remainder Of The References .

Contain The Limitations Missing From Petal
6. Claim 2

E. Claims 2-6, 8-9 and 12-14 _

G. Summary: There is No Prima Facie Showing of Ohviousness
Conclusion



NetApp Ex. 1024, pg. 2154

Attorney Docket No. 90/007,123
QROSS1120-14 Customer ID: 44654

I. Rejections Under 35 U.S.C. §103

A. -Introduction A
Claims 1-16 and are variously rejected under 35 U.S.C. §103(a) as being unpatentable

over Petal in view of Quam, Cummings, Crouse and Pisello.

In order to establish a prima facie case of obviousness, the Examiner must show: that

(1) the prior art references teach orsuggest all of the claim limitations, (2) that there is some

suggestion or motivation in the references (or within the knowledge of one of ordinary skill in the

art) to modify or combine the references and (3) that there is a reasonable expectation of

success. M.P.E.P. 2142, 2143; In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438‘ (Fed. Cir.

1991). The Examiner must explain with reasonable specificity at least one rejection —

otherwise, the Examiner has failed procedurally to establish a prima faciecase of obviousness. -

M.P.E.P. 2142; Ex parte Blanc, 13 U.S.P.Q.2d 1383 (Bd. Pat Application. & Inter. 1989). When

the motivation to combine the teachings of the references is not immediately apparent, it is the

duty of the Examiner to explain why the combination of the teachings is proper. Ex garte

J, 2 U.S.P.Q.2d 1788, 1790 (Bd. Pat. App. & Inter. 1986).

Applicants respectfully submit that the Examiner has failed to establish a prima facie

case of obviousness as the references do not disclose, teach or suggest all of the claim

limitations of Claims 1-16. More particularly, the -references do not disclose, leach or suggest

to i) map between Fibre Channel devices and SCSI storage devices, ii) implement access

controls» for the storage space on the SCSI storage devices and iii) allow access from Fibre

Channel initiator devices to SCSI storage devices using a native low |_evel block protocol

(“NLLBP")., Furthermore, Applicants submit that one of ordinary skill in the_art would not be
motivated to combine Petal with Quam, Cummings, Crouseor Pisello.

B. Claims 11-14 _g

The Examiner rejected Claim 11 as being unpatentable over Petal in View of Quam and

Cummings and devoted a significant portion of the Office Action to analyzing Claim 11 in light of

Petal. Accordingly, Applicants will first show how Claim 11 differs from the cited references and A
then address the other Claims. I
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1. Overview of Claim 11

Claim 11 recites:

A method for providing virtual local storage on remote
SCSI storage devices to Fibre Channel devices, comprising:

interfacing with a Fibre Channel transport medium;
interfacing with a SCSI bus transport medium;
maintaining a configuration for SCSI storage devices

connected to the SCSI bus transport medium that maps between
Fibre Channel devices and SCSI storage devices and mat
implements access controls for storage space on the SCSI
storage devices; and

allowing access from Fibre Channel initiator devices to

SCSI storage devices using native low level block protocol in
accordance with the configuration. [emphasis added].

Claim 11 includes the limitations of maintaining a configuration that (i) maps between

Fibre Channel devices and SCSI storage devices (ii) and implements access controls.‘

Additionally, Claim 11 includes the limitation of “allowing access from Fibre Channel initiator

devices to SCSI storage devices using native low level block protocol in accordance with the

configuration". These features of the present invention allow a Fibre Channel initiator device

(e.g., workstation) to access only that portion (or portions) of the storage devices associated

with that particular host. These features also allow a host (or hosts) to communicate with

storage devices using g_nIy native low level block protocols (“NLLBPs”).

2. Fetal Does Not Disclose “Allowing Access” (From a Fibre Channel Initiator

Device to SCSI Storage Devices Using NLLBP)

Claim 11, as discussed above, recites "allowing access from Fibre Channel initiator M
devices to SCSI storage devices using native low level block protocol . . A NLLBP is a

protocol that enables workstations and network servers to exchange information with storage V

devices without the overheadof high-level protocols and file systems typically required by

network servers. As explained below, this definition for NLLBP is supported by both the _

Specification of the ‘972 Patent, and the judicialinterpretation of this limitation by Judge Sparks

1 of the U.S. District Court for the Western District of Texas (an interpretation upheld on appeal
by the Court of Appeals for the Federal Circuit). I I

In systems prior to the present invention, when a computer workstation would make a

storage request to a storage device (e.g., disk drive) through a network server, the workstation

first had to translate the request from its file system protocols to higher |eve|_network protocols A

to communicate with the network server. The network server then would translate these high

level protocols into low level requests to the storage device(s). See ‘972 Patent Specification,

col. 1, lines 40-50 and col. 3, lines 11-15 (distinguishing an NLLBP from higher-level protocols
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by contrasting the present invention to prior art solutions). This high level to low level

translation wastes valuable time and makes the access of information occur at a much slower

rate. See ‘972 Patent Specification, col. 1, lines 40-50.

Further, in Crossroads v. Chaparral Network Storage, Inc., Western District of Texas,

Civil Action No. A-00-CA-217—SS and Crossroads Systems (Texas), Inc., v. Pathlight

Technology, lnc., Western District of Texas, Civil Action No. A-OOCA-248-JN (collectively, the

“Chaparral Litigation“), the U.S. District Court for the Western District of Texas issued a Joint

Markman Order (the “Markman Order") interpreting the term NLLBP for the purposes the ‘972

Patent as follows:

a set of rules or standards that enable computers to exchange
information and do not involve the overhead of high level
protocols and file systems typically required by network servers.

A copy of the Markman Order is attached hereto as Exhibit A. This construction and the

validity of the ‘972 Patent were upheld by the Federal Circuit on appeal. A copy of the Federal

Circuit decision affirming the decision of the lower court is attached hereto as Exhibit B. Thus,

based on the Markman Order, an NLLBP is a protocol that enables computers to exchange

information without the overhead of high-level protocols and file systems typically required by

network servers.

As discussed in the ‘972 Patent,,aI|owing.access from host devices (e.g., workstations)

to storage devices isldone using NLLBPs in the present invention. Using the example of a first

of Fibre Channel ("FC") and second transport medium of Small Computer System Interface

(“SCSI"), a FC-connected workstation can communicate low level SCSI commands directly to a

storage device using NLLBPs. For this example the present invention accomplishes this by

encapsulating the low level SCSI commands in an’ FC ‘wrapper’ or ‘layer.’ The specification of

the ‘972 Patent discusses such an exemplary embodiment where FC-attached initiator (e.g.,

workstation) issues SCSI—3 FCP commands, and an associated SCSI target storage device
operates on a SCSI-2 protocol (See, ‘972 Patent, col. 6, lines 33-45). In this case, a storage

router connected between the host device and the storage device receives the FC-.

encapsulated low level SCSI commands, removesithe FC encapsulation, and fonivards the low.

level SCSI commands to the storage devices (provided the workstation is allowed to have such

access, as will be discussed more fully below). In this example, there is no translation of the

commands from a higher level protocol to a low level protocol. In other words, the storage

router is not required to translate some high level command from the workstation (e.g., a file

‘ system command, or function call with arguments) into a low level SCSI command. Rather, the

storage router simply strips the FC ‘layer’ off of the existing SCSI command, and fon/vards the
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SCSI command to the storage device without any high-to-low level translation (because no

such high level to low level translation is needed). Thus, when a host workstation is allowed to

have access to a storage device, that access is accomplished using only NLLBPs.

Petal, on the other hand, discloses a system in which Petal clients (i.e., workstations)

send higher-level protocol commands.to the Petal Server that, in turn, transforms these higher-

level, higher overhead commands into low-level SCSI commands that are fon/varded to the

storage devices (i.e., at least one high level to low level translation takes place between the

workstation and the storage device). Petal clients are configured with a Petal device driver in

the kernel layer of the Petal client. See, Petal page 88, col. 2, section 3. Higher level

applications (i.e., user space applications) see virtual disks (representations of the storage

devices) through the Unix File System. See Petal, page 90, col. 1, section 3.2. When a Petal

client wishes to access a storage device behind the Petal server, the client issues a file system

command to the virtual disk which is passed through the class layer to the Petal device driver

(i.e., the kernel layer process for accessing the virtual disk).' The Petal device driver then

issues a remote procedure call (“RPC”) using the User Datagram Protocol (“UDP”) to the Petal

server to read or write data. See, Id at page 88, col. 2, section 3 (describing the RPC interface)

and page 89, col. 1, section 3.1 (describing handling read and write requests). The Petal
device driver acts as a filter driver to translate the command to the virtual disk seen by the user

space application into an RPC that is sent out in UDP packets. ’

An RPC is a well known mechanism in networked operating systems and is essentially a

function call to the Petal Server. In issuing an RPC. a client will provide a server with the

appropriate arguments in.a UDP packet so that the server can perform some process. The

Petal Server performs a transformation step when receiving the RPC in the UDP packet by

processing the RPC in the UDP packet to execute the called process and generate the '

appropriate low level SCSI READ and WRITE commands. Thus, the Petal client uses the

traditional network mechanism of issuing a.higher level command (e.g., an RPC in a UDP

packet) to the network sewer that the network server processes to call a function. The Petal

server must execute the appropriate function to transform the information in the UDP packets to -

the appropriate low level SCSI command.

Thus, the Petal system does not allow the client (i.e., workstation) to access the storage

devices using an NLLBP. Instead, the Petal client uses a scheme in which high level file

system commands to virtual disks are translated into RPCs which are packaged in UDP

packets and transported to the Petal server for transformation into low level commands. Unlike

the NLLBP commands described and claimed in the ‘972 Patent, these RPC in UDP packets

contain additional higher level overhead and require transformation to low level SCSI
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commands at the Petal Server. As noted above, the Petal sewer executes the called

procedure to transform the RPC in UDP to the appropriate low level SCSI command.

The process of Petal therefore requires first creating an RPC, and then encapsulating

the RPC in UDP at the Petal client, and further executing a procedure to transform the RPC in

UDP to a low level SCSI command. Consequently, while the Examiner has pointed out various

portions of Petal that discuss using block-level (i.e., low level)_storage protocols (e.g., SCSI

commands), it is only in the context of the time period after high level RPCs are transformed

into the low level SCSI commands. The system of Petal is the type of system that the present

invention was designed to overcome, because the system of Petal does involve the overhead

of high level protocols typically required by network servers (i.e., RPCs), and requires a

transfonnation the high level protocols into low level SCSI commands at the Petal server.

.Therefore, Petal does not disclose, teach or suggest a system for “allowing access from

Fibre Channel initiator devices to SCSI storage devices using native low level block protocol,”

as recited in independent Claim 11.

3. Petal Does Not Disclose Mapping Between Fibre Channel Devices and SCSI ,

Storage Devices

Claim 11 also recites a configuration that “maps between Fibre Channel devices and

SCSI storage devices." Mapping between Fibre Channel device and SCSI storage devices in

the present invention refers to a mapping between the Fibre Channel devices and SCSI storage

devices such that a particular Fibre Channel device on the Fibre Channel transport medium is

_ associated with a storage device, storage devices, or portions thereof, on the SCSI bus

transport medium. As discussed in the ‘972 Patent Specification, the mapping provides a

correlation between devices on the first data transport medium (e.g., workstations) and the
storage devices. See, ‘972 Patent col. 2, lines 6-17 and col. 8, lines 53-65. _

In the Chaparral Litigation, the US. District Court for the Western District of Texas

-adopted the definition that a “map" contains a representation of a device on one side of the

storage router to a storage device on the other side (e.g., from a Fibre Channel host device to a

SCSI storage device). See, Markman Order, Exhibit A, page 12. The mapping of the ‘972

Patent associates the Fibre Channel devices (e.g., workstations) with SCSI storage devices on

the SCSI bus transport medium. Thus, the mapping can include mapping from a host identifier

(e.g., address or other identifier) to a virtual representation of a storage device (e.g., a virtual

Logical Unit Number (LUN)), and potentially evenifurther from the virtual representation of the

storage device to a physical representation of the storage device (e.g., a physical LUN).
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I It should be expressly understood that the ‘mapping’ of the present invention is not

identical to the concept of “virtuaIization." In virtualization, a storage device (or portion thereof)

is presented with a particular logical address to the hosts or workstations. While it is clear that

the present invention can include virtualization as part of the mapping (e.g., the map can

include the mapping from a virtual representation of the storage (virtual LUN) to a physical

representation of the storage (physical LUN)), such virtualization is not, in and of itself, a

mapping between devices as defined in the ‘972 Patent. See, ‘972 Patent, col. 8, line 53-65. In

fact, this type of virtualization was available in a number of RAID systems at the time Petal was

written. Virtualization does not require that representations of workstations on one side of the

storage router be mapped to a storage device(s) on the other side of the storage router.

Petal does not disclose, teach or suggest a map that maps between Fibre Channel

devices and SCSI storage devices connected to the SCSI bus transport medium as recited in

Claim 11 of the ‘972 Patent. In Petal there is simply no map that associates the host devices

(i.e., the Petal clients) with the storage devices or representations of the storage devices. At

best, Petal teaches “virtualization” of storage devices. In other words, Petal discusses a virtual

to physical mapping of the storage devices rather than a mapping from the device making a _

request (e.g., workstation) to the storage device for which the request is intended. Petal states:

The basicvproblem is to translate virtual addresses of the form
<virtuaI-disk-identifier, offset> to physical addresses of the form
<server-identifier, disk-identifier, disk-offset>.

See Petal, page 85-86, sections 2.1-2.3 and Figure 4 (entitled “Virtual to Physical Mapping").

In Petal, a virtual disk directory of virtual disks is mapped to a global directory which is

mapped to physical disks. Id. A client workstation provides a virtual disk identity which is

translated into a global map identifier. Id. The global map determines the server responsible for

translating the given offset. Id. The physical map of the specified server translates the global

map identifier and offset to a physical disk and an offset within that disk. See Id., page 86, col.

1,'section 2.1. Thus, the mapping of Petal only represents the virtualization mapping of storage

devices and does not correlate or associate the storage devices (either virtualor physical) to

particular Petal clients (e.g., workstations) on the other side of the Petal server. In fact, the

virtualization-type mapping described in Petal is simpIy'a description of the virtualization

technique generally used in RAID systems at the time of Petal.‘ I
The Examinerporrectly points out that, in Petal, a disk identifier used by clients to”

reference a particular virtual disk is “mapped” to a physical identifier. However, this is simply

virtualization-type mapping: There is no correspondence (or map) made from the Petal clients

to the storage devices (or portions thereof) behind the Petal Server. Put another way, there is
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no mechanism disclosed in Petal to perform the function of mapping a_ particular client

workstation to a particular storage device (or portion). Consequently, Petal teaches a

virtualization scheme, n_ot a configuration that “maps between Fibre Channel devices and SCSI

storage devices" as recited in Claim 11 of the ‘972 Patent.

4. Petal Does Not Disclose Implementing “Access Controls”

V a. Implementing Access Controls Requires Allowing Access Using
NLLBPs

Claim 11 recites “implementing access controls” which requires allowing access using

NLLBPs. As described in the ‘972 Patent, “access controls” are a particular form of security

measure designed to prevent unauthorized access to particular storage devices or portions of

storage devices by certain workstations. When “access controls” are implemented, particular

Fibre Channel devices may be permitted access to particular storage devices or subsets of

storage devices. See, e.g., FIGURE 3 of the ‘972 Patent (permitting access from particular

workstations to undivided storage devices as well as divided subsections within a single storage

device). According to the previously mentioned Markman Order, “access controls" means

“providing controls which limit a computer’s access to specific subset of storage devices or

sections of a single storage device.” See, Markman Order, Exhibit A, page 6.

The “access controls” of the ‘972 Patent allow access using a NLLBP such that requests

from devices connected to the first transport medium (e.g., workstations) are directed to

assigned virtual local storage on the storage devices. See, ‘972 Patent, col. 8, lines 53-65.

The ‘972 Patent recites: '

. The storage router can. . .map, for each initiator, what storage
access is available and what partition is being addressed by a
particular request. In this manner, the storage space provided. by

[storage devices] can be allocated to [Fibre Channel devices] to

provide virtual local storage...

See ‘972 Patent, col. 8, lines 59-65.

Thus, the “access controls” described in the ‘972 Patent are device-centric in that they

permit or deny access from particular devices connected to the first data transport medium

(e.g., workstations) to particular storage devices (or subsets thereof) according to the

configuration. The access controls are thus part of the configuration" for routing commands

from a device connected to the firstutransport medium to defined storage |ocation(s) using .

NLLBPs (i.e., without requiring the overhead of high level protocols typically required by

network servers) according to the map. 4
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b. Petal Does Not Render The Access Controls Limitation Of Claim 11

Obvious

in rejecting the limitation of “implementing access controls” the Examiner points to Petal,

page 90, col. 2, section 4, which states in pertinent part:

...currently we do not provide any special support for protecting a
client’s data from other clients; however,»it would not be difficult to

provide security on a per virtual disk basis.

Applicants submit, however, that the statement “it would not be difficult to provide

security on a per virtual disk basis,” without more, does not enable security onper virtual disk

basis in the UDP environment of Petal. UDP is primarily a broadcast protocol in which the 2

computer issuing a UDP communication typically places’ UDP packets on a network without

regard to the device that receives the packets.

Petal provides no support as to how to implement its “security on a per virtual disk

basis" for UDP broadcast packets communicated over an ATM transport medium. For

example, a common security method in packet based networks is the use of access control lists

(“ACLs"). While ACLs may be used to entirely block UDP communications (e.g., as in a

firewall), Petal provides no suggestions on how to implement ACLs in a UDP environment to

limit access to a portion of a server file system (e.g., a particular virtual disk). As Petal provides

no support for providing security in the UDPIATM environment, Applicants. respectfully submit

that Petal, at best, only makes it ‘obvious to try’ some unspecified form of security.

“An ‘obvious-to—try’ situation exists when a general disclosure may pique the scientist's

curiosity, such that further investigation might be done as the result of the disclosure, but the

disclosure itself does not contain a sufficient teaching of how to obtain the desired result, or that

the claimed result would be obtained if certain direction were followed." In re Eli Lilly &

Company, 902 F.2d 943, 945, 14 USPQ.2d 1741 (Fed Cir. 1990). “Obvious-to-try", however, is

not the standard for obviousness under §103. See, In Re O’FarreII, 853 F.2d 894, 902, 7 4

USPQ.2d 1673 (Fed. Cir. 1988). For example, the statement ina patent that “the user of the

external field canceling method. . . . can allow for gradient fields to be produced with greatly

. reduced problems” provided only general guidance as to the form of the claimed invention and

how to achieve it but did not provide sufficient guidance to render the claimed invention

obvious. See, In Re Roemer, 258 F.3d, 1303, 1309-10, 59 USPQ.2d 1527 (Fed. Cir. 2001).

Similarly, the Petal reference does not provide sufficient guidance as to what is meant by

“security” or how to implement such a “security” feature; and certainly does nofprovide any

guidance on how to implement "access controls” as recited in Claim 11 of the ‘972 Patent.
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At best, the statement in Petal that “currently we do not provide any special support for

protecting a client’s data from other clients; however, it would not be ‘difficult to provide security

on a per virtual disk basis” is an invitation-to-try to implement some unspecified security feature

on a per virtual disk basis. The statement does not provide any teaching or suggestion as to

how the security feature would be achieved, much less how “access controls" to allow access

using NLLBPs would be achieved. Thus, while it may be ‘obvious-to-try’ some unspecified

security feature based on the above-cited statement, one is left completely in the dark as to

how suchsecurity would be achieved.

Moreover, the Examiner has not pointed to any art or other evidence in the record such

that one of ordinary skill in the art would have a reasonable expectation of success in

implementing the claimed “access controls” to allow access using an NLLBP in a UDPIATM

environment to limit access to a particular virtual disk. If the Examiner is relying on his own

knowledge that one of skill in the art would know how to implement “access controls” to allow

access using an NLLBP on a per virtual disk basis in the Petal environment, then Applicants

respectfully request that the Examiner provide an affldavit detailing the data on which the

Examiner relies for this position, or alternatively allow Claim 11. See 37 CFR 1.107(b) and

MPEP 707.05. '

c. There Is No Disclosure or Teaching In Petal That The ‘Security’

Referenced Therein Would Allow Access Using NLLBP

Even though the Petal article states that “it would not be difficult to provide security on a

per virtual disk basis” there is no teaching or suggestion as to how such security would be

provided. Certainly, there is no teaching or suggestion in Petal that a fsecurity’ feature could be
implemented to allow access using an NLLBP. It simply is unclear what type or manner of

‘security’ Petal references. For example, security can be a simple password-based security

scheme, or something much more complex. -

Moreover, even if security were implemented in Petal, there is no teaching or suggestion

that such security would be implemented to allow access using a NLLBP. It ‘would appear that

4 any security implemented would be on top of the high level RPC over UDP scheme of Petal.

Again, this would appear to require the high-level protocols and would not provide access using

an NLLBP. Thus, even if security were applied to the system of Petal, this does not suggest

access controls that allow for access using a NLLBP.
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5. Quam and Cummings

The Examiner relies on Quam and Cummings for the proposition that “it would have

been obvious to change from ATM to Fibre Channel in the system of Petal.” Regardless of this,

neither Quam nor Cummings makes up for the deficiencies of Petal and the Examiner has not

pointed out where Quam or Cummings teach or suggest (i) mapping between Fibre Channel

devices and SCSI storage devices, (ii) implementing access controls and (iii) allowing access

from Fibre Channel initiator devices to SCSI storage devices using native low level block

protocol. Even if Quam and Cummings are combined with Petal, the combination would lack

these features of Claim 11. Accordingly, Applicants respectfully request allowance of Claim 11.

6. Claim 12

Claim 12 recites “allocating subsets of storage space to associated Fibre Channel

devices, wherein each subset is only accessible by the associated Fibre Channel device.

Thus, in Claim 12, Fibre Channel devices are allocated storage devices (or subsets of

storage devices) such that the allocated subset is only accessible by the associated Fibre

Channel devices. This is supported by the Markman Order in which the court adopted the

construction that “allocation of subsets of storage space to associated Fibre Channel devices,

wherein each subset is only accessible by associated Fibre Channel device” means that

subsets of storage are allocated to specific fibre channel devices for purposes of the ‘972

Patent. See, Markman Order Exhibit A, pages 6-7.

As discussed above in more detail, the mapping of Petal does not allocate storage to

particular Petal clients, but simply provides for virtualization of disks. Consequently, Petal does

not disclose, teach or suggest the limitations of Claim 12. Moreover, Applicants respectfully

submit the Examiner has not pointed to these limitations in other references and has therefore

not established a prima facie case of obviousness. Applicants therefore request allowance of

Claim 12. ‘

7. Summary

In sum, the cited references fail to teach: (1)“a||owing access from Fibre Channel
initiator devices to SCSI storage devices using native low level block protocols,” (2) maintaining

a configuration that “maps between Fibre Channel devices and SCSI storage devices” and (3)
maintaining a configuration that “implements access controls.” S

Instead, Petal teaches a system in which high level RPC calls in UDP packets must be

transformed into low-level SCSI commands by the Petal server. Further, there is no disclosure,
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teaching or suggestion in Petal that clients on one side of the Petal server should be mapped to

storage devices on the other side of the Petal server. Moreover, access controls that allow

access using NLLBPs are not disclosed, taught or suggested in Petal nor is any other security -

feature.» At most, Petal suggests that it would be ‘obvious-to-try’ adding an undefined security

measure, without providing any direction as to how to do so with a reasonable expectation of

success. Moreover, the Examiner has not pointed out where these features can be found in

Quam and Cummings. Therefore, Applicants submit that Petal, Quam and Cummings (alone or

in combination) do not render obvious the present invention as recited in Claim 11, and

respectfully requests allowance of such claim. Applicants also respectfully request allowance of

Claims 12-14. ‘ '

C. Claims 7-9

Claims 7-9 stand rejected under 35 U.S.C. §103 as being unpatentable over Petal in

view of Quam and Cummings. Applicants respectfully submit that independent Claim 7 is

distinguishable from the cited references for similar reasons as discussed above with reference

to Claim 11, as well as additional reasons. For completeness, the Applicants will review the

differences discussed above with respect to Claim 11', but for the sake of brevity will summarize

the explanations of these differences rather than repeating entire arguments already presented.

1. Overview of Claim 7

Claim 7 recites: .

A storage network, comprising:
a Fibre Channel transport medium;
a SCSI bus transport medium;
a plurality of workstations connected to the Fibre

Channel transport medium; ‘ _
a plurality of SCSI storage devices connected to the

SCSI bus transport medium; and
a storage router interfacing between the Fibre Channel

transport medium and the SCSI bus transport medium,.the
storage router providing virtual local storage on the SCSI storage
devices to the workstations and operable:

to map between the workstations and the SCSI storage
devices; ~ '

to implement access controls for storage space on the
SCSI storage devices; and

' to allow access from the workstations to the storage

devices using native low level, block protocol in accordance with
the mapping and access controls.



NetApp Ex. 1024, pg. 2165

Attorney Docket No. 90/007,123
CROSS1120-14 Customer ID: 44654

18

Claim 7, thus, specifies a “storage router’ that maps between workstations and storage

devices, implements access controls and allows access from workstations to the storage

devices using NLLBP in accordance with the mapping and access controls. As with Claim 11,

Applicants submit that the system of Petal does not disclose, teach or suggest i) "aI|ow[ing]

access from the workstations to the SCSI storage devices” using NLLBP, ii) “map[ping]

between the workstations and the SCSI storage devices, and iii) “implement[ing] access

controls”.

2. Petal Does Not Disclose "Allow[ing] Access” From A Workstation Using
NLLBP

The present invention, in accordance with Claim 7, allows workstations to access

storage devices using a NLLBP. A NLLBP, as discussed above, is a set of rules or standards

that enable computers to exchange information and do not involve the overhead of high level

protocols and file systems typically required by network servers. Thus, the workstations

described in Claim 7 can access the claimed SCSI storage devices using low level NLLBP

commands which have not been translated from high level commands.

Petal, on the other hand, teaches a system in which a Petal client issues high level

’ commands as RPCs in UDP packets, where the RPC calls a function of the Petal server Unix

operating system. The Petal server must transform the high level RPC in UDP into a‘ low level

SCSI command by implementing the called procedure to generate the appropriate SCSI

command(s). Petal, thus, uses a traditional RPC scheme that involves the overhead of high

level protocols typically required by traditional network servers. Consequently, the Petal server

does not allow the Petal clients to access the storage devices using an NLLBP.

3. Petal Does Not Disclose A “Map" Between Workstations And SCSI Storage

Devices y H
The storage router of Claim 7 maps between workstations connected to the Fibre

Channel transport medium on one side of the storage -router and the SCSI storage devices

located on the other side of the storage router. This mapping is more than mere virtualization

as the storage router associates workstations with particular SCSI storage devices or subsets

of storage devices. 4 I

Petal does not disclose, teach or suggest a map that associates particular devices

connected to the first transport medium "with particular storage devices ‘(or subsets thereof).
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Rather, Petal teaches that a virtual to physical mapping (i.e., virtualization of the storage

device) takes place. There is, however, no correspondence made between the clients and

storage devices (or portions thereof) in the mapping of Petal; i.e.. there is no mechanism

disclosed to say “this client maps to that storage device" on the other side of the Petal server.

Consequently, Petal teaches a virtualization scheme not a “mapping” between workstations and

SCSI storage devices.

4. Petal Does Not Provide Access Through “Access Controls"

As discussed above with respect to Claim 11, the sole statement in Petal relevant to

access controls is “currently we do not provide any special support for protecting a client’s data

from other clients; however, it would not be difficult to provide security on a per virtual disk -

basis," does not in fact disclose or teach “access controls”. This statement provides, at best, a

suggestion that it is ‘obvious-to-try’ an undefined security measure in the UDP/ATM system of

Petal (rather than access controls that allow access using NLLBP). Applicants therefore submit

that Petal does not disclose, teach or suggest a supervisor unit that implements “access

controls" as recited in Claim 7.

5. Additional Cited References

Applicants respectfully submit that the Examiner has not pointed out where Quam or

Cummings teach or suggest (i) mapping between devices connected to a Fibre Channel

transport medium and SCSI storage devices, (ii) “implementing access controls" and (iii)

“allowing access from Fibre Channel initiator devices to SCSI storage devices using native low

level block protocol". Even if Quam and Cummings are combined with Petal, the combination

would lack these features of Claim 7. Accordingly, Applicants respectfully submit that a prima

facie case of obviousness has not been made and request allowance ofiClaim 7.

6. Claim 8 ’

Claim 8 depends from Claim 7 and recites that the access controls “include an allocation
of subsets of storage space to associated workstations, wherein each subset is only accessible

. by the associated workstation.” Thus, the claimed access controls allocate subsets of storage

to particular workstations". Applicants respectfully submit that the cited references do not teach

this feature of Claim 7 as Petal does not describe or suggest allocating storage or subsets of

storage to particular clients.
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7. Summary

Petal fails to disclose, teach or suggest a storage router which performs the functions of

i) “allow[ing] access from the workstations to the SCSI storage devices” using NLLBP, ii)

“map[ping] between the workstations and the SCSI storage devices, and iii) "implement[ing]

access controls.” I

Instead, Petal teaches a Petal server that transforms higher level RPC calls in UDP

packets to generate low-level SCSI commands for communicating with storage devices. Also,

there is no disclosure, teaching or suggestion that the Petal server should map clients on one

side of the Petal server to storage devices on the other side of the Petal server. Moreover,

’ Petal does not disclose or suggest providing “access controls" as claimed, nor any other

security method. At most, it is suggested that it would be ‘obvious-to-try‘ adding security

without providing any direction as to how to do so with a reasonable expectation of success.

Therefore, Applicants submit that Petal does not anticipate or render obvious the present

invention as recited in Claim 7. Moreover, the Examiner has not pointed out where Quam and

Cummings make up for the deficiencies in Petal. Therefore, Applicants respectfully request

allowance of Claim 7. Applicants also respectfully request allowance of Claims 8-10.

D. Claim1

In rejecting Claim 1, the Examiner relies on Petal, Quam, Cummings and Crouse.

Applicants respectfully submitghowever, that several of the features of Claim 1 disclosed,

.taught or suggested by the references, as discussed above with respect to Claims 11 and 7.

Again, for the sake of brevity the Applicants will summarize the previously presented arguments

rather than repeating them in their entirety.

1. Overview of Claim 1
Claim 1 recites:

A storage router for providing virtual local storage on remote
storage devices to devices, comprising:

a buffer providing memory work space for the storage router;
a Fibre Channel controller operable to connect to and interface

with a "Fibre Channel transport medium; ‘ '
a SCSI controller operable to connect to and interface with a

SCSI bus transport medium; and
a supervisor unit coupled to the Fibre Channel controller, the

SCSI controller and the buffer, the supervisor unit operable:
to maintain a configuration for SCSI storage devices connected

to the SCSI bus transport medium that maps between Fibre Channel
devices and SCSI storage devices and that implements access controls
for storage space on the SCSI storage devices; and
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to process data in the buffer to interface between the Fibre
Channel controller and the SCSI controller to allow access from Fibre

Channel initiator devices to SCSI storage devices using native low level,
block protocols. -

Thus, Claim 1 recites a “storage router" with a “supervisor unit” operable to maintain

configuration data that “maps between Fibre Channel devices and SCSI storage devices," and

“implements access controls for storage space on the SCSl.storage devices,” and ii) “allow .
access from Fibre Channel initiator devices to SCSI storage devices using NLLBP.” As

discussed above, these claimed features of the present invention allow each host connected to

the first transport medium to access some portion of storage on the storage devices associated

with that host using an NLLBP.

2. Fetal Does Not Disclose “AlIow[ing] Access" Using NLLBP

The present invention, in accordance with Claim 1, allows workstations (or other Fibre

Channel initiator devices) to access SCSI storage devices using an NLLBP. An NLLBP, as

discussed above is a set of rules or standards that enable computers to exchange information

and do not involve the overhead of high level protocols and file systems typically required by

network servers. Thus, the devices of Claim 1 connected to the Fibre Channel transport

medium can access the SCSI storage devices using commands that do not require translation

from a high level protocol to a low-level protocol.

The Examiner again relies on Petal for the rejection of this limitation of Claim 1. Petal,

however, teaches a system in which a Petal client issues high levelcommands as an RPC in

UDP packets. The RPC subsequently calls affunction of the Petal server Unix operating

system. The Petal server must then transform the RPC in UDP to generate the appropriate

SCSI READ/\NR|TE commands. Thus, Petal usesua traditional RPC scheme that, like the prior

art systems the invention of the ‘972 Patent was designed to overcome, involves the overhead

of high level- protocols typically used by traditional network servers. Consequently, the Petal

server does not allow the Petal clients to access the storage devices using an NLLBP. Thus,

Petal does not (and cannot) show a “supervisor unit” operable to “allow access from Fibre
Channel initiator devices to SCSI storage devices” using NLLBPs.

With respect to the other references, the Examiner does not particularly point out where

this feature of the present inve_ntion can be found in the other references." Therefore, Applicants '

respectfully request that the Examiner allow Claim 1.
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3. Petal Does Not Disclose A “Map” Between Fibre Channel Devices SCSI Storage

Devices A

The “supervisor unit” of Claim 1 maps between devices located on one side of the

storage router and the storage devices located on the other side of the storage router. This
mapping is more than mere virtualization as the supervisor unit associates workstations or other

Fibre Channel devices on one side of the storage router with particular SCSI storage devices.

The Examiner again relies on’Peta| in rejecting this limitation of Claim 1. Applicants

respectfully submit, however, that Petal does not disclose, teach or suggest a supervisor unit

that maps between Fibre Channel devices and SCSI storage devices. Rather, Petal teaches

that a virtual to physical mapping of the storage itself (i.e., virtualizationof the storage devices).

There is no association made between the clients and storage devices (or portions thereof) in

the mapping of Petal. In other words, there is no mechanism disclosed to say “this client device

maps to that storage device" on the other side of the Petal server. Consequently, Petal teaches

a virtualization scheme, flgt a mapping between Fibre Channel devices and storage devices.

Applicants further submit that Examiner has not pointed out where this feature of the

present invention can be found in the other references and therefore has not made out a prima

facie case of obviousness. Therefore, Applicants respectfully request withdrawal of the

rejection and allowance of Claim 1.

4. Petal Does Not Disclose, Teach or Suggest The “Access Controls" Limitation

Of Claim 1

As discussed above, the statement in Petal that “currently we do not provide any special

support for protecting a client’s data from other clients; however, it would not be difficult to

provide security on a per virtual disk basis" is, at best, an ‘invitation to try’ to a security feature,

and not necessarily providing “access controls” to allow access using NLLBPs on a per virtual

disk basis. The statement does not by itself provide any teaching or suggestion as to how the
“access controls" recited in Claim 1 can be achieved.

Thus, while it may have been ‘obvious-to—tVry’ a security feature based on the above-

cited statement, one of ordinary skill in the art is left completely in thehdark as to how such
security feature would be achieved, much less how one would achieve “access controls"-to

allow access using NLLBPs’ as recitedin Claim 1. As the cited case law points out, an invitation

to try a feature is not enough in and of itself to render a claimed invention obvious.

Moreover, the Examiner has not pointed to any art or other evidence on the record such

that one ofskill in the art would have a reasonable expectation of success in implementing
access controls for a UDP/ATM environment.
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5. There Is No Showing That the Remainder Of The References Contain The

Limitations Missing From Petal

The Examiner relies on Quam, Cummings, and Crouse in rejecting protocol and

hardware specific features of the claimed invention. Applicants note, however, that the

Examiner has not pointed out where these cited references make up for the deficiencies of

Petal with respect to allowing access from a device connected to the first transport media to a

storage device using a NLLBP, mapping, and access controls. As these features are not

disclosed or taught in Petal, as discussedabove, and are not pointed to in the other references,

the burden of making out a prima facie case of obviousness has not been met. Therefore,

Applicants respectfully request allowance of Claim 1.

6. Claim 2

Applicants respectfully submit that Claim 2 depends from Claim 1 and represents further

limitations thereon. With respect to Claim 2, the claim recites that the “supervisor unit”

maintains a configuration that “includes an allocation of subsets of storage space to associated

Fibre Channel devices, wherein each subset is only accessible by the associated Fibre Channel

device.”' As discussed above in conjunction with Claims 12 and 8, the access controls allocate

subsets of storage to particular Fibre Channel devices (e.g., workstations). Applicants

respectfully submit that Petal does not disclose, teach or suggest this feature of Claim 2 as

Petal does not describe or suggest allocating storage devices or subsets of storage devices to

particular clients. Therefore, Applicants respectfully request allowance of Claim 2.

E. Claims 2-6, 8-9 and 12-14

Applicants respectfully submit that Claims 2-6, 8-11 and 12-14 depend directly‘ or

indirectly from Claims 1, 7 and 11, respectively. Therefore, Applicants respectfully request

allowance of these claims as representing further limitations on the respective independent

claims and any intervening claims.

F. Summary: There is No Prima Facie Showing of obviousness

Applicants respectfully submit that the Examiner has failed to establish a prima facie

case of obviousness for Claims 1-14 as the prior art references do not disclose, teach or

suggest all of the claim limitations. Specifically, the prior art cited by the Examiner does not

appear to teach i) mappingbetween Fibre Channel devices and SCSI storage devices, ii)

implementing access controls for the storage space on the SCSI storage devices and iii)
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allowing access from Fibre Channel initiator devices to SCSI storage devices using a NLLBP.

While the Examiner has provided a detailed discussion of Petal to attempt to show where these

features are found, Applicants respectfully submit that Petal does not disclose, teach or suggest

the claimed limitations. Furthermore, the remaining cited references (Quam, Cummings,

Crouse and'Pisello), alone or in combination, do not make up for the deficiencies in Petal.

Accordingly, Applicants respectfully request allowance of Claims 1-14.

II. Conclusion

Applicants appreciate the Examiner’s diligence in issuing thorough office actions in

multiple reexamination cases so quickly. Applicants respectfully submit, however, that Claims

1-14»are distinguishable from the Petal, Quam, Cummings, Crouse and Pisello references.

Therefore, Applicants respectfully request allowance ofall claims subject to reexamination.

Applicant has now made an earnest attempt to place this case in condition for -

allowance. Other than as explicitly set forth above, this reply does not include an acquiescence

to statements, assertions, assumptions, conclusions, or any combination thereof in the Office

Action.

This Reply was served via First Class Mail on April 6, 2005 to Larry E. Severin, Wang,

Hartmann & Gibbs, PC, 1301 Dove Street #1050, Newport Beach, CA 92660..

The Director of the U.S. Patent and Trademark Office is hereby authorized to charge

any fees or credit any overpayments to Deposit Account No. 50-3183 of Sprinkle IP Law Group.

Respectfully submitted,

Sprinkle IP Law Group
Attorneys for Applic t

John L. Adair

Reg. No. 48,828

Date: April 6, 2005

1301 W. 25"‘ Street, Suite 408
Austin, TX 78705

~Te|. (512) 637-9223

Fax: (512) 371-9088
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UNITED S'I‘ATES nrsrmcr COURT‘

WES'_I‘;ERN msrmcr or TEXAS
AUSTIN DIVISION

CROSSROADS ('l'.E.XAS), mc. §
§‘, 3}’

'5-Us-,: '

0.AO0CA 17- up,

‘U

2

. STORAGE, INC.

CROSSROADS SYSTEMS, aims), INC. §

§ . . x .

vs. ’ ' § NO. A 00 CA 248 SS
. _ _ .§ .

§PATELIGI-"IT rEci1NoLoGY, INC.

ORDER. ,. -

BE IT R.E1VIEMBER.ED_A1hat on the 25'” day ofluly 2000 the court, in accordance with

, Maritman v. Westviewfnsrrzanenrs. ina, s21=3d967 (mi Cir. 1995), qzrd, 116 s. Cr. 1334 (1996)..

held a‘ hearing at which parties appeared by represenzafiori ofcrmnsel and made oral arguments

. on their propesed.claims construcfidn. At the hearing, parties presented a Joint Stipulafion of »

Claim Construction, thatthe parties have agreed uponthe definitions fdr serrenteen terms

- andlor pmases in. U.S. Pater1tNo. 5,941,972 ("the ‘972 patent’-’), and that only _ten terms and/or

phrases in-the ‘972 pateutremain in dispute. Afier considering the briefs, the case file as a whole,

angl.1:he_a,pplicabl_e law, the Court enters flue following opinion

1. Standard for Claims Construction

The construction ofclaims, or definition of the terms used in the c1aiins,is'a matter of

lawfor the Court. When ‘adopting a claim construetion, the Court should consider-theintrinsic

he‘viE!?au'n:<>,,?vvlii’c‘,l1‘ixTc‘1iJr1a‘t11‘e'ci1a“i_rfis,“tlIe‘specificafion;'and'the‘prosecution'histm'yfSee—Vi1ranics

R/\ 9 RECEIVED
E 9 ~ FEB'07_2ao5

A 00473 ' OFFICE or PETITIONS
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amp. v. Canceptranic. 1nc.,'9o F.3d 1576,-1582 (Fed; Cir. 1995) (explaining that inn-lnsiic evidence

' ........~——+..is:the.mosLsignifieantsourceo£theJega1ly_operafiye_meaning.o£disputed_clain1,langu.age’j).;1:IQt___*_____.
surprisingly, thestartingpoint is always “the oftheclaimsthernselves." Id. : see also Comark

.ca;}tmun}'¢an‘ans, Inc. v. Harris Corp, .1 5n F.3d 1182, 1186 (Fed.-Cir. 1998). ifheuwords of the
- are generally given theirordinary and customary meaning, unlex the patentee intended to

use a “s1ieeia1 definition of the term cleanly in the patent speeification or ii.le'history.”

Vitmnics, 90, §F.3d at 1582. Thus, the Court must_review'the"specifiea1':ion. and file history to

determine whether thepatcntee intended to use any such “special“ definitions. See id The

specification and file also be. consulted as general guides forlclaixn interpretation. See‘

.camarI:, 1561-‘.3dat 1136. ’ i i

The specification and file history, however, arenot substitutes for the plain language ofthe

claims. The specification is not meant tbdeseribe the full scope of the patent— includes only a

written description ofthe invenfion, sufficient to enable aperson skilled in the art to make and use

it, aslvnvell as the in'vemion’s “best mode.” - See 35 U’.S.C. § 112. Thus, the cluaimsimay be broader

thanthe specification, and generallyshouldnotbe confinedto uaeescaniples Oftheinventionsetforth

in thesfaecification. See Cbmark. 156 F.3d at 1-137 (“Although the specification may aid ceurt'
in the meaning—' of claim language, particular embodiments and exarnples ‘

in specification will not generally be read into the the Federal

Circuit has repeatedly emphasimdthért ‘flimitntions fromthe specification are not to be read into the

claims.” Id. at. l 186. ' I
i ‘ ‘In addition the intrinsic evidence the may, in its discretiorgreeeive

. extrinsicevidence regarding the oftheintent’ 5 terms. See K'ey.P}i'armaceut1'mI.s'
-2;

A 00474
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' I v. Hetcan Labr;_cor'p., 161 F.3d 709,-716 (I-‘ed.-Cir. I998) (“[T]1-ial eoufts-generally eanhearexpert

testiniony for background '-and education on the technology implicated by the presented claim

construction issues; and_ trial courts’ have broad discretion‘ in this xegaz-d.”)'. The plaintiif has

_ provided and expert and *tl:'te‘defendant has provided from dictionaries as

cxtrinsie evidence concerning the eonstruetion ofthe terms of the ‘972 patent.

II. “implementsiiccess controlsfor stor-i'i'ge' spice on the SCSI etoriige devices”

ifhis phrase is used in elaimsll, 1o a.nd11'of’1iie ‘972 patent. The parties dispute whether

' therefers to “access controls" only certain imbsections of ii divided SCSI storage device,

' or whether it also includes access to entire undivided SCSI storage devices. The piaintiiii

argues thephrase includes both kinds ofae-cess controls; the defendants; say the phrase refers only

to oecess controls for various’ subsecfioris a ‘single divided SCSI storage deviée. The

defendants also‘ a1-'gue.thep1a.intifi’~s construction is improperbecause, iifadvojat-ed,’it will result irijthe

‘Q72 patent being invaiidated by prior arL

The plainfiflpmposes the foiiowing definition: “provides contro1swhich1imi1acompu1:er’s

‘ aecessito a specific subset of storage devices or sections ofa single storage devicej’ See P1aintifl’s

iiiiei; at 20. The deiendnrrte propose the phrase shoiild be defined as ‘jaartitione the storngeepaee

on each one ofthe SCSI storage deiiices and defines the aeeessihility ofeach‘ resulting iiartition,”
dee Defendants’ Brief, Ex. 2. The Court agrees with the plainfifl‘. 4

The intrinsic evidence ofthe ‘€972 pateI1tshowsthe.plain1ifi’e inventionis intendedto restrict A

Vaeeess both to subsections ore scsi storage device, as well as to entireeundivided SCSI aeviees.

First,-the plain lnnguage of this phrase refers only to"‘storage space” and does notlirnit the space‘ _

 ~——

A 00475
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only to suhsecfions ofa divided scsr storage device. second, Figure 3 ofthe ‘972 patent Supports

a hroadreading of this ohrase. Figure 3 shows three SCSI storage. devices, two of whiih are"

undivided (60 and 64). The third device(62) is dividedinto foursuhsections ofstorage space, iirom

the sinrple labeling on Figure 3, it is clear t.hatthe.entir'e, undividedstorage device (64) is meant to

be aecessed only by a single workstation (computer :13). ‘Thus, Figure 3 expressly shovvs thatuthe

plaintifi’s invention contemplates using “access controls” for an entire, storage device as

well as for -the divided subsections within le single storage device.’ the language of the

specification expressly describes access to an entire, «undivided scsr storage device.

Specifically, in referring to Figure 3, the specification states “storage device 64 can be allocated

storage for the remaining workstation 58 (vvorkstation 5).” See ‘972 Patent, at 4:20 - 4:21 . At the

A hearing, the defendants‘ counsel argued that, simply because Figure 3 describes this feature does not

mean the feature was intended to be of the claimed invention. Cornt sormdly rejects this

'argurn'cm. Figure 3 is meant to he an example of how the plainfifl’s claimed"inv_ention can be

-implemented. and the specification clearly descfibes this figure as illustrating one implemerrtation

ofthe claimed invention: Adopting the defendants’ argumentwould ignore afirndamentalprinciple

ofclaims consmrcfion, ofirepeated inthe defendants’ briefand oral argurnems, thatthe specification '

'is“t_he sirtglebestguidetothemeaning ofa disputed term." See V‘z1ran:’cs,90F.-3da_t: 1532. Finally,

the defendants conectly‘point out that the specification also refers to the single, undivided storage

device (64) as a “partition (i.e.,~1ogical storage definition)” See ‘972 Patent, at 4:44 - 4:47.

than compel-the defendants’~proposed construction, however. this language supportslthes

' 1-'ig'nie’3 also discloses4 and the defendants do not —' that the plaintifi:‘s inveufion
contemplates access to various subsections of the divided SCSI storage device (62). ’

. _ — 4 ' '

A 00476
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argtnnentatthehedring that adiscreteimit ofstor.ige—whetherimen_tire SC$l storagedevice ora

subsection withinthatdeviee—canberefeneEltoasii“pzu’dtion.”’

Thedefendants also arguetha:t_,even iftheimrinsicevidence supportsthe plaintifi’s proposed

definition, this definition is nonetheless improper because if wouldcause the ‘972 patent torearl

directlyupon prior art (and ‘therefore be invalid). It is tme that5"claims should bereari ‘a way ’_

nvoids ensnaring prior an if it possible to do soi" Harris Corp. v. IXYS Corp, I-14-«F._3d 1149,

-,1 153 (Fed. Cir. 1997). However, the defendants have not shown thatthe prior art at issue $—tlie Lui

pa!enI—would beéensnaiea" by adopting the pla.intifl’s definition. Imporlanfly, the Liii peieiiiwes

partoftheprior art expressly considered by thepatentexaminer beforegrantingthe ‘972 patent _'I'he ‘-

patent examiner apparently rlidnot use the patenttoreject asingle claim inthe ‘972 patent. The

patent examineralso did not issue anOfiice plainfiffio distinguish its irwention ‘

4_ from the Lui parent onaecess control ‘(or any-other).grounds. Although the Patient oi-ziiee is not the

model ofeficiency orthoroughnesstiitspfaillme to eite the Lui patentas potentially invalidating prior

' art creates a strong prcslur‘np.tion1l:at'.the Lui patent doesnoturead upon .the pla.inrifi‘s claimed

invention. In addition, it does not appear to the Court that the Lui upon the ‘972

. claimerl invention. While the Lui patent does disclose ii system Fibre Channel computers and

bscsr storage devices, se'eADefendants"B1ief,il*;x. 5, it 2:53 — 2:55, the similarities end uieie. The

Lui patent concerns an invention of"bypass circuits” used to “prevent the failure ofany device?’ in

the system; See id, at The invention ofthe Luipetent is not concerned with the swifl

transfer of information across a router, and does not disclose techniques for mapping,

. ' 1 nie comiexpiessiyneiee,1ieweeei;iheiiiisiieicieiiiiiiigiheiemi.*?pe£iiiieii" inthisorder,
asthat term is notused inthe ‘972 claim language. . A

.5. _
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‘implementing cormols, or.a memory buffer.’ At the hearing, the defendants’ ‘counsel

suggested that Figure 2 of the Lui patent discloses the claimed invention of the ‘9.72 patent.
However, Figure 2 ofthe Lui patent is not a part of the Lui invention; rather itis illustration of

‘ aA“conventionnl” network that the Lui invention alleigedly iniproves upon. -See id at 3:66." <

A TheCo1n1 rejeats the defemiants' argtnnent that “conventional” network systems also read directly
upon the ‘97§l claimed invention. ‘The patent eztaxniner may have let one pieceofslip by; _

he or she yvould not have missed ‘ a "conventiorrt1l” network system dinectly applicable to

p1ainti.fi"s claimed invention.

In sum, ‘the Court adopt the plaintiffs proposed tiefinition and the phrase‘

“implements access controls” intheclairnsofthe ‘972patent to metm “provides controls which limit

a."computer’s-access to a specific suhset of storage devices or ofa single stomgvidevice.”
III. “allocationof subsets of storage space to associated Fibre Channel devic, wherein

each subset is only accessible by the associated ‘Fibr-e Chanel tieviceii M

‘The dispute here is .th_e same as inthe.prec_e¢'1ing'section‘. This phrase is used in ‘

claims 2, 8 and ii ofthe ‘972 patent. As it did the “implements access controls . . 3’ phi-Sse,

the argues the “allocation . . ." phrase that specific tlihmmel .

allocated onsubsections ofat single SCSI storage deviceand on tinclivided S(lSI

._ stmagnedeviees. 'I'hedefendantsstiel_ctothn' genem1arg1nnenton'thisissue,andcontentithephmsel':.

_ , 3 The defendants argue these features are “implicitly” found in Lui specification end in »
_;-_____any_eyemmued‘mehsedjnnfl:enpfiorsrL_See_DefmdmmLBfietLatl2.andn.1._ZlJ1e.Court.is.not _

persuaded that these features are “implicitly” disclosed by the Lui patent, and the other prior art
briefly referencedby the defendantsmakes no'mentio1_iofcombining that prior artwith the invention

oftheLuipa1ent,orvice-versa. - ~ ‘ 7
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I means storage space can only be allocated on ofa single-divided SCSI storage

Both parties agree this-stomgeespace, however it is only be accessed by the specified . -

Fibie Channel devieets).

.rnep1aintitrs' pnopeseti definition is“siibsets ofstnrage spaee are allocated to specificFibre

’Channel-devices.” See P1ainfifl’s Brief, ‘at 26.‘ The defendanlssay lhephrase shouldbe defined to

inean ‘?one er more parfitiens thatsare only accessible by S ngle Fibne Channel See
Defendants’ Brief, .1:-'x..2. For the reasonsndiscussed inthepteeeding section, the Courtaaupts the

plainfiifs proposed consmiciion. . -

1v;' “supervisor unit”-'

Thisterm is used in claims 1, 2 antiio oftl1e_‘972 'patent.- I1se‘p1ninti1=r-contends this term

' should be defined" as -“a‘mici‘op1-ocessor lo data inn buffer inbrdef teniap

between Fibre Channel and §CSI devices and which implements controls." See

Ptaintitrs Brief, at 25. The defendants argue the term should he defined as “an inner tzo96oR1>

proeessor” with eeveral specifiefeatures. See Defendants’ liriel’, Ex. 2.

.The defenciaxits their construction is niandated the means-pluls-function enalysisof

5 112(6) of the Patent Act, because the claims ofthe *972 patent donot adeqi1ately.describe' tnej
“supervisor unit” tdbe used. See Defendants’ Brief, at 15717} The plaini:ifi' argues that .§ 112(6)

does not apply term “means” is not ihe term ‘.‘slIpervisor becaiise

'“superviéor unit” is adequately described by other claiin language in the ‘972 patent See
151aintitrs.Mar1auau Eiihibits, at 35-39.

Seefion 112(6) of the Patent Aet ptuvides that when eneinn refers wtoithe “means a

‘“'—“"T’“*%e%‘————§%-

A 00479
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specific act, but fails to adequatelydcscribe these theimezins then must be defined by

' reference'to the See 3_S‘_U.S.C.~ § l12(_6)." flhe claim langgge_gt_'_1s§u_e_¢i_o_gg_;1;;__t

include the term“means," there is Aprcsumpfionthat the § 1 12(6) means-plus—fm-rction analysis does

not apply. See AI-Sire Corp. v. _lGTInt’1, Inc, 174 i".3d "1308, 1318 (Fed..Cir. .1999) (“[VV]hen an

element ofaclaim does not use the term ‘means,’ treatment as ameans-plus-function claim element

is generally not To overcome this prcsulnpiion, the party seeking to apply § 112(6)

must show ‘the claim language at issue is purely functional and thatotirer claim language does not

adequately describe the disputed term. See. id. _(“[Vi_’]hen’it’is ap1oirr'ent that the element invokes

purely functional terms,withouttheadditional recital ofspecific structure ormatcrial forwoman}; A
that function, the claim maybe E riieans-plus-fimction elemerrtdespite the lack of express .

means-plus- language”). From a reviewofthe languageas a whole, the agrees

with the plairififl’ that .term “supervisor unit” is not purely functional, but instead to 8
am can perlbrnivthe tasks spccificallyxlisted in the claim language or ‘the ‘972’? patent.

Specifically, claims l,2a.nd 10 ofthe ‘972 patentdescribea.“su,pervisor nnit”thstcan: (1) maintain

andmap the configuration ofnetworked Fibre Channel and §CSl storagedevices; (2) include in -
configuration an of specific storage space to specific Channel devices; (3) ‘

implementaccess controls forthe SCSI storage devices‘; and (4) process data in the storafie router's

buficr to allow an exchange between the Fibre Charmel SCSI storage devices. See ‘972 Patent,

. ‘ Section 112(6) reads as follows: “An elanent in a claim for a combination may be"
expressed as a means or step for performing a specified fimction without the recital of structure,
material, or acts in support thereof, and such claim shall be construed to cover the corresponding
structure, or acts described in the specification and equivalents thereof.” 35 U.S.C. §
112(6). ’ -
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' atClaims 1,2 and 10. These arethe sametasltsdesctihed_inthep1aintilrsprcppscddetinition In‘

» chip is as only “one impiementztion” of_the c1air_ned.invention’s - See ‘972 -.

addition, the specificationexpnessly definesflrle “supervisorunit”as ;‘amicroprocessor” (acomputer

ohip) and specifically as “a microprocessor for operation of storage router 56 and to

‘handle mappingandaccess forrequests between Fm channel 52 ‘and scsl bus 54.” See
id at 5:7 - -5:10. However, rfeither the specitication (not the claimlanguage) limits the ‘972 patent

tolhe specific Intel computer chip referenced Bythe. defendants. Althougllthe defendams correctly ‘

point out that thelntel 30960 chip is the only comouter chip expness1ynal_n'edin'the ‘972 patent and

the specification describes many features this chip, the defendants fail to notethat the Intel 86960

Patent, at 5:63. The defendants are a1ternptinge1rnct1y—What the Federal .Circuit prohibits — toilimit
the claimstothepreferred ernbodimentandexamp1esofthe.specificat1'on. “This ccutthas cautioned

against limiting the claimed invention to ptetetted embodiments ct specific examples in the

specification.” Comark, 156 F.3d at 1186 (quoting Texan bzsmmwnts, inc v. United States-Int’:

Trade Comm ‘:1, 805 F.2d 1558, 1563 (Fed. Cir; 1988)). The Colirt will not Ilse an example of“one

implegnentatiprl,” in the specification to limit the -plain language‘ of the Accordingly. the

Court adopts the plnini‘.ifl’s tleiinition of“supervisor lmit” will construe that term asused inthe

‘claims the ‘972 patentto mean “aprograinrnedtoprocess data a h_I_,_lfi'er.inorder

to map between Fihre channel devices and SCSI devices and which imhlements access oormols.” A

V. “SCSI storage devices"_

This termisusedin claims 1,4, 7. 9-11 and 14 ofthe ‘9_72 patent. The p1ainfifi'a'rguesfl:laI

, this term essenfinlly needs no further definition because the term SCSI is.so v\rei1—known the

industry, but proposes that thetetm can be further defined as “any-storage device including, for
-9-

A 00481
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m-mote, a tape drive, CD-ROM chive, or a hard disk dxive flint uud=tstau'ds dtoscsi ptotooot and

.....__'______cah_w;-;mm;;;cmx,s'i1_=get£SJi11oLoeoL.sgflmfi:s.Brid£,tt_ 1.8;_The_defendant1a1'gue.1he_.________

terin should to defined as “any storage device -that -uses a- SCSI standard and has a

‘BUS:'l'ARGETiLUN address: Se'e.Defendants’ ‘Brief, Ex. 1 .

The Court agrees with ‘the ‘ the defendants their narrow

definition should be used because it “-compiorts wilh"972 speeification”?and its diocussiott ofSCSI
storage See Defendant's Brief; at 14. However," the specifieationlanguage by

the defendants is‘ only. one example "of how the SCSI storage device addressing scheme “can”
represented. See ‘972'Pa‘1ent, at'7:39. Again, the defendants are impermissibly irying to limit the

_ claim languageto an example given in {he specification. See Cbmark, 156 F.3d at 1.1.86-’87. Fdrthe

sakeofclarity, the Court adopt the plaintiifs p1'oposed"de‘finition' for this texm.‘ - '
VI. “process dattt in thelbunera" V

This phrase is iased in 1‘0"dfthe ‘972 patent. The is

adequately defined on its and by the sttttouuding claim Itutguage. The defendants contend 111:
iphraseshould be defined as “to” data in ‘the bufi'er in u-muuuerto (ajiaehieve "mapping

A" between Fibre Channel ttud1scst devices, to)apply aeoessconiirolsand routing functions." set;
Defendants’ Brief, Ex. 2' ' ' V T 1

The plain languageof‘and l0'diselese thatthe (the nzicroproeessor)
processes data in thebuifer “to interfaeebetweenthe‘Fibre Channelconuoller andthe SCSI

controllerto allow Fibre devices to SCSI the «
native low level, block pmtoeei in accordance with the See ‘972 Patent, at Claims

I and I0. This language adequately desetibes what ii means to “precess dam in the btifier” forthese _
’ - 1o —

~ A 00482
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claims. Simply because the specification may use slightly different language to describe this

“processing," see id at 5:18 -59:0, does not entitle the defendants to adopt the- specification

language over the ‘plain language ofthe claims. The Court will not further define this phrase.

VII. “storage router’;

‘This-term-is used claims 1-7 and 10 ofthe ‘972 patenL 'I'he plaimiifargues theterm needs

. no further definitionforclaims 1-6, and for claim 7 it should be defined as “adevice which provides

local stzoraggmaps, implements accesseontrols, and allows access using native low level

block protocols.” ‘See Plainl:ifi’s Brief, at 27__.- The defendants contend the term should ‘mean “a

bridge_deviee_that a_FilJre Charniellink directly to a SCSI bus and enables the exchange oi".
SCSI commandset informafion between zipplication clients on SCSI bus devices and the Fibre
Channel iinttsyf see Defendants’ BriEf,_Ex. 2.

-

The defendants do notmake any zirgmnent fortheir definitionintheirbrief, and did ‘

I not discuss the tenn at the July 25 hearing. In their notebook of exhibits presented at the heating,

the defendants include one page which supports their definition witha quote fiomthe

See Defendants’ Marlamqn Exhibits, “Ma1kma.n Presentafion” Tab, at 22. This argument is

disingenuous. The specification language quoted by the defendants immediately folloured’ by

several further defining “storage router.’.’ Indeed; the sentence “Further, the
storage router applies access controls . . ., ." See ‘972 Patent, at 5:30. The defendants’ attempt to

limitthe tenn“storage router” to one ofseveral descriptive sentences in the vcification is notwell- i

' taken. lnaddition,theCourt finds theterm“storage totnet:astnedinano1asms_o£the ‘972patent, ‘

aeodeqnnoety describedbythe _sdditionn,1«1angnege ortheelaims, which discloses. indetail the various

functions andlor qualities ofthe storage router. The Court will not further define this term.

-—-—'————.—1+ -

A 00483 i
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Vm. “map” ‘ . p ‘ .

_________

means “to vereatze a path from 'a.de1‘rice on one side ofthe storage router to a devieeon the other side

' of the router, 122. from aFihre Channel define to a SCSI device [or A ‘map’ contains

a representation ofdevice: on side ofthe storage router, so that when" it device on one side of
thestorage router wants to -commrmicatefo a deidoe on the other side of the storagerouner, "the

storage router can the devices." See PIaintffi’s Brief, at 22. The defendants the

means ‘foo translate addresses”. See Defendants’ B1-ief," Ex. 2. m

In support oft11eir. definition,_ the defendants only to a dictionary ot;"n1apt”'

See Defendants" Brief,‘at 1'13 and Ex. 4. Theplsintifl’, on the other hand," cites to portions

onhe specification that support its definitions ofmap.-(both as a verb so a‘ noun) as used in the

eleims ofthe ‘972'pa1enL See .P]aintifi‘s Brief; ‘SW2 Patent, at 1:66 -2:5 and|6:65 - 7:6).

Because isfar more salient thanedefiui1:;1on,Aand. because ‘the Com _

agrees that the specificafionhrnguege cited by the plaintitf supports its construction of the term

“map,” the Court will adopfthe plainti:fl’s proposed riefinition of‘thishterm.

ix ’ "Fibre Channel pgotoooz unit” 53...: “SCSI protocol unit” .

:These terms are used-‘in 5 ‘a__rId‘6 ‘ortho ‘972 The p1ai’r1’dfi'contends‘these

phases should be defined as ’-?aponi'on' ofthe Fibre comer‘-oonuona which connects to the'Fibre

Channel transport me'dimn"'and “a portion ofthe SCSI controller which interfaces tothe SCSI'mis.”

' see P1aintifi‘sBrief, a127. Thedefendantssay the mean “block and thereofthat

V to the Fibre Channel trensport medium” and .“b1oclr and'.equi‘vaJents thereofthat

to the SCSI hus mediurn.” Seé'Defendants’ Brief,-‘Ex.A

-12-"



NetApp Ex. 1024, pg. 2185

ncucrvu; uucrfcuuu rl.:I-N ,_ __5I1:LD-ill Lulu Lu IVI v|:U‘I70l prluueu Ul[A~' _,uuu .L; .3 —-. ,3 ".1 H

-The defendantsarguethe means-p1us—ftmcticn analysis of§ 1 12(6) should ;applyhere because

the items are well-known and are not defined in two dictionaries cited by the defendants. See

Defendants’ Brief, at 7-8, 14-15, Ex. 4 andEx. . However, the defendants do not indicatehow the

_ ternrshould be defined".-in reference to the specification, in fiict contend “the ‘972 specification

fails to reveal any struenrre'-corresponding to the claimed function.” See id at 8 and-V15. The

- defendants then propose the word "blocl‘:” should be used todescribe these terms the

“protocol units” are “simplv depicted as a block the ofFign"re S” ofthe"972 ’

See in‘; This reasoning is wholly ‘Simply because a patent physically

depicts the protocol uniisiin a block-lik_e shapeflt does not follow that the units should be defined-

as “blocks or equivalents thereof.” Underthat reasoning, the SCSI storage devices. which are

physicallydepicted as cylindersin the *972 patent,_cttu1d:he defined simply as “cylinders, on gum

or monkey barrels, or equivalents thereof.” As the plaintiffcorrectly ‘points put, the language of

claims 5 and 6 plainly that the_“pro1:ocol units” for both devices are part ofthe “controllers”
for the to the devices to various “transport media” (i._c.,'to

various cables). See ‘972 Patent. at Claims 5 and 6. Accordingly, ‘the Court adopts the pleintiifs

definitions for these terms, and will constnxe the to mean “a portion of the Fibre Channel,
controller which connects to the Fihre Channel transport" medium” and.“a portion of the SCSI

corrtroller which interfaces to the SCSI bus.” A

X.‘ “interiiice” H

_ In their roam Stipulation ofClaim conshttction, the parties claim the meaning of the "term

"intm'face” is in dispute. However, this phrase is not discussedin any of the parties’ and

neithersidepresentedanargumentattheJuly25lrearirrgastowhy1hetermisdisputed. Tlristerrn

%'.'1'3 -
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hasastandardand ordinary rnea.ning_—even tnafedzral judge ¥and wi11~notfimh;g, dafine

it. #

XI. Undifiputed Terms _ ‘

Finally, in their Joint $tipulafion of Claim Constucfion, thétpartim have slipulataedto the

eonstiucfion of 17 other terms in the *972 patent The Court will therefore adopt these stipulated.

constructions, solely for thevpuxjpose ofthis lawsuit.

Awdrdingly, the Courtentcxs the following order:

.IT IS 0RDER.E.Dthatthe attachadconstrucfion ofthepatem:claimswillbeincoxpbramdinto.

anyjury instmctions given in this cause and will be applied "by the Court in ruling on the issues

mixed in summary judgment.

SIGNED on mg;day ofluly zooo.

STATES V TRICT IUDGE

A 00486



NetApp Ex. 1024, pg. 2187

ncycnccu \.Il[(.l[5vInl nnavu ‘,;:.J7-GU ‘AI I.IIIc_ l.lJ IUI vnulrul yr uruar VIII. .- lnvu IL: IJ " F5 nu] :1u

CONS'I'RUCI‘ION or CLAIMS
.U.s. PATEN'I' No. 5,941,972"

Digpgg [arms

The phrase “implements access--controls for storage space on the SCSI storage devices" means
provides controls which limit a computer’ s. access to a specific subset ofstorage devices or sections

of asingle storage device. ‘ ' . . .. ' ~

’ Thephrase “allocationofsubsets ofstorage space to associatedFibre Channel devices, whereinmeh
subset is only accessible by the associated Fibre Chanel. device" means subsets ofstorage space are

allocated to ‘specific Fibre Channel .

A “supervisor unit” is a microprocessor programmed to process data in a bufier in order to map

between Fibre Channel devices and SCSI devices and which implements access controls.- ‘

A “SCSI storage device” is storage deviceincluding, foratapedri've,‘CD-ROM‘ ‘
or a hard disk drive that understands the SCSI protocol‘ and ‘can communicate using the SCSI
protocol.

The term “map” means to createa pathfrorn a. device on one side of the'storag‘e router to a device

on theother side ufthe router, i.- e. fi'orn a Fibre Channel‘ device to a SCSIdeviee (or vice—versa), A
“map” contains a representation ofdevices on each side ofthe storage router, so that when adevice
on one side ofthe storage routerwants to communicate witha device on the other side of the storage

router, the storage router can connect the devices. . .

A “Fibre Channel protocol unit?’ is a portion ofthe-"Fibre" controller which connects to the
Fibre Channel transport medium. ' e ' .

u-A “SCSI protocolimit" is a portion ofthe scsi controller whichtothe SCSI bus,

s' lated./Undi meiir

A “bu.fi'ez" is almemory device am is utilized to temporarilyhold data.

A “direct memory access (DMA) interface” is a that acts littleor no microprocessor
.cor_1tml to access rnmory for data ‘transfer; . '

A “Fibre Channel” is a known high-speed serial interconnect, the structure and operationof

isdescribed, forexample, inI-'ibre Channel Physical and Signnling Interface(FC-PH),ANSI X3230
Fibre Channel Arbitratedloop (FC-AL), and ANSI )B.272 Fibre Channel Private Loop Direct

Attach (FC-PLDA). ‘
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A “Fibre Channel contmller”'is adevicewith a Fibre "Channel transport medium" .

A“!-‘ibre Channel device”isany device, suchm a compmer, thatunderstandsFibre Channelprotocol
‘"~"‘""'"—*‘md'cm mm Channel protocol. -

“Filne Channel protocol" is a set ofrules that apply to Fibre

A “Fibre Channel transport medium” is a serial optical or electrical coinrnunications link "that
connects devices using‘Fibre‘Channel protocol.

A “fixst-in-first-out.queue’.‘.is a m'ult:i-element structure from which elemts be removed
‘only in the same order inwhieh they were inserted; that is, it follows a firstin, first out'('FIFO)
constraint. . ’ _ .

A ‘-‘hard disk ‘drive’ is a well lcnoven magnetic storage media, and includes a sc_s1 .

An’ “initiator device” a device issues -requests for -data or storage.

_“Maintai_nf1ng) a confipmafion7 means keepfing) a modifiable setting ofinfonnation. -

l A “native low level, block protocol” is a set ofrules or standards that enableconrputers to exchange
' information and do not involve the overhead of high level protocols and file systems typically

required by network servers. . ’ '

A'“scs1” (Small Cotnpuler sysiemrmerfaee) is eiiigh spwd parallel interfacethat may be usedto '
connect components ofa computer wstmn. .

_ A “Sdsl bus transport medium” is a cable consisting ofa group ofparallel wires (normally 68)Ithat
forms a communications path between a SCSI storage device and another device, such as a

A “SCSI controller” ie a device that imerfaces with the SCSI bus transportmedium. -4

“Virtual local storage” isea specific subset ofovcrall am stored in storage devices thatihas the
_ appearance and characteristics oflocalstoragc. -

A “worksta1ion" is arernote compufing device to the Fihre Channel,‘ and nray
ofe personal computer. '

A 002133
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

. NOTIFICATION UNDER 37 C.F.R. 1.565 Atty. Docket No.

R, NOTIFICATION OF STAY. °R°55“2°'“

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

Applicant
Geoffre B. Hoese, et al.

90/007,123 07/19/2004
Title

Storage Router and Method for Providing Virtual
Local Stora - e

Group Art Unit Examiner
2182 Flemin, Fritz, M.
Confirmation Number:
2293

C 1 8ertificate of Mailing Under 37 C.F.R. § .

I hereby certify that this correspondence is being deposited with
the United States Postal Service as First Class Mail in an

envelope addressed to Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22312-1450 on Marchx, 2005

Janice Pampell %

This notification is filed for the sole purpose to inform the Examiner of status of the

ongoing litigation involving United States Patent No. 5,941,972 (the "972 Patent’) and United

States Patent No. 6,425,035 (the ‘"035 Patent”).
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Attorney Docket No. Customer No. 44654
CROSS1120-14 Appln. No. 90/007,123

ONGOING LITIGATION

Attached hereto as Exhibit “A" is a March 17, 2005 Order from the United States District

Court for the Western District of Texas. The Court ordered Crossroads to file a copy of this

Order with the U.S. Patent Office in the reexamination proceedings involving U.S. Patents

5,941,972 and 6,425,035 B2.

This notification was served via first class mail on March £2005 to:

Larry E. Severin
Wang, Hartmann & Gibbs, PC

1301 Dove Street, #1050

Newport Beach, CA 92660

Respectfully submitted,

Sprinkle IP Law Group
Attorneys for Applicant

/ John L. Adair

Date: March §Q, 2005 Reg. No. 48.828
1301 w. 25“ Street
Suite 408

Austin, Texas 78705

Tel. (512) 637-9220
Fax. (512) 371-9088
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IN THE UNITED ST-ATES DISTRICT COURT

FOR THE WESTERN DISTRICT or TEXAS ZflIl5HR_ 2 p
AUSTIN DIVISION" .

CROSSROADS SYSTEMS (TEXAS), lNC.,
' Plaintiff, ,

-vs—A _ "case No. A-03-CA-754-SS

DOT HILL SYSTEMS CORPORATION,
Defendant. _

O-RDER

BE IT REMEMBERED on the 17th day of March 2005, the Court called the aboyc-styled -

cause for hearing on Defendant’s Motion for a Limited Six-Month Abatement [#256]. Having

considered the motion and response, the relevant law, the case tile as a whole, and the arguments of

- counsel at the hearing, the Court now enters the following:

In this action, Plaintiff Crossroads Systems (Texas), lnc. (“C_rossroads”) sues

Defendant Dot Hill Systems Corporation ("Dot Hill") for infringing the claims oftwo of its

H‘ patents, United States Patent No. 5,94l,972,.entitled “Storage Router and :\/tcthod for

Providing Virtual Local Storage," and United States Patent No. 6,425,035 B2, which bears

the same title and is a continuation of the ‘972_patent_. Dot Hill now seeks a stay of the

proceedings in this ‘case based on reexantinations of the patents-in-suit thatare currently

taking place in the United States Patents and Trademark Office (“USPTO"). The Court has
previously declined to stay this action because of its inability to pied-ict the amount oitirnc

A it will takejthe USPTO to conclude its reexamination proceedings.

‘CQUZ/‘i  n   
03/23/.2005 WED 15:52‘ [TX/RX N0 6412]
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However, the Court is now advised the USPTO has issued an initial office action

canceling all ofthe claims ofthe patents-in-suit.‘ Although the uncertainty about the length

"of time it will take the USPTO to make a final detennination on the claims of the

patents-in-suit remains, the Court finds it appropriate to enter a short stay ofthe case to give

. it an opportunity to do so. After all, ifthe USPTO ultimately cancels all ofthe claims in the

patents, Crossroads would no longer have a basis for its infringement allegations. Slip Track

Sys., Inc. v. Metal Lite, /'nc., l59 F.3d I337, I341, (Fed. Cir. 1998) (noting that a stay may

be justified when “the outcome of the reexamination would be likely to assist the court in

determining patent validity and, if the claims were canceled in the reexamination, would

eliminate the ‘need to try the infringement issue."). Moreover, if the reexamination’

proceedings were to result in an amendment of the patent claims, the issues raised by the I

claim ' construction proceedings and pending motion for summary judgment could ‘be

substantially altered.

Thus, the Court agrees with Dot l-{ill that under the circumstances, a stay is justifi ed

in this case. Bearing in mind Crossroads’s interest in moving this case forward, however,

the Court declines to staythis ease indefinitely, or even for six months, as requested. Instead,

the Court considers it appropriate to stay the case from now until ninety (90) days following

April 7, 2005 (the date on Which‘ Crossroads must file its answer to the USPTO‘s initial

offieeiaction in the reexamination proceedings). The Court finds this period of time strikes

the appropriate balance between the general interest in affording the USPTO an opportunity ‘

to reach a final detennination on the status of the claims of the patents—in-suit, and the

plaintiff's interest in moving the case forward.

-2-

03/23/2065 WED 15:52 [TX/RI N0 6412]
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Because the Court is convinced there is an appreciable probability that the issues in '

the now—pending motion for suiiimaryjudgmcnt will no longer require resolution .by the

Court at the conclusion of the reexamination proceedings, the Court will dismiss the motion

without prejudice to the filing ofa rcncwed motion forsuiiimaryjiidgment on any and all li \-'c

‘issues remaining at the conclusion ol'tlic stay.’

In accordance with the foregoing:

IT IS ORDERED tliat‘Defendant‘s Motion for Leave to Supplement its

Motion for a Limited Six—Month Abatement [#263] is GRANTED;

IT IS FURTHER ORDERED that Dcfendant’s Motion for it Limited Six-

Month Abatement [#256] is GRAl\"l'ED IN-PART and DENIED IN PART as set

forth herein;

IT IS FURTHER ORDERED that this case is STAYED until July 5, 2005; H

IT IS FURTHER ORDERED that Plainti ffCrossroads shall file a copy ol'this

order in the reexamination proceedings involving the patents-in-suit so that the

USPTO may assign those proceedings as high a priority as the law, practicability, and

justice will pcriiiit;

IT IS FURTHER ORDERED that PlaintiffCrossroads shall notify the Court .

of the status of the reexamination proceedings within ten (10) days of either the

' The Court notes the parties have already filed substantial amounts of paper with respect to the summary
judgment issues. The Court also notes the panics have a tendeni:y'to submit duplicate t'.‘0pll.‘5 ofevideiitiary submissions
already on filcgwhcncvcr they file a nevi-‘pleading. Since the file in this case appears to be growing tinnecessmily thick.
the Court would advise the parties of the following. In the eventcither the evidence or the arguments contained in the
parties’ now-moot summary judgment pleadings remain relevant to the issues in this case at the coiiclusi on ot'thc stay,
the parties should feel free to incoiporate them by specific reference in any post-stay pleadings they may ultimately file
with the Court. - .

. _3_

03/23/2005 WED 15:52’ [TX/RX N0 6412]
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conclusion of the stay, or the date on which the USPTO issues a final determination

in the reexamination proceedings, ifa conclusion is reached prior to the expiration

of the stay; and

IT IS FINALLY ORDERED that Defenc|.'tnt's Motion for Sumn1z1ryJudgment

that U.S. Patent No. 6,425,035 and U.S. Patent No. 5,941,972 are Invalid Pursuant

‘to 35 U.S.C. '§ 102 and/or 103 in View of the Prior Development of Digital

Equipment Corporation HSZ70 Controller [#85] and Defendanfs Request for

Judicial Notice in Support of its Motion for Summary Judgment [#86] are

DISMISSED WITHOUT PREJ UDICE to refiling as set forth herein.

SIGNED this the-22nd day ofMarch 2005.

SAM SPARKS .

UNITED S’l'A5l'ES DISTRICT JUDGE

03/23/2005 WED 15:52 [TX/RX N0 6412],
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF SERVICE UNDER 37 C.F.R. Atty. Docket No.

1243 CROSS1 12o-14,

Applicant
Geoffre B. Hoese, et al.

90/007,123 07/19/2004
Title

STORAGE ROUTER AND METHOD FOR PROVIDING
VIRTUAL LOCAL STORAGE

Group Art Unit Examiner
2182 Flemin. Fritz
Confirmation Number:
2293

Applicant hereby serves the Information Disclosure Statement, SB08A and SBO8B

forms, copies of references A1 -A67. B1-B9 and C1-C38 and copies of References C39-C116,

which are located on the attached CD-Rom, in the above referenced case to:

Larry E. Severin

Wang, Hartmann & Gibbs, PC
1301 Dove Street, #1050

Newport Beach, CA 92660

As per 35 U.S.C. §1.248 service is made via first class mail on March 24, 2005.

Respectfully submitted,

John L. Adair

Reg. No. 48.828
Dated: March 24, 2005

1301 w. 25"‘ Street, Suite 408
Austin, Texas 78705

Tel. (512) 637-9220

Fax. (512) 371-9088

Enclosures
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Atty. Docket No. (Opt.)
INFORMATION DISCLOSURE STATEMENT BY APPLICANTS CROSSHZO44

Applicant
Geoffre B. Hoese, at al.

Application Number Date Filed '
90/007,123 07/19/2004
Title

STORAGE ROUTER AND METHOD FOR PROVIDING

VIRTUAL LOCAL STORAGE

_Group Art Unit Examiner
2182 Flemin. Fritz

Confirmation Number:
2293

Commissioner for Patents I Certification Under 37 C.F.R. 1.8

PO‘ Box 1450 I hereby certify that this document is being deposited with the
- United States Postal Service as First Class Mail in an envelope

Alexandna’ VA 2_2313 addressed to: Commissioner for Patents, P.O. Box 1450,
Alexandria, VA 22313 on March 24, 2005.

. J NU
Janice Parnell

Applicants respectfullyrequest, pursuant to 37 C.F.R. §§ 1.555. 1.56, 1.97 and 1.98, that the

art listed on the attached SB08-A and SBO8-B fonns be considered and cited in the examination of

the above-identified reexamination application. Since the present Application was filed after June

30. 2003, a copy of any U.S. Patent and any U.S. Patent Application Publications cited on the

attached SB08-A form is not being submitted with this Information Disclosure Statement pursuant to

the waiver of 37 C.F.R. § 1.98(a)(2)(i) by the U.S. Patent and Trademark Office. Several documents

are included on the enclosed CD-Rom for the convenience of the Examiner. If the Examiner would

like hard copies of these documents. we will gladly provide them.

Furthermore, pursuant to 37 C.F.R. §§1.97(g) and (h), no representation is made that a

search has been made or that this art is material to patentability of the present application.

Applicants respectfully submit that the claims of Applicants’ above-referenced patent is patentably

distinguishable from these references. Applicants respectfully request consideration of these

references. The Commissioner is hereby authorized to charge any fees due, or refund any credit, to

Deposit Account No. 50-3183 of Sprinkle IP Law Group for any fee under 37 C.F.R. §1.17.

Respectfully submitted,
" Sprinkle IP Law Group

Attorneys for Applicants

' /iohn L. Adair
Dated: March 24. 2005 Reg. No. 48,828

1301 W. 25"‘ Street, Suite 408 '

Austin, TX 78705
T. 512-637-9220 / F. 512-371-9088
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PTO/SB/08A 04-03

°9’°°7-123
INFORMATION DISCLOSURE 07/19/2004
STATEMENT BY APPLICANT Hoese, Geoffrey

naming. mum-

flnAttornevoockewumber °R°3S“2°"4
u.s. PATENT DOCUMENTS

Examiner ‘ Document Number Pages,
Inmals pubncaflon Date Name of Patentee or com.-nn5_ LinesAppflcant of Cited where Re|avam

, . MM'DD‘YYW Document Passages or
Kind Code (If known) Figums Appear

3,082,406 03/19/1963 L.D. Stevens _
4,092,732 05/30/1978

4,695,948 09/22/1987 Blevins, et al.

4,751,635 06/14/1988 Kret

 !

4,864,532 Reeve, et al.
4,947,357 Chang, et al.
5-072-378

R°w- et at _
I-amer —

Blount, et al. —
5s257=386 _
5,347,384 09/13/1994 McReyriolds, et al.

5,414,820 1 0/09/1995 McFarland, et al.

5,163,131

5,239,632

5,239,643
2?. -so

5,423,044 06/06/1995

5,465,382 11/07/1995 Day, III, et al.

5,530,845 os/25/1995 Hiatt, et al. —
0710911 996 Bridges, et al. —
12/03/1996 ' Amini, et al.

06/21/1997 Chen

01/21/1997 Kerns‘

01/28/1997 Malladi

10/21/1997 Begun, et al.
12/23/1 997

01/27/1 998 Falcon, et al.

03/17/1 998 Weber

5,743,847 04/28/1 998 Nakamura, et al.

5,751,975 05/12/1998 Gillespie, et al.

A28 5,774,683 06/30/1998 Gulick

5,845,1 07 12/01/1 998 Fisch, et al.

_
—

5,857,080 10/05/1999 Jander, et al. _
_
—

Z N

5,581,714

5,596,736

5,598,541

5,680,556

5,701 ,491

9'NA N 10N as

9'NM3°«Jo01
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5,864,653 01/26/1999 Tavallaei, et al.

5,867,648 02/02/1999
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Attorney Docket Number R0331 120-14

U.S. PATENT DOCUMENTS

Document Number P8995.
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MM'DD‘WW Document Passages or

Figures Appear

Application Number 09/007.123
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E

Examiner
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Number Kind Code (If known)

5,884,027 03/1 6/1999 Garbus, et al.

06/1 5/1999 Gillespie, et al.
07/1 3/1999

08/24/1999 Ram, et al.

08/24/1999 Hoese, et al.

09/14/1999 Sescilia, et al.

09/28/1999 Boggs, et al.

1 0/26/1999 Young

11/02/1999 Chan, et al.

11/23/1999 Futral, et al.

12/07/1999 Chin, et al.

02/01/2000 Bell, at al.

03/21/2000 Hoese

05/1 6/2000 Keaveny, et al.

01/26/1999 Tavallaei, et al.

6,075,663 . 06/13/2000 ~ Krishnan, et al.

6,118,766 09/12/2000 Akers

-@i— 10/10/2000
2E— 10/17/2000

6,141,737 10/31/2000

6,145,006 1 1/01/2000 Vishlitsky, et al.

6,148,004 11/14/2000 Nelson, et al.

6,209,023 03/27/2001 Dimitroff, et al.

04/24/2001 Sartore

05/08/2001 Casper, et al.

07/1 0/2001 Blumenau, et al.

12/11/2001 Kondo et al.

01/22/2002 Arroyo, et al.

01/29/2002 Hubis, et al.

03/26/2002 Bergsten

07/1 6/2002 Hoese, et al.

— o7/23/2002 Hoese, et al.
07/23/2002 Hoese, et al.

5,923,557

5,941,969

5,941,972

5,959,994

5,974,530

5,978,379

5,991 ,797

6,000,020

6,041 ,381

6,065,087

6,070,253

32}:5@NN
01‘I 6,230,21 8

6,260,120

6,330,629

6,363,462

6,421 ,753

6,425,036
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09/007.123

07/19/2004 _

Hoese, Geoffrey

Application Number

INFORMATION DISCLOSURE PM Date
First Named |n\/enter

Group Art Unit

Examiner Name

U.S. PATENT DOCUMENTS

Examiner Document Number Pages.
Initials cite Publication Date Name 07 P3190193 0" Columns. LinesApplicant of Cited where Relevant

MM'DD' ' ' Document Passages orFigures Appear

CROSS1120-14

Oz 
Number Kind Code (ifknown)

lm 6,484,245 — 11/19/2002 Sanada,etal.
A67 6,529,996 03/04/2003 Nguyen, et al.

FOREIGN PATENT DOCUMENTS Pubncauon Dare Name°,,,a,en,ee°, Pages-Columns, Lines
MM-DD-YYYY Applicant of Cited Where Relevant

Number Kind Code (if known) (Numbe, 43) Document FFassasfsp<:arIgures p

Examiner
initials countryCode

GB 2296798 07/10/1 996 Spring Consultants
Limited

Spring Consultants
Limited

GB 2297636 08/07/1 996

JP 8-230895

EP 0810530

09/10/1 996

12I03I1 997

EP 0827059

WO 99I34297

03/04/1 998 NEC Corporation

07/08/1999 Crossroads

Systems, Inc.
GB 2341715

JP 6301607

WO 98/36357

7

8

1998

Examiner Date Considered

Signature
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PTO/SBIOBB (03-00)

90/001123

FORM PTO 1449 US Department of Filing Date 07/19/04
Commerce _

Patent and Trademark Office H0955: Ge°fireY
2182

Flemin. Fritz M.

_AW °°<='<etN"mb°' °R°S3“2°"4
Examiner c-rem. OTHER PRIOR ART - NON PATENT LITERATURE DOCUMENTSInitials

Black Box, SCSI Fiberoptic Extender, Single-Ended, Product Insert, 2 6/18/05
aes, 1996.

1997.“Z—
Maintenance and Service Guide 11/98-

Compaq Storageworks HSG80 Array Controller AC8 Version 8.3 -Confiuration and CLI Reference Guide 11/98

CRD-5500, RAID DISK ARRAY CONTROLLER Product Insert, pp. 1-5 —
CRD-5500, SCSI RAID CONTROLLER OEM Manual, Rev. 1.3, 02/26/1996
Februa 26, 1996, on 1-54.

CRD-5500, SCSI RAID Controller User’s Manual CMD Technology, 11/21/1996
Inc. a _ 1-1 to 6-25, revised November 21, 1996

DIGITAL Storageworks, HSZ70 Array Controller, HSOF Version 7.0
EK-HSZ70-CG. A01, Digital Equipment Corporation, Maynard,
Massachusetts.

DIGITAL Storageworks, Using Your HSZ70 Array Controller in a SCSI 01/01/1998

Controller Shelf (DS-BA356-M Series), User’s Guide, pp. 1-1 through
A-5 with index, Janua 1998.

C10 DIGITAL Storageworks HSG80 Array Controller ACS Version 8.0
User’s Guide 1/98

C11 DIGITAL StorageWorks HSZ70 Array Controller HSOF Version 7.0
EK-HSZ70-SV. A01

C12 DIGITAL Storageworks HSZ70 Array Controller HSOF Version 7.0
' ‘ EK-HSZ70-RM.AO1 CLI Reference Manual .

oration, Arlinton, TX, Ma 1989, o . 1-32DP5380 Asynchronous SCSI Interface, National Semiconductor _
C14 Emerson, "Ancor Communications: Performance evaluation of 02/01/1995

switched fibre channel I/O system using--FCP for SCSI" February
1995, IEEE, . . 479-484.

IBM Technical Publication: Guide to Sharing and Partitioning IBM 11/01/1996

Tape Library Dataservers, November 1996, IBM, International
Technical Su ort Oranization, San Jose Center

IBM Technical Publication: Magstar and IBM 3590 High Performance 11/01/1996
Tae Subs stem Technical Guide, November 1996, o . 1-269.

-InfoServ_er 150VXT Photograph

‘ C18 Infoserver 100 System Operations Guide, First Edition DigitalEuiment Cororation, 1990

C19 "lnfoserver 150--Installation and Owner's Guide", EK-INFSV-OM-001,

Digital Equipment Corporation, Maynard, Massachusetts 1991, ‘
Chapters 1 and 2
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' Application Number 90/007,123

FORM PTO 1449 US Department of Film Date 07/19/2004
Commerce _ 9

patent and Trademark ofnce First Named Inventor Hoese, Geoffrey
2182

Flemin, Fritz M.

__Atty Docket Number CR°SS“2°-14
OTHER PRIOR ART -- NON PATENT LITERATURE DOCUMENTS

Johnson, D.B., et al., The Peregrine High Performance RPC System",
Software-Practice and Exerience, 23 2 :201-221, Feb. 1993

S.P. Joshi, "Ethernet controller chip interfaces with variety of 16-bit

processors," electronic Design, Hayden Publishing Co., Inc., Rochelle
Partk, NJ, October 14, 1982. o - 193-200

Pictures of internal components of the lnfoserver 150, taken from
http://bindarydinosaurs.couk/Museum/Digital/infoserver/lnfoserver.php
in Nov. 2004. .

Raidtec FibreArray and Raidtec F|exArray UltraRAlD Systems”,Windows IT PRO Article, October 1997.

“Simplest Migration to FibreAChanne| Technology" Article, Digital 11/10/1997

Equipment Corporation, November 10, 1997, published on PR
Newswire

EOffice Action dated 01/21/03 for 10/174,720 (CROSS1 120-8). 01/21/03
—orrice Action dated 02/27/01 for 09/354,682 (CROSS1120-1). 02/27/01
EOffice Action dated 08/11/00 for 09/354,682 (CROSS1120-1). 08/11/00
,otrice Action dated 12/16/99 for 09/354,682 (CROSS1 1201). 12/16/1999 _
I
X
j
j
2
j
:EOffice Action in Ex Parte Reexamination 90/007,124, mailed 02/07/05.
j

- European Office Action issued April 1, 2004 in Application No. 04/01/200498966104.6-2413

, Copies of the following are on the attached CD-Rom —
Defendant's First Supplemental Trial Exhibit List; Crossroads Systems,
Inc., v. Chaparral Network Storage, Inc., C.A. No. A-OOCA-217-SS
W.D. Tex. 2001 . CD-Rom.

C40 Defendant's Third Supplemental Trial Exhibit List, Crossroads

_ Systems, Inc. v. Pathlight Technology, Inc., C.A. No. A-OOCA-248-SS
W.D. Tex. 2001 CD-Rom

Defendant's Trial Exhibits, Crossroads Systems, Inc. v. Pathlight
Technology, Inc., C.A. No. A-OOCA-248-SS (W.D. Tex. 2001). (CD-

9/2/2001
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' 90/007423
F°RMP*°*44°"S°°Pm"*°* magnateCommerce

Patent and Trademark Office Fifst Named '"V9"t°T

9/11/2001

Tex. 2001 CD-Rom .

-Plaintiff's Revised Trial Exhibit List, Crossroads Systems, Inc. v. ‘

Inc., C.A. No. A-OOCA-248-SS W.D. Tex. 2001 . CD-Rom . .

Trial Exhibits and Transcripts, Crossroads v. Chaparral, Civil Action No.
A—00CA-21755, W.D. Tex. 2000 CD-Rom and hard co ‘

Snively, "Sun Microsystem Computer Corporation: Implementing a fibre 02/28/1994
optic channel SCSI transport" 1994 IEEE, February 28, 1994, pp. 78-
82.

Datasheet for CrossPoint 4100 Fibre Channel to SCSI Router (Dedek —Ex 41 ANCT 117-120 CD-ROM Chaarral Exhibits D012 .

Software Interface Specification Series 3 SCSI RAID 12/3/1997

Controller Software Release 02.xx (Engelbrecht Ex 2 (LSI 1421-1658))
CD-ROM Chaarral Exhibits D013 . - ‘

Press Release- Symbios Logic to Demonstrate Strong Support for Fibre 11/13/1996
Channel at Fall Comdex (Engelbrecht 12 (LSI 2785-86)) (CD-ROM ‘
Chaarral Exhibits D016 .

38 CD-ROM Chaarral Exhibits D017 . .

Nondisclosure Agreement Between Adaptec and Crossroads Dated 10/17/1996
10/17/96 (Quisenberry Ex 25 (CRDS 8196)) (CD-ROM Chaparral
Exhibits D020 .

1 CNS 182242-255 CD-ROM Chaarral Exhibits D021 .

Protocol CD-ROM Chaarral Exhibits P214 .—
295 CD-ROM Chaarral Exhibits D022 .°‘
Attendees/Action Items from 4/12/96 Meeting at BTC (Lavan Ex 3 (CNS 4/12/1996

182241)) (CD-ROM Chaparral Exhibits D023).
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Commerce _

‘ Patent and Trademark orrice
2182

Fiemin. Fritz M.

Wjlflj Atty Docket Number CROSS“-°-0-14
OTHER PRIOR ART - NON PATENT LITERATURE DOCUMENTS

C63 Brooklyn Hardware Engineering Requirements Documents, Revision 5/26/1996
1.4 (Lavan Ex 4 (CNS 178188-211)) (CD-ROM Chaparral Exhibits
D024 b Pecone. ‘

C64 Brooklyn Single-Ended SCSI RAID Bridge Controller Hardware OEM 3/21/1996

Chaarral Exhibits D025 . ‘- Manual, Revision 2.1 (Lavan EX 5 (CNS 177169-191)) (CD-ROM -
C65 Coronado Hardware Engineering Requirements Document, Revision 9/30/1996

' 0.0 (Lavan Ex 7 (CNS 176917-932)) (CD-ROM Chaparral Exhibits
D027 b O'Del|.

- C66 ESS/FPG Organization (Lavan Ex 3 (CNS 178639-652)) (CD-ROM 12/6/1996Chaarral Exhibits D028 . .

C67 Adaptec MCS ESS Presents: Intelligent External I/O Raid Controllers 2/6/1996

Chaarral Exhibits D029 .I "Bridge" Strategy (Lavan Ex 9 (CNS 178606-638)). (CD-ROM -
C68 AEC-7313 Fibre Channel Daughter Board (for Brooklyn) Engineering 2/27/1997

Specification, Revision 1.0 (Lavan Ex 10 (CNS 176830-850)) (CD-
ROM Chaarral Exhibits D030 .

C69 Bill of Material (Lavan EX 14 (CNS 177211-214)) (CD-ROM Chaparral 7/24/1997
Exhibits D034 .

C70 AEC—. 4412B, AEC-7412/B2 External RAID Controller Hardware OEM 6/27/1997

Manual, Revision 2.0 (Lavan Ex 15 (CNS 177082-123)) (CD-ROM
Chaarral Exhibits D035 . .

C71 Coronado ll, AEC-7312A Fibre Channel Daughter (for Brooklyn) 7/18/1997

Hardware Specification, Revision 1.2 (Lavan Ex 16 (CNS 177192-
210 CD-ROM Chaarral Exhibits D037 b Tom Yan.

C72 AEC-4412B, AEC7412/3B External RAID Controller Hardware O_EM 8/25/1997

Chaarral Exhibits D036 . »- Manual, Revision 3.0. (Lavan Ex 17 (CNS 177124-165)) (CD-ROM -
C73 Memo Dated 8/15/97 to AEC-7312A Evaluation Unit Customers re: 8/15/1997

Chaarral Exhibits D038 , 'I.B001 Release Notes (Lavan Ex 18 (CNS 182878-879)) (CD-ROM -
177759-763 CD-ROM Chaarral Exhibits D039 . -‘Brooklyn Main Board (AES-0302) MES Schedule (Lavan Ex I9 (CNS

RAID Controller Family (Lavan Ex 20 (CNS 182932-934)) (CD-ROM
Chaarral Exhibits D040 .I
Chaarral Exhibits D041 .1
Davies Ex 1 CNS 182944-64 CD-ROM Chaarral Exhibits D046 .I
CNS 181800-825 CD-ROM Chaarral Exhibits D047 .I

Chaarral Exhibits D048 .IViking RAID Software (Davies Ex 3 (CNS 1so9e9—1s1o2e)) (CD-ROM
018 CD-ROM Chaarral Exhibits D049 .I
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2182

Flemin. Fritz M.

Atty Docket Number CROSS1120-14 ,

Cite No. OTHER PRIOR ART — NON PATENT LITERATURE DOCUMENTS Date

C81 C++ SourceCode for the SCSI Command Handler (Davies Ex 5 (CNS 8/8/1996

179136-168)) (CD-ROM Chaparral Exhibits D050).

Examiner
Initials

C82 Header File Data Structure (Davies Ex 6 (CNS 179997-180008)) (CD- 1/2/1997
ROM Chaarral Exhibits D051 .

C83 SCSI Command Handler (Davies Ex 7 (CNS 179676-719)) (CD-ROM 1/2/1997
’ Chaarral Exhibits D052 .

Coronado: Fibre Channel to SCSI Intelligent RAID Controller Product
Brief (Kalwitz Ex I (CNS 182804-805)) (CD-ROM Chaparral Exhibits
D053 .

C85 Bill of Material (Kalwitz Ex 2 (CNS 181632-633)) (CD-ROM Chaparral 3/17/1997
Exhibits D054 .

6 Emails Dated 1/13-3/31/97 from P. Collins to M0 re: Status Reports
Kalwitz Ex 3 CNS 182501-511 CD-ROM Chaarral Exhibits D055 .

Kalwitz Ex 4 CNS 181639-648 CD-ROM Chaarral Exhibits D056 .’
88 Adaptec Schematics re AAC-340 (Kalwitz Ex 14 CNS 177215-251 ))

CD-ROM Chaarral Exhibits D057 .

Bridge Product Line Review (Manzanares Ex 3 (CNS 177307-336))
CD-ROM Chaarral Exhibits D058 .

AEC Bridge Series Products-Adaptec External Controller RAID _ 10/28/1997
Products Pre-Release Draft, v.6 (Manzanares Ex 4 (CNS 174632-

. CD-ROM Chaarral Exhibits D059 .

Hewlett-Packard Roseville Site Property Pass for Brian Smith (Dunning 11/7/1996
Ex 14 HP 489 CD-ROM Chaarral Exhibits D078 .

Dunnin Ex 15 HP 326-33 CD-ROM Chaarral Exhibits D079 .° 2
C93 HPFC-5000 Tachyon User's Manuel, First Edition (PTI 172419-839) 5/1/1996

CD-ROM Chaarral Exhibits D084 . '

C94 X3T10 994D - (Draft) Information Technology: SCSI-3 Architecture
Model, Rev. 1.8 PTI 165977 CD-ROM Chaarral Exhibits D087 .

, Commands (SCC), Rev, 6c (PTI 166400-546) (CD-ROM Chaparral
Exhibits D088 .

Ex 5 PTI 166050-229 CD-ROM Chaarral Exhibits D089 .

Chaarral Exhibits D099 .

Preliminary Product Literature for Infinity Commstor’s Fibre Channel to 8/19/1996

SCSI Protocol Bridge (Smith Ex 11; Quisenberry Ex 31 (SPLO 428-30)
CD-ROM Chaarral Exhibits D143 .

Letter dated 7/12/96 from J. Boykin to B. Smith re: Purchase Order for 7/12/1996
Evaluation Units from Crossroads (Smith Ex 24) CRDS 8556-57) (CD-

arral Exhibits D144 .

C100 CrossPoint 4100 Fibre Channel to SCSI Router Preliminary Datasheet 11/1/1996
_ Hulse Ex 9 CRDS 16129-130 CD-ROM Chaarral Exhibits D145 .-

@Q

0on CD

CDCD
.1

0up on
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patent and Trademark office First Named Inventor Hoese, Geoffrey

Group Art Unit ' 2182

Examiner Name Flemin, Fritz M.

Tmyoomumber caossmo-14
OTHER PRIOR ART - NON PATENT LITERATURE DOCUMENTS

C101 CrossPoint 4400 Fibre Channel to SCSI Router Preliminary Datasheet 11/1/1996

- (Bardach Ex. 9, Quisenberry Ex 33 (CRDS 25606-607)) (CD-ROMChaarral Exhibits D153 .

C102 Fax Dated 07/22/96 from L. Petti to B. Smith re: Purchase Order from
Data General for FC2S Fibre to Channel SCSI Protocol Bridge Model 11

(Smith Ex 25; Quisenberry Ex 23; Bardach Ex 11 (CRDS 8552-55;
8558 CD-ROM Chaarral Exhibits D155 .

C103 Email Dated 12/20/96 from J. Boykin to B. Smith re: Purchase Order for

A Betas in February and March (Hoese Ex 16, Quisenberry Ex 25;
Bardach Ex 12 CRDS 13644-650 CD-ROM Chaarral Exhibits D156 .

-Infinity Commstor Fibre Channel Demo for Fall Comdex, 1996 (HoeseEx 15, Bardach Ex 13 (CRDS 27415) (CD-ROM Chaparral Exhibits
D157 .

Fax Dated 12/19/96 from B. Bardach to T. Rarich re: Purchase OrderInformation (Bardach Ex. 14; Smith Ex 16 (CRDS 4460)) (CD-ROM
Chaarral Exhibits D158 .

CRDS 27415-465 CD-ROM Chaarral Exhibits D165 .

CrossPoint 4100 Fibre Channel to SCSI Router Preliminary Datasheet
C

(Quisenberry) Ex 3 (CRDS 4933-34) (CD-ROM Chaparral Exhibits
D166 CD-ROM Chaarral Exhibits D166 .

108 CrossPoint 4400 Fibre to Channel to SCSI Router Preliminary

Datasheet; Crossroads Company and Product Overview (Quisenberry1 Ex 4 CRDS 25606; 16136 CD-ROM Chaarral Exhibits D167 .
CD-ROM Chaarral Exhibits D172 . , .-Crossroads Purchase Order Log (Quisenberry Ex 9 (CRDS 14061-062))‘
CD-ROM Chaarral Exhibits P062 .1

C111 Letter dated May 12, 1997 from Alan G. Leal to Barbara Bardach
enclosing the original OEM License and Purchase Agreement between
Hewlett-Package Company and Crossroads Systems, Inc. (CRDS
02057 CD-ROM Chaarral Exhibits P130 . '

Exhibits P267 . ‘

C113 Symbios Logic — Hardware Functional Specification for the Symbios
Logic Series 3 Fibre Channel Disk Array Controller Model 3701
Enelbrecht Ex 3 LSI-1659-1733 CD-ROM Pathli ht Exhibits D074 . I

C114 Report of the Working Group on Storage I/O for Large Scale Computing;

Department of Computer Science Duke University: CS-1996-21 (PTI
173330-347 . CD-ROM Pathli ht Exhibits D098 . T

132 CD-ROM Pathliht Exhibits D201 . ~

External Documentation CD-ROM Pathliht Exhibits D129 .j
—j
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ARTIFACT SHEET

Enter artifact number below. Artifact number is application number +

artifact type code (see list below) + sequential letter (A, B; C ...). The first
artifact folder for an artifact type receives the letter A, the second B, etc..'
Examples: S9123456PA, 59123456PB, 59123456ZA, 591234S6ZB

o 06 7 2 3 (,

Indicate quantity of a single type of artifact received but not scanned. Create
individual artifact folder/box and artifact number for each Artifact Type.

CD(s) containing: El
computer program listing
Doc Code: Computer Artifact Type Code: P

pages of specification
and/or sequence listing C]
and/or table

Doc Code: Artifact AfilfaC € Code: Scontent unspecified or combined ‘
Doc Code: Artifact Artifact Type Code: U

Stapled Set(s) Color Documents or B/W Photographs
Doc Code: Artifact Artifact Type Code: C

Microfilm(s)
Doc Code: Artifact Artifact Type Code: F

[1 Video tape(s)Doc Code: Artifact Artifact Type Code: V

Model(s)
Doc Code: Artifact Artifact Type Code: M

Bound Document(s)
Doc Code: Artifact Artifact Type Code: B

marked Proprietary, Trade Secrets, Subject to Protective Order,
Material Submitted under MPEP 724.02, etc.

Doc Code: Artifact Artifact Type Code X

Other, description: _
Doc Code: Artifact Artifact Type Code: Z

I: Confidential Information Disclosure Statement or Other Documents

March 8, 2004
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Enter artifact number below. Artifact number is application number +

artifact type code (see list below) + sequential letter (A, B; C ...). The first
artifact folder for an artifact type receives the letter A, the second B, etc..

Examples: 59123456PA, 59123456PB, 59l23456ZA, 59123456ZB

C Ezoloé ‘lgl Z3 UA2
Indicate quantity of a single type 0 artifact received but not scanned. Create
individual artifact folder/box and artifact number for each Artifact Type.

ljCD(s) containing: D
computer program listing
Doc Code: Computer Artifact Type Code: P

pages of specification
and/or sequence listing C‘
and/or table

Doc Code: Artifact Anifac Code: Scontent unspecified or combined
Doc Code: Artifact ' Artifact Type Code: U

Stapled Set(s) Color Documents or B,/W Photographs
Doc Code: Artifact Artifact Type Code: C

Microf1lm(s)
Doc Code: Artifact Artifact Type Code: F

Video tape(s)
Doc Code: Artifact Artifact Type Code: V

Model(s)
Doc Code: Artifact Artifact Type Code: M

Bound Document(s)

Doc Code: Artifact Artifact Type Code: B

Confidential lnforrnation Disclosure Statement or Other Documents

marked Proprietary, Trade Secrets, Subject to Protective Order,
Material Submitted under MPEP 724.02, etc.

Doc Code: Artifact Artifact Type Code X

Other, description: .
Doc Code: Artifact Artifact Type Code: Z

March 8, 2004
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UNITED STATES PATENT AND TRADEMARK OFFICE
COMMISSIONER FOR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
.P.O. Box 1450

ALEXANDRIA. VA 223:3-I450
www.usp:o.9cw

Sprinkle IP Law Group (For Patent Owner)
1301 W. 25th Street
S 't 408

Afiitein, TX 78705 2 8
REEXAM UNIT

.Enclosure: Requester petition filed January 26, 2005 -

Natu J. Patel, Esq., (For Third Party Requester)

Wang & Patel PC A
1301 Dove Street, Suite 1050

Newport Beach, CA 92660

In re Hoese et al

Reexamination Proceeding : DECISION

Control No. 90/007,123 : RETURNING

Filed: July 19, 2004 : PETITION
For: U.S. Patent No. 5,941,972

This is a decision on the January 26, 2005 requester petition
1 under 37 CFR 1.182, titled “PETITION TO DIRECTOR TO INVOKE
SUPERVISORY AUTHORITY UNDER 37 C.F.R. §§ 1.18l(a)(3) and
l.l82.”

The petition is before the Office of Patent Legal
Administration for decision.

The petition is an improper paper, and will not be considered

for the reasons set forth below. Rather than returning the

petition to the requester, it is being forwarded to the patent
owner, since there is no indication that a copy was served on

the patent owner.

I It is assumed that the petitioner is the third party requester for the
reasons set forth below in part 4 of the Background.
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Reexamination Control Number 90/007,123

BACKGROUND

U.S. Patent No. 5,941,972 (the '972 patent), issued to

Hoese et al on August 24, 1999.

A request for reexamination of the '972 patent (assigned
Control No. 90/007,123) was filed by a third party

requester on July 19, 2004. The third party requester was
identified in the request papers as Wang & Patel PC, 1301

Dove Street, Suite 1050, Newport Beach, CA 92660.

Reexamination was ordered September 22, 2004, for the

'7123 reexamination proceeding.

On January 26, 2005, the present petition under 37 CFR
1.181 and 37 CFR 1.182 was filed. The petition was filed

by Wang, Hartmann & Gibbs, PC, 1301 Dove Street, Suite

1050, Newport Beach, CA 92660. It is assumed that the

petitioner is the requester, given the common address and
common attorney Wang for both the petition and the

request.

The present January 26, 2005 petition seeks relief as to

the following Office proceedings:

A. Reexamination Control No. 90/007,123

(The present reexamination proceeding.)

Reexamination Control No. 90/007,124

Reexamination Control No. 90/007,125

Reexamination Control No. 90/007,126

E. Reexamination Control No. 90/007,127

F. Patent Application No. 10/658,163

One copy of the present petition was submitted, and that

copy was accompanied by one petition fee. The single

submitted petition is taken as a petition in the '7123

proceeding, since that is the first proceeding listed in

the petition caption. The other proceedings are, however,
addressed below in the decision.

The relief sought in the present petition is the

assignment, by the Director, of a “Superordinate” to

supervise the above—listed proceedings.
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On February 7, 2005, a non—final Office action was issued
for the '7123 reexamination proceeding.

DECISION "RETURNING PAPER"

The January 26, 2005 requester petition is an improper paper,
and it will not be made of record in the reexamination file,

based on the discussion which follows.

1. Under 37 CFR 1.540:

“... No submissions other than the statement pursuant to

§ 1.530 and the reply by the ex parte reexamination

requester pursuant to § 1.535 will be considered prior to
examination.”

The present petition was filed by the requester prior to the
start of the examination on the merits. It is not a statement

under 37 CFR 1.530, nor is it a reply under 37 CFR 1.535.

Rather, it is a paper seeking a “Superordinate" to supervise a
set of proceedings, of which this proceeding is one. Thus, the

petition paper does not have an entry right.

Even if the petition were submitted after the examination

stage of the proceeding was commenced, it would not have an

entry right. Under 37 CPR 1.550(g):

“The active participation of the ex parte reexamination

requester ends with the reply pursuant to § 1.535, and no
further submissions on behalf of the reexamination requester

will be acknowledged or considered. Further, no submissions on

behalf of any third parties will be acknowledged or considered
unless such submissions are:

(1) in accordance with § 1.510 or § 1.535; or

(2) entered in the patent file prior to the date of the order

for ex parte reexamination pursuant to § 1.525.”

The petition does not meet the criteria of 37 CFR 1.550(g)(1)
and (g)( ).

For the above reasons, the present petition (a) does not have

an entry right in the reexamination proceeding for which it
has been submitted, and (b) does not have an entry right in

any of the other reexamination proceedings for which relief is
requested in the petition.



NetApp Ex. 1024, pg. 2212

Reexamination Control Number 90/007,123

2. As to Patent Application No. 10/658,163, the petition would

not have an entry right therein. There is nothing in the

patent statutes which gives rise to a right for non—app1icants

to object to the manner in which a patent application of
another is prosecuted, nor to the manner in which a patent

application of another is treated by the Office. See Animal
Defense Fund V. Quigg, 932 F.2d 920, 930, 18 USPQ2d 1677, 1685

(Fed. Cir. 1991); Hallmark Cards, Inc. V; Lehman, 959 F. Supp.

539, 42 USPQ2d 1134 (D.D.C. 1997). Petitioner seeks to employ

37 CFR §§ 1.181 and 1.182 in support of the request that a

“Superordinate” be appointed to supervise a set of proceedings
including Application No. 10/658,163. A third party (i.e.,

non-applicant), however, does not have standing to invoke
Office decisions regarding patent applications during the

prosecution process. This is so, even where there is an
assertion of a right to have the Office act in accordance with

the statutes and regulations (in this instance; the petition

is directed to the potential for future actions which the

petition discusses). See The Boeing Company v. Commissioner of
Patents and Trademarks, 853 F.2d 878, 7 USPQ2d 1487 (Fed. Cir.

1988). A third party does not have standing to challenge

Office decisions regarding patent applications during the

prosecution process, including the decision to grant a patent

to an applicant during the prosecution process, which is ex ’

parte. See, e.g., Godtfredsen V. Banner, 503 F.Supp 642, 647,
207 USPQ 202, 207 (D.D.C. 1980); Syntex V. United States

Patent and Trademark Office, 882 F.2d 1570, 1574-1575, 11

USPQ2d l866, 1870 (Fed. Cir. l989).

3. Pursuant to 37 CFR 1.550(f):

"After filing of a request for ex parte reexamination by a

third party requester, any document filed by either the patent
owner or the third party requester must be served on the other

party in the reexamination proceeding in the manner provided by
§ 1.248. The document must reflect service or the document may

be refused consideration by the Office.“

The requisite proof of service on the patent owner is not
included with the instant petition papers. Any future

communications filed by the requester in this proceeding must

include proof of service on the patent owner in accordance
with 37 CFR 1.S50(f).
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4. Under 37 CFR 1.4(b):

(b) Since each file must be complete in itself, a separate copy

of every paper to be filed in a_patent application, patent
file, trademark registration file, or other proceeding must be
furnished for each file to which the paper pertains, even

though the contents of the papers filed in two or more files
maybe identical.

In the present instance, only one copy of the petition was
submitted for the relief requested for the reexaminations

90/007,123, 90/007,124, 90/007,125, 90/007,126, and

90/007,127, and application 10/658,163. Thus, again, the

petition is improper.

5. As a final point: It is requested that a “Superordinate” be

appointed to supervise a set of proceedings including
reexaminations 90/007,123, 90/007,124, 90/007,125, 90/007,126

and 90/007,127, and application 10/658,163. This request is

not directed to relief to be provided as to any action that

was taken in the instant reexamination proceeding, but rather

to address the possibility of future/potential action by the
Office which is identified in the petition. If, subsequent to

an action taken in the instant reexamination proceeding, a

party having an entry right for a petition desires relief from
an action taken in the instant proceeding, then at that point,

a petition would be timely. However, as pointed out above, the

present petitioner would not have a future entry right in any

of the proceedings to which the present petition is directed.

6. In View of the above, the petition is an improper
submission, and it will not be made of record in the

reexamination file. While ordinarily the petition would be

returned to the requester petitioner, in this instance it is

being forwarded to the patent owner, since there is no
indication that the owner was provided with a copy of the

papers, as discussed above. The present decision will be made
of record in the reexamination file.

CONCLUSION ‘

The requester petition filed January 26, 2005, is an

improper paper, and will not be considered.
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The petition papers are being forwarded, with the instant
decision, to the patent owner, since there is no

indication that a copy of the papers was served on the

patent owner.

The present decision will be made of record in the
reexamination'fi1e.

The reexamination proceeding is returned to Technology
Center 2100.

Telephone inquiries related to the present decision
should be directed to the undersigned, at 571-272-7710.

t 4, /@/4,,/ ‘
Kenneth M. Schor

Senior Legal Advisor

Office of Patent Legal Administration

Office of the Deputy Commissioner

for Patent Examining Policy

February 28, 2005

C: \kiva\kimpropa\7l23_sup_do_related_cases . wpd
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 i(AAA4
» IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

CHANGE OF POWER OF ATTORNEY AND AW Docket N0-

CORRESPONDENCE ADDRESS °R°$5"2°-14

' Applicant
Geoffre B. Hoese, et al. .

Application Number Date Filed
90/007,123 07/19/2004
Title

Storage Router and Method for Providing Virtual
Local Stora - e

7590 Flemin, Fritz

2293

Applicant hereby served the attached Revocation and Power of Attorney and Change of

Mailing Address on Third Party Requester at the address listed below:

Wang and Patel, PC
1301 Dove Street, Suite 1050

Newport Beach, CA 92660

As per 35 U.S.C. §1.248 service was made via first class mail on February 18, 2005.

Respectfully submitted,

SprinklelPL G up

John’L. Adair

Reg. No. 48,828
Dated: February ii, 2005 »

. 1301 w. 25"‘ Street, Suite 408,

Austin, Texas 78705
Tel. (512)637-9220

' Fax. (512)371-9088

Enclosures
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SR

February 18, 2005

Natu J. Patel, Esq.

Wang & Patel PC
1303 Dove Street
Suite 1050

Newport Beach, CA 92660

Re: U.S. Reexam No. 90/007,123 filed 07/19/2004 (Our No. CROSS1120-14)
' U.S. Reexam No. 90/007,124 filed 07/19/2004 (Our No. CROSS1 121-15)

U.S. Reexam No. 90/007,126 filed 07/19/2004 (Our No. CROSS1122-16)

U.S. Reexam No. 90/007,125 filed 07/19/2004 (Our NO. CROSS1123—17)

U.S. Reexam No. 90/007,127 filed 07/19/2004 (Our No. CROSS1128-.18)

Dear Mr. Patel:

Applicant hereby serves the Revocation and Powers of Attorney in the above-referenced
cases on: ‘ ‘

Wang & Patel PC
1303 Dove Street

_ Suite 1050
Newport Beach, CA 92660

As per U.S.C. § 1.248, service is made via first class mail on February 18, 2005.. These
documents give Sprinkle IP Law Group the authority to transact all business with the U.S. Patent
Office in connection with the above matters. -

H Sincerely,

Sprinkle lP L

John L. Adair

[adair@sgrink|e|aw.com

-JLAIjp
Enclosure

1301 w. 25th ST/REET,‘SUlTE' 408, A
[0] 512.537.9220 H1512.
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DEC ca 2004 5:33pm cigosskonns SYSTEMS, Inc

53-0-3~'_7i1(r4«::-./.‘s -i-in:-‘—S1’._—'.1'_r.tm_:.__“.RD5SSREA)5;'»‘i.S]‘i:‘i5 iii: .

-BEG-03-2004 VFRI 04109 Pi1Sr=rinirie IP Lau Group FAX N0. 5123719088

' IN THE UNITED STATES PATENT ‘AND TRADEMARK OFFICE

REVOCATION AND POWER or Arroenev AND Aw Docket Nd-
‘ CHANGE or MAILING ADDRESS °“°5s‘““’“

Geoffro B. i-loose. at al.

SIIIIIOV 123 DTHBIZOD4
For . ~ '.
Storage Router and Method for Providing Virtual
Local Stan -

7590 Flornin Fm:

2293 ' _

cerflflnniio mar 17 i.‘..F. §].

Cnmmissioner for Patents i hereby ormiiy met this uamnam is being transmitted loCDMMSS iONER FDR PATENTS via facsimile on 4
P.O. Box 1450 04

Alexandria, VA 22313-1450 2“ _‘ U ifs .

Dear Sir: Jam PBMPEH
w

Crossroads Systems. ino., 100% owner of the above-identified patent appilcation, as evidenced

by the Assignment recorded in the parent application on December 31. 1997 on Ree|li=mme:
sazerozeu. hereby revokes ail previous Powers of Attorney and appoints the following attorneys
under customer No. 44654. aii of-ihe firm of SPRINKLE IF LAW GROUP, to prosecute the above-

identified Patent and to transact all business in the Patent and Trademark Ofiice connected
therewith.

STEVEN R. SPRINKLE Registration No. 40.825-
JOHN ADAIR ’ Registration No. 48,828
ARI AKMAL ' Registration No. 51.386

Direct all ‘ielephone calls and correspondence to:

Customer No. 44654

$r=mm<LE IP LAW GROUP
1301 W. 25“' Street, Suite 408

-Austin. Texas 73705
Attn: Steven Sprinkle

Tel. (512) 337.9220 I Fax (512) 371.9035

I hereby state em authorized to act on behalf of Crossroads Systems, inc.

Respectfully subrnified.
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Re

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

eexamination Appl. No.: 90/007,123 CHANGE OF

Reexam. Request Filed: July 19, 2004 CORRESPONDENCE ADDRESS OF

Patent No.: 5,941,972 THIRD—PARTY REQUESTER FOR

August 24, 1999 EX PARTE REEXAMINATION

Hoese, et al.

; Group Art Unit: 2182

:Examiner: Fleming, Fritz M.

, Attorney Docket No.: 1006-8900

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

CHANGE OF CORRESPONDENCE ADDRESS OF

THIRD-PARTY REQUESTER FOR EX PARTE REEXAMINATION
/-,.,,

Dear Sir:

Please change the correspondence address for notifications sent to the third-party

requester in the above-referenced patent reexamination proceeding to:

Larry E. Severin

Wang, Hartmarm & Gibbs, PC

1301 Dove Street, #1050

Newport Beach CA 92660

Telephone: (949) 833-8483

Fax: (949) 833-2281

The individual who originally requested this ex parte reexamination, Natu J. Patel,

is no longer with our firm. Our firm does, however, continue to represent the parties

upon whose behalf this request was made. Accordingly, our firm retains the right to
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receive copies of Office Actions or other correspondence from the Patent and Trademark

Office that is sent to the third party requester in an ex parte reexamination proceeding

under 37 C.F.R. §1.550.

A copy of this letter, including the certification of service, has been sent to the

attorney of record of the patent owner, per 37 C.F.R. §l.33(c). Certification of service is

enclosed.

February 18, 2005 Respectfully submitted,

Wang, Hartmann & Gibbs, PC
1301 Dove Street, #1050

Newport Beach CA 92660

(949) 833-8483

/%/5/2%
Larry E. Severin

Reg. No. 54606 _

Enclosures:
0 Certificate of Service to Patent Owner

I hereby certify that this is being deposited with the United States Postal Service with sufficient postage as
first class mail on the date indicated above in an envelope addressed to Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22313-1450..

Dated: ¢i ‘D6
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the attached Change Of Corresgondence

Address Of Third—Pa;tg Reguester For Ex Parte Reexamination was served upon
counsel of record at each of the addresses below via U.S. Postal Service first class mail

on February 18, 2005:

DLA PIPER RUDNICK GRAY CARY US, LLP
Atn: Mark Berrier

2000 University Avenue
E. Palo Alto CA 94303-2248

SPRINKLE IP LAW GROUP

1301 W. 25TH Street

Suite 408

Austin TX 78705

Date: February 18, 2004
Faiza Anwar



UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

90/007,123 07/1912004 

44654 7590 0210712005 

SPRINKLE IP LAW GROUP 
1301 W. 25TH STREET 
SUITE 408 
AUSTIN, TX 78705 

FIRST NAMED INVENTOR 

5941972 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent aod Trademark Omce 
Add."."" COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria. Virginia 22313·1450 
\VWW,uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

1006-8900 2293 

EXAMINER 

ART UNIT PAPER NUMBER 

DATE MAILED: 02/07/2005 

Please find below and/or attached an Office communication concerning this application or proceeding. 

PTO-90C (Rev. 10/03) 
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(THIRD PARlY REQUESTER'S CORRESPONDENCE ADDRESS) 

Natu J. Patel 
WANG & PATEL, PC 
1301 Dove Street, Suite 1050 
Newport Beach, CA 92660 

Alexandria, VA 22313-1450 
WVIIN .1JSpto.Qo" 

EX PARTE REEXAMINATION ·COMMUNICATION TRANSMITTAL FORM 

REEXAMINATION CONTROL NO. 90/007.123. 

PATENT NO. 5.941.972. 

ART UNIT 2182. 

Enclosed is a copy of the latest communication from the United States Patent and Trademark 
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)). 

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a 
reply has passed, no submission on behalf of the ex parte reexamination requester will be 
acknowledged or considered (37 CFR 1.550(g)). 

PTOL-465 (Rev.07-04) 
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Office Action in Ex Parte Reexamination 

Control No. 
901007,123 

Examiner 
Fritz M Fleming 

Patent Under Reexamination 
5941972 

Art Unit 
2182 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

aD Responsive to the communication(s) filed on __ . bO This action is made FINAL. 
cl2Sl A statement under 37 CFR 1.530 has not been received from the patent owner. 

A shortened statutory period for response to this action is set to expire 2. month(s) from the mailing date of this letter. 
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parle reexamination 
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c). 
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days 
will be considered timely. 

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 

1. 

2. 

l2SI Notice of References Cited by Examiner, PTO-892. 

l2SI Information Disclosure Statement, PTO-1449. 

3. 

4. 

o Interview Summary,_PTO-474. 

o 
Part II SUMMARY OF ACTION 

1a. l2SI 

1b. 0 
2. 0 
3.0 

4. l2SI 

5.0 

6. l2SI 

Claims 1-14 are subject to reexamination. 

Claims __ are not subject to reexamination. 

Claims __ have been canceled in the present reexamination proceeding. 

Claims __ are patentable and/or confirmed. 

Claims 1-14 are rejected. 

Claims __ are objected to. 

The drawings, filed on 711912004 are acceptable. 

7. 0 
8.0 

The proposed drawing correction, filed on __ has been (7a)0 approved (7b)0 disapproved. 

Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f). 

a)O All b)O Some< c)O None of the certified copies hcive 

10 been received. 

20 not been received. 

3D been filed in Application No. __ . 

40 been filed in reexamination Control No. 

50 been received by the International Bureau in PCT application No. 

< See ~he attached detailed Office action for a list of the certified copies not received. 

9. 0 Since the proceeding appears to be in condition for issuance of an ex parle reexamination certificate except for formal 
matters, prosecution as to the merits is closed in accordance with the practice under Ex parle Quayle, 1935 C.D. 
11,453 O.G. 213. 

10.0 Other: __ 

cc: Requester (if third party requester) 
U.S. Patent and Trademar1< Office 

PTOL-466 (Rev. 04-01) Office Action in Ex Parte Reexamination Part of Paper No. 20050124 
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Reexamination 

Page 2 

l. The patent owner is reminded of the continuing responsibility under 37 CFR l.565(a) to 

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving 

Patent No. 5,941,972 throughout the course of this reexamination proceeding. The third party 

requester is also reminded of the ability to similarly apprise the Office of any such activity or 

proceeding throughout the course of this reexamination proceeding. See MPEP §§ 2207, 2282 

and 2286. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.c. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 

(1966), that are applied for establishing a background for determining obviousness under 35 

U.S.c. 103(a) are summarized as follows: 

1. Detennining the scope and contents of the prior art. 
2. Ascertaining the differences between the prior art and the claims at issue. 
3. Resolving the level of ordinary skill in the pertinent art. , 
4. Considering objective evidence present in the application indicating obviousness 

or nonobviousness. 

4. This application currently names joint inventors. In considering patentability of the 

claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 

claims was commonly owned at the time any inventions covered therein were made absent any 

evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 

". 
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the inventor and invention dates of each claim that was not commonly owned at the time a later 

invention was made in order for the examiner to consider the applicability of 35 U:S.c. 103(c) 

and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.c. 103(a). 

5. Claims 7-9,11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Petal in 

view of Quam and Cummings. 

Petal is competent art under 1 02(b) as its publication date is September 1996, more than 

one year prior to effective filing date (12/31/1997) of the instant patent. 

Addressing claim 11 (the broadest independent claim), Petal provides virtual local 

storage (page 5, section 3, "This allows clients to access Petal virtual disks just like local disks." 

And page 7, section 3.2 "Petal provides clients with a large virtual disk that is available to all 

clients on the network.") in the form of the Figure 1 virtual disks in the form of Figure 6 SCSI 

disks (connected to one transport medium-SCSI) to devices connected to another transport 

medium in the form of the Petal clients connected to the Digital ATM Network. The method is 

shown to interface to the first transport medium (Digi'tal ATM Network for the clients) and the 

second transport medium (SCSI for the disks) per Figure 6 via the overall Petal Virtual Disk 

storage servers of the Figure 2 physical view, which provides the actual interface between the 

two media. A mapping is shown per Figure 4 and the virtual to physical mapping and the section 

2 discussion. Page 3 shows the 3 step mapping process to translate a client supplied virtual disk 

identifier into a global map identifier, to a given offset, to the physical mapping at the actual 

disk. Thus there is a mapping of the client devices to the storage devices in order to use the 

storage space. As far as "implements access controls for storage space on the storage devices" is 

concerned, this limitation is very broad in that it provides no specifics as to exactly what these 
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controls are to be. Given this, page 7, column 2 sets forth "We currently do not provide any 

special support for protecting a client's data from other clients; however, it would not be difficult 

to provide security on- a per virtual disk basis.", which is anticipatory, as this teaches an 

implementation of security access controls on a per virtual disk basis, if and when desired. Thus 

there is a clear teaching of an implementation of a security access control per virtual disk basis 

by protecting a client's data from other clients. Given a plain reading of this passage, it clearly 

teaches that a client is only able to access its own virtual disk. Finally, this access is allowed 

from the client devices to the storage devices "using native, low level, block protocols", as page 

7, section 4, column 2 provides "Petal provides a disk-like interface that allows clients to read 

and write blocks of data." Section 3.2 provides "In all cases but one, the file system level 

performance of the Petal virtual disk is comparable to locally attached disks." Section 3, 

column 2, page 5 sets forth that access to the disks is provided using the UNIX raw disk 

interface. Page 1, column 2+, sets forth the concept of a "lower level service" and "block level 

storage system" and "An additional benefit is that the block-level interface is useful for 

supporting heterogeneous clients and client applications". Section 2, column 1, page 2 explicitly 

sets forth "As shown in Figure 2, Petal consists of a pool of distributed storage servers that 

cooperatively implement a single, block level storage system. Clients view the storage system as 

a collection of virtual disks" which anticipates the breadth of the claim language, as it only 

requires the use of "native, low level, block protocols." Also note page 8, column 2, which 

clearly states "Petal provides block level rather than a file level interface." Finally, page 1, 

column 1, sets forth specifically "To a Petal client, this collection appears as a highly available 

block-level storage system that provides large abstract containers called virtual disks. A virtual 
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disk is globally accessible to all Petal clients on the network. A client can create a virtual disk on 

demand to tap the entire capacity and performance of the underlying physical resources." Thus 

the reference anticipates the native, low level, block protocols, as the clients view the storage as 

block level and hence access it using such protocols accordingly. The mapping between the 

workstations and the SCSI drives and access controls is maintained by the mapping of Figure 4, 

in order to maintain the configuration of the created virtual disks. Per claim 12, anticipation is 

provided by the previously mentioned "for protecting a client's data from other clients ... to 

provide security on a per virtual disk basis." As a client creates a virtual disk, and such can be 

kept private from other clients, then each virtual disk, which is a subset of the entire storage, is 

only accessible by that client to which it is mapped. Per claim 13, workstations are the clients. 

Per claim 14, SCSI hard disk drives are the storage devices. 

Turning to claims 7-9, claim 7 adds a storage router interfacing the media. When viewed 

per the Figures, Petal provides a storage router via the mapping of Figure 4. Figure 4 provides 

for the mapping and thus the storage routing of the translation of the client supplied virtual disk 

identifier to the actual physical disk. Per column 2, section 2, clients maintain minimal high 

level mapping information so as to properly route read and write requests to the "most 

appropriate" server. Thus "routing" is used to get the mapping from the client to the actual disk, 

and the mapping of Figure 4, which is the Petal servers taken as a whole, thus meeting the 

claimed "storage router" limitation. It is to be noted that the "storage router" is not further 

defined in any sort of a structural manner, therefore the Petal servers acting per Figure 4, 

anticipate what is claimed. Also note that claim 10 only requires "and operable", "to map", and 

"to implement" and "to allow", all of which are provided by the "storage router" of the Petal 
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, system, interpreted to be all of the Petal system of Figure 6, absent the disks. Thus the access is 

allowed via block level protocols in accordance with the mapping and access controls. 

Note that the "to allow" and "allowing" limitations of claims 7111 are very broad. Claim 

7 only requires that the "storage router" be "operable" "to allow access ... using ... " without 

further specifying how or what "uses" these protocols. As the Petal system uses a block-level 

interface and blocks of data are read and written (i.e. section 3.1), the native, low-level block 

protocols are used, at least to the extent claimed. The same applies to the limitations of claim 12. 

Note also that per section 3, that both the Petal servers and clients run Digital Unix, so that the 

client is able to access Petal virtual disks just like local disks, which per section 4, page 7, 

column 2 results in "Petal provides a disk-like interface that allows clients to read and write 

blocks of data", and per section 6, column 2, page 8 has "Petal provides a block level rather than 

a file level interface.", thereby teaching the use of native, low level, block protocol. Finally, 

note section 1, which reads "A Petal virtual disk is a container that provides a sparse 64-bit byte 

storage space. AS with ordinary magnetic disks, data are read and written to Petal virtual disks 

in blocks", thereby providing for clear anticipation of what is claimed. 

Petal, as discussed in detail above, teaches and anticipates a storage router for providing 

local storage on remote storage devices, but does not specify the Fibre Channel to connect the 

workstations to the SCSI disk arrays. Note that the network used to connect the clients to the 

virtual local storage is an A TM protocol based network. 

Quam, as a whole, compares and contrasts A TM to Fibre Channel. Per pages 651-2, 

"Fibre Channel vs. ATM", it is clearly taught that Fibre-channel is better suited is better suited 
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for a channel where large blocks of data are transferred between users, while A TM is suited for 

high speed switching with low latency. 

Cummings, as a whole, teaches the use of Fibre-Channel so that the Disk Array and Tape 

Library are accessed using the same protocols (e.g. SCSI) as if they were connected to the user's 

local workstation, such that remote disk storage is regarded as private and can be accessed at the 

same level of performance and with comparable latency as any local disk, per pages 253-254 and 

Figure 2. 

Therefore it would have been obvious to one having ordinary skill in the art at the time 

that the invention was made to modify the teachings of Petal per those of Quam and Cummings 

so as to change from the ATM to a Fibre Channel network interconnecting the workstations to 

the SCSI drives, so as to be able to use Fibre Channel as the network to transfer large blocks of 

data (better suited for Fibre Channel vs. ATM) and to be able to access a disk array using the 

same SCSI protocol as if they were connected to the user's local workstation with the same 

latency and level of performance as a local disk with the Fibre Channel, the same as is done by 

Petal. Thus the references are properly combinable and provide express motivation to switch 

from an A TM to Fibre Channel network. 

6. Claims 1-4,10 are rejected under 35 U.S.c. 103(a) as being unpatentable over Petal in 

view of Quam and Cummings, as applied to claims 8-10 and 12-16, further in view of Crouse et 

al. 

Petal, as discussed in detail above, teaches a storage router for providing local storage on 

remote storage devices, but does not detail a buffer or supervisor connected to the two 
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controllers. Note that the network used to connect the clients to the virtual local storage is an 

ATM protocol based network. 

Finally, Crouse et al. show the specifics of a UNIX running network data server 14, that 

provides an interface between a Fibre Channel network 12b and the SCSI storage 46. Thus, per 

Figures 3 and 4, note a first controller 54 operable to connect to the Fibre Channel medium 12b, 

a second controller 68 connected to the SCSI bus and storage, with a buffer 64 providing 

memory work space to facilitate block transfers. A supervisor unit is seen as 60, to include the 

device microprocessor of Figure 4, and is thus operably coupled to both controllers 54 and 68, so 

that block oriented I/O operations can be carried out at maximum transfer rates to and from the 

storage 16, the controller 68, the buffer 64, the processor 54, and network 12. 

Therefore it would have been obvious to one having ordinary skill in the art at the time 

that the invention was made to modify Petal per the teachings of Quam, Cummings and Crouse 

et al. for the express purpose of using Fibre-Channel in place of ATM to take advantage of Fibre-

Channel's ability to better transfer large blocks of data, to then use the Fibre Channel to obtain 

the same advantages of Petal in the form of Fibre Channel's ability to access a disk array using a 

SCSI protocol as if they were attached to the local workstation with access and latency 

comparable to local disk access per Cummings, with the specifics of controllers and buffer and 

supervisor running on ~ UNIX based network data server in order to carry out block transfers at 

maximum transfer rates per Crouse et al. 

7. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Petal in 

view of Quam and Cummings and Crouse et al. as applied to claims indicated above, and further 

in view of Pisello et al. 
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Petal in view of Quam and Cummings and Crouse et al. set forth the specifics of the 

Fibre-Channel to SCSI interface to include DMA transfers at both controllers at 66, but lacking 

the FIFO queue and the internal buffer. 

Pisello et al., in the same art of network to SCSI interfacing, shows a supervisor 44 

coupled to the first controller 38 and the second controller 42, with a FIFO queue RAM buffer 48 

that is coupled to the first controller 38 and a second controller 42 when the other buffer 40 has 

data on its way through 42 onto bus 30. See column 3, lines 28-44. The purpose is to provide a 

direct connection for a SCSI device to a LAN/network, thereby precluding another LAN server, 

which is consistent with the teachings of the other references. 

Therefore it would have been obvious to one having ordinary skill in the art at the time 

that the invention was made to modify the teachings of Petal in view of Quam and Cummings 

and Crouse et al. by the teachIngs of Pisello et al. for the purpose allowing for a direct 

connection of a SCSI device to the nytwork, with the ability to queue SCSI data in a FIFO buffer. 

Thus combined, the buffers 48 and 40 ofPisello et al. interact with the DMA of Crouse et al. 

coupled thereto, in order to maximize transfer rates while directly coupling the first and second 

protocol units 54/60 of Crouse et al. to theitrespeaive transport media. Thus the DMA 

interfaces 66 of Crouse et al. are analogously coupled to the buffers ofPisello et al. for the 

purpose of being able to queue SCSI data. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Fritz M Fleming whose telephone number is 571-272-4145. The 

examiner can normally be reached on M-F, 0600-1500. 
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Page 10 

supervisor, Jeffrey Gaffin can be reached on 571-272-4146. The fax phone number for the 

organization where this application or proceeding is assi'gned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 8~~-91_971r-"11-:==--';:::;"""_ 

Frit--:i. Fleming 
Primary Examiner 
Art Unit 2182 

finf 
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IN THE UNITEO STATES PATENT AND TRADEMARK OFFICE

NOTIFICATION OF LITIGATION UNDER 37 C.F.R.

84660 US. PTO

‘llllllllillllllllllllllllllllllllllllllllllI ‘I
12113104

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

1.565
Atty. Docket No.
CROSS1120-14

Applicant
Geoffre B. Hoese. et al.

90/007,123 07/19/2004
Title '

Storage Router and Method for Providing Virtual
Local Stora -

Group Art Unit Examiner
7590 Fleming, Fritz
Confirmation Number:
2293

Certificate of Mailing Under 37 C.F.R. §1.8

I hereby certify that this correspondence is being deposited with
the United States Postal Service as First Class Mail in an
envelope addressed to Commissioner for Patents, P.O. Box
1450, Alexandria, VA 22312-1450 on December 8, 2004.

Janice Pampell

This notification is filed for the sole purpose to inform the Examiner of prior and

concurrent litigation involving United States Patent No. 5,941,972 (the ‘"972 Patent") and United

States Patent No. 6,425,035 (the ‘"035 Patent”) as required under 35 CFR 1.565. This is not

and should not be construed as a submission under 35 CFR 1.530 as it does not discuss why

the subject matter as claimed in these patents is not anticipated nor rendered obvious.
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Attorney Docket No. . CROSS1 120-14
90/007,123 Customer ID: 44654

PRIOR AND ONGOING LITIGATION

The ‘972 Patent was held valid and infringed in Crossroads Systems (Texas), Inc. v.

Chaparral Network Storage, Inc., Western District of Texas, Civil Action No. A-00-CA-217-88

(the “Chaparral Litigation”). In the Chaparral Litigation, Crossroads Systems, Inc.

(“Crossroads”) alleged that storage router and RAID controller products by Chaparral Network

Storage, Inc. (“Chaparral”) infringed the ‘972 Patent. The district court found that the ‘972

Patent was valid; the jury found that Chaparra|'s storage router and RAID controllers infringed

the '9T2 Patent and also subjected the defendant Chaparral to treble damages for willful

infringement of the "972 Patent. A copy of the judgment is attached hereto as Exhibit A. The

validity of the ‘972 Patent, the infringement of the ‘972 Patent by Chaparral’s RAID controllers

‘and the willful infringement finding were all upheld by the Federal Circuit. A copy of the Federal

Circuit decision affirming the decision of the lower court is attached hereto as Exhibit B.

Another defendant paid Crossroads $15,000,000 to settle a patent infringement case

involving the ‘972 Patent. In Crossroads Systems (Texas), lnc., v. Pathlight Technology, lnc.,

Western District of Texas, Civil Action No. A-00CA—248-JN, Crossroads asserted that Pathlight

Technology, lnc.’s (“Pathlight”) storage router products infringed the ‘972 Patent. During the

course of the litigation, Pathlight was acquired by a company named ADIC. ADIC settled the

case with payment to Crossroads of $15M after closing arguments but before the jury returned
its verdict.

Currently, there is ongoing litigation in which Dot Hill Systems Corporation’s (“Dot Hill”)

RAID controller products are accused of infringing the ‘Q72 and ‘035 Patents. See, Crossroads

Systems, Inc. v. Dot Hill Systems Corporation, Western District of Texas, Case Number A-03-

CV-754(SS). This litigation is pending.
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Attorney Docket No. CROSS1 120-14
90/007,123 Customer ID: 44654

This notification was served via first class mail on December 8, 2004 to Natu J. Patel at

Wang and Patel, PC, 1301 Dove Street, Suite 1050, Newport Beach, CA 92660.

Respectfully submitted,

Sprinkle IP Law Group
Attorneys for Applicant

/ ohni./
Reg. No. 48,828

Date: December 2004

1301 W. 25”‘ Street
Suite 408

Austin, Texas 78705
Tel. (512)637-9220
Fax. (512) 371-9088
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

CERTIFICATE OF SERVICE UNDER 37 C.F.R. Atty. Docket No.
CROSS1120-14

Applicant
Geoffre B. Hoese, et al.

Date Filed
07/19/2004

Title

Storage Router and Method for Providing Virtual
Local Stora

Group Art Unit Examiner
7590 Flemin, Fritz
Confirmation Number:
2293

Applicant hereby serves the Notification of Litigation Under 37C.F.R. 1.565 in the above
referenced case to:

Wang and Patel, PC
1301 Dove Street, Suite 1050

Newport Beach, CA 92660

As per 35 U.S.C. §1.248 service is made via first class mail on December 8, 2004.

Dated: December E2004
1301 w. 25* Street, Suite 408
Austin, Texas 78705

Tel. (512) 637-9220
Fax. (512)371-9088

Enclosures

Respectfully submitted,

Sprinkle IPLa 
ohn L. Adair

Reg. No. 48,828
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vs‘-ERR, ustsffg -IN THE UNITED STATES DISTRICT COURT .7‘ N 01
FOR THE WESTERN DISTRICT OF TEXAS

AUSTIN DIVISION

CROSSROADS SYSTEMS, (FEXAS), lNC.,

Plaintiff,

-vs- Case No. A-00-CA-2l7-SS

CHAPARRAL NETWORK STORAGE, lNC.,

Defendant.

FIN G NT

BE IT REMEMBERED on the 4th day of September 2001, the Court called the above-

captioned matter, and all parties appeared through their appropriate representatives and counsel of

record and announced ready for trial, and ajury composed of seven legally qualified jurors having

been empaneled and this case proceeded to trial on September 4, 2001, and on September 6, 2001,

the plaintiff rested its case and the defendant filed a motion for judgment pursuant to Rule 50 ofthe

Federal Rules ofCivil Procedure and the Court OV6l'l'l.llEd said motion with the exception ofthe issue

of“contributory inducement," and the trial proceeded until September l 1, 2001, when the defendant

rested, and thereafier the plaintiff filed its motion for judgment as a matter of law pursuant to Rule

50 of the Federal Rules of Civil Procedure and the defendant renewed its Rule 50 motion and the

Court overruled all motions with the exception ofplaintiffs motion on the defense of“definiteness"

V and the case proceeded with all parties closing on September 1 1, 2001, and all parties renewing their

motions, and the Court overruling all Rule 50 motions, and after the Court had instructed the jury
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and all counsel had made their final arguments, the case was submitted to the jury on the 12th day

of September 2001, and on that said day, the jury returned its verdict answering the questions as

follows:

Question No. 1: Yes

[-14

Question 2: Not answered

Question 3: Yes

7-I4

Question 4: Yes

7-14

Question 5: Router RAID

167,247 1,371,693
5% 3%

8365.00 ll-1,150.79 49,515.79

Question 6: Yes

I — [4

Question 7: No

Question 8: No

Question 9: No

Said verdict was signed by the presidingjuror who advised in open court it was a unanimous

verdict and the verdict was accepted by the Court and filed by the Clerk. Thereafier, the parties filed

motions and on this date the Court has entered its orders disposing ofall motions pending and, based

upon the pleadings, trial record, and the law, enters this final judgment:
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IT IS ORDERED, ADJUDGED and DECREED that the plaintiffCrossroads Systems

(Texas), Inc., do have and recovcrjudgment ofand against the defendant Chaparral Network

Storage, Inc., for the total sum of$ 148,547.37 with interest as ofJuly 1 I , 2001, in the amount

of2.40 percent per annum until paid, plus all costs of suit.

IT IS FURTHER ORDERED, ADJUDGED and DECREED that:

1. Chaparral Network Storage, Inc., has infringed claims I - l 4 ofthe ‘972 patent

in making, using, oflering to sell, and selling certain routers and RAID controllers, including but not

limited to the models listed in Exhibit 1 attached hereto and incorporated by reference and including

any other products that provide access controls in a way that is substantially similar to any product
listed in Exhibit 1.

2. ' Claims 1-14 ofthe ‘972 patent are valid.

3. Pursuant to 35 U.S.C. § 154, Crossroads Systems (Texas), Inc., has the

exclusive right in the United States to make, have made, use, sell, offer for sell, and import products

covered by, or coming within the scope ofany ofclaims 1-14 of the ‘972 patent.

4. Chaparral has infringed Crossroads’ rights in making, offering to sell, and

selling router and RAID controller products that use, embody, or perfonn the inventions of claims

1-14 ofthe ‘972 patent.

5. Chaparral has contributorily infiinged and induced the infi-ingement ofclaims

7-14 of the ‘972 patent by providing third parties with the means of infringing claims 7~l4 of the

‘972 patent and by instructing third parties to infiinge claims 7-14 ofthe ‘972 patent.

6. By reason ofthe infringement ofthe ‘972 patent, Chaparral Network Storage,

Inc., its oflicers, directors, agents, servants, employees, attorneys, and all persons acting in concert

-3-
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or participation with them who receive actual notice of this order by personal service or otherwise,

are enjoined as of this date from infringing any ofclaims 1-14 ofCrossroads Systerns (Texas), Inc.’s

‘972 patent, including but not limited to the router and RAID controller models identified on Exhibit

1 and including any other router or RAID controllers that are substantially similar to any product

listed in Exhibit 1 .

7. Chaparral Network Storage, Inc., its officers, directors, agents, servants,

employees, attorneys, and all persons acting in concert orparticipation with them who receive actual

notice ofthis order by personal service or otherwise are enjoined as of this date from contributorily

infringing or inducing the infringement ofany ofclaims 7-14 ofCrossroads Systems (Texas), Inc.’s

‘972 patent.

8. IT IS FURTHER ORDERED that Chaparral Network Storage, Inc., will, no

later than 30 business days from the date of the entry of this injunction obtain from any dealers,

distributors, or sales agents within the United States and take into Chapat-raI’s possession all products

which are owned by Chaparral. but which are now or will be in the possession or under control of

such dealers, distributors, or sales agents and which infringe any ofthe claims 1 -14 ofthe ‘972 patent

(including but not limited to the products identified in Exhibit 1 and any other router or RAID

controllers that are substantially similar to any product listed in Exhibit 1).

9. The United States District Court for the Western District of Texas, Austin

Division, retains jurisdiction to enforce the terms ofthis injunction.
it

IT IS so ORDERED this the /5‘day ofNovember 2001.

UNIT ‘D STATE ISTRICT JUDGE

-4-
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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS

AUSTIN DIVISION

CROSSROADS SYSTEMS, (TEXAS), lNC.,

Plaintiff,

-vs- Case No. A-00-CA-217-SS

CHAPARRAL NETWORK STORAGE, lNC.,

Defendant.
:_______________j.______

EXHIBIT 1 TO PEEANENT INJUNCTION

Chaparral Router Products that lnfi-inge U.S, Paton; No. 5,941,222

FS 1220
FS 2620

Chapggril RAID Cogtroller Products that Infringe U.S. Patent No. 5,941,972

G73 13
G7324
G8324
K7313
K7413
A8526
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_NOTE; _'Pursuant to Fed. Cir. R. 47.6, this disposition
MAR 1 0 mg} is not citabie as precedent. It is a public record. This

disposition will appear in tables published periodically.

asitifitkT/i3‘°pi:';“}*‘i,i‘té%iA§tates Court of Appeals for the Federal CircuitDEPUIY CLERK

02-1 158

Plaintiff-Appeliee,
V

CHAPARRAL NEUNORK STORAGE, |NC.,

Defendant-Appellant.

Fl LE D
U.s. COUFIT OF APPEALS FOR

THE FEDERAL CIRCUIT

FEB 1 2 2003

JUDGMENT JANHORBALY

ON APPEAL from the United States District Court for
the Western District of Texas HTOFAPPBM5LCIRCUITIn CASE NO(S). OO—CV-217 and 00—CV—821

This CAUSE having been heard and considered. it is

AFFIRMED. 1 Fed. Cir. R. 36 ATEScouonTHE_i-‘EDERAORDERED and ADJUDGED:

UNITEDST
By:fl-

Per Curiam (NEWMAN. SCHALL, and DYK, Circuit Judges).

ENTERED BY ORDER OF THE COURT

DATED: FEB 1 2 ma  _Jan Hor , C erk
ISSUED AS A MANDATE: MARCH 5. 2003

Costs Against Appellant:
Total $97.35

" /Xe
n3/17/2003‘ MIN 19- .17” ['T‘\’ /WY NH f!')7'!1
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UNITED STATES PARTMENT OF COMMERCE

Patent and Trad ._ ’ k Office
Address: ASSISTANT COMMISSIONER FOR PATENTS

’ Washington, Dc. 20231 ‘ — '7 ‘*
APPLICATION NO./
CONTROL NO.
9000712? 07/19/04

| FILING DATE

Gray Cary Ware & Fricdcnrich LLP
1221 South MoPac Expressway _. Suite 400
Austin, TX 78746-6875

FIRST NAMED INVENTORI

PATENT IN REEXAMINATION
5941972 I()0(y-8900

T ATTORNEY DOCKET NO.

EXAMINER

Fleming, Fritz

I ART UNIT PAPER
2182 5

DATE MAILICD: ()9/22/()4

Please find below and/or attached an Office communication concerning this application or
proceeding.

CC: Nalu J. Patel

Wang & Patel, PC
1301 Dove Street, Suite 1050
Newport Beach CA 92660

PTO-90C (Rev.3—98)

Commissioner of Patents and Trademarks
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UNITED STATES PATENT AND TRADEMARK OFEICE.4‘‘,<- :~ 5,
- 4

_ ,-
' ft] Cnmmissionerfor Patents~ United Slates Patent and Trademark OtficeP400 BDX145D

Alexandria, VA 22313-1450\nI\/w-1AJsplo.g0v

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTERS CORRESPONDENCE ADDRESS)

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/007 123.

PATENT NO. 5941972.

ART UNIT 2182.

Enclosed is a copy of the latest communication from the United States Patent and Trademark
Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex parte reexamination requester will be
acknowledged or considered (37 CFR 1.550(g)).

PTOL—465 (ReV.O'I'-04)
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Control No. Patent Under Reexamination

. . 90/0 , 5941972
Order Granting / Denying Request For 07 123Examiner Art Unit

Ex Parte Reexamination 2
Fritz M Fleming 2132

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address-

The request for ex parte reexamination filed 19 July 2004 has been considered and a determination has
been made. An identification of the claims, the references relied upon, and the rationale supporting the

determination are attached. V

Attachments: a)E] PTO-892, b)E] PTO-1449, c)[:] Other:

1. X The request for ex parte reexamination is GRANTED.

RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Statement (Optional): 'l\NO MONTHS from the mailing date of this communication
(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR1.550(c).

For Requester's Reply (optional): ‘HNO MONTHS from the date of service of any timely filed
Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMl1TED.
If Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester
is permitted.

2. D The request for ex parte reexamination is DENIED.

This decision is not appealable (35 U.S.C. 303(0)). Requester may seek review by petition to the
Commissioner under 37 CFR 1.181 within ONE MONTH from the mailing date of this communication (37

CFR 1.515(c)). EXTENSION OF TIME TO FILE SUCH A PETITION UNDER 37 CFR1.181 ARE
AVAILABLE ONLY BY PETITION TO SUSPEND OR WAIVE THE REGULATIONS UNDER
37 CFR 1.183.

In due course, a refund under 37 CFR 1.26 ( c ) will be made to requester:

a) I:] by Treasury check or,

,Ol'b) D by credit to Deposit Account No.

C) l:I by credit to a credit card account, unless othenivise notified (35 U.S.C. 303(0)).

1%,. WWQ
Fritz Ieming
Primary Examiner
Art Unit: 2182 I

cc:Reguester( if third party reguester)US. Patent and Trademark Office

PTOL-471 (Rev. 04-01) Office Action in Ex Parte Reexamination Part of Paper No. 09162004
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Application/Control Number: 9/O/007,123 Page 2
Art Unit: 2182 ’

1. A substantial new question of patentability affecting claims 1-14 of United States

Patent Number 5,941,972 is raised by the request for ex parte reexamination.

Extensions of time under 37 CFR 1.136(a) will not be permitted in these

proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and

not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that

ex parte reexamination proceedings "will be conducted with special dispatch" (37

CFR 1.550(a)). Extensions oftime in ex parte reexamination proceedings are provided

for in 37 CFR 1.550(c).

o The threshold for determining whether or not to grant a re-examination is set forth in

MPEP 2242, quoted below:

For “a substantial new question of patentability” to be present, it is only necessary that: (*>A<) the

prior art patents and/or printed publications raise a substantial question of patentability regarding at least

one claim, i.e., the teaching of the (prior art) patents and printed publications is such that a reasonable

examiner would consider the teaching to be important in deciding whether or not the claim is patentable;

and (*>B<) the same question ofpatentability as to the claim has not been decided by the Office in a

previous examination >or pending reexamination< of the patent or in a final holding of invalidity by the

Federal Courts in a decision on the merits involving the claim. It is not necessary that a “prima facie" case

of unpatentability exist as to the claim in order for "a substantial new question ofpatentability” to be

present as to the claim. Thus, “a substantial new question of patentability" as to a patent claim could be

present even if the examiner would not necessarily reject the claim as either fully anticipated by, or

obvious in view of, the prior >art< patents or printed publications. As to the importance of the difference

between “a substantial new question of patentability” and a “prima facie” case of unpatentability see

generally In re Etter, 756 F.2d 852, 857 n.5, 225 USPQW1, 4 n.5 (Fed. Cir. 1985).
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Application/Control Number: 90/007,123 Page 3
Art Unit: 2182

Thus it is clear, that a granting of a re-examination does not necessarily mean

that a prima facie case of unpatentability exists, just that the teachings be important

when deciding claim patentability.

o The manner in which the art is to be applied in the request is discussed in MPEP

2217, quoted below:

The third sentence of 35 U. S. C. 302 indicates that the "request must set forth the pertinency and

manner of applying cited prior art to every claim for which reexamination is requested.” 37 CFR

1.510(b)(2) requires that the request include “[a]n identification of every claim for which reexamination is

requested, and a detailed explanation of the pertinency and manner of applying the cited prior art to every

claim for which reexamination is requested." If the request is filed by the patent owner, the request for

reexamination may also point out how claims distinguish over cited prior art.

Where substantial new questions of patentability are presented under 35 U. S. C. 102(t)

or (g), the prior invention of another must be disclosed in a patent or printed publication. Substantial new

questions ofpatentability may also be presented under 35 U. S. C. 103 which are based on the above

indicated portions of 35 U. S. C. 102. Substantial new questions of patentability may be found under 35

U.S. C. 102(t) / 103 or 102(g)/ 1 03 based on the prior invention of another disclosed in a patent or printed

publication if the reference invention and the claimed invention were not commonly owned at the time the

claimed invention was made. See, 35 U.S. C. 103(0) and MPEP § 706. 02(l). See MPEP § 706. 02(l)(1)

for information pertaining to references which qualify as prior art under 35 U. S. C. 102{e)/103.

The mere citation of new patents or printed publications without an explanation does not comply

with 37 CFR 1.510(b)(2). Requester must present an explanation of how the cited patents or printed

publications are applied to all claims which requester considers to merit reexamination. This not only sets

forth the requester’s position to the Office, but also to the patent owner (where the patent owner is not the

requester).
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Application/Control Number: 90/007,123 ~. Page 4
Art Unit: 2182

Given the above, requestor has, at a threshold minimum, provided a substantial

new question of patentability, albeit not in a clear and concise manner. For example,

requestor has dedicated pages 5-44 to various "substantial new questions of

patentability", which are not entirely clear. Pages 5-11 allege anticipation by the

MAXSTRAT GEN5 PRODUCT, but such an analysis seems to rely upon two printed

publications in the form of Exhibits 10-12 interpreted in light of an additional declaration

in the form of Exhibit 13. Pages 12-13 allege other controllers detailed in Exhibits 14-

16. Pages 13-15 allege anticipation over the ‘209 Patent. Pages 15-21 combine the

material of pages 5-13 with admissions, Haugdahl, and Bursky. Pages 21-27 appear to

combine admissions/testimony with at least patents to Berman, Malladi, Boggs et al.,
Purhoit, Llorens et al., Cuenod et al., Chatwani et al., Arrowood et al., Haughdahl, Oeda

et al., Yung, Hefferon et al., DeKoning et al., Abadi et al., Hunnicutt et al., Raz et al.,

and Dauerer et al. Pages 27-30 then add Derby et al., lsfeld et al., Sheu and Jones et

al. Pages 30-42 then address a subset of the above, while pages 42-44 seem to

summarize such. In order to grant the requestfor re-examination, the request indicates,

at least, that the requestor considers claims 1-14 as being unpatentable over the

MAXSTRAT GEN5 manuals of Exhibits 11-12. It is agreed that the consideration of the

MAXSTRAT GEN5 manuals of Exhibits 11-12 raises a substantial new question of

patentability, as to at least the patentability ofclaims 1-14 of the Hoese et al. patent. As

pointed out in Exhibit 10, MAXSTRAT GEN5 manuals of Exhibits 11-12 teach the use

of, amongst other things, of a network routing table, a buffer, the host interface ports,

the device module controller, the two general purpose CPUs, the volumes, the ifp, and
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Application/Control Number: 90/007,123 Page 5
Art Unit: 2182

the internal file system which were not present in the prosecution of the application that

became the Hoese et al. patent. Further, there is a substantial likelihood that a

reasonable examiner would consider these teachings important in deciding whether or

not the claims are patentable. Accordingly, the MAXSTRAT GEN5 manuals of Exhibits

11 and 12 raise a substantial new question of patentability as to claims 1-14, which

question has not been decided in a previous examination of the Hoese et al. patent.

Thus claims 1-14 will be re-examined.

Addressing the other art cited in the request for re—examination, it is clear that the

request for the re-examination should clearly and concisely set forth the cited prior art

and the manner in which it is to be applied to the identified claims. Requestor has

instead set forth a voluminous citation of prior art, with an inordinately large number of

possible combinations of cited art, placing the burden of “explanation” on the examiner.

Appendix C is described by the requestor as "Listing of possible prior art combinations

showing obviousness." Turning to Appendix C, one finds a generic explanation that

summarizes claim 1 (only claim 1) into elements A-G, and refers to the chart of

Appendix B and Exhibit 22 for an accounting of what elements are found where. The

explanation of Appendix C seems to conclude with the opinion that the mere fact that

two references that teach all of the elements render a claim as obvious. The examiner

would like to point to MPEP 2143.01, Suggestion or Motivation To Modify the

References, where one finds:

The mere fact that references can be combined or modified does not render the resultant

combination obvious unless the prior art also suggests the desirability of the combination.

In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990) (Claims were directed
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Application/Control Number: 90/007,123
Art Unit: 2182

to an apparatus for producing an aerated cementitious composition by drawing air into

the cementitious composition by driving the output pump at a capacity greater than the

feed rate. The prior art reference taught that the feed means can be run at a variable

speed, however the court found that this does not require that the output pump be run at _

the claimed speed so that air is drawn into the mixing chamber and is entrained in the .

ingredients during operation. Although a prior art device "may be capable of being

modified to run the way the apparatus is claimed, there must be a suggestion or

motivation in the reference to do so." 916 F.2d at 682, 16 USPQ2d at 1432.). See also

In re Frilch, 972 F.2d 1260, 23 USPQ2d 1780 (Fed. Cir. 1992) (flexible landscape

edging device which is conformable to a ground surface of varying slope not suggested

by combination of prior art references).

For a specific example, appendix C, page 3, sets forth “Fibre Channel storage..."

as a possible primary reference having claim elements ABCDFG with an astounding 54

individual secondary references with which "Fibre Channel storage.. is to be possibly

combined with. The examiner is then supposed to go to Exhibit 22 to then interpret the

shorthand of claim elements A-G of each reference in order to come up with the manner

in which the cited art is to be applied in combination, thereby placing the burden on the

examiner to provide the rationale to make the possible combinations. Furthermore,

Exhibit 22 only goes up to claim 6, and not theidentified patent claims 1-14. Finally, if

the requestor had intended to apply the 200+ "possible prior art combinations showing

obviousness" against the claims to form a basis for re=-examination, then there should

be a corresponding number of prima facie cases of obviousness in order to merit re-

examination. Lacking such, the material of Appendix C would appear to provide a
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Application/Control Number: 90/007,123 _ Page 7
Art Unit: 2182

cumulative IDS listing of references that individually disclose bits and pieces of claims

1-6, without setting forth the proper rejections under 35 U.S.C. 103.

2. The patent owner is reminded of the continuing responsibility under 37 CFR

1.565(a) to apprise the Office of any litigation activity, or other prior or concurrent

proceeding, involving Patent No. 5,941,972 throughout the course of this reexamination

proceeding. The third party requester is also reminded of the ability to similarly apprise

the Office of any such activity or proceeding throughout the course of this reexamination

proceeding. See MPEP §§ 2207, 2282 and 2286.

3. It is noted that an issue not within the scope of reexamination proceedings has

been raised. The issue of the submission of references during prosecution of the

patent will not be addressed in the course of this re-examination. The issue of the

examination of related applications will not be addressed during the course of this re-

examination, noting that some have matured into patents. The issue of secondary

considerations and income/licensing will not be addressed during the course of this re-

examination, unless raised by patent owner.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Fritz M Fleming whose telephone number is 703-308-

1483. The examiner can normally be reached on M-F, 0600-1500.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

Z supervisor, Jeffrey Gaffin can be reached on 703-308-3301. The fax phone number for

the organization where this application or proceeding is assigned is 703-872-9306.
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Application/Control Number: 90/007,123 Page 8
Art Unit: 2182

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).

Fri e.ming
Primary Examiner
Art Unit 2182

/\jL»»R, /Q» -
WGWS M. LAl%. PHD

eel. PFIOGFIAIIII IEXAMMR
Y%NULOBY fill? 2101]
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. Page 1 of 1

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addnm CONE‘/IISSIONER FUR PATENTSPO Box 1450

Alexandna, Viqynul 22313-1450
‘ wwwm-pt:o gov

REEXAM CONTROL NUMBER V FILING OR 371 (c) DATE . PATENT NUMBER

90/007,123 07/19/2004 5941972 #
.5’

CONFIRMATION NO. 2293
Natu J. Patel, Esq.
Wang & Patel, PC
1303 Dove Street Suite 1050
Newport Beach, CA 92660

Date Mailed: O8/O2/2004

NOTICE OF REEXAMINATION REQUEST FILING DATE

(Third Party Requester)

Rgquester is hereby notified that the filing date of the request for reexamination is 07/19/2004, the date the
regggiired fee of $2,520 was received.

Agfiecision on the request for reexamination will be mailed within three months from the filing date of the request
fogreexamination. (See 37 CFR 1.515(a)).

of the Notice is being sent to the person identified by the requester as the patent owner. Further patent
owtger correspondence will be the latest attorney or agent of record in the patent file. (See 37 CFR 1.33). Any
pafier filed should include a reference to the present request for reexamination (by Reexamination Control
Number).I""'3

co.€§§°atent Owner

Gray Cary Ware & Friedenrlch LLP

1221 South MoPac Expressway Suite 400
Austin, TX 78746-6875

Office ofPatent Legal A
Central Reexamination U111

1§ART 3 - OFFICE copy
l
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. . Page 1 of 1

UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPAR'I'MEN'l' OF COMMERCE
United States Patent and Trade.mnrk Office
Addxen COMMISSIONER FOR PATENTSPO Box 1450

AI:xa.nd.nn, Virguun 22313-I450wvvvmukpmguv

REEXAM CONTROL NUMBER ' FILING OR 371 (c) DATE PATENT NUMBER

90/007, 123 v 07/ 1 9/2004 . ‘ 5941972

#7.
CONFIRMATION NO. 2293

Gray Cary Ware & Friedenrich LLP A I REEXAM Ass|_gNMEN1' NQT[CE
1221 South MoPac Expressway Suite 400 , ' ” ‘ '““" "“’ ‘
Austin, TX 78746-6875

Date Mailed: O8/02/2004

NOTICE OF ASSIGNMENT OF REEXAMINATION REQUEST

The above-identified request for reexamination has been assigned to Art Unit 21 1 1. All future correspondence to
the proceeding should be identified by the control number listed above and directed to the assigned Art Unit.

Afiopy of this Notice is being sent to the latest attorney or agent of record in the patent file or to all owners of
rfetgord. (See 37 OF R 1.33(c)). if the addressee is not, or does not represent, the current owner. he or she is

r;ej:juired to forward all communications regarding this proceeding to the current owner(s). An attorney or agent
rggfiteiving this communication who does not represent the current owner(s) may wish to seek to withdraw pursuant
té>:37 CFR 1.36 in order to avoid receiving future communications. If the address of the current owner(s) is
uhknown, this communication should be returned within the request to withdraw pursuant to Section 1.36.

at

cl§"';iThird Party Requester(if any)

Nfatu J. Patel. Esq.
V\(§rig 8. Patel. PC
131133 Dove Street Suite 1050
Nh_éj_‘rvport Beach, CA 92660

Office of Patent Legal A ation
Central Reexamination Unit (703) 308-9692

PART 3 - OFFICE COPY
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. Page 1 of 1

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addnm CONE‘/IISSIONER FUR PATENTSPO Box 1450

Alexandna, Viqynul 22313-1450
‘ wwwm-pt:o gov

REEXAM CONTROL NUMBER V FILING OR 371 (c) DATE . PATENT NUMBER

90/007,123 07/19/2004 5941972 #
.5’

CONFIRMATION NO. 2293
Natu J. Patel, Esq.
Wang & Patel, PC
1303 Dove Street Suite 1050
Newport Beach, CA 92660

Date Mailed: O8/O2/2004

NOTICE OF REEXAMINATION REQUEST FILING DATE

(Third Party Requester)

Rgquester is hereby notified that the filing date of the request for reexamination is 07/19/2004, the date the
regggiired fee of $2,520 was received.

Agfiecision on the request for reexamination will be mailed within three months from the filing date of the request
fogreexamination. (See 37 CFR 1.515(a)).

of the Notice is being sent to the person identified by the requester as the patent owner. Further patent
owtger correspondence will be the latest attorney or agent of record in the patent file. (See 37 CFR 1.33). Any
pafier filed should include a reference to the present request for reexamination (by Reexamination Control
Number).I""'3

co.€§§°atent Owner

Gray Cary Ware & Friedenrlch LLP

1221 South MoPac Expressway Suite 400
Austin, TX 78746-6875

Office ofPatent Legal A
Central Reexamination U111

1§ART 3 - OFFICE copy
l
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. . Page 1 of 1

UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPAR'I'MEN'l' OF COMMERCE
United States Patent and Trade.mnrk Office
Addxen COMMISSIONER FOR PATENTSPO Box 1450

AI:xa.nd.nn, Virguun 22313-I450wvvvmukpmguv

REEXAM CONTROL NUMBER ' FILING OR 371 (c) DATE PATENT NUMBER

90/007, 123 v 07/ 1 9/2004 . ‘ 5941972

#7.
CONFIRMATION NO. 2293

Gray Cary Ware & Friedenrich LLP A I REEXAM Ass|_gNMEN1' NQT[CE
1221 South MoPac Expressway Suite 400 , ' ” ‘ '““" "“’ ‘
Austin, TX 78746-6875

Date Mailed: O8/02/2004

NOTICE OF ASSIGNMENT OF REEXAMINATION REQUEST

The above-identified request for reexamination has been assigned to Art Unit 21 1 1. All future correspondence to
the proceeding should be identified by the control number listed above and directed to the assigned Art Unit.

Afiopy of this Notice is being sent to the latest attorney or agent of record in the patent file or to all owners of
rfetgord. (See 37 OF R 1.33(c)). if the addressee is not, or does not represent, the current owner. he or she is

r;ej:juired to forward all communications regarding this proceeding to the current owner(s). An attorney or agent
rggfiteiving this communication who does not represent the current owner(s) may wish to seek to withdraw pursuant
té>:37 CFR 1.36 in order to avoid receiving future communications. If the address of the current owner(s) is
uhknown, this communication should be returned within the request to withdraw pursuant to Section 1.36.

at

cl§"';iThird Party Requester(if any)

Nfatu J. Patel. Esq.
V\(§rig 8. Patel. PC
131133 Dove Street Suite 1050
Nh_éj_‘rvport Beach, CA 92660

Office of Patent Legal A ation
Central Reexamination Unit (703) 308-9692

PART 3 - OFFICE COPY
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“ I ‘D

Patent Assignment Abstract of Title

Total Assignments: 3
Application #: 0.9991229. Filing Dt: 12/31/1997 Patent #:6941972) Issue Dt: 08/24/1999

PCT #: NONE Publication #: NONE Pub Dt:

Inventors: GEOFFREY B. HOESE, JEFFRY T. RUSSELL

Title: STORAGE ROUTER AND METHOD FOR PROVIDING VIRTUAL LOCAL STORAGE
Assignment: 1

Received: Recorded: Mailed:
02/06/1998 12/31/1997 03/19/1998

Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).

Assignors: HOESE GEOFFREY B. Exec Dt: 12/22/1997

RUSSELL JEFFRY T. A Exec Dt: 12/22/1997

Assignee: CROSSROADS SYSTEMS INC.

1 9390 RESEARCH BLVD., SUITE II-300
AUSTIN, TEXAS 78759

Correspondent: BAKER & BOTFS, L.L.P.

ANTHONY E. PETERMAN
2001 ROSS AVENUE

DALLAS, TX 75201-2980

Reel/Frame: 008929/0290

slgnment: 2

~ Reel/Frame 011284 0218 Received: Recorded- Mailed:
12/05/2000 11/16/2000 02/05/2001

SECURITY AGREEMENT“’\/

Assignor: CROSSWORLDS SOFFWARE INC. Exec Dt: 06/30/2000

Assignee: SILICON VALLEY BANK
LOAN DOCUMENTATION HG150

3003 TASMAN DR

SANTA CLARA, CALIFORNIA 95054

JACQUELYN LE
LOAN DOCUMENTATION HG150

3003 TASMAN DR.

SANTA CLARA, CA 95054

Assignment: 3

Reel/Frame: 012785 @083 Received: Recorded- Mailed:
‘ 04/17/2002 04/03/2002 06/12/2002
Conveyance: RELEASE

Assignor: . Exec Dt: 03/20/2002,1 :\

Assignee:‘-“CROSSWORLDS SOFTWARE M
' "R577 AIRPORT BOULEVARD, sune 300

V1 QURLINGAME, CALIFORNIA 94010 ‘

Correspondent:\SILICON VALLEY BANK
MICHELLE GIANNINI

LOAN DOCUMENTATION HA155
3003 TASMAN DR.

SANTA CLARA, CALIFORNIA 95054
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Search Results as of‘ 7/29/2004 2:00:02 PM

If you have any comments or questions concernxng the data displayed. contact OPR I Assignments at 703-308-9723
‘Web Interface las1 modrfied, Oct. 5, 2002
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“ I ‘D

Patent Assignment Abstract of Title

Total Assignments: 3
Application #: 0.9991229. Filing Dt: 12/31/1997 Patent #:6941972) Issue Dt: 08/24/1999

PCT #: NONE Publication #: NONE Pub Dt:

Inventors: GEOFFREY B. HOESE, JEFFRY T. RUSSELL

Title: STORAGE ROUTER AND METHOD FOR PROVIDING VIRTUAL LOCAL STORAGE
Assignment: 1

Received: Recorded: Mailed:
02/06/1998 12/31/1997 03/19/1998

Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).

Assignors: HOESE GEOFFREY B. Exec Dt: 12/22/1997

RUSSELL JEFFRY T. A Exec Dt: 12/22/1997

Assignee: CROSSROADS SYSTEMS INC.

1 9390 RESEARCH BLVD., SUITE II-300
AUSTIN, TEXAS 78759

Correspondent: BAKER & BOTFS, L.L.P.

ANTHONY E. PETERMAN
2001 ROSS AVENUE

DALLAS, TX 75201-2980

Reel/Frame: 008929/0290

slgnment: 2

~ Reel/Frame 011284 0218 Received: Recorded- Mailed:
12/05/2000 11/16/2000 02/05/2001

SECURITY AGREEMENT“’\/

Assignor: CROSSWORLDS SOFFWARE INC. Exec Dt: 06/30/2000

Assignee: SILICON VALLEY BANK
LOAN DOCUMENTATION HG150

3003 TASMAN DR

SANTA CLARA, CALIFORNIA 95054

JACQUELYN LE
LOAN DOCUMENTATION HG150

3003 TASMAN DR.

SANTA CLARA, CA 95054

Assignment: 3

Reel/Frame: 012785 @083 Received: Recorded- Mailed:
‘ 04/17/2002 04/03/2002 06/12/2002
Conveyance: RELEASE

Assignor: . Exec Dt: 03/20/2002,1 :\

Assignee:‘-“CROSSWORLDS SOFTWARE M
' "R577 AIRPORT BOULEVARD, sune 300

V1 QURLINGAME, CALIFORNIA 94010 ‘

Correspondent:\SILICON VALLEY BANK
MICHELLE GIANNINI

LOAN DOCUMENTATION HA155
3003 TASMAN DR.

SANTA CLARA, CALIFORNIA 95054
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Search Results as of‘ 7/29/2004 2:00:02 PM

If you have any comments or questions concernxng the data displayed. contact OPR I Assignments at 703-308-9723
‘Web Interface las1 modrfied, Oct. 5, 2002
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Listing of Every Patent and Printed Publication Relied Upon
Printed Publication

CRD-5500 SCSI RAID Controller User’s Manual,
Rev. 1.3 ,

DIGITAL Storageworks HSZ70 Array Controller
HSOF Version 7.0 EK—CLI70—RM. A01 CLI
Reference Manual. \

DIGITAL Storageworks HSZ70 Array Controller
HSOF Version 7 .0 EK-HSZ70—SV. A01 Service
Manual. ‘

DIGITAL Storageworks HSZ70 Array Controller
HSOF Version 7.0 K-HSZ70-CG. A01 ,

Configuration Guide. »
Fiber channel (FCS)/ATM interworking: a design
solution .

Fibre channel storage interface for video-on-
demand servers

Gen5 S-SERIES XL System Guide Revision 1.01

1 Graphical User Interface for MAXSTRAT
v= Vs Gen5/Gen-S Servers User’s Guide 1.1 ’

High Performance Data Transfers Using Network-
" , Attached Peripherals at the National Storage

Laborato

' IFT-3000 scsr to SCSI Disk Array Controller
_ Instruction Manual Revision 2.0

Im lementing a Fibre Channel SCSI trans ort
H Local-Area Networks for the IBM PC

1 New serial I/Os speed storage subsystems

'“_,_”,; SCSI a lications on Fibre Channel

Author

CMD Technology, Inc.

Publication
Date

November 21,
1996

VVhere
Found
Exh. 14

Digital Equipment
Corporation

July, 1997 Exh. 5,

MSJ Exh. 8 J
Digital Equipment
Corporation

Digital Equipment
Corporation

Anzaloni, et al.

Chen, et al.

MAXIMUM STRATEGY
INC.

MAXSTRAT Corporation
(formerly MAXIMUM
STRATEGY INC.)

Infortrend Technologies,
Inc.

July, 1997

July, 1997

1993

1996

June 11,
1996

January 6,
1997

February 26,
1993

1995

1994

Exh. 5,
MS] Exh. 6

Exh. 5,
MS] Exh. 7

Exh. 1

Exh. l

Exh. 11

Exh. 12

Coies of all U.S. Patents are found in Exhibit 1
U.S. Patent No. Patentee

6,219,771
6,185,203

6,098,149
6,081,849
6,073,218
6,073,209
6,055,603
5,959,994
5,935,260

5,889,952
5,860,137

December,
1 984

February 6,
1995
1992 r

Issue date

December 8, 1998



NetApp Ex. 1024, pg. 2273

; 5,496,576
5,495,474 Olnowieh, et a1.

5,459,357

U.S. Patent No.

1

Pateutee
5,335,496
5,312,754
5,309,323
5,305,316

Yeung, eta].

Issue date

November 10, 1998
Lui, et al.
Nogales, et a1.
Picazo, Jr., et al.

5,802,278

5,781,715
Isfeld, et a1.

5,763,623
5,748,924
5,727,213
5,664,107
5,659,756
5,642,515
5,633,513
5,634,111
5,632,012
5,621,902

5,613,032
5,531,724

Judd, et al.

Chatwani, et al.J____

Hefferon, et a1.
Jones, et al.
Ma11adi

Oeda, et al.
Belsan, et al.
Cases, et al.
Brewer, et a1.
Belsan, et a1.

5,581,709
5,568,648

5,564,019 1
5,543,791
5,544,313

5,504,857 Baird, et 211.

5,487,077
5,471,609
5,469,576
5,463,754

5,452,421
5,450,570

Ito, et a1.
Cosoarella, et al.
Beausoleil, et a1.

Shachnai, et al.
Blickenstaffl et al.
Purohit, et al.
Suda

September 22, 1998
Setember 15, 1998
Setember 8, 1998
S tember 1, 1998

Jul 14, 1998
June 16, 1998
May 5, 1998

March 10, 1998
S tember 2, 1997
Au st19,1997

June 24, 1997
June 10, 1997
May 27, 1997
May 20, 1997
Aril 15, 1997
March 18, 1997

December 3, 1996
December 3, 1996
October 22, 1996
October 8, 1996
August 20, 1996
August 6, 1996
Jul 16, 1996
May 21, 1996
April 23, 1996

Kunura

Hassner, et a1;
Yudenfriend, et a1.
Dauerer, et al.

Ari19,1996
Ari12,1996
March 5, 1996

February 27, 1996

November 28, 1995
November 21, 1995

Beausoleil, et a1.

Beardsle , et al.
Richek, et al.

5,430,355
5,426,637
5,423,026
5,420,933

Walsh, et a1.
Derby, et 211.
Cook, et :11.

October 31, 1995
October 17, 1995

Setember 19, 1995

September 12, 1995
July 4, 1995

June 20, 1995
June 6, 1995

5,413,909

5,416,915
5,410,697
5,410,667
5,403,639
5,396,596
5,333,246
5,333,243
5,379,393
5,379,335

Jackowski, et a1.

Mattson, et a1.

Belsan, et a1.
Belsan, et al.

Ari125, 1995
Ari14, 1995

Hashemi, et a1.
Kasai .

Glider, et a1.
Cohn, et a1.
Shomler

March 7, 1995

February 7, 1995
February 7, 1995
J . . 3, 1995
January 3, 1995
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Patentee Issue am
November 22, 1994
November 1, 1994

Euro, er a1. 1u1y19,1994
E11ro;e1a1. Ju1y19, 1994

May 24, 1994
Ar115,1994

March 22, 1994
seprember21, 1993
setember21, 1993

August 24, 1993
5,226,143
5,214,778
5,212,785 May 18, 1993
5,210,866 May 11, 1993

Glider, er a1.
Be1san, er 41.

5,193,168 Corrigan, et a1.
5,185,876 Nguyen, et a1.
5,155,845 Beal, et al.

.-1 5,124,987 Milligan, et a1.

5,077,736 Dunhy, 11:, et al.
5,077,732 Fischer, et al.
4,961,224 -

4,897,874 Lidinsky, et :11. January 30, 1990
4,835,674 ollins, et al. May 30, 1989
4,827,411 owood, et a1. Ma 2, 1989

A1il25, 1989

-,. 11, 1939
1 eanset a1. March 7, 1989
144% akeuchi, et al. February 21, 1989

Finfrock, et 211. November 22, 1988
' Brunelle, et a1. Stember 29, 1987

4,644,462 Matsubara, et al. Feb 1 17, 1987
Aiken, Jr. October 28, 1986
Easton,eta1. July 29, 1986

4,573,152 Greene, et al. February 25, 1986
4,533,996 Hartung, et a1. August 6, 1985
4,504,927 Callan March 12, 1985

4,455,605 Cormier, et a1. June 19, 1984
4,415,970 November 15, 1983

March 9, 1993
March 9, 1993

Feb . 9, 1993
October 13, 1992

June 23, 1992

December 31, 1991
December 31, 1991

October 2, 1990

r. , j 4,825,406 an, et al.
‘"—"' 4,821,179 enseri, et al.

('9
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O flgexnflfii
PTOISBI57 (04-04)

Approved for use through 04/30/2007. OMB 0651-0033
U.S. Patent and Trademark Office: US, DEPARTMENT OF COMMERCE

v er the Paerwork Reduction Act of 1995, no ersons are reuired to res nd to a collection of infonnaflcn unless it disla a valid OMB control number.

ferred toes FORM PTO-1465) 66548 U‘ _ pT'O'
REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM 1

.|llllllllllllill)lllllllllllllllllllllllMail Stop Ex Parte Reexam
Commissioner for Patents Attomy Docket No.: I006-B900

Wm)"; 1 }'.if.’.'a"..‘i.i‘..-E31. 22313-1450 nae July 19, 2004
1.lXl This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number _5.941.972

issued __August 24. 1999 . . The request is made by:

E] patentowner. 1 [El third party requester.

2.[X] The name and address of the person requesting reexamination is:

___Natu J. Patel. Esq.. Wang & Patel PC

_1301 Dove Street. Suite 1050

_Newport Beach, CA 92660

3. a. A check in the amount of $_2520.00 is enclosed to cover the reexamination fee. 37 CFR 1.20(c)(1);

D b. The Director is hereby authorized to charge the fee as set forth in 37 CFR 1.20(c)(1)
to Deposit Account No. (submit duplicate of this form for fee processing); or

Cl c. Payment by credit card. Form PTO-2038 is attached.

4. El Any refund should be made by IE check org credit to Deposit Account No.
37 CFR 1.26(c). if payment is made by credit card. refund must be to credit card account.

A copy of the patent to be reexamined having a double column format on one side of a separate
paper is enclosed. 37 CFR 1.510(b)(4)

CD-ROM or CD-R in duplicate. Computer Program (Appendix) or large table

Nucleotide andlor Amino Acid Sequence Submission
If applicable, all of the following are necessary.

a. [3 Computer Readable Fonn (CRF)
b. Specification Sequence Listing on:

i. El CD—ROM (2 copies) or CD-R (2 copies); or
ii. [3 paper .

c. El Statements verifying identity of above copies

8. El A copy of any disclaimer. certificate of correction or reexamination certificate issued in the patent is included.

9. [E Reexamination of claim(s)_1 through 14 (all claims) is requested.

10. A copy of every patent or printed publication relied upon is submitted herewith including a listing thereof on
Form PTO-1449 or equivalent. 1 87/22/2084 HTUITTY 83888801 93337123

11. El An English language translation of all necessary and pertinent non-English language patents and/or printed
publications is included. ‘

[Page 1 of 2]
This collection of intonnation is required by 37 CFR 1.51 o. The information is required to obtain or reiaflla Efltéilfl the public which is to file (and bflfifiafiifli
to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1,14. This collection is estimated to take 2 hours to complete, including
gathering. preparing. and submitting the completed application fonn to the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you require to complete this tonn and/or suggestions for reducing this burden. should be sent to the Chief Information Officer, U.S. Patent and
Trademark Ofiioe. U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. 00 NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Ex Pane Reoxam, commissioner for Patents, P.O. Box 1450. Alexandria. VA 22313-1450.

ifyou need assistance in completing the form, call 1-800-PTO-9199 and select option 2.
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PTOISBIS7 (04-D4)
Approved for use through 04/30/2007. OMB 0651 41033

U.S.~Patent and Trademark Offioe; US. DEPARTMENT OF COMMERCE
Under the P89fWO1‘k Reduction Act of 1995. n9_gersons are required to respond to a collection of intonnation unless it dis a a valid OMB control number.

12. The attached detailed request includes at least the following items:

a. A statement identifying each substantial new question of patentability based on prior patents and printed
publications. 37 CFR 1.510(b)(1)

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and manner of applying the cited art to every claim for which reexamination is requested. 37 CFR 1.510(b)(2)

13. I: A proposed amendment is included (only where the patent owner is the requester). 37 CFR 1.510(e)

14. Gil a. It is certified that a copy of this request (if filed by other than the patent owner) has been sewed in its entirety on
the patent owner as provided in 37 CFR 1 .33(c).
The name and address of the party served and the date of service are:

_Gray Cary Ware & Freidenrich, LLP, Atn: Tracy Mccreight, Esq.,

_1221 s. MoPac Expressway, suite 400

_Austin, TX 78746-6875

Date of Service: __July 19, 2004‘

El b. A duplicate copy is enclosed since service on patent owner was not possible.

15. Correspondence Address: Direct all communication about the reexamination to:

Bil Customer Number: 37819

Firm or

__ '3 Individual Name
Address (line 1)

The patent is currently the subject of the following concurrent proceeding(s):
C] a. Copending reissue Application No.

.‘ l:| b. Copending reexamination Control No.
-«M l:l c. Copending Interference No.

IXI d. Copending litigation styled:

_Crossroads Systems. Inc. v. Dot Hill Systems Corporation, U.S.D.C. for Western District of Texas,_

__ Case Number A-O3-CV-754(SS)

WARNING: lnfonnation on thi nn may become public. Credit card information should not be
. : edit card infonnatlen and authorization on PTO-2038.

_July 19, 2004
Date

_Natu J. Patel ____39559 C3 For Patent Owner Requester
Typed/Printed Name Registration No., if applicable r_>g For Third Party Requester

\



NetApp Ex. 1024, pg. 2277

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Inventor: Hoese, et al. REQUEST FOR EX PARTE

Title of Invention: , REEXAMINATION

Storage router and method for

providing virtual local storage

Issued: August 24, 1999

Patent No.: 5,941,972

Mail Stop Ex Parte Reexam
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

REQUEST FOR EX PARTE REEXAMINATION

Dear Sir:

This is a Request for Ex Parte Reexamination of Claims 1 through 14 of the above

identified United States Patent. It is believed that newly discovered prior art submitted

herewith, which was not considered by the Patent Office during the prosecution of the

above Patent, raises a substantial new question of Patentability with respect to Claims 1

through 14. Accordingly, reexamination under 35 U.S.C. §§ 302-307 pursuant to 37

C.F.R. § 1.510, et seq. is hereby respectfully requested.

In accordance with 37 C.F.R. § 1.510, the following is provided herein:

37 C.F.R. § 1.510(a) I Prior art cited under 37 C.F.R. § 1.501, infra.

Fee for ex parte reexamination as per 37 C.F.R.

1.20(c)(1), $2,520.00, included with petition.
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37 C.F.R.§1.510(b)(1)'

37 C.F.R. § 1.510(b)(2)f

37 C.F.R. § 1.510(b)(3)

37 C.F.l{. § l.5lO(b)(4) i

37 C.F.R. § l.510(b)(4)

A statement indicating each substantial new

question of Patentability based on prior Patents and

printed publications, infra.

An identification of every claim for which

reexamination is requested, and a detailed

explanation of the pertinency and manner of

applying the cited prior art to every claim for which

reexamination is requested, infra.

A copy of every Patent or printed publication relied

upon or referred to in paragraph (b)(l) and (2) of

this section, with listing (Exhibit 1).

A copy of the entire Patent including the front face,

drawings, and specification/claims (in double

column format) for which reexamination is

requested, and a copy of any disclaimer, certificate

of correction, or reexamination certificate issued in

the Patent (Exhibit 2).

A certification that a copy of the request filed by a

person other than the Patent owner has been served

in its entirety on the Patent owner at the address as

provided for in § 1.33(c). The name and address of

the party served must be indicated (Exhibit 3).
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I. INTRODUCTION

This request is based upon numerous prior patents and printed publications,

including 77 U.S. Patents and 6 printed articles, most of which were not previously

considered by the Patent Office in granting the above-referenced patent. It is believed

that Claims 1 through 14 of US. Patent No. 5,941,972 (the ‘972 Patent) are invalid:

1) pursuant to 35 U.S.C. §l02 as being anticipated by the Maxstrat GEN5

controller product; A

2) under 35 U.S.C. §l03 as being obvious;

i) in light of the patentees’ deposition and trial testimony that the

invention amounts to nothing more than simply adding “access

controls” to a prior art storage router and such a simple

modification was obvious in light of a number of patents, products

and motivations to make such a combination; and

because rnotivations to combine the prior art inevitably would lead

one skilled in the art to arrive at the alleged invention embodied in

the ‘972 Patent.

This request is served concurrently with a request for reexamination of U.S.

Patent Nos. 6,421,753 (the ‘753 Patent), 6,425,035 (the ‘035 Patent), 6,425,036 (the ‘036

Patent), and 6,738,854 (the ‘854 Patent), collectively referred to as the “Related Patents.”

The ‘972 Patent was the parent of the Related Patents.

II. BACKGROUND

The invention described and claimed in the ‘972 Patent is currently assigned to

Crossroads Systems (Texas), Inc. (“Crossroads”).

The ‘972 Patent was the parent of the Related Patents, and all five Patent
specifications have identical figures and nearly identical written descriptions - the only

differences can be found in the claims, and even those differences are minimal. A chart
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depicting the differences in the claims of the ‘972, ‘O36, ‘O35 and ‘854 Patents is

included herein (Exhibit 4). '

The ‘972 and ‘O35 Patents are currently being litigated in the case of Crossroads

Systems, Inc, v. Dot Hill Systems Corporation, Western District of Texas, Case Number

A-03-CV-754(SS) (“Crossroads v. Dot Hill”). On June 26, 2004, Dot Hill submitted a

Motion for Summary Judgment; (“MSJ”) to the Court, a copy of which is included herein.

(Exhibit 5). The Motion requests a finding of invalidity based upon: 1) the ‘D35 Patent

being anticipated by, or rendered obvious in light of, prior art; and 2) the ‘972 Patent

being obvious in light of prior art.

Specifically, the MSJ argument is based partially upon undisputed prior art in the

form of the HSZ70 array controller designed and manufactured by Digital Equipment

Corporation (“DEC”) and related, published product manuals. Further, the MSJ contains

three declarations from former: DEC employees who were involved in the design and
manufacture of the HSZ70 that clearly establish the date of conception, use, and

publication of the manuals of the DEC HSZ70 as long before the earliest alleged

conception dates for the ‘035 and ‘972 Patents. (See Exhibit 5).
t

The HSZ70 product was on sale before the issuance of the ‘972 and Related

Patents, yet the Patentees did not disclose this relevant prior art to the USPTO during the

examination of the Patents. (See Exhibit 5). Even worse, Dot Hill’s previous counsel

gave to Crossroads’ patent counsel copies of the HSZ70 manuals prior to the issuance of ’

the ‘854 Patent, and yet the Patentees still did not disclose this relevant prior art to the

USPTO during the examination of that patent. Dot Hill earnestly encourages the

examiner to review the attached copy of the MSJ and corresponding declarations, which

have been filed with the Court, to evaluate the impact of the DEC HSZ70 product

literature on the portfolio of Related Patents. (See Exhibit 5).

Further, inventors Hoese and Russell have at least six (6) pending applications

that are continuations claiming priority based upon the ‘972 patent application filing date.
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Q.

The Application Numbers of the pending applications are 10/023786, 10/081082,

10/081110, 10/081114, 10/361283 and 10/658163. As each of these applications depends

upon the ‘972 patent application, Dot Hill contends that each application suffers from the

same critical infirmity as the ‘9'I2 patent. Dot Hill carmot pursue reexamination of the
pending applications; nevertheless, Dot Hill respectfully requests that these applications

and any other pending applications depending on the ‘972 Patent or any Related Patent be

examined in light of this reexamination petition and the petitions for the Related Patents.

III. PRIOR LITIGATION INVOLVING THE ‘972 PATENT

This is a unique case that presents the examiner with a wealth of information to

assist in the reexamination.

The ‘972 Patent was litigated on two separate occasions and the Court has defined

terms in the ‘972 Patent as a result of a Markman Order in the case of Crossroads

Systems, (Texas), Inc. v. Chaparral Network Storage, Inc., Western District of Texas,

Civil Action Number A-O0-CA-217-SS (“Chaparral”). A copy of the Chaparral Court’s

Markman Order appears in Exhibit 6. (Also see Crossroads Systems, (Texas), Inc. v.

Pathlight Technology, Inc., Western District of Texas, Civil Action Number A-00-CA-

248—SS). A district court's finding is binding upon the Patent examiner in a

reexamination. Marlow Industries, Inc. v. Igloo Products Corp, 2002 WL 485698, *4 —

5 (N.D.Tex.,2002) referring to In Re Freeman, 30 F.3d 1459, 1468 (Fed.Cir.1994) see

also MPEP §2286. (Exhibit 7). '

During the course of the ‘972 Patent litigation in the Chaparral case, the

Patentees made a number of admissions under oath at deposition and at trial that have a

direct bearing on the current (reexamination and the scope of the patents at issue.

Pursuant to MPEP §2217, Patentee admissions may be used in combination with Patents

and printed publications to establish a substantial new question of Patentability.
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Admissions are not restricted to just a determination of a substantial new question

of Patentability. Under section 305, reexamination proceeds ..according to the

procedures established for initial examination.” 35 U.S.C.A. § 305, see also In re Portola

Packaging Inc., 122 F.3d 1473, 1475 (C.A.Fed.,1997) see also 37 C.F.R. 1.104 (c)(3).

“Facts, including admissions which have already been established in the record, have

been authorized for use in reexamination proceedings. See 37 CFR 1.106(c) and M.P.E.P.

§ 2258.” Ex Parte the Successor in Interest ofRobert S. McGaughey, 1988 WL 252480,
*4. (Exhibit 8). “In the initial examination of Patent applications, admissions by the

applicant are considered for any purpose including evidence of obviousness under section

103.” Id. “An admission defined as an acknowledged, declared, conceded or

recognized fact or truth. Thus, admissions are simply facts.” Id at *5.

IV. THE SCOPE OF THE INVENTION AS ADMITTED BY AN INVENTOR

During trial and deposition testimony in the Chaparral case, one of the two

inventors of the ‘972 and Related Patents stated that the only invention claimed was the

movement of access controls from a network server into the router device. Every other

limitation in the claims of the ‘972 Patent, including the router device itself, was admitted

to be prior art. See trial transcript of inventor Geoffrey Hoese, Exhibit 9, pages 70 to 72.

According to the inventor, the novel feature of the claims is that the storage router, rather

than a network server, performs access control such that each workstation may have

controlled access to a specific partition of the storage device which forms the virtual local

storage for that workstation (‘972 Patent, column 4, lines 22-25). All other aspects of the

alleged invention as set forth in figure 2 of the ‘972 Patent and the corresponding written

description of the ‘972 patent were acknowledged by the inventor Geoffrey Hoese, in his

trial testimony in the Chaparral case, to be part of the prior art and not the invention.

Q. Figure — well, figure 2 is not your invention, right, sir?
A. Figure 2 is not my invention.
Q. And this description is in reference to figure 2, and this
description mentions native low-level block protocols and
mentions mapping, and you say figure 2 is not your invention?
A. That’s correct.
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. l .

‘(Trial transcript of Hdese, page 81, starting at line 3, emphasis
added) ‘* * =1:

See, In re Nomiya, 509' F.2d 566, 570-71, 571 n.5, 184 USPQ 607, 611, 611 n.4

(CCPA 1975) (“We see no reason why appellants‘ representationsin their application

should not be accepted at face ‘value as admissions that Figs. 1 and 2 may be considered

“prior art” for any purpose, including use as evidence of obviousness under § 103.

[Citations omitted.] By filing an application containing Figs. 1 and 2, labeled prior art,

ipsissimis verbis, and statements explanatory thereof, appellants have conceded what is to

be considered as prior art in determining obviousness of their improvement”)

V. THE ‘972 PATENT IS INVALID AS IT IS ANTICIPATED BY THE

MAXSTRAT GEN 5 PRODUCT

Maxstrat (previously known as Maximum Strategy) was a company that designed

and manufactured RAID (redundant array of independent devices) controllers as well as

entire storage systems, beginning in the early 1990s. In 1996, MaxStrat began shipping

the GEN5 RAID controller, which was a router that performed the function of access

controls and met each and every claim of the ‘972 Patent. (It should be noted that in the

Chaparral case, the Court determined that the ‘972 Patent covered RAID controller

devices, as they met the definition of “routers.” Further, the devices accused by

Crossroads in Crossroads v. Dot Hill are RAID controllers, like the GEN5.)

A chart is included in Exhibit 10‘ comparing elements described in the GEN5

System Guide and GUI User’s Guide with each limitation in all claims of the ‘972 Patent.

A copy of the Gen5 S-SERIES Jfl. System Guide Revision 1.01, published June 11, 1996

(“System Guide”), is included as Exhibit 11, and a copy of the Graphical User Interface

for MAXSTRAT Gen5/Gen-S Servers User is Guide 1.], published January 6, 1997 (“GUI

Guide”), is included as Exhibit 12. Both manuals were published before the alleged

invention of the ‘972 Patent.
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The GUI Guide describes the operation of the Gen5 S—Series Storage Server,

which is documented in the System Guide.

“1.1 .2 System Requirements

The GUI will function on all models of the Gen5 Storage Servers,
at Gen5 software revision 1.60 or higher, and all models of the Profile

NFS File Server at ProOS revision 0.82 and higher, and all models of the

S—Series at software revision 1.00 or higher.” [GUI Guide, page 1]

The GUI Guide expressly references the System Guide, which is incorporated by
reference:

“1 .1 .3 Related Reference Material

SI-‘Series System Manual” [GUI Guide, page 2]

The GUI Guide and System Guide are a two-volume set that make a single

publication. This printed publication describes each and every limitation of the Claims of

the ‘972 Patent. The pertinency and manner of applying this printed publication to the

‘972 Patent is explained in the chart included in Exhibit 10, which compares elements of

the Gen5 with each limitation in each of the claims of the ‘972 Patent.

The GEN5 provides a number of devices such as Cray computers on one side of

the GEN5 with access to storage devices such as hard disk drives on the other side of the

GEN5. An outline of this configuration is shown below.

Dgulces {Cm}. . ‘ I Storage (Hind
cornfJutcrs) “
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As to the “access control” limitation of the ‘972 Patent, the Gen5 is able to assign

a specific storage area to a specific device. The GEN5 includes the “ifp” command,

which includes the “luns bitmask enable” field. This field is used to specify the enabling

of LUNs on interface ports to provide access to “facilities” (storage units). [See Exhibit

10, Claim chart, pages 5 and 6; see Exhibit 11, Gen5 System Guide, pages 4-42 to 4-43].

For example, each device attached to a GEN5 can be assigned a subset of a disk drive as

shown below. b

Dfl.m€_§ mm‘, Genfi Stomge (Ii-lard
camplueisl

Alternatively, the GEN5 allows for a configuration where all the devices can

access a global disk storage, as identified below.

l\v‘Iaxst1‘at

Dex-ices (Cnw G915 Sl°““3° (fimtl
coihptlters)
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Finally, the GEN5 can assign a device to a particular drive, again as displayed

below.

lxglaxstrat
I)e‘.i“l_. (Crm, (33115 Storage‘ (Hard

coinpiiters) l

Notably, this last configuration of the GEN5 was quite common and not an

unreasonable extension of the product. (See Hillgrave Corp. v. Symantec Corp., 265

F.3d 1336, 1343 (Fed.Cir. 2001) for a discussion of the reasonable use of a product

involved in an infringement analysis). Review of the GEN5 documentation attached

herein indicates that such a configuration was available. (Exhibit 13).

While GEN5 connected to storage devices using only the SCSI transport medium,

Gen5 could be configured to ‘use combinations SCSI, Fibre Channel and/or HIPPI

transport media to connect to hosts.

‘In sum, the GEN5 allows access to a global data storage device, subsets of a

single storage device, and access to a single storage device. This allocation of storage is

what the Court in Chaparral identified as access control. (Exhibit 6). The GEN5 meets

every element of the alleged invention of the ’972 Patent.
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In comparing the last configuration of the Gen5 (shown on the previous page) to

an embodiment of the invention of the ‘972 Patent as shown in Fig. 3 of the ‘972 Patent

specification above, it is clear that the GEN5 anticipates every element of the ‘972 Patent.

The only difference between Fig. 3 and the last configuration of the GEN5 is that the

workstations in Fig 3. are attached to a single Fibre Channel transport medium, while the

workstations of the GEN5 are attached to separate Fibre Charmel transport mediums.

However, it is important to note that Claim 1 of the ‘972 Patent does not require

every Fibre Channel device to 5be connected to a single Fibre Channel transport medium.

The chart below identifies an excerpt of Claim 1 that addresses this issue and a full

detailed analysis appears in Appendix A. Further analysis in relation to the ‘972 Patent is

presented in Appendices B and C.
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‘972 Patent claim 1

1. A storage router for providing virtual

local storage on remote SCSI storage
devices to Fibre Channel devices,

to maintain a configuration, for SCSI

storage devices connected to the SCSI

bus transport medium that maps between

Fibre Channel devices and SCSI storage

devices and that implements access

controls for storage space on the SCSI

storage devices; and

This claim element does not specify that

there is cooperation between the Fibre
Channel devices and the Fibre Channel

transport medium. Nowhere in the claim

is such cooperation specified. Therefore,

maintaining a configuration, mapping, and

access control can be accomplished

without any restriction that the Fibre

Channel devices must be on a single Fibre

Channel transport medium. According to
this claim, the Fibre Channel devices are

not required to be connected to anything.

The GEN5 allows access control,

mapping, and maintaining a configuration

by configuring a port for each Fibre
Channel device and renders the ‘972

Patent invalid.

To amplify the fact that there is no requirement in the ‘972 Patent that the Fibre

Channel devices connect to a Fibre Channel medium, the cooperation of the limitations of

Claim 1 are illustrated clearly in the figure below.

Storage Router as Recited in Claim 1 of ‘972 Patent

Fibre Channel Transport Medium

Fibr? Channel L Fibre Channel
Devices Controller

SCSI Bus Transport Medium

/
SCSI Storage
Devices

;

Without the limitation that a Fibre Channel Device must be connected to only a

SUPEWISGE

single Fibre Channel transport medium, the claim is broad enough to address any

situation where there are multiple Fibre Charmel devices. Thus, using a number of ports

to connect individual Fibre Channel devices to GEN5 would be covered by claim 1. As a
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.) ‘ .3

result, GEN5 completely anticipates the subject matter claimed in the ‘972 Patent and

renders the ‘972 Patent invalid. ‘

VI. THERE WERE OTHER CONTROLLERS ON THE MARKET PRIOR

TO THE INVENTION OF THE ‘972 PATENT THAT PERFORMED

A ACCESS CONTROLS

In addition to the Maxstrat Gen5, there were other RAID controllers that

performed access controls and were commercially available at the time of the alleged

invention of the ‘972 Patent.

Storage Technologies, Inc. (known as “StorageTek”) designed and manufactured

the Iceberg RAID controller before 1997. Iceberg performed access control; Iceberg

made selected hosts blind to selected storage based on the permission granted to those

selected hosts. Iceberg connected a plurality of IBM mainframe host computers to

partitions and subsets of multiple SCSI storage devices. As described in the ‘972 Patent,

Iceberg contained a supervisor unit, which was coupled to a buffer, a host controller and

a storage controller. The host and storage controllers included protocol units, FIFO

buffers and DMA. Iceberg performed mapping to present a virtual Count~Key-Data disk

interface to the hosts for the fixed-block allocation SCSI disk drives.

Similarly, CMD Technology, Inc. made the CRD-5500 SCSI RAID Controller

before 1997. The CRD—S500fi includes all the elements described in the ‘972 Patent,
except for the“ addition of Fibre Channel to the host interface, which is an obvious

addition. Features for access controls to partitions of disks and subsets of disks (called

“redundancy groups”) are explained in the CRD-5500 SCSI RAID Controller User ’s‘

Manual, Rev. 1.3, published November 21, 1996, which is included as Exhibit 14.

“The c0ntroller.’s Host LUN Mapping feature makes it possible to

map RAID sets differently to each host. You make the same redundancy

group show up on different LUNs to different hosts, or make a redundancy

group visible to one host but not to another.” (CRD-5500 User’s Guide,
page 1-1, Section 1.2).
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“4.3.3 Host LUN Mapping
This screen may be used to map LUNs on each host channel to a

particular redundancy group. Or you may prevent a redundancy group
from appearing on a host channel. Thus, for example, you may map
redundancy group 1 to LUN 5 on host channel 0 and the same redundancy
group to LUN 12 on host‘ channel 1. Or you may make redundancy group
8 available on LUN 4 on host charmel 0 and block access to it on host

channel 1.” (CRD-5500 User’s Guide, page 4-5, Section 4.3.3).

‘Finally, Infortrend Technologies, Inc. made the IFT-3000 before 1997. The IFT-

3000 is also a SCSI RAID controller, and includes all the elements described in the ‘972

Patent except for the addition of‘ Fibre Channel to the host interface, which is an obvious

addition. A chart is included in Exhibit 15 comparing elements described in the IFT-

3000 Instruction Manual with each limitation in Claim 1 of the ‘972 Patent. A copy of

the IFT-3000 SCSI to SCSI Disk Array Controller Instruction Manual Revision 2.0,

published in 1995, is included as: Exhibit 16.

VII. THE ‘972 PATENT IS INVALID AS IT IS ANTICIPATED BY U.S.

PATENT NO. 6,073,209 T0 BERGSTEN

The ‘972 Patent is also anticipated by U.S. Patent No. 6,073,209 (the ‘209 Patent)

titled “Data storage controller providing multiple hosts with access to multiple storage

subsystems,” to Bergsten, filed March 31, 1997, which was prior art as of the ‘972

Patent’s filing date. A copy of the ‘209 Patent is included in Exhibit 1, and the claim

chart comparing elements of this Patent to limitations in the claims of the ‘972 Patent is

included in Exhibit 22. The ‘209 Patent describes a form of access controls using low

level, block protocols. For example, the ‘209 Patent states in the ABSTRACT section:

“Each storage controller may be coupled to at least one host
processing system and to at least one other storage controller to control
access of the host processing systems to the mass storage devices.”

The ‘209 Further states, in column 15, lines 39 to 47:

“A storage controller of the present invention further allows data
blocks to be write protected, so that a block carmot be modified from any

13
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. ."
.

host computer. Write protection may be desirable for purposes such as
virus protection or implementation of security firewalls. Write protection

can be achieved by configuring the storage controller appropriately at set-

up time or by inputting a write protect command to the storage controller

fiom a host computer.” 1

The ‘209 Patent thus describes how to control access of hosts to storage devices

by allowing data blocks to be write protected from host computers. Since data blocks can

be write protected, the ‘209 Patent describes a storage controller that limits a computer’s

access to subsets of storage devices or sections of a single storage devices, which is what

the Court in Chaparral identified as access control (Exhibit 6). In addition, this explicit

reference to security-oriented data protection provides strong motivation to a person of

ordinary skill in the art to combine the ‘209 Patent and other prior art storage routers with

enhanced security features.

The ‘209 Patent also includes all the remaining elements of the claims of the ‘972

Patent: a RAM buffer (column 6, line 26); a Fibre Channel controller (column 4, line 28);

a SCSI controller (column 4, line 21); a CPU supervisor unit (column 6, line 26); and

mapping (column 3, line 18). ‘See Figure 3 from the ‘209 Patent, included below,

depicting a STORAGE CONTROLLER with CPU, RAM, HOST DEVICE I/F (interface)

with arrows leading TO/FROM HOST (Fibre Charmel transport medium), and

STORAGE DEVICE I/F with arrows leading TO/FROM LOCAL EXTERNAL

STORAGE DEVICES (SCSI bus transport medium).
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A STORAGE CONTROLLER
DEVICE I/F DEVICE I/F

15

TO/FROM ‘ TO/FROM T0/FROM
HOST LOCAL EXTERNAL OTHER STORAGE

STORAGE DEVICES CONTROLLERS

s FIG. 3

Thus, the ‘209 Patent anticipates the ‘972 Patent, or in the alternative, provides

strong intrinsic motivation to combine a Fibre Channel to SCSI storage router with access

control. I

VIII. THE ALLEGED INVENTION OF THE ‘972 WAS OBVIOUS IN LIGHT OF

THE PRIOR ART AND NUMEROUS MOTIVATIONS TO COMBINE

The Obviousness Standard.

“... [T]he standard under 35 U.S.C. § 103 [for obviousness] is what would have

been obvious to one of ordinary skill in the art, and the level of the skilled artisan should

not be underestimated. See In re Sovish, 769 F.2d 738, 743, 226 USPQ 771, 774 (Fed.

Cir. 1985).” Ex Parze Richard A.*Flasck, 2000 WL 33520310, *3. (Exhibit 17). Factors

that may be considered in determining level of ordinary skill in the art include: (1) the

education level of the inventor; (2) type of problems encountered in the art; (3) prior art

solutions to those problems; (4) rapidity with which innovations are made; (5)

sophistication of the technology; and (6) education level of active workers in the field.



NetApp Ex. 1024, pg. 2294

C 0‘

Environmental Designs v. Union Oil Co. of Cal., 713 F.2d 693, 696-697 (Fed.Cir.1983),

cert. denied, 464 U.S. 1043, 104 S.Ct. 709, 79 L.Ed.2d 173 (1984) see also Orthopedic
Equipment Co., Inc. v. All Orthopedic Appliances, Inc., 707 F.2d 1376 at 1381-1382

(Fed.Cir.1983). The level of one of ordinary skill is evaluated at the time the invention

was made. Id at 1382. if4

The Field of Endeavor.

The first question in an obviousness argument is whether the references are in the

field of the inventor’s endeavor. In re Deminski, 796 F.2d 436, 230 U.S.P.Q. 313,

(Fed.Cir., Jul 08, 1986). The field of art that encompasses the ‘972 Patent, as well as the

Related Patents, is that of computer science and electronics. Some of the hardware

identified in the ‘972 Patent includes routers, networks, bridges, servers, controllers,

storage devices, storage disks, microprocessors, buffers, storage controllers, and

workstations. The prior art would encompass, at least, the fields of computer science and

electronics as it relates to the hardware discussed above.

It is common knowledge that the computer science and electronics field is one

that has experienced, and continues to experience, rapid development and complexity in

hardware and software. As a result, a person skilled in the art would be someone with a

degree in Computer Science, Electrical Engineering or an equivalent, with perhaps seven

or more years of professional experience, and with knowledge of at least computer

hardware, systems, electronics, and software in such an area of rapid innovation.

The Motivation to Combine

Identification in the prior art of each individual part claimed is insufficient to

defeat patentability of the whole claimed invention. Rather, to establish obviousness

based on a combination of the elements disclosed in the prior art, there must be some

motivation, suggestion, or teaching of the desirability of making the specificcombination
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that was made by the applicant. In re Kotzab, 217 F.3d 1365, 1369-1370 (C.A.Fed.,

2000) I
z

Obviousness and Motivation to Combine in Ligl_it of the 1984 Bfle Magazine Article

As has already been discussed, one of the two inventors of the ‘972 Patent
admitted under oath that the only limitation of the ‘972 Patent that is not taught by prior

art is the movement of access: controls from the network server to the router. This

petition has identified no less than four RAID controllers — or “routers” — (five if one

includes the DEC HSZ70 RAID controller) that perfonned access controls. However,

even if one were to ignore those prior art RAID controllers, the movement of access

controls from the network server into the router would have been obvious in light of an

article published in Byte Magazine in 1984.

Further, the GEN5 prior art RAID controller discussed above connected to Fibre

Channel hosts on one end and SCSI storage devices on the other, just like the device

described in the ‘972 patent. However, the remainder of the RAID controllers connected

to hosts and storage devices using other protocols. The decision to connect the router

described in the ‘972 Patent to hosts through the Fibre Channel transport medium, and to

connect the router to storage devices through the SCSI transport medium would have

been obvious in light ofthe l984iByte Magazine article.

“Local-Area Networks for the IBM PC” was written by J. Scott Haugdahl

(“Haugdahl”) and published in the December 1984 edition of Byte Magazine. Byte

Magazine is a widely-read computer magazine and publicly available. (Exhibit 18). The
Haugdahl article teaches the following:

0 A need to preserve the benefits of a stand—alone personal computer system while
obtaining the benefits from networking.

“Thus, with LANs you want to preserve the benefits of stand—alone

microcomputers, namely, use of your favorite software and peripherals
and having a machine all to yourself, as well as adding new benefits from
networking.” (p. 147, col. 2).
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