UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

FORD MOTOR COMPANY
Petitioner,

V.

PAICE LLC & ABELL FOUNDATION, INC.
Patent Ownets.

U.S. Patent No. 7,455,134 to Severinsky et al.
IPR Case No. IPR2015-00767

PETITION FOR INTER PARTES REVIEW
UNDER 35 U.S.C. § 311 ET SEQ. AND 37 C.F.R. § 42.100 ET SEQ.
(CLAIMS 1-2, 4-6, 16-20, 27, 40-41, 43-44, 53-55 AND 57-60
OF U.S. PATENT NO. 7,455,134)

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

DO
A L

TABLE OF CONTENTS

EXHIBIT LIST ..o 1ii
L INTRODUCTTION ..ottt sssses e 1
II. ~ NO REDUNDANCY UNDER 35 U.S.C. § 325(d) ..cccovvuiririiviviiiiiciciciciine, 2
III. MANDATORY NOTICES UNDER 37 CEFR. §42.8....cccccecvniiiiieinnnn. 4
A.  Real Party-In-Interest (37 C.ER. § 42.8(b)(1)): crveeverrereereericrcrrccrernecnenn. 4
B.  Related Matters (37 C.ER. § 42.8(b)(2)):.cccuvvricicrriicieiricieiriicieirecienenes 4
C.  Lead and Back-Up Counsel and Setvice Information (37 C.F.R.
§42.8(D)(3-4)) v 5
D.  Setvice Information Under 37 C.F.R. § 42.8(b)(4)..ecvevevererevrrriiccieinen 6
IV.  GROUNDS FOR STANDING AND PROCEDURAL
STATEMENTS (42.104(2))...ccoveiiiiiiiiiiniiiiiciceiniiccceeessccie s 6
V. OVERVIEW OF CHALLENGE (§ 42.104(D)) ..ccoeoeiiiiiiiiriniciccicicccne, 6
A, Prior Art Relied Ottt eeceaenens 6
B. Grounds of Unpatentability for U.S. Patent No. 7,455,134 ...........c.c........ 7
VI.  PRIORITY DATE OF THE CHALLENGED CLAIMS......ccccccoviviiiereiennann. 8
A.  Overview of the 134 Patent Family ....ccccceeveirvnnniiccieeeerrececeienens 8
B.  The Priority Issue Has Already Been Determined......c.coceuevvrrnenccececnnnens 9
C.  The “At Least 2.5” Ratio Is Unsupported Before April 2, 2001............. 10
D.  An Insolubly Vague Incorporation By Reference Should Be
Afforded NO Weight. ..o 11
VII. STATE OF THE ART ...ccoiiiiiiiiiiiiiicccss s 13
VIII. OVERVIEW OF THE *134 PATENT ......cococeiiiininiiiiicenvreccceeene 15
AL Background ..o 15
B.  Purported INVENHON .ccuieiiiciiciiciiciciecee e 16
1. The claimed HEV architecture and general electrical
characteristics are Old ..o 16
2. The claimed voltage to cutrent ratio of “at least 2.5” is
old and arbitrary .......ccccciiiiiiiiiiniiii s 17
IX. CLAIM CONSTRUCTION PURSUANT TO 37 C.F.R.
§ 42.104(B)(3) c.vuvvrverereieiririiiiccieeieiesi e 18
A.  “Start And Stop The ENgine” ......ccovvevecceeennnniicceereesrneeccenenens 18
B.  “Maximum DC VOItage”......ccccevurmmiiieereieininnieccierereseisenseseeeenenens 19

CKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

C. CROAA LLOAA” et ee e e e e e e e e eeeeseeeseseesseseseeseseesseseseesaseesssesseesns 20

D. NV ENICLE TUOAA™ ettt et et e et e et e e e e e eneeseeeeseaeeeeeseneeea 21
X. THE PERSON OF ORDINARY SKILL IN THE RELEVANT

FIELD AND THE RELEVANT TIMEFRAME ...t 23
XI. GROUNDS OF UNPATENTABILITY oottt eeeeeeeeeeeee e 24

A. Ground 1: Claims 1, 2, 4-6, 19, 20, 40, 41, 43, 44, 57 and 58 are
Obvious Over the ‘455 PCT Publication In View of Severinsky

POT0) ettt ettt e et e e be et e et e ete e e ereeeteetseaeeeeereeereens 24
1. Independent Claim T.......cccoeviiiiiiiiiiiiiiiiniiccccc 24
2 Rationale t0 COmMDINE........covviivriiiiiictiecieececcee e 31
3. Dependent Claims 2, 4-6, 19-20, 27 and 40 .....c.cccceveevevvinnrnennnee 34
1. Independent Claim 471 ........ccoeuiiiiiiiiiinnicccccc 38
5 Dependent Claims 43, 44 and 57 .....ccccecevviivinncinnnciinecies 41
0. Independent Claim 58..........ccccueuiiiiiiiinininiriincccccccs 41
B. Ground 2: Claims 16-18, 53-55 and 60 are Obvious Over the
’455 PCT Publication and Severinsky 970 In View of Furutani............. 46
1. ClaimS TO—T18 ottt et e 47
2. Claims 53—55 .ottt e aen 51
3. (@171 o ¢ Y LR 51
4, Rationale to CoOmMbBINE.......covivvieviieiectieeteeeeceeeteeete et 53
C. Ground 3: Claim 59 is Obvious Over the 455 PCT
Publication, Severinsky 970 and Furutani In View of Sasaki.................. 55
1. CIAIM 59 oottt et aen 55
2. Rationale to COmMbBINE.......covevvievicieereeeticee ettt 57
XII. SECONDARY CONSIDERATIONS ..ottt 60
XITI. CONCLUSION ..ottt ettt et ettt eeveeere v erseeteeesseseesseesseesseseenseeneas 60

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

EXHIBIT LIST

Exhibit
No. Description Identifier
Ex. 1201 | U.S. Patent No. 7,455,134 ’134 Patent
Ex. 1202 | Declaration of Dr. Jeffrey L. Stein Stein Decl.
Ex. 1203 | PCT Publication No. WO00/015455 455 PCT
Publication
Ex. 1204 | Ford Motor Co v. Paice LLC, Case IPR2014-00568, | IPR 2014-
Paper 12 (P.T.A.B. Sept. 8, 2014) (Decision Denying | 00568 Decision
Institution of Inter Partes Review)
Ex. 1205 | U.S. Patent No. 5,495,906 Furutani
Ex. 1206 | U.S. Patent No. 5,343,970 Severinsky "970
Ex. 1207 | S. Sasaki et al., Toyota’s Newly Developed Electric- Sasaki
Gasoline Engine Hybrid Powertrain System, 14"
International Electric Vehicle Symposium and
Exposition (December 1997)
Ex. 1208 | File History for U.S. Patent No. 7,455,134 "134 File
History
Ex. 1209 | Ford’s letter to Paice dated September 22, 2014 Ford Letter
Ex. 1210 | U.S. Provisional Application No. 60/100,095 ’095 Provisional
Application
Ex. 1211 | U.S. Provisional Application No. 60/122,296 ’296 Provisional
Application
Ex. 1212 | U.S. Patent No. 6,554,088 ’088 CIP Patent
Ex. 1213 | U.S. Application No. 09/822,866 ’866 CIP
Application
Ex. 1214 | U.S. Application No. 09/264,817 817
Application
Ex. 1215 | U.S. Application No. 09/392,743 743
Application
Ex. 1216 | [Not Used]
Ex. 1217 | Kozo Yamaguchi et al., Development of a New Yamaguchi
Hybrid System — Dual System, SAE Technical Paper | Paper
960231 (February 1996)(available at
http://papers.sac.org/960231/ )
Ex. 1218 | General Electric Company, Corp. Research & Dev., GE Final
Near-Term Hybrid Vebicle Program, Final Report - | Report
Phase 1 (October 1979)(available at
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Paice, LLC v. Toyota Motor Corp. et al., Case No.
2:04-cv-211, E.D. Texas, Claim Construction Order
(Sept. 28, 2005)

Toyota
Litigation
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Paice LLC v. Hyundai Motor Corp. et al., Case No.
2:12-cv-0499, District of MD, Baltimore Div., Paice
Opening Claim Construction Brief (Nov. 14, 2013)
(Ex. 1220 at 1-37.)

Paice Responsive Brief on Claim Construction (Dec.
16, 2013) (Ex.1220 at 38-81.)

Claim Construction Order (July 24, 2014) (Ex. 1220 at
82-122.)

Hyundai
Litigation

Ex. 1221

Ford Motor Co v. Paice LLC, Case IPR2014-00571,
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IPR2014-00571

Decision

Ex. 1222

Ford Motor Co v. Paice LLC, Case IPR2014-00579,
Paper 12 (P.T.A.B. Sept. 30, 2014) (Decision
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IPR2014-00579

Decision

Ex. 1223

Cimline, Inc. v. Crafco. Inc., No. 2010-1348 (Fed.
Cir. Opinion March 2, 2011)

Cimline

. 1224

U.S. Patent No. 913,846

Pieper

Ex. 1225

Michael Duoba, Ctr. for Transp. Research, Argonne
Nat’l Lab., Challenges for the Vebicle Tester in
Characterizing Hybrid Electric Vehicles, 7th CRC on
Road Vehicle Emissions Workshop (April 1997)
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http://www.osti.gov/scitech/biblio/516019.)

Duoba

. 1226

Society of Automotive Engineers Special Publication,
Technology for Electric and Hybrid Vebicles, SAE
SP-1331 (February 1998)(available at
http://www.wotldcat.org/title/technology-for-
electric-and-hybrid-vehicles/oclc/39802642.)

SAE SP-1331

. 1227

Catherine Anderson & Erin Pettit, The Effects of APU
Characteristics on the Design of Hybrid Control
Strategies for Hybrid Electric Vebicles, SAE

Anderson

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



http://ntrs.nasa.gov/search.jsp?R=19800017707
http://www.osti.gov/scitech/biblio/516019
http://www.worldcat.org/title/technology-for-electric-and-hybrid-vehicles/oclc/39802642
http://www.worldcat.org/title/technology-for-electric-and-hybrid-vehicles/oclc/39802642
https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




