
NY 798901v.1

UNITED STATES PATENT AND TRADEMARK OFFICE
___________________________

BEFORE THE PATENT TRIAL AND APPEAL BOARD
________________________________________________________________

ZHONGSHAN BROAD OCEAN MOTOR CO., LTD.;
BROAD OCEAN MOTOR LLC; and

BROAD OCEAN TECHNOLOGIES, LLC

Petitioners

v.

NIDEC MOTOR CORPORATION

Patent Owner

U.S. Patent No. 7,626,349
Issue Date: December 1, 2009

Title: LOW NOISE HEATING, VENTILATING AND/OR
AIR CONDITIONING (HVAC) SYSTEMS

PETITIONER’S MOTION FOR REHEARING
PURSUANT TO 37 C.F.R. §42.71(d)

Case No. IPR2015-00762

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


NY 798901v.1 - i -

TABLE OF CONTENTS

I. INTRODUCTION AND STATEMENT OF RELIEF
REQUESTED..................................................................................................1

II. LEGAL STANDARDS ...................................................................................3

III. BASIS FOR RELIEF REQUEST....................................................................4

A. The Board’s Decision Is Contrary To The
Consistent Interpretation Of 35 U.S.C. §315(c)
Sought To Be Maintained By The Patent Office........................4

B. Petitioner’s Second Petition Complied With
35 U.S.C. §§311 & 312(a)(3)(B) ................................................8

C. The Board Should Exercise Its Discretion And
Grant The Joinder Motion.........................................................10

IV. REQUEST FOR EXPANDED PANEL ON REHEARING.........................11

V. CONCLUSION..............................................................................................13

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


NY 798901v.1 - ii -

TABLE OF AUTHORITIES

Cases

ABB Inc. v. Roy-G-Biv Corp., IPR2013-00288 .........................................................5
Ariosa Diagnostics v. Isis Innovation Ltd., IPR2012-00022.....................................4
Chevron, U.S.A., Inc. v. Natural Res. Def. Council, Inc.,

467 U.S. 837 (1984) ...............................................................................................7
Lacavera v. Dudas, 441 F.3d 1380 (Fed. Cir. 2006) .............................................4, 8
Microsoft Corp. v. Proxyconn, Inc., IPR2013-00109................................................4
Samsung Elecs. Co. v. Virginia Innovation Scis., Inc., IPR2014-00557...................4
Skyhawke Technologies, LLC v. L&G Concepts, LLC,

Case IPR2014-01485 (PTAB Mar. 20, 2015) ......................................... 3, 7, 8, 12
Sony Corp. v. Yissum Research Dev. Co., IPR2013-00327.......................................5
Target Corp. v. Destiny Maternity Corp., IPR2014-00508............................. passim
Volkswagen v. EmeraChem, IPR2014-01555............................................................9
Yissum Research Dev. Corp. v. Sony Corp., Appeal No. 2015-1342........................2
Zhongshan Broad Ocean v. Nidec Motor, IPR2014-01121 ......................................1
Statutes

35 U.S.C. §311...........................................................................................................8
35 U.S.C. §312(a)(3)(B) ........................................................................................8, 9
35 U.S.C. §314(d) ....................................................................................................12
35 U.S.C. §315(b) ..................................................................................................8, 9
35 U.S.C. §315(c) ............................................................................................ passim
Other Authorities

PTAB Std. Oprt’g Proc. 1 §III(A)(2) (Rev. 14, May 8, 2015) ................................12
Regulations

37 C.F.R. §42.101(b) .................................................................................................8
37 C.F.R. §42.122(b) ........................................................................................ 1, 8, 9
37 C.F.R. §42.63(b) ...................................................................................................9
37 C.F.R. §42.71(d) ...............................................................................................1, 4

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


NY 798901v.1 - 1 -

Pursuant to 37 C.F.R. §42.71(d), the Petitioner, Zhongshan Broad Ocean

Motor Co., Ltd. et al. (“Petitioner”), requests rehearing of the Decision (Paper 12)

denying Petitioner’s Motion for Joinder and the resulting denial of the institution

of an inter partes review of U.S. Patent No. 7,626,349 (“the ‘349 patent”) based on

the sole ground raised in the Second Petition.

I. INTRODUCTION AND STATEMENT OF RELIEF REQUESTED

In the copending Zhongshan Broad Ocean v. Nidec Motor, IPR2014-01121,

on January 21, 2015, the Board declined to institute an inter partes review of

claims 1-3, 8-9, 12, 16 and 19 of the ‘349 patent under 35 U.S.C. §102(b) based on

Hideji Japanese Patent Publication JP 2003-348885 (“Hideji”) due to a lack of an

affidavit attesting to the accuracy of the filed English translation thereof, but did

institute an inter partes review of those same claims under §103 based on Bessler

and Kocybik. See IPR2014-01121, Paper 20 (Decision) at pp. 13 & 17. Within

one month of that Decision, on February 20, 2015, Petitioner timely filed the

subject Second Petition for inter partes review (IPR2015-00762) and an

accompanying motion for joinder with IPR2014-01121. See 35 U.S.C. §315(c);

37 C.F.R. §42.122(b). The Board concluded that there is a reasonable likelihood

that claims 1-3, 8, 9, 12, 16 and 19 are anticipated by Hideji. See Decision

(Paper 12) at p. 11. Nevertheless, the Board denied Petitioner’s motion for joinder

because the Board narrowly interpreted the phrase “join as a party” in 35 U.S.C.
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§315(c) to exclude a person who is already a party in the previously instituted IPR.

See Decision (Paper 12) at pp. 12-13. Consequently, the Second Petition was

denied and no inter partes review was instituted. See Decision (Paper 12) at p. 15.

On June 25, 2015, after Petitioner filed its Reply in support of its motion for

joinder (Paper 11) but before the Board’s July 20, 2015 Decision (Paper 12), the

Director of the United States Patent and Trademark Office (“Patent Office”) filed

an Intervenor’s Brief with the Federal Circuit in Yissum Research Dev. Corp. v.

Sony Corp., Appeal No. 2015-1342, which is attached hereto as Attachment A. In

its Intervenor Brief, the Patent Office told the Federal Circuit that “the Board has

consistently held [that] it …. has the discretion to join IPR proceedings, even if

§315(b) would otherwise bar the later-filed petition, and even if the petitions are

filed by the same party.” Attachment A at p. 18 (emphasis added). More

importantly, the Patent Office further told the Federal Circuit that by the Target

Decision Granting Petitioner’s Request for Rehearing (by expanded panel), “[t]he

USPTO thus has acted to ensure that its pronouncements remain consistent on this

issue, which is the antithesis of Yissum’s suggestion that the USPTO ‘can’t make

up its mind about the proper interpretation’ of §315(c).” Attachment A at p. 20

(quoting Appellant’s Br. at 33 (citing Skyhawke)). Lastly, in a footnote, the Patent

Office distinguished the SkyHawke Decision which was also cited by the Board in

the subject Decision (paper 12 at p. 12):
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