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l. Introduction

Petitioner does not contest that four of the five factors outlined in Garmin Int’l,
Inc. et al. v. Cuozzo Speed Techs. LLC, IPR2012-00001, Paper 26 (PTAB Mar. 5,
2013) for determining whether additional discovery is “necessary in the interest of
justice” weigh in favor of granting Patent Owner’s motion for targeted discovery.
(Paper 8 (“Opposition™)). As to the remaining factor (more than a possibility and
mere allegation that something useful will be found), Petitioner does not contest that
the requested discovery exists, but rather, asserts that it will not be “useful” because
Patent Owner is barred from using it.

According to the Petitioner, parties to a concluded inter partes review
proceeding are precluded from raising in a later inter partes review proceeding any
arguments that they could have raised in the earlier proceeding. Opposition at 4-8.
Specifically, Petitioner argues that because Patent Owner did not argue in IPR2014-
00746 that Petitioner was barred pursuant to 35 U.S.C. § 315(b) due to Petitioner’s
privity with a previous litigant, and instead elected to file a disclaimer to end that
proceeding, Patent Owner cannot raise the privity issue in this proceeding. Id.

This argument lacks merit. In addition to relying on a misapplication of the
relevant statutes, regulations, case law, and facts, the impropriety of Petitioner’s
position is clear: under Petitioner’s theory, its instant petition could not have been

brought because it is based on prior art that Petitioner could have presented in the
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earlier proceeding, but chose not to. Indeed, if Petitioner’s prelusion assertions are
accepted, dismissal of Petitioner’s petition in this proceeding would necessarily result.
Il1.  Petitioner’s Opposition Misapplies 37 C.F.R. § 42.73

Petitioner argues that 37 C.F.R. § 42.73(a) precludes Patent Owner from raising
privity as a ground of non-institution. Opposition at 4. In doing so, Petitioner
misrepresents the regulation. 37 C.F.R. § 42.73(a) relates to the scope of a judgment
and not its preclusive effect. The preclusive effect that results from a judgment is
specifically addressed in 37 C.F.R. § 42.73(d), which makes clear that any resulting
estoppel only applies on a patent claim by patent claim basis, or to such claims “not
patentably distinct” therefrom.

That is not the case here. In IPR2014-00746, review was instituted only for
claim 14. While an adverse judgment issued as to claim 14, that judgment did not
reach claims 1, 3, and 4, and Patent Owner has never taken any action inconsistent
with the judgment against claim 14. Moreover, Petitioner does not, nor can it, argue
that claims 1, 3, and 4 are not patentably distinct from claim 14.

Thus, Petitioner’s argument with respect to 37 C.F.R. § 42.73 relies entirely on
conflating the preclusive language of C.F.R. § 42.73(d) with part (a). Petitioner cites
no authority for doing so. Moreover, applying the preclusive effect of a judgment as
broadly as Petitioner proposes would improperly subsume the more limited scope of

part (d), leaving part (d) without any meaning.
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