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Petitioner Mako Surgical Corp. (“Petitioner”) respectfully petitions for inter 

partes review of claims 1-17 (the “Challenged Claims”) of U.S. Patent 

No. 6,205,411 (“the ’411 patent”) (Ex. 1001) in accordance with 35 U.S.C. §§ 311-

319 and 37 C.F.R. § 42.100 et seq. 

I. NOTICES AND STATEMENTS 

Pursuant to 37 C.F.R. § 42.8(b)(1), Petitioner identifies Mako Surgical Corp. 

and Stryker Corporation as the real parties-in-interest.  Pursuant to 37 C.F.R. 

§ 42.8(b)(2), Petitioner discloses as a related matter Mako Surgical Corp. v. Blue 

Belt Technologies, Inc., No. 0:14-cv-61263-MGC (S.D. Fla.) (the “Concurrent 

Litigation”).  Blue Belt Technologies, Inc. (“Patent Owner”) served Petitioner with 

counterclaims asserting infringement of the ’411 patent on September 2, 2014. 

Lead Counsel Back-Up Counsel 

Matthew I. Kreeger 

Registration No. 56,398 

Morrison & Foerster LLP 

425 Market Street 

San Francisco, CA 94105 

mkreeger@mofo.com 

Telephone: (415) 268-7000 

Facsimile:  (415) 268-7522 

Walter Wu 

Registration No. 50,816 

Morrison & Foerster LLP 

755 Page Mill Road 

Palo Alto, CA 94306 

wwu@mofo.com 

Telephone: (650) 813-5600 

Facsimile:  (650) 494-0792 

 
Pursuant to 37 C.F.R. § 42.8(b)(4), service information for lead and back-up 

counsel is provided above.  Pursuant to 37 C.F.R. § 42.104(a), Petitioner certifies 

that the ’411 patent is available for inter partes review and that the Petitioner is not 

barred or estopped from requesting an inter partes review challenging the patent 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Inter Partes Review of USPN 6,205,411 

 

2 
sf-3468564  

claims on the grounds identified in this Petition.  

II. INTRODUCTION 

The ’411 patent was filed on November 12, 1998.  It has three independent 

claims and 14 dependent claims, all directed to methods and systems for planning 

and guiding implantation of an artificial component into a joint (hip, knee, hand 

and wrist, elbow, shoulder, or foot and ankle).   The same systems and methods, 

however, were described in detail by several of the named inventors in articles 

published at least as early as 1996 and 1995, both well over a year before the ’411 

patent was filed.  As a result, the’411 patent claims are unpatentable. 

The ’411 patent is a continuation-in-part of an application filed February 21, 

1997, which issued as U.S. Patent No. 5,880,976 (“the ’976 patent”).  The 

independent claims of the ’411 patent, however, specifically recite implantation in 

“a hip joint, a knee joint, a hand and wrist joint, an elbow joint, a shoulder joint, 

[or] a foot and ankle joint.”  Other than the hip joint, this is new matter with no 

support in the parent application, as the parent merely disclosed a “joint” and only 

specifically discussed a hip joint.  This new matter is included in each claim that 

remains in the ’411 patent.  All of the claims are therefore entitled only to their 

actual filing date of November 12, 1998. 

The Examiner’s views on priority are unclear from the prosecution history.  

In an April 5, 2000, office action, the Examiner stated that because the scope of the 
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