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I. INTRODUCTION 

ATI Technologies ULC (“Patent Owner”)’s Motion for Observation of 

Cross-Examination of Petitioner’s Reply Witness Dr. Daniel Schonfeld (Paper No. 

32) contains argumentative observations and should be expunged. Petitioner 

reserves its right to move to expunge or strike Patent Owner’s observations. 

Nevertheless, to the extent the Board does not expunge Patent Owner’s 

observations, Petitioner submits the following responses to Patent Owner’s Motion 

for Observation on Cross-Examination of Petitioner’s Reply Witness Dr. Daniel 

Schonfeld. 

II. RESPONSES 

A. Response to Observation No. 1 

In Exhibit 2013, at page 53, lines 2 to page 56, line 6, Dr. Schonfeld testified 

that his discussion of switches 8 and 25 relate only to the last limitation of claim 

18—the simultaneous limitation which is the only limitation requiring any type of 

toggling. In Exhibit 2013, at page 57, line 22 to page 60, line 22 Dr. Schonfeld 

explained that recording can occur when switch 8 is set to contact A or B and 

explained the relation of the clock to switch 8. This testimony is relevant to 

establish Dr. Schonfeld’s opinion of the switches in Hatanaka and in particular, the 

relation of switch 8 to the clock 45. This testimony is also relevant to put Dr. 

Schonfeld’s testimony cited by Patent Owner in the proper context. 
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B. Response to Observation No. 2 

In Exhibit 2013, at page 67, lines 8 to 16 Dr. Schonfeld testified as follows: 

so the only thing I said is whatever rate is used for a particular  

hypothetical implementation of Hatanaka, as long as you doubled it or 

more, it would be sufficiently fast to allow for simultaneous  storage 

and decoding, assuming that you do not have a storage device with 

multiple heads or magnetic disk or optical disk or any of the other 

devices disclosed in Hatanaka. 

In Exhibit 2013, at page 68, lines 2 to 5 Dr. Schonfeld testified as follows: 

I cannot answer specific numbers in a vacuum. The only thing I can 

specify is double whatever the rate that is used in the normal operation 

of Hatanaka. 

See also id. at 15: 3-15. 

This testimony is relevant to establish Dr. Schonfeld’s understanding of the 

processing rate in order to perform simultaneous storing and decoding. This 

testimony is also relevant to put Dr. Schonfeld’s testimony cited by Patent Owner 

in the proper context. 

In Exhibit 2013, at page 71, line3 to page 73, line 25, Dr. Schonfeld 

explained the support in Hatanaka for his opinion that switch 25 would toggle. See 

also id. 19:14-20:13. This testimony is relevant to establish that Dr. Schonfeld’s 

opinions about the toggling of switches in Hatanaka are supported.   

C. Response to Observation No. 3 
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