
 

 
 

Case IPR2015-00283 
Patent 6,038,295 

 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

 

 
GOOGLE INC. 

Petitioner 
 

v. 
 

TLI COMMUNICATIONS LLC 
Patent Owner 

 
 

 
Case IPR2015-00283 

 
Patent 6,038,295 

 
 

PETITIONER GOOGLE INC.’S REPLY 
 
 
David M. Krinsky, Reg. No. 72,339 
Aaron P. Maurer, Reg. No. 44,911 
Kevin Hardy, admitted pro hac vice 
Samuel Bryant Davidoff, admitted pro hac vice 
Williams & Connolly LLP 
725 Twelfth Street, N.W. 
Washington, DC 20005 
Telephone:   202-434-5000 
Fax:  202-434-5029

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

i 

TABLE OF CONTENTS 
Page 

I. The Person of Ordinary Skill in the Art ............................................................. 4 

II. Patent Owner’s Arguments Regarding Claim 17 Are Contradicted by Its Own 

Expert ................................................................................................................. 4 

A. Wilska Discloses Transmitting Digital Images by Email ........................... 5 

1. A POSA Would Understand Wilska To Disclose the Use of Email 

Attachments ................................................................................................ 6 

2. Wilska Explicitly Teaches Using Email To Send Digital Images .............. 9 

B. A POSA Would Have Combined Wilska with Morikawa ....................... 13 

C. Morikawa Discloses the Extraction of User Prescribable Information .... 18 

1. Folder Specification Information Is Extracted ......................................... 19 

2. File Attribute Information Is User Prescribable ....................................... 22 

III. Patent Owner Has Offered No Evidence Rebutting the Board’s Preliminary 

Finding of Obviousness with Respect to Claims 18-24 ................................... 24 

A. Patent Owner Fails To Rebut Petitioner’s Expert’s Testimony on the 

Obviousness of Claims 19 and 20’s Use of Audio as Classification 

Information ............................................................................................... 25 

B. Patent Owner Fails To Rebut Petitioner’s Expert Testimony on the 

Obviousness of Claim 18 in View of Wilska, Morikawa, and Burstein .. 26 

C. Patent Owner Fails To Rebut Petitioner’s Expert’s Testimony on the 

Obviousness of Claim 22 in view of Wilska, Morikawa, and Partridge .28 

D. Patent Owner Offers No Response at All on Claims 21, 23, and 24 ....... 29 

IV. Claim 18 Is Also Indefinite .............................................................................. 29 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

ii 
 

TABLE OF AUTHORITIES 

FEDERAL CASES 

In re GPAC Inc., 57 F.3d 1573 (Fed. Cir. 1995) ....................................................... 9 

In re Sheckler, 438 F.2d 999 (C.C.P.A. 1971) ........................................................... 9 

OTHER AUTHORITIES 

Butamax Advanced Biofuels LLC v. Gevo Inc., IPR2014-00250 (P.T.A.B. Mar.    
13, 2015)……………………………………………………….........................29 

Ex Parte Andersen, No. 2009-3238, 2009 WL 982098 (B.P.A.I. Apr. 
10, 2009) ............................................................................................................... 9 

Qualtrics LLC v. OpinionLab, IPR2014-00356 (P.T.A.B. July 30, 
2015)………………………………………………………………...................29 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

1 
 

 
In response to Petitioner’s argument that U.S. Patent No. 6,038,295 (the 

“’295 patent”) is obvious in view of Wilska and Morikawa, Patent Owner argues:  

(1) that Wilska does not disclose sending digital images as attachments to email, 

see Paper 24 (Patent Owner’s Response) at 10; (2) that because Morikawa’s 

system is “proprietary” a person of ordinary skill in the art (“POSA”) could not 

have combined the email functionality disclosed in Wilska with Morikawa’s email 

system, see id. at 27; and (3) that in any event, Morikawa does not disclose 

“extracting” user prescribable classification information, i.e., “folder specification 

information,” see id. at 16.  These arguments are not supported by the evidence.  

Indeed, when Patent Owner’s own expert, Dr. Prasant Mohapatra, was asked about 

them in his deposition, he disagreed with each of Patent Owner’s positions.   

First, Dr. Mohapatra agreed that, contrary to what Patent Owner argued, a 

POSA would understand Wilska to disclose the transmission of digital images as 

attachments to email: 

Q. Consequently, a person of ordinary skill in the art 

would understand that a -- the Wilska device was 

disclosing the possibility of sending binary attachments 

over e-mail? 

A. Yes. 

Q. Including digital images? 

A. Yes. 
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Ex. 1047 (Mohapatra Dep.) at 79:18-24. 

Second, Dr. Mohapatra acknowledged that the Morikawa email system is 

not proprietary and could in fact be implemented using standard protocols: 

Q. So what the Morikawa patent is disclosing here is 

describing is that you might have attachment files 

attached to a message. 

Correct? 

A. Right. 

Q.  And that is something that a person of ordinary 

skill in that art would have been familiar with? 

A. Yes. 

Q.  That was possible using standard Internet protocols 

at the time? 

A. Yes. 

Q. Specifically SMTP and MIME? 

A. Yes. 

Ex. 1047 at 60:4-16.  Dr. Mohapatra further acknowledged that these protocols are 

the same ones a POSA would have understood to be used by Wilska to send email: 

Q. A person of ordinary skill in the art would 

understand that the Wilska device was disclosing 

electronic mail that could be compliant with RFCs 821 

and 822 [i.e., the SMTP standard]. 

Correct? 

A. Yes. 
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