Filed on behalf of Google Inc.

By: Andrew V. Trask
Williams & Connolly LLP
725 Twelfth Street, NW
Washington, DC 20005
Telephone: 202-434-5098
Facsimile: 202-434-5029
Email: atrask@wc.com

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

GOOGLE INC.
Petitioner

V.

TLI COMMUNICATIONS LLC
Patent Owner

Patent No. 6,038,295

PETITION FOR INTER PARTES REVIEW
OF U.S. PATENT NO. 6,038,295 (CLAIMS 17-24)

Mail Stop Patent Board

Patent Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

L. INEOAUCTION. ...ttt st 1

II.  Requirements of Petition and Mandatory NoOtiCes ..........cceevvveeerrieesiiveeennienns 1

A.  Grounds for Standing (37 C.F.R. § 42.104(2)) ...cccvvevevreeeerireeireenee, 1

B.  Real Party-in-Interest (37 C.F.R. § 42.8(b)(1))..cccvveeerieieciiieeieeeenee. |

C. Related Matters (37 C.F.R. § 42.8(b)(2)).ccccvvrereeeiiriieeeeciiieee e 1

D.  Counsel and Service Information (37 C.F.R. § 42.8(b)(3)-(4))............ 2

E.  Power of Attorney (37 C.F.R. § 42.10(b)) .cccvvvveeieeeeieeeeiee e, 2

F. Inter Partes Review Fee (37 CF.R. § 42.103) c..ovviiiiiiiiiiiiieeeee, 3

III.  Identification of Challenge and Relief Requested............ccocveeviiiniieniiennnnn. 3

IV, Background..........cccoioeiiiiiiiieccee ettt e en 5

A, The State 0f the Art....ccooiiiiiiiiiiee e 5

B, The *295 Patent .....c.cooiiiiiiiiiierieeeeeeeee e 7

C.  Summary of the Prosecution of the 295 Patent .............ccceveenneennnne. 11

D.  Summary of the Facebook /nter Partes Review Proceeding.............. 15

V.  Construction of the Challenged Claims...........c.ccceeevveeeiiiiinciieeeiee e, 16

VI.  Detailed Explanation of Grounds for Invalidity..........cccccoeeviirniieincineeneen. 17
A.  Ground 1: Claims 17 and 19-24 Are Obvious over Satoh in

VIEW Of WOIVEFION ... 18

1. Satoh/Wolverton Renders Independent Claim 17 Obvious......18

2. Satoh/Wolverton Addresses the Board’s Prior Concerns ......... 29

DOCKET

_ ARM

3. Satoh/Wolverton Renders Dependent Claims 19 Through

24 ODVIOUS «..veeniieiieeiieeieetee sttt sttt e 31
4. Satoh/Wolverton Claim Charts ..........cccceeveeeeriiieniieinieenieeen. 33
Ground 2: Claim 18 Is Obvious over Satoh in View of
Wolverton and in Further View of Bernardi ..............ccccoevevvevunnnn.n. 41

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

C. Ground 3: Claims 17, 19-21, 23, and 24 Are Obvious over
Wilska in View of Morikawa ..............ccccocceeviiiiiiiniiiniiiiiiiciiceen, 44
D.  Ground 4: Claim 18 Is Obvious over Wilska in View of
Morikawa and in Further View of Burstein ............ccccooevevcveniennen, 54
E.  Ground 5: Claim 22 Is Obvious over Wilska in View of
Morikawa and in Further View of Partridge ..............ccccooeevvveennnnnnn. 57
VIL  CONCIUSION ...ttt ettt et e e 60

DOCKET

_ ARM

11

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CASES

In re TLI Commc’ns LLC Patent Litig., MDL No. 2534, D.1. 2534

(JPMLL. JUne 12, 2014) ..oooeieieeeeeeeeee et 2
In re Trans Tex. Holdings Corp., 498 F.3d 1290 (Fed. Cir. 2007).....ccccveevveernens 17
Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005) ...cccvveviieieieeieeieeieeeee 17

TLI Communications LLC v. AV Automotive, L.L.C. et al., Case No.
1:14-cv-00139-TSE-JFA (E.D. Va. filed Feb. 10, 2014) .....cccoveervieieannneeen. 1

111

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

EXHIBIT LIST

Ex. 1001 | U.S. Patent No. 6,038,295, Apparatus and Method for Recording,
Communicating and Administering Digital Images (“the 295
patent”)

Ex. 1002 | Declaration of Kenneth A. Parulski (“Parulski Decl.”)

Ex. 1003 [ U.S. Patent No. 5,717,496, Electronic Imaging Apparatus (“Satoh”)

Ex. 1004 | Wolverton, V., RUNNING MS-DOS VERSION 6.2 (Microsoft Press,
6th ed. 1994) (“Wolverton)

Ex. 1005 | U.S. Patent No. 5,546,145, Camera On-Board Voice Recognition
(“Bernardi™)

Ex. 1006 | U.S. Patent No. 6,427,078, Device for Personal Communications,
Data Collection and Data Processing, and a Circuit Card
(“Wilska”)

Ex. 1007 | U.S. Patent No. 5,613,108, Electronic Mail Processing System and
Electronic Mail Processing Method (“Morikawa™)

Ex. 1008 | Burstein, A., et al., Using Speech Recognition in a Personal
Communications System, IEEE SuperComm International
Conference on Communications 1717-21 (June 1992) (“Burstein™)

Ex. 1009 | U.S. Statutory Invention Registration No. H1714, Automatic Still
Image Transmission Upon Call Connection (“Partridge”)

Ex. 1010 [ USER’S MANUAL, KODAK PROFESSIONAL DIGITAL CAMERA SYSTEM
(Eastman Kodak Company 1991-1992)

Ex. 1011 | Andy Williams, Electronic Picture Desks, IFRA Special Report 2.9
(1992)

Ex. 1012 | U.S. Patent No. 6,038,295 Applicant Response (Sept. 8, 1998)

Ex. 1013 [ Patent Owner’s Preliminary Response, Facebook, Inc. v. TLI
Commc’ns LLC, IPR2014-00566 (PTAB July 9, 2014)

Ex. 1014 | U.S. Patent No. 6,038,295 Office Action (June 5, 1998)

Ex. 1015 | U.S. Patent No. 6,038,295 Applicant Response (Mar. 1, 1999)

DOCKET

_ ARM

1\’

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




