
 
 

 

 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 
 

_________________________ 
 

GOOGLE, INC., 
Petitioner, 

 
v. 
 

TLI COMMUNICATIONS LLC, 
Patent Owner. 

 
_________________________ 

 
Case IPR2015-00283 

Patent 6,038,295 
_________________________ 

 
 

PATENT OWNER’S RESPONSE  
TO PETITON FOR INTER PARTES REVIEW  

OF U.S. PATENT 6,038,295 
 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 ii 

 
TABLE OF CONTENTS 

	  

I.	   INTRODUCTION ...................................................................................................1	  

II.	   OVERVIEW OF U.S. PATENT 6,038,295 .............................................................3	  

III.	   CLAIM CONSTRUCTION UNDER 37 C.F.R. § 42.104(B)(3) ............................6	  

A.	   CLASSIFICATION INFORMATION MUST BE 
PRESCRIBABLE BY A USER AND CHARACTERIZE THE 
DIGITAL IMAGES. ....................................................................................6	  

IV.	   ARGUMENT ...........................................................................................................7	  

A.	   THE COMBINATION OF WILSKA AND MORIKAWA LACKS 
EXTRACTED CLASSIFICATION INFORMATION THAT 
CHARACTERIZES THE DIGITAL IMAGES AND IS 
PRESCRIBABLE BY A USER OF THE TELEPHONE UNIT, AS 
REQUIRED BY CLAIM 17. .......................................................................8	  

B.	   WILSKA DOES NOT TEACH OR SUGGET TRANSMITTING 
DIGITAL IMAGES AS EMAIL ATTACHMENTS. ...............................18	  

C.	   MORIKAWA DOES NOT PROVIDE ANY SUGGETION FOR 
MODIFYING WILSKA. .............................................................................26	  

D.	   WILSKA AND MORIKAWA FAIL TO SUGGEST 
INCORPORATING AUDIO DATA AS THE CLASSIFICATION 
INFORMATION, AS REQUIRED BY CLAIM 19. .................................30	  

E.	   WILSKA AND MORIKAWA FAIL TO SUGGEST 
INCORPORATING AUDIO DATA AS THE CLASSIFICATION 
INFORMATION, WHERE THE AUDIO DATA INCLUDES 
LANGUAGE, AS REQUIRED BY CLAIM 20. .......................................33	  

F.	   CLAIM 18 IS PATENTABLE OVER WILSKA, MORIKAWA, 
AND BURSTEIN. ......................................................................................33	  

G.	   CLAIM 22 IS PATENTABLE OVER THE COMBINATION OF 
WILSKA, MORIKAWA AND PARTRIDGE. .............................................37	  

V.	   CONCLUSION ......................................................................................................39	  

 

III.

IV.

TABLE OF CONTENTS

INTRODUCTION ................................................................................................. ..1

OVERVIEW OF U.S. PATENT 6,038,295 ........................................................... ..3

CLAIM CONSTRUCTION UNDER 37 C.F.R. § 42.104(B)(3) .......................... ..6

A. CLASSIFICATION INFORMATION MUST BE

PRESCRIBABLE BY A USER AND CHARACTERIZE THE

DIGITAL IMAGES. .................................................................................. ..6

ARGUMENT ......................................................................................................... ..7

A. THE COMBINATION OF WILSKA AND MORIKA WA LACKS

EXTRACTED CLASSIFICATION INFORMATION THAT

CHARACTERIZES THE DIGITAL IMAGES AND IS

PRESCRIBABLE BY A USER OF THE TELEPHONE UNIT, AS

REQUIRED BY CLAIM 17. ..................................................................... ..8

B. WILSKA DOES NOT TEACH OR SUGGET TRANSMITTING

DIGITAL IMAGES AS EMAIL ATTACHMENTS. ............................. .. 18

C. MORIKA WA DOES NOT PROVIDE ANY SUGGETION FOR

MODIFYING WILSKA ............................................................................ ..26

D. WILSKA AND MORIKA WA FAIL TO SUGGEST

INCORPORATING AUDIO DATA AS THE CLASSIFICATION

INFORMATION, AS REQUIRED BY CLAIM 19 ................................ ..3o

E. WILSKA AND MORIKA WA FAIL TO SUGGEST

INCORPORATING AUDIO DATA AS THE CLASSIFICATION

INFORMATION, WHERE THE AUDIO DATA INCLUDES

LANGUAGE, AS REQUIRED BY CLAIM 20 ...................................... ..33

F. CLAIM 18 IS PATENTABLE OVER WILSKA, MORIKA WA,
AND BURSTEIN. .................................................................................... ..33

G. CLAIM 22 IS PATENTABLE OVER THE COMBINATION OF

WILSKA, MORIKA WA AND PARTRIDGE. ........................................... ..3 7

CONCLUSION .................................................................................................... ..39

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 iii 

 
 

TABLE OF AUTHORITIES 

CASES 
Alza Corp. v. Mylan Labs., Inc.,  

464 F.3d 1286 (Fed. Cir. 2006) ............................................................................. 7 
 
CFMT, Inc. v. Yieldup Int’l. Corp.,  

349 F.3d 1333 (Fed. Cir. 2003) ............................................................. 8, 9, 17, 29 
 
Grain Processing Corp. v. American Maize-Prods. Co.,  

840 F.2d 902 (Fed. Cir. 1988) ............................................................................. 36 
 
In re Fine,  

837 F.2d 1071 (Fed. Cir. 1988) ............................................................... 17, 33, 37 
 
In re Translogic Tech., Inc.,  

504 F.3d 1249 (Fed. Cir. 2007) ........................................................................... 32 
 
In re Wilson,  

424 F.2d 1382 (CCPA 1970) ........................................................................... 8, 17 
 
KSR Int’l Co. v. Teleflex Inc.,  

550 U.S. 398 (2007) ............................................................................................ 32 
 
Unigene Labs., Inc. v. Apotex, Inc.,  

655 F.3d 1352 (Fed. Cir. 2011) ............................................................................. 7 

  
 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 iv 

EXHIBIT LIST 

 

 

Ex. 2001 In re TLI Communications LLC Patent Litigation, Case No. 1:14-md-

02534 (EDVA), Memorandum Opinion, Feb. 6, 2015. 

 

Ex. 2002 Sharp J-SH04, Wikipedia (July 7, 2014, 11:15 AM), (retrieved from: 

http://en.wikipedia.org/wiki/J-SH04). 

 

Ex.  2003 Deposition of Kenneth Alan Parlulski, July 28, 2015. 

 

Ex.  2004 Excerpts from Tom Lichty, The Official America Online for 

Macintosh Membership Kit & Tour Guide (2d ed. 1994), pp. 1-‐48, 75-‐

163, 479-‐492, 501-‐524. 

 

Ex. 2005 Facebook, Inc. et al. v. TLI Communications, LLC, IPR2015-00778, 

Decision – Institution of Inter Partes Review, Paper 17 (P.T.A.B. 

Aug. 28, 2015). 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 v 

Ex. 2006 Alexander Schill et al., “Mobility aware Multimedia X.400 e-mail: A 

Sample Application Based on a Support Platform for Distributed 

Mobile Computing,” Proceedings of IMC 96 Workshop on 

Information Visualization and Mobile Computing, Zentrum für 

graphische Datenverarbeitung (Feb. 1996). 

 

Ex. 2007 Heiko Thimm et al., “A Mail-Based Teleservice Architecture for 

Archiving and Retrieving Dynamically Composable Multimedia 

Documents,” Proceedings of the Conference on Multimedia Transport 

and Teleservices, MMTT94 (1994). 

 

Ex. 2008 Declaration of Prasant Mohapatra.  

 

Ex. 2009 Prasant Mohapatra curriculum vitae.

Ex. 2006

EX. 2007

Ex. 2008

Ex. 2009

Alexander Schill et al., “Mobility aware Multimedia X.400 e-mail: A

Sample Application Based on a Support Platform for Distributed

Mobile Computing,” Proceedings of IMC 96 Workshop on

Information Visualization and Mobile Computing, Zentrum f1"1r

graphische Datenverarbeitung (Feb. 1996).

Heiko Thimm et al., “A Mail-Based Teleservice Architecture for

Archiving and Retrieving Dynamically Composable Multimedia

Documents,” Proceedings of the Conference on Multimedia Transport

and Teleservices, MMTT94 (1994).

Declaration of Prasant Mohapatra.

Prasant Mohapatra curriculum vitae.

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


