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Mylan v. Novartis
Motion for Joinder - U.S. Pat. 6,335,031

. INTRODUCTION
Mylan Pharmaceuticals Inc. (“Mylan”) submits concurrently herewith a
Petition for Inter Partes Review of U.S. Patent No. 6,335,031 (“the ’031

Patent”) based on identical grounds that form the basis for pending IPR

proceeding, Case No. IPR2014-00550 (“the Noven IPR”). Pursuant to 35
U.S.C. §315(c), Mylan respectfully moves that (1) this Petition be instituted
based on the same grounds, and (2) the present IPR be joined with the Noven
IPR. Mylan’s petition asserts identical grounds as asserted in the Noven IPR
petition, but Mylan seeks institution only on the three grounds of invalidity
instituted by the Board in the Noven IPR. See IPR2014-00550, Paper No. 10 at
28.

1. BACKGROUND AND RELATED PROCEEDINGS

Novartis AG and LTS Lohmann Therapie-Systeme AG (“Patent Owners™) are

the owners of the *031 Patent. On June 19, 2014, Patent Owners filed suit against
Mylan Inc. and Mylan Pharmaceuticals, Inc. for infringement of the 031 Patent in
Delaware, 1:14-cv-00777 (D. Del.); and on June 20, 2014, Patent Owners also filed suit
against Mylan Inc. and Mylan Pharmaceuticals, Inc. for infringement of the *031 Patent

in West Virginia, 1:14-cv-00106 (N.D. W.Va.) (collectively, “the Mylan Litigation™).
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Patent Owners have filed two suits against Noven for infringement of the *031
Patent: Novartis Pharm. Corp. et al. v. Noven Pharm. Inc., 1:13-cv-00527 (D. Del.); and
Novartis Pharm. Corp. et al. v. Noven Pharm. Inc., 1:14-cv-00111 (D. Del.)
(collectively, “the Noven Litigation™).

The 031 Patent is also being asserted in the following patent infringement
lawsuits: Novartis Pharm. Corp. et al. v. Par Pharm. Inc. et al., 1:11-cv-01077 (D. Del.);
Novartis Pharm. Corp. et al. v. Watson Labs. Inc. et al., 1:11-cv-01112 (D. Del.);
Novartis Pharm. Corp. et al. v. Alvogen Pine Brook Inc. et al., 1:13-cv-00052 (D. Del.);
Novartis Pharm. Corp. et al. v. Alvogen Pine Brook Inc. et al., 1:13-cv-00370 (D. Del.);
Novartis Pharm. Corp. et al. v. Actavis, Inc. et al., No. 1:13-cv-00371 (D. Del.);
Novartis Pharm. Corp. et al. v. Par Pharm. Inc. et al., No. 1:13-cv-01467 (D. Del.),
Novartis Pharm. Corp. et al. v. Zydus Noveltech Inc. et al., No. 1:14-cv-05405 (D.
N.J.); Novartis Pharm. Corp. et al. v. Zydus Noveltech Inc. et al., No. 1:14-cv-01104
(D. Del.); Par Pharm. Inc. et al. v. Novartis Pharm. Corp. et al., 1:14-cv-00843 (D.
Del.); Watson Labs Inc. v. Novartis Pharm. Corp et al., 14-1799 (C.A.F.C.); Novartis
Pharm. Corp et al. v. Par Pharm. Inc. et al, 15-1061 (C.A.F.C.); Novartis Pharm. Corp
et al. v. Par Pharm. Inc. et al, 15-1062 (C.A.F.C.); Par Pharm. Inc. v. Novartis Pharm
Corp. etal., 15-1120 (C.A.F.C.); and Par Pharm. Inc. v. Novartis Pharm Corp. et al., 15-

1121 (CAF.C)).
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Noven filed its petition for Inter Partes Review of the 031 Patent in the Noven
IPR on April 2, 2014. On October 14, 2014, the Board instituted trial on three of the
five proposed grounds of invalidity. See IPR2014-00550, Paper No. 10 at 28. Under
Rule 42.122, this Motion is timely as it is filed within one month of the institution of the
Noven IPR.

I1l. THE REQUIREMENTS FOR MOTION FOR JOINDER ARE MET

In accordance with the Board’s Representative Order identifying matters
to be addressed in a motion for joinder (IPR2013-00004, Paper No. 15, April 24,
2013), Mylan submits that joinder is appropriate because: (1) joinder will
promote efficient determination of the validity of the 031 Patent without
prejudice to Patent Owners or Noven; (2) Mylan’s petition raises the same
grounds of unpatentability as the Noven IPR; (3) joinder will not affect the
pending schedule in the Noven IPR nor increase the complexity of that
proceeding in any way; and (4) Mylan will agree to consolidated filings with
Noven to minimize burden and schedule impact.

a. Joinder Will Promote the Efficient Determination of
Validity Without Prejudice to the Patent Owners or Noven

Granting joinder and allowing a consolidated IPR will not prejudice Patent
Owners. Mylan raises no issues that are not already before the Board, such that

joinder would not affect the timing of the IPR or the content of Patent Owners’
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responses. Indeed, Mylan’s Petition challenges the same claims and is based on

the same grounds and same combinations of prior art considered by the Board in

instituting trial in the Noven IPR. Since Mylan’s Petition does not raise any new
issues beyond those already considered by Patent Owners, Mylan does not
anticipate that Patent Owners will need a substantial amount of time to complete
its Preliminary Response, should it choose to file one. Likewise, as Mylan agrees
to consolidated filings with Noven, Patent Owners will not need to coordinate
with or respond to arguments by more parties than they already do.

Noven also will not be prejudiced by the Board’s grant of this Motion and
consolidation of Mylan’s IPR with the Noven IPR. Mylan agrees to act in a
limited “understudy” role, and will assume an active lead role only in the event
that Noven settles with the Patent Owners or otherwise ceases to participate.

Moreover, a final written decision on the validity of the 031 Patent will
minimize issues in the Mylan Litigation, the Noven Litigation, and potentially
resolve the litigation of the *031 Patent altogether thereby promoting the efficient
determination of validity. If the Board permits Mylan to join the Noven IPR, and
the 031 Patent is upheld in a final decision, Mylan will be estopped from further
challenging the validity of the patent on these grounds, avoiding duplication of

Patent Owner’s efforts at least as to Mylan and Noven. See 35 U.S.C.

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




