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 Patent Owners Novartis AG and LTS Lohmann Therapie-Systeme AG 

respectfully submit this Preliminary Response to the Petition of Mylan 

Pharmaceuticals Inc. seeking inter partes review of U.S. Patent No. 

6,335,031 (“’031 patent”). 

I. The Board Should Deny Institution Of Grounds 1 And 2  
Because Mylan Does Not Seek Institution Of Those Grounds 

 Mylan’s IPR petition asserts the following five grounds, which are 

identical to the five grounds asserted by Noven Pharmaceuticals Inc. in the 

petition for IPR2014-00550 (“Noven IPR”): 

1. Claim 15 is anticipated by Elmalem; 
 
2. Claims 16 and 18 are obvious over Elmalem and the Handbook; 
 
3. Claims 1, 2, 7, 15 and 18 are obvious over Enz and the 

Handbook, optionally in view of Rosin and/or Elmalem and/or 
Ebert; 

 
4.  Claims 3 and 16 are obvious over Enz and the Handbook and/or 

Rosin and/or Ebert; and 
 
5. Claims 1, 2, 3, 7, 15, 16 and 18 are obvious over Enz and 

Sasaki. 
 
 On October 14, 2014, the Board in the Noven IPR instituted grounds 

3-5 (IPR2014-00550, Paper 10 at 10-26), but denied grounds 1 and 2 in view 

of the fact that grounds 3-5 provided sufficient alternatives for the petitioner 

to challenge the patentability of claims 15, 16 and 18.  (Id. at 26-27.) 
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 On November 13, 2014, Mylan moved under 35 U.S.C. 315(c) (Paper 

3) to join this IPR with the Noven IPR.  Mylan in its joinder motion admits 

that its IPR petition is identical to the Noven IPR petition.  (Paper 3 at 1, 6).  

Mylan also admits that “[a]lthough Mylan has submitted a verbatim copy of 

the Noven petition, including the grounds not instituted by the Board [i.e., 

grounds 1 and 2], Mylan seeks institution only as to the three grounds of 

invalidity already instituted by the Board in the Noven IPR [i.e., grounds 3-

5].”  (Id. at 6, emphasis added; see also Paper 12 at 5.) 

 In view of (i) Mylan’s express representation that it does not seek 

institution of grounds 1 and 2, (ii) the Board’s mandate to ensure the 

efficient resolution of these IPR proceedings, and (iii) the Board’s previous 

October 14, 2014 decision in the Noven IPR denying grounds 1 and 2, 

Patent Owners respectfully request that the Board deny grounds 1 and 2 in 

this IPR. 

II. The Board Should Deny Institution Of Ground 1  
Because Elmalem Does Not Anticipate Claim 15 

 Independent of Mylan’s express representation that it does not seek 

institution of ground 1, Patent Owners respectfully request that the Board 

deny ground 1 because Elmalem does not anticipate claim 15. 
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