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Contemporaneously with this motion, Toyota Motor Corporation (“Toyota” or
“Petitioner”) has filed a Petition for Inter Partes Review (“IPR”) of claims 10, 11, 16,
17,19, 20, and 23 of U.S. Patent No. 5,845,000 (“the 000 patent”). Toyota
respectfully requests that its Petition be granted and that the proceedings be joined in
accordance with 35 U.S.C. § 315(c), 37 C.F.R. § 42.22, and 37 C.F.R. § 42.122(b) with
an already instituted IPR filed by Mercedes-Benz USA LLC (“Mercedes”) that also
relates to the 000 patent: Mercedes-Benz USA, 1LLLC, v. American Vebicular Sciences, I.1.C,
Case No. IPR2014-00647 (the “Mercedes IPR,” or “Mercedes’ IPR”).

Toyota’s petition challenges the same independent claims (and all but one of
the dependent claims) on grounds that are the same as those that are now part of the
Mercedes IPR. In its decision instituting the Mercedes IPR, the Board concluded
that the 000 patent’s claims are likely to be found unpatentable as obvious in view of
U.S. 6,553,130 to Lemelson (“Lemelson”). Even though the Board found that
Lemelson does not expressly disclose claim limitations requiring that the trained
pattern recognition algorithm be “generated from data of possible exterior objects and
patterns of received electromagnetic illumination from the possible exterior objects,”
or “generated from data of possible sources of radiation including lights of vehicles
and patterns of received radiation from the possible sources,” the Board noted that
these limitations would be obvious from Lemelson in view of the knowledge of a
person skilled in the art and/or in view of other prior art. (IPR2014-00647, Paper 13,

at 16-17.)
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In an earlier filed and presently pending IPR, (IPR 2013-00424), Toyota
contends that the same ’000 patent claims are anticipated by Lemelson. The patent
owner, American Vehicular Sciences, LLC (“AVS”), has responded that these claims
are not anticipated because Lemelson fails to disclose the “generated from”
limitations discussed above. In reply, however, Toyota was not allowed during
discovery to interrogate AVS’s expert about whether this limitation would be obvious,
or indeed, whether the AVS expert was effectively admitting this limitation would be
obvious, because Toyota had not anticipated AVS’s response based on the “generated
from” limitations and, therefore, had not included an argument that this limitation
was obvious in the original petition. Now that Mercedes, with prior knowledge of the
proceedings in Toyota’s earlier IPR, has squarely placed the obviousness of the
“generated from” limitation in issue, and now that the Board has found that the
claims of the 000 patent are likely to be found unpatentable for that reason, this
critically important obviousness issue should be finally resolved on the merits. These
are the only grounds for unpatentability raised by Toyota’s current petition: the
obviousness of the 000 patent’s claims over Lemelson itself, or Lemelson combined
with other prior art.

The Board should exercise its discretion and authorize joinder in this case.
Joinder is appropriate and will ensure the just, speedy, and inexpensive resolution of
both the Mercedes IPR and Toyota’s petition. Most importantly, joinder will avoid

possibly conflicting results, inequity, and undue prejudice. For instance, AVS has
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dropped its infringement claims against Mercedes making it likely that the Mercedes
IPR will terminate prior to the issuance of a final written decision. (See IPR2014-
00647, Paper 15, at 2.) 'This will force Toyota to litigate obviousness issues raised by
the Mercedes IPR (which the Board has already determined are likely to render the
’000 patent unpatentable, and which Toyota was unable to raise in the instituted -
00424 proceeding) in district court. Joinder will avoid this by allowing Toyota to
continue pursuing obviousness grounds raised by the Mercedes IPR even if Mercedes
itself withdraws. Joinder would also be highly efficient and appropriate for other
reasons. For instance, the Lemelson-based obviousness issues raised by Toyota’s
petition are identical to those in the Mercedes IPR. Thus, joinder will avoid
unnecessary duplication. Indeed, while Toyota reserves its rights to participate to the
extent it deems necessary, to the extent Mercedes continues to press forward with its
IPR, Toyota does not anticipate it will need to participate actively, take separate
discovery beyond the defense of its expert, or add duplicative filings to the
proceedings.

Joinder should also not significantly affect the schedule in the Mercedes IPR,
or increase the complexity of that proceeding in any significant or meaningful way.
Joinder will likewise allow for a substantially reduced volume of filings and discovery.
And, neither patent owner American Vehicular Sciences, LLC (“AVS”) nor Mercedes

will be unduly prejudiced by joinder.
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Finally, if the Board issues its final written decision in connection with Toyota’s
first IPR (IPR2013-00424) and finds some of the claims at issue to be not
unpatentable on the grounds instituted, it is possible that AVS may argue that in view
of that decision, 35 U.S.C. § 315(¢)(1) would somehow require that Toyota be
estopped from maintaining its second IPR or joining the Mercedes IPR . This is not
the case. Estoppel extends only to “any ground that the petitioner raised or
reasonably could have raised during” an earlier IPR that reached final written decision.
Here, Toyota was prevented from addressing the obviousness of the “generated
from” limitations during its first IPR. Toyota also did not anticipate AVS’s argument
regarding the “generated from” language at least in part because it believed that, if real
data, simulated data and partial data were equally possible ways to train a pattern
recognition system, as AVS has argued, then Toyota believed that the “generated
from” language would become a non-limiting process limitation in an apparatus claim
that merely specifies the process by which the apparatus’s algorithm is generated
without affecting the ultimate structure of the algorithm. Accordingly, the
obviousness of the “generated from” limitation is not an issue or grounds that Toyota

“raised or reasonably could have raised” during the eatlier IPR, and estoppel does not

apply.
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