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Application No. Applicant(s)

10/699,555 MARCUS ET AL.

Office Action Summary Examine,

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE .3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however. may a reply be timely filed
after SIX (6) MONTHS from the mailing date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date 01 this communication. even if timely filed, may reduce any
earned patent term adjustment. See 37 CFR 1.704(b).

Status

UK Responsive to communication(s) filed on 31 October 2003.

2a)l:I This action is FINAL. 2b)IZ This action is non-final.

3)[:I Since this application is in condition for allowance except for formal matters, prosecution as to the merits is

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)IZ Claim(s) 1 3-21 and 23-55 is/are pending in the application.

4a) Of the above claim(s) __ is/are withdrawn from consideration.

5)IZI Claim(s) 29 32-42 and 54 is/are allowed.

6)I:l Claim(s) 1 5-19 23-28 30 31 43-46 49-53 and 55 is/are rejected.

7)IZ Claim(s) 3 4 20 21 47 and 48 is/are objected to.

8)I:] Claim(s) are subject to restriction and/or election requirement.

Application Papers

9)lj The specification is objected to by the Examiner.

10)l:l The drawing(s) filed onj is/are: a)I:I accepted or b)I:I objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d).

11)l:] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO—152.

Priority under 35 U.S.C. § 119

12)I:I Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)—(d) or (f).

a)[:] All b)[:] Some * c)l] None 01:

1.l:] Certified copies of the priority documents have been received.

2.l:l Certified copies of the priority documents have been received in Application No. __

3|] Copies of the certified copies of the priority documents have been received in this National Stage

application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) IX] Notice of References Cited (PTO-892) 4) El Interview Summary (PTO-413)
2) E] Notice of Draftsperson's Patent Drawing Review (PTO-948) PEPE’ N°(S)/M3" Date"j -
3) IX! Information Disclosure Statement(s) (PTO/SB/08) 5) [3 Notlce 0‘ '"'°""a' Pater“ APP"°a*'°"

Paper No(s)/Mail Date 10431103; 549405; 5(15(06. 6) C] Other: __.
US. Patent and Trademark Office

PTOL-326 (Rev. 08-06) Office Action Summary Pan of Paper No./Mail Date 20061001
f 
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DETAILED ACTION

Election/Restrictions

1. Applicant's election with traverse of species # 1 in the reply filed on 7/14/2006 is

acknowledged. The traversal is on the ground(s) that Figures 4a-4b, 5a-5b, 6a-6b, and 7a—7b, are

only illustrative of the above mentioned variations in the input elements disposed on the first and

second assembly of the human interface device. This is found persuasive and all claims 1, 3-21,

and 23-55 will be examined as follows.

Claim Rejections - 35 USC § 102

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for
patent by another filed in the United States before the invention by the applicant for patent, except that an
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this
subsection of an application filed in the United States only if the international application designated the United
States and was published under Article 21(2) of such treaty in the English language.

2. Claims 1, 5, 6, 12, 13, 17-19, 24-28, 30, 31, 43, 49-53, and 55 are rejected under 35

U.S.C. 102(e) as being anticipated by Liebenow et al. (6,909,424).

Regarding claims 1, 12, 17, and 43, Liebenow teaches of a hand-held electronic device (Fig. 1,

reference character 100) comprising a memory configured to store a plurality of applications,

wherein each application is associated with a set of functions (Fig. 13, reference character 504);

a processor configured to process a selected one of the plurality of applications (Fig. 13,

reference character 502); a first input assembly having a plurality of input elements on a first

surface configured to receive input from a human user through manipulation of the plurality of

f 
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input elements, wherein at least one of the input elements on the first surface is configured to

selectively map to one or more input functions, including more than one text input functions, of

the set of functions associated with the selected one of the plurality of applications (col. 4, lines

33-43, col. 8, lines 45-67, and col. 9, lines 53-67); and a second input assembly having one or

more input elements on a second surface configured to be manipulated by one or more of the

human user's fingers, wherein each one of the input elements on the second surface is further

configured to be selectively mapped to one or more input functions of the set of functions, or to a

different shifting function, corresponding to the selected one of the plurality of applications

wherein manipulation of one of the selectable active area causes the text symbol function of the

one or more input elements of the first surface to change (col. 5, line 36-col. 6, line 17, col. 8,

lines 45-67, and col. 9, lines 53-67) further wherein the plurality of input elements on the first

surface and the one or more input elements on the second surface are arranged so as to

substantially optimize a biomechanical effect of the human user's hand (see Figs. 3, 4, and 7, and

col. 4, line 13-25).

Regarding claim 24, Liebenow further, teaches of a method for inputting data on a hand-held

electronic device, wherein at least one of the input elements is further configured lo map to a

plurality of symbols in a data input mode, wherein each of the plurality of symbols is associated

with a unique index position identifier (col. 4, lines 33-43, col. 8, lines 45-67, and col. 9, lines

53-67), and a second surface having one or more selection elements configured to be

manipulated by one or more of the human user's fingers, wherein each selection element

corresponds to one of the unique index position identifiers (col. 5, line 36-col. 6, line 17, co]. 8,

f 
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lines 45-67, and col. 9, lines 53-67), further wherein the plurality of input elements and the one

or more selection elements are arranged to substantially optimize a biomechanical effect of the

human user's hand (see Figs. 3, 4, and 7, and col. 4, line 13-25), the method comprising

executing a selected application from a plurality of applications, wherein the selected application

is associated with a set of functions; detennining the index position identifier of a desired symbol

to be inputted based on the functions associated with the selected application; pressing the

selection element corresponding to the index position identifier of the desired symbol with

any digit or object held in the human user's hand; and pressing the input element configured to

map to the desired symbol with any digit or object held in the human user's hand (col. 4, lines

33-43, col. 5, line 36-col. 6, line 17, col. 8, lines 45-67, and col. 9, lines 53-67).

Regarding claim 28, Liebenow, further, teaches of a method of inputting data on a hand-held

electronic device comprising a plurality of input elements in a thumb-manipulated assembly to

substantially optimize a biomechanical effect of the human user's thumb and fingers (see Figs. 3,

4, and 7, and col. 4, line 13-25), wherein at least one input element is mapped to more than one

text function, and one or more selection elements in a finger-manipulated input assembly,

wherein each selection element is mapped to a unique shift position (col. 4, lines 33-43, col. 5,

line 36-col. 6, line 17), the method comprising executing a selected text application from a

plurality of applications, wherein the selected application is associated with a set of functions;

pressing a desired selection element of the finger-manipulated input assembly with a human

finger to select a desired shift position the selected text application; and pressing a desired input

element of the thumb-manipulated input assembly with a human thumb to input a desired text

f 
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