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I. Introduction 

 Sony Corporation, Sony Electronics Inc., Sony Mobile Communications 

AB, and Sony Mobile Communications (USA) Inc. (collectively, “Petitioners”) 

hereby respectfully request rehearing of the May 21, 2015 Decision (“Decision”), 

granting-in-part and denying-in-part institution of trial.  In rendering its decision, 

the Board overlooked the fact that claims 1–3, 8, 15–18, and 25 of U.S. Patent No. 

7,296,121 (“the ’121 patent”) contain limitations that are not disclosed in ’121 

patent’s alleged parent application.  As such, the Board incorrectly determined that 

Koster is not prior art to these claims.  Furthermore, the Board may have 

misapprehended the Petitioners’ application of Luick to the claim limitation of 

“cache memory.”  Accordingly, Petitioners respectfully submit reconsideration of 

the denial to institute several of Petitioners’ proposed grounds for unpatentability 

of the challenged claims. 

II. Applicable Rules 

 37 C.F.R. § 42.71(d) states: 

(d) Rehearing. A party dissatisfied with a decision may file a request 

for rehearing, without prior authorization from the Board. The burden 

of showing a decision should be modified lies with the party 

challenging the decision. The request must specifically identify all 
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matters the party believes the Board misapprehended or overlooked, 

and the place where each matter was previously addressed in a 

motion, an opposition, or a reply. A request for rehearing does not toll 

times for taking action. Any request must be filed: 

(1) Within 14 days of the entry of a non-final decision or a decision to 

institute a trial as to at least one ground of unpatentability asserted in 

the petition; or 

(2) Within 30 days of the entry of a final decision or a decision not to 

institute a trial. 

In accordance with 37 C.F.R. § 42.71(d)(1), this request is being filed within 

14 days of entry of a decision to institute trial as to at least one ground of 

unpatentability asserted in the petition. 

III. Requested Relief 

 Petitioners respectfully request rehearing of the Board’s decision: (i) not to 

institute a review on Ground A for claims 1–3, 8, 15, 16, and 25 of the ’121 patent; 

(ii) not to institute a review on Ground B for claims 17 and 18 of the ’121 patent; 

(iii) not to institute a review on Ground D for claims 15 and 25 of the ’121 patent; 

(iv) not to institute a review on Ground E for claims 1–3, 8, 11, 12, 14–18, 24, and 

25 of the ’121 patent; (v) not to institute a review on Ground F for claims 19–23 of 
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the ’121 patent; and (vi) not to institute a review on Ground G for claims 15 and 25 

of the ’121 patent.  Petitioners respectfully request that the Board institute a review 

on these Grounds for the challenged claims as part of IPR2015-00158. 

IV. Argument 

 A. Grounds A, B, and D (Koster) 

 With respect to the requests for rehearing based on Koster (Grounds A, B, 

and D), each of these requests focuses on the same issue:  whether the challenged 

claims of the ’121 patent are properly supported by its alleged parent continuation-

in-part application, U.S. Application No. 10/288,347 (“the parent application”).  

Proper support would exist only if the parent application discloses a “probe 

filtering unit” that uses  “probe filtering information” in connection with “nodes” 

as claimed in the ’121 patent. 

 Petitioners proffer Koster as §102(e) prior art.  Petition at 7.  Koster’s filing 

date of July 13, 2004 is before the filing date of U.S. Application No. 10/966,161 

(“the ’161 application”)—October 15, 2004—which issued as the ’121 patent.  

However, the Board found that claims 1–3, 8, 15–18, and 25 of the ’121 patent are 

entitled to the filing date of the parent application—November 4, 2002.  Decision 

at 18.  The Board thus found that Koster is not prior art to these claims.  Decision 

at 18. 
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 As discussed in the Petition, the parent application does not disclose the 

“probe filtering unit” as claimed by the ’121 patent, and therefore, any claim in the 

’121 patent that contains this limitation is not entitled to the priority date of the 

parent application and may be challenged by Koster under § 102(e).  Petition at 4–

7.  The Petition acknowledges that the parent application includes some discussion 

of “probe filtering information” which the Board concluded provides support for 

the claimed “probe filtering unit.”  Decision at 17–18.  However, it is respectfully 

submitted that in doing so, the Board overlooked the fact that the definition of 

“probe filtering information” was broadened significantly between the parent 

application and the ’161 application.  Petition at 6–7.  Specifically, the parent 

application expressly defines the term “probe filtering information” as “[a]ny 

criterion that can be used to reduce the number of clusters probed from a home 

cluster.”  .Petition at 6.  But in the ’161 application, the definition of the term 

“probe filtering information” was expressly broadened to also include “nodes”:  

“[a]ny criterion that can be used to reduce the number of clusters or nodes probed 

. . ..”  Petition at 6–7.  Thus, Patent Owner broadened the term “probe filtering 

information” in the ’161 application to include criterion used to filter probes 

transmitted to clusters or nodes which is not supported by the parent applications’ 

disclosure of criterion used to filter probes transmitted to just clusters.  Petition at 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


