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l. RELIEF REQUESTED AND STATEMENT OF FACTS

Pursuant to 35 U.S.C. § 317(a), 37 C.F.R. 8§ 4Ai@,the Board’s
authorization of this motion by e-mail on April Z8)15, Petitioners Agila
Specialties Inc. and Mylan Pharmaceuticals Ind, Ratent Owner Cubist
Pharmaceuticals, Inc., jointly request terminatbinter Partes Review (“IPR”)
IPR2015-00143 of U.S. Patent No. 8,058,238.

1. Brief Explanation of Why Termination is Appropriate

Agila Specialties Inc. and Mylan Pharmaceuticats fited a Petition for
IPR in this proceeding on October 23, 2014 (Papearid Cubist Pharmaceuticals,
Inc.’s Preliminary Response was filed on Februar®5 (Paper 14). A decision
whether to institute thisiter partes review has not yet been issued by the Board.
The parties have reached a settlement agreemueithidraw the IPR petition and
to terminate thisnter partesreview.

This agreement has been made in writing, and aatndecorrect copy is
filed with this Office, pursuant to 35 U.S.C. 8 3); as Exhibit 1040. Because
the document is also being filed on the public @ébdk related district court
litigation, there is no need for it to be treatsccanfidential or kept separate from

the present case files.
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Termination is thus proper because the partieslyaiaquest termination
and the Office has not yet issued an institutiorigden or otherwise decided the
merits of the proceeding.

2. Related Litigation Involving the Patent at Issue

There is a singlpending related district court litigation involving the
parties to this proceedinQubist Pharmaceuticals, Inc. v. Srides, Inc. and Agila
Soecialties Private Limited, Case No. 13-cv-1679-GMS, in the United States
District Court for the District of Delaware (the éRited Litigation”). The parties in
the Related Litigation are Plaintiff Cubist Pharmattcals, Inc. (“Cubist”) and
Defendants Strides, Inc. (n/k/a Agila Specialties )l and Agila Specialties Private
Limited (collectively, “Agila”). Cubist and Strigg Inc. are also parties to this
Inter partes review proceeding.

The parties have identified other related litigatroatters in their
respective notices filed with the Board, i.e., Rdpe. 4; Paper 7, pp. 2-3; and
Paper 12, pp. 2-3. These matters are either n@iqrending or involve other
defendants.

3. Related Proceedings Currently Before The Office

As between the instant parties there are thrediaddi proceedings
involving the patent, IPR2015-00141, IPR2015-00512] IPR2015-00144, and

there are other IPRs involving the parties on d#ifé patents that are also at issue
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in the Related Litigation. The various IPRs argirtisorresponding patents are as
follows:-

IPR2015-00131 (Patent No. 6,468,967);

IPR2015-00132 (Patent No. 6,852,689);

IPR2015-00140 (Patent No. 8,129,342);

IPR2015-00141 (Patent No. 8,058,238);

IPR2015-00142 (Patent No. 8,058,238);

IPR2015-00143 (Patent No. 8,058,238); and

IPR2015-00144 (Patent No. 8,058,238).
Similar Joint Motions to Terminate Proceedingsas® being filed in the above-
listed IPR proceedings. The Office has not yatadsan institution decision in any
of these proceedings.

A petition for IPR has been filed by Fresenius-KdBA LLC against
Patent No. 6,852,689, i.e., IPR2015-00223, andchag&atent No. 6,468,967 i.e.,
IPR2015-00227. The Fresenius-Kabi IPR petitionshatepart of this agreement.

4. Current Status of the Related Litigation

Cubist previously filed a complaint against Agiethe Related
Litigation alleging infringement of U.S. Patent N6és468,967, 6,852,689,
8,058,238, and 8,129,342. On April 23, 2015, Cudmsl Agila filed with the

Delaware Court a “Stipulation to Narrow Issueshie Litigation, Covenant Not to
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Sue, and Settlement of IPR Proceedings” (the “&itmpn”). As more fully set
forth in the Stipulation filed herewith, Plaintdyreed to limit the asserted claims
against Agila in the Related Litigation and covetledmot to sue Agila for
infringement of the remaining unasserted claimsxchange for Defendants
stipulating to infringement for the purposes of Redated Litigation to the extent
the asserted claims are not found invalid or uneefable pursuant to a final non-
appealable decision andter alia, requesting termination of thister partes
review proceeding.
.  CONCLUSION
For the foregoing reasons, Petitioners Agila Speesalnc. and Mylan

Pharmaceuticals Inc., and Patent Owner Cubist Fdeuticals, Inc. respectfully
request termination of Case No. IPR2015-00143 wnmglU.S. Patent No.
8,058,238.

Respectfully submitted,
Date: April 27, 2015 /Peter R. Munson/

Peter R. Munson, Lead Counsel

Reg. No. 43,821

Counsel for Petitioner Agila Specialties
Inc. and Mylan Pharmaceuticals Inc.

Date: April 27, 2015 /Emily R. Whelan/
Emily R. Whelan, Lead Counsel
Reg. No. 50,391
Counsel for Patent Owner Cubist
Pharmaceuticals, Inc.

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




