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l. Introduction

Petitioner Microsoft filed a Petition for Inter Partes Review of U.S. Patent
No. 8,380,244 (Paper No. 1) (the “Petition”), along with a Motion for Joinder
(Paper No. 3) ( the “Motion”). This Motion would join the Petition with the inter
partes review in ZTE Corporation v. IPR Licensing, Inc., IPR2014-00525 (the
“ZTE IPR”).

Patent Owner respectfully opposes the Motion. As Patent Owner will set
forth in greater detail in its Preliminary Patent Owner’s Response, the Petition is
substantively duplicative to the currently pending ZTE IPR. Petitioner admits that
it is based on the same grounds and same combinations of prior art. See, e.g.,
Paper No. 3 at 4. Yet, the Petition introduces new information that would
unnecessarily complicate the proceedings in the ZTE IPR and the Petitioner fails to
explain why this new information is required for the resolution of the ZTE IPR, or
why the Board cannot address the merits of the very same prior art and arguments
without Petitioner. Moreover, denying the Motion will not harm the Petitioner, as
it constructively chose not to timely file its Petition earlier. The Patent Trial and

Appeals Board (the “Board”) should exercise its discretion and deny the Motion.
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1. Response to Petitioner’s Statement of Facts

Patent Owner does not dispute the facts set forth in this section of the
Motion. However, facts admitted elsewhere in Petitioner’s Motion and its Petition,
as well as certain omitted facts, compel denial of the Motion.

On September 3, 2013, Petitioner announced that it would purchase
substantially all of Nokia’s Devices & Services business, which ultimately included
the acquisition of Nokia, Inc. (“Nokia”) by Petitioner’s wholly-owned subsidiary
Microsoft Mobile Oy (“MMQO”). Despite being sued for patent infringement under
the ‘244 patent in March, 2013, Nokia (now wholly-owned by Petitioner) did not
join co-defendant ZTE in filing its IPR request. Nor did Nokia file its own IPR
request within the time period set forth under 35 U.S.C. § 315(b). Rather, Petitioner
waited opportunistically until after the institution of the ZTE IPR. The Motion
ignores these facts. The Motion also fails to acknowledge that in related legal
proceedings, Petitioner has expressly elected to assume all liabilities of Nokia,
including all “defenses, rights of offset or counterclaims related to the Assumed
Liabilities” for purposes of those related proceedings. Ex. 2001 (MMQO’s Brief
Regarding Substitution of Parties, Interdigital Commc’ns, Inc. v. Nokia Corp., No.
1:13-cv-00010, D.1. 303 at 6 (D. Del. July 22, 2014)).

Finally, Petitioner admits that the Petition is duplicative of the Grounds

initiated in the ZTE IPR, as set forth below. See, e.g., Paper No. 1 at 14. Thus,
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Petitioner seeks to institute a review that is not only duplicative, but that could have
been — but was not — timely filed by Nokia, in whose shoes Petitioner has now
willingly chosen to stand.

The facts demonstrate that there is no prejudice to Petitioner. The Petitioner
has knowingly assumed Nokia’s prior decision not to file, and should not now be
permitted to evade its liabilities by joining the ZTE IPR. Therefore, the denial of the
Motion and the Petition is proper.

I11. Joinder is Discretionary

The Board has discretion to join together two inter partes reviews. 35 U.S.C.
8 315. Specifically, Section 315(c) provides:

JOINDER.— If the Director institutes an inter partes
review, the Director, in his or her discretion, may join as
a party to that inter partes review any person who
properly files a petition under section 311 that the
Director, after receiving a preliminary response under
section 313 or the expiration of the time for filing such a
response, determines warrants the institution of an inter

partes review under section 314,

Thus, joinder is discretionary and decided on a “case-by-case basis, taking
into account the particular facts of each case, substantive and procedural issues, and
other considerations.” Shaw Indus. Grp., Inc. v. Automated Creel Sys., Inc.,

IPR2013-00584, Paper No. 20 at 3 (P.T.A.B. Dec. 31, 2013) (citing 157 CONG. REC.

2
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S1376 (daily ed. Mar. 8, 2011) (statement of Sen. Kyl)). Further, “the Director may
take into account whether, and reject the petition or request because, the same or
substantially the same prior art or arguments previously were presented to the
Office.” 35 U.S.C. § 325(d). The Petitioner, as the moving party, has the burden of
proof in establishing that joinder is appropriate. 37 C.F.R. 8§ 42.20(c), 42.122(b).

1\VV. The Motion Fails to Meet the Requirements for Joinder

Petitioner has presented no evidence or indication that its presence is
necessary in the ZTE IPR. Petitioner has conceded that there are no substantive
differences between the Petition and the ZTE IPR. See, e.g., Paper No. 1 at 14.
The prior art and arguments are the same. Paper No. 3 at 4. Nonetheless, Petitoner
identifies restructuring of arguments, additional citations to prior art, arguments
regarding related litigation and a supplemental declaration from the expert. Paper
No. 3 at 4-5. Contrary to Petitioner’s assertions, these changes and additional
arguments will still require additional analysis by the Patent Owner. Further, the
Patent Owner will be required to address these arguments and issues, regardless of
how trivial or duplicative the arguments might be. Thus, joining Petitioner will
necessarily complicate the proceedings in the ZTE IPR. Despite these additional
complications, the Petitioner fails to explain how this new information or its

participation are necessary for the resolution of the ZTE IPR, or why the Board
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