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I. STATEMENT OF THE PRECISE RELIEF REQUESTED 

Petitioner T-Mobile USA, Inc. and T-Mobile US, Inc. (collectively, “T-

Mobile” or “Petitioner”) respectfully requests joinder on the instituted grounds 

pursuant to 35 U.S.C. § 315(c) and 37 C.F.R. § 42.122(b) of the above-captioned 

inter partes review (hereinafter “T-Mobile IPR”) with the pending inter partes 

review in IPR2014-01036, filed by Apple Inc. (the “Apple IPR”).1 In the Apple 

IPR, the Board instituted on two grounds and exercised its discretion to not 

institute on one other ground. Specifically, T-Mobile requests joinder to the Apple 

IPR on the two instituted grounds and continuation of the T-Mobile IPR as to the 

other ground.2  

T-Mobile’s joinder request is directed at the same claims, prior art, grounds 

of unpatentability, and arguments instituted in the Apple IPR. Accordingly, joinder 

                                                 
1  It is T-Mobile’s understanding that, if the request for joinder is granted, 

termination of the consolidated proceeding by settlement would require the consent 

of all parties, including T-Mobile. If T-Mobile’s understanding is incorrect, T-

Mobile respectfully withdraws this request for joinder. 

2  If the Board disagrees to allow the continuation of the T-Mobile IPR on the 

non-instituted grounds, T-Mobile respectfully requests joinder to the Apple IPR 

and consolidation of the two proceedings. 
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is appropriate because it will promote the efficient and consistent resolution of the 

validity of a single patent, will not prejudice the parties to the Apple IPR, and will 

eliminate duplicative filings and discovery as to the instituted grounds.  

Continuation of T-Mobile’s IPR as to the non-instituted grounds is also 

appropriate because the T-Mobile petition has been assigned a common judge from 

the panel of three judges for the Apple IPR and the Board has not made a 

substantive institution decision as to these grounds. T-Mobile’s request will also 

narrow the grounds at issue in the T-Mobile IPR, resulting in reduced briefing and 

discovery for both parties.  

II. STATEMENT OF MATERIAL FACTS 

1. Apple filed its petition for inter partes review of claims 1, 10, and 19 

of U.S. Patent No. 5,6915,210 (“the ’210 patent”) on or about June 27, 2014 (“the 

Apple Petition”). IPR2014-01036, Paper 2.  

2. The Apple Petition challenged the patentability of the ’210 patent on 

the following three grounds: 

a. Claims 1 and 10 are anticipated by Saalfrank; 

b. Claim 19 is rendered obvious by Saalfrank and Nakamura; and 

c. Claims 1, 10 and 19 are rendered obvious by Witsaman and Bingham. 

IPR2014-01036, Paper 2. Apple supported its challenges with a declaration from 

Dr. Apostolos K. Kakaes. IPR2014-01036, Paper 2. 
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3. T-Mobile filed its petition for inter partes review of claims 1, 10, and 

19 of the ’210 patent on October 3, 2014 (“the T-Mobile Petition”). IPR2015‒

00015, Paper 1. T-Mobile supported its challenges with the declarations of 

Dr. Behnaam Aazhang and Dr. Apostolos K. Kakaes. IPR2015-00015, Paper 1. 

4. The T-Mobile Petition challenged the patentability of the ’210 patent 

on the same grounds offered in the Apple Petition. IPR2015-00015, Paper 1. 

5. The Board instituted the Apple IPR on January 22, 2014 for grounds 

(a) and (b) of the above-listed grounds (the “Saalfrank grounds”). IPR2014-01035, 

Paper 10. As to ground (c) of the above-listed grounds (the “Witsaman ground”), 

the Board exercised its discretion to not institute review based on this ground. 

IPR2014-01036, Paper 9. 

6. Apple does not oppose this Motion for Joinder. 

III. STATEMENT OF REASONS FOR RELIEF REQUESTED 

The Leahy-Smith America Invents Act (“AIA”) permits joinder of inter 

partes review proceedings. The statutory provision governing joinder of inter 

partes review proceedings is 35 U.S.C. § 315(c), which reads as follows: 

(c) JOINDER.--If the Director institutes an inter partes 

review, the Director, in his or her discretion, may join as 

a party to that inter partes review any person who 

properly files a petition under section 311 that the 

Director, after receiving a preliminary response under 
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section 313 or the expiration of the time for filing such a 

response, determines warrants the institution of an inter 

partes review under section 314. 

In exercising its discretion to grant joinder, the Board considers the impact of 

substantive and procedural issues on the proceedings, as well as other 

considerations, while being “mindful that patent trial regulations, including the 

rules for joinder, must be construed to secure the just, speedy, and inexpensive 

resolution of every proceeding.” Dell, Inc. v. Network-1 Security Solutions, Inc., 

Case IPR2013-00385, Paper No. 17 (July 29, 2013) at 3. The Board should 

consider “the policy preference for joining a party that does not present new issues 

that might complicate or delay an existing proceeding.” Id. at 10. Under this 

framework, joinder of the T-Mobile IPR with the Apple IPR is appropriate.  

The Board has stated that “[a] motion for joinder should: (1) set forth the 

reasons why joinder is appropriate; (2) identify any new grounds of unpatentability 

asserted in the petition; (3) explain what impact (if any) joinder would have on the 

trial schedule for the existing review; and (4) address specifically how briefing and 

discovery may be simplified.” Id. at 4. Each of these issues is addressed fully 

below. 

A. Joinder will promote efficiency by consolidating issues, avoiding 
duplicate efforts, and preventing inconsistencies. 
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