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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Comments On Statement of Reasons for Patentability

and/or Confirmation
   

 
 
  

  

  
  

  
  

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

Atty. Docket No.
CROSS1123-17

CROSS1123-19

 
 
 

Applicants

Goeffre B. Hoese, et al.

Reexamination Control No. Date Filed

90/007,125 07l19l2004

90I007,317 1 1/23/2004

Title

Storage Router and Method for Providing Virtual
Local Stora - e

Group Art Unit Examiner

2182 Chen, Alan

 

  

Certificate of Mailin Under 37 C.F.R. 1.8

I hereby certify that this correspondence is being deposited with
the United States Postal Service as First Class Mail in an

envelope addressed to Commissioner for Patents, PO. Box
1450, Alexandria, VA 22312-1450 on October 7, 2005.

u,/m0v.fl
Signa ure

Julie H. Blackard
Printed Name

 
Applicants appreciate the Examiner’s confirmation of Claims 1-14 of United States

Patent No. 6,425,035. Applicants submit the record as a whole makes evident the reasons for

allowance and that there are additional reasons for patentability not enumerated by the

Examiner. While Applicants agree with the Examiner’s reasons for patentability to the extent

such reasons are consistent with the record as a whole (as Applicants understand them to be),

Applicants do not acquiesce or agree to any characterization of the claims that place

unwarranted limitations or interpretations upon the claims, especially to the extent such

limitations or interpretations are inconsistent with the claim language, specification or prior

prosecution history in this case.
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Attorney Docket No. Customer ID: 44654

CROSS1123-17 90/007,125

CROSS1123—19 90/007,317

These “Comments on Statement of Reasons for Patentability and/or Confirmation" was

served via First Class Mail, Certified, R.R.R. on October 7, 2005 to Larry E. Severin of Wang,

Hartmann & Gibbs, PC, 1301 Dove Street, #1050, Newport Beach, CA 92660 and to William A.

Blake of Jones, Tullar & Cooper, PC, PO. Box 2226 Eads Station, Alexandria, VA 22202

The Director of the US. Patent and Trademark Office is hereby authorized to charge

any fees or credit any overpayments to Deposit Account No. 50-3183 of Sprinkle IP Law Group.

Respectfully submitted,

Sprinkle IP Law Group

Attorneys for Applicant

k
John L. Adair

Reg. No. 48,828

Date: October 7, 2005

1301 w. 25‘“ Street, Suite 408

Austin, TX 78705

Tel. (512) 637-9223

Fax. (512) 371-9088
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37 C.F.R. 1.248

 
  

  
 

Control No.

90/007,125

90l007,317

Title

 

CERTIFICATE OF SERVICE UNDER

Applicant

Geoffre B. Hoese, et al.

Reexamination Date Filed

Storage Router and Method for Providing Virtual
Local Stora - e

Group Art Unit Examiner
2182 Chen, Alan

 
  
  

 
 

 Atty. Docket No.
CROSS1123-17

CROSS1123-19

 

  

  
 

07/19/2004

1 1/23I2004 

  

Applicant hereby serves the Comments on Statement of Reasons for Patentability

and/or Confirmation in the above referenced case to:

Larry E. Severin

Wang, Hartmann & Gibbs, PC

1301 Dove Street, #1050

Newport Beach, CA 92660

William A. Blake

Jones, Tullar & Cooper, PC
PO. Box 2226 Eads Station

Alexandria, VA 22202

As per 35 U.S.C. §1.248 service is made via first

October 7, 2005. '

class mail, certified, R.R.R. on

Respectfully submitted,

Sprinkle IP

  :%
Reg. No. 48,828

Dated: October 7, 2005

1301 W. 25th Street, Suite 408

Austin, Texas 78705

Tel. (512) 637-9220

Fax. (512) 371-9088

Enclosures
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UNITED STATES PfiTENT 'AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0180x_|450. _ .
Alcxandna. V1rg1nm 223 | 14450wwwnsplagov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

 
90/007,125 07/19/2004 6425035 ‘ ' 1006-8910 2298
tic/007 3 l ‘7

44654 7590 09/23/2005

SPRINKLE 11> LAW GROUP CH 5”; A'L/‘M1301 w. 25TH STREET
sumos -

AUSTIN, TX 78705 alg}
DATE MAILED: 09/23/2005

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03) 5 of 411
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”max unn 1 all a I A 1 Lb ULI’AK I MEN 1 UI‘ L'UMMLKL'IL\ 4 ‘ ' - 4" Patent and Trademark Office

,/. 1.3 g ' Wise: Asssmmoommssmn FOR PATENTS
°a...»" , mmocm1

APPLICATION N0} . FILING DATE FIRST NAMED INVENTORI V ATTORNEY DOCKET NO.
CONTROL No. PATENT 1N REEXAMtNATION

90/007,317 - 11/23/2004 - 6425035 . .HOESEl/WAB4451171315

, . EXAMINER 1
Larry E. Sevenn _. . - .
Wang, Hanman & Gibbs, PC ‘ CH”? / ifM”1301 Dove Street

Suite 1050 ' ART UNIT PAPER
Newport Beach, CA 92660

2182

DATE MAILED: fi 3&3.ng

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner of Patents and Trademarks

CC: SPRINKLE 1P LAW GROUP
1301 w. 25‘h Street

Suite 408 .
Austin, TX 78705 ‘

PTO-SOC (R 1:17.398)
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Control No. Patent Under Reexamination

Notice of Intent to Issue 9g/06<§.1257'*~"v¢ ”I 6425035
‘ Examiner Art Unit '

Alan S. Chen 2182

." The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Ex Parte Reexamination Certificate 
1. IX] Prosecution on the merits is (or remains) closed in this ex parte reexamination proceeding. This proceeding is

subject to reopening at the initiative of the Office or upon petition. Cf. 37 CFR 1.313(3). A Certificate will be
issued in view of .

(a) [Z Patent owner’s communication(s) filed: 22 July 2005.
(b) E] Patent owner’s late response filed: .
(c) [:1 Patent owner’s failure to file an appropriate response to the Office action mailed:
(d) E] Patent owner's failure to timely file an Appeal Brief (37 CFR 41.31).
(e) C] Other: . '
Status of Ex Parte Reexamination:

(f) Change in the Specification: E] Yes [2 No
(9) Change in the Drawing(s): [:1 Yes [Z No

(h) (Status of the Claim(s):

(1) Patent claim(s) confirmed: 1-_1_4.

(2) Patent claim(s) amended ancluding dependent on amended claim(s)):
(3) Patent claim(s) cancelled: .

(4) Newly presented claim(s) patentable:

(5) Newly presented cancelled claims:

 

2. Note the attached statement of reasons for patentability and/or confirmation. Any comments considered .

necessary by patent owner regarding reasons for patentability and/or confirmation must be submitted promptly
to avoid processing delays. Such submission(s) should be labeled: “Comments On Statement of Reasons for
Patentability and/or Confirmation.” '

3. E} Note attached NOTICE OF REFERENCES CITED (PTO-892).

4. [:1 Note attached LIST OF REFERENCES CITED (PTO-1449 or PTO/SB/08).

5. CI The drawing correction request filed on ___ is: El approved I] disapproved.

6. I] Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f). ,
a)|:l AII b)Ij Some* c)[:l None 'of the certified copies have

[:1 been received.

[I not been received.

[I been filed in Application No. .
CI been filed in reexamination Control No. .

D been received by the International Bureau in PCT Appiication No.

* Certified copies not received:

7. E] Note attached Examiner’s Amendment.

8. I] Note attached Interview Summary (PTO-474).

9. [:1 Other: __ I '

 

ccchuester if third 94; reuester

U.S. Patent and Trademark Office _
PTOL-469 (Rev.9—04)- Notice of Intent to Issue Ex Parte Reexamination Certificate Part of Paper No 09022005
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UNITED STATES DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE

REEXAMINATIO-N

. REASONS FOR PATENTABILITY I CONFIRMATION

Reexamination Control No. 90/007 125 my; w/ Attachment to Paper No. 09022005.
”Io/007 $17

 

Art Unit 2182.

Claims 1-‘14 are allowed.

The prior art disclosed by the patent owner and cited by the Examiner fail to teach or suggest, alone or in combination, all the limitations of the V

independent claims (claims 1, 7 and 11), particularly the map/mapping feature which is a one-to—cne correspondence, as given in a simple table,
the map physically resident on a router, whereby the router forms the connection between two separate entities over different transport mediums,
such that neither entity determines where data is to be sent, but rather, the router solely dictates where the data will be sent; also the “NLLBP"

feature refering to a fundamental low level protocol defined by a specification/standard thatIs well known to one of ordinary skill'In the art, where
the NLLBPIs used at the router for communications with both the first and second transport medium. The SCSI protocol/standardIs considered
a NLLBP. TCP/IP, e9., used'In Ethernet communications, however, is not considered to be a NLLBP.

[gar Zéég/
(Examiner‘s Signature) ,

CM
DONALD S ARKS

SUPERVISORY PATENT EXAMINER

£90
DOV PO VICI

SUPERVISORY PATENT EXAMINER
TECHNOLOGY CENTER 2100

PTOL—476 (Rev. 03-98)
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Application/Control No. Applicant(s)/Patent UnderReexamination

Reexamination

90/007125 meidqozamn 6425035

”INN!” II“ I mm I Certificate Date Certificate Number

Requester Correspondence Address: E] Patent Owner El Third Party

 

 

 
 

  
 

 
   

 
  

 
 

examiner initials date
Director initials

Crossroads Systems (Texas), inc v Dot Hill Systems
Western District of Texas (03-CV-7-54)

 

. ' COPENDING OFFICE PROCEEDINGS _

—_
—-
—_
U.S. Patent and Trademark Office DOC. CODE RXFILJKT

  
90f411



10 of 411

 

12345678901234567890_NC_m_k_O8888888889999999999011111111111111111112m12345678901234567890fiEtO55555555566666666667D.11111114'111111111111
T.

D55...

m1234567890123456789012345678fiEtO222222222333333333344444444411111114I11111111111111111111
C

D.2:

01234567890123456789]111111111111111111111_NC_UCO2345780123456789234578..6666667777777777888888_mc_m:O1234567890123570123456789l..33333333344444455555555550
.K

as“.

02345678901234567890
P

_m:_u_123457QmeBM3
U

-- --
-- --

0.6.

Print Fig.

5

8

“---
3505

n---
1

n---3.
nIu

‘.
o

\.. 4

2

2

D R.1.47

--
--

 

Part of Paper No. 09022005

06.

Print Claim(s)

1

-- --
-- --
-- --
-- --

-- --
, -- --

Total Claims Allowed: 14

/

‘I I1" '60
(Date)

 

PA

'-ednutnmaPV:
s

I‘tna.mD.pA
n.mm.mmaxeeR

5305246.IIMall:/
vm521:7o0I09

1hn

um
n

Amnehac..mSmnmmEA

CROSS REFERENCE(S)

SUBCLASS (ONE SUBCLASS PER BLOCK)

 

.,_:g(e¢mér9:§mrrer>2mo

. 15“,.

Application/Control No.

 

ISSUE CLASSIFICATION

S ’IERVISORY PATENT EXAMINER

710

711

(Date)

ffce

 

Issue Classrflcatlon

ORIGINAL‘

INTERNATIONAL CLASSIFICATION

atent and Trademar

 

(Legal Instruments Examiner)

I||l||llllllllIlllIlllI

Claims renumbered in the same order as presented by applicant

 



11 of 411

 
    

  

Search Notes” .
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 Ref Hits Search Query ’ DBs Default Plurals Time Stamp
# ’- ' » ~ - Operator

$1 . 3 @ad<"20010927" and (fibre adj US-PGPUB; OR OFF 2005/08/22 08:44
’ , channel near router) same SCSI USPAT; . a

‘ ' _ EPO; JPO;

DERWENT;

IBM_TDB

$2 ‘ ' 0 @ad<"19971231" and (fibre'adj US-PGPUB; OR OFF 2005/08/22 08:44
channel near router) same SCSI USPAT; ' ~

- ’ . - EPO;J'PO;
_ DERWENT;

IBM_TDB

S3 ~ 111 @ad<"19971231" and fibre adj US-PGPUB;" OR OFF ' 2005/08/22 08:45
channel same SCSI ' USPAT; ‘

~ EPO;JPO;

DERWENT;
IBM_TDB

S4 35 @ad<"19971231" and fibre adj US-PGPUB; OR OFF 2005/08/22 08:46.
channel near SCSI~ V USPAT;

. EPO; JPO;

DERWENT;

IBM_TDB

$5 1 S4 and router . - US-PGPUB; OR OFF 2005/08/22 08:45 ,
' - ' USPAT;, ,

EPO; JPO;

DERWENT;
V IBM_TDB

$6 7 @ad<"19971231" and fibre adj US-PGPUB; OR OFF 2005/08/22 09:02
‘ channel adj SCSI USPAT;

‘ ' EPO;JPO;

DERWENT; .

IBM_TDB

S7 - 0 @ad<"19971231" and "fibre US-PGPUB; OR > OFF 2005/08/22 09:02
channel protocol for SCSI" ’ USPAT;

EPO;JPO;

DERWENT;

IBM_TDB

58 14 @ad<"19971231" and FCP and US-PGPUB; OR OFF 2005/08/22 09:07 '
‘ SCSI and fibre adj channel USPAT; - ’

EPO; JPO;

DERWENT;

IBM_TDB

USPAT;

EPO; JPO;

DERWENT;

IBM_TDB
 

  

 

Search History 9/6/05 2:32:06 PM Page 1 13 of 411 1
C:\Documents and Settings\AChen\My _Documents\My Documents\EAST\Workspaces\Cases\90007125.wsp
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511 ‘ 3 $8 and RAID . US-PGPUB; 0R OFF 2005/08/22 09:18
USPAT; ’

EPO; JPO; .

DERWENT;

IBM_TDB

$13 39 @ad<"20010927"- and network adj US-PGPUB; OR OFF 2005/08/22 09:19
- - attached adj stdrage and Fibre adj USPAT; ' ‘

channel near scsi ' EPO; JPO;

‘ DERWENT;

IBM_TDB

$14 19 513 and router US-PGPUB; OR OFF 2005/08/22 09:19
' USPAT;

EPO; JPO;

DERWENT;

IBM_TDB

$15 0 @ad<"19971231" and network adj US-PGPUB; OR OFF 2005/09/03 14:23

. attached adj storage and Fibreadj USPAT; ‘

channel near scsi ' EPO; JPO;

DERWENT;

IBM_TDB

$16 1 @ad<"19971231" and Fibre adj US-PGPUB; OR OFF 2005/08/22 09:58

channel same scsi same router USPAT; - ' ‘
' ' EPO;JPO; _

DERWENT;
4 IBM_TDB

$18 '8 @ad<"19971231" and ancor.asn. US-PGPUB; OR OFF 2005/08/22 09:59

- ‘ USPAT; ‘

. EPO;JPO; ,
DERWENT;

IBM_TDB .

s19 0 @ad<"19971231" and ancor.asn. -US—PGPUB;- OR . OFF 2005/08/22 09:59

- and SCSI USPAT;

v EPO;JPO;
DERWENT;

IBM_TDB

@ad<"19971231" and ancor.asn. US-PGPUB; OR

and Fibre USPAT;

' EPO; JPO;

DERWENT;

IBM_TDB

@ad<"19971231" and emerson US-PGPUB; OR
near steven.inv. USPAT;

EEQLlPQJ

DERWENT;

IBM_TDB

@ad<"19971231" and SCSI near2 US-PGPUB; OR

FCP USPAT;

EPO; JPO;

DERWENT;

IBM_TDB

   
2005/08/22 09:59

 
2005/08/22 10:05 .

  
2005/08/30 14:19

 
Search Hi'story 9/6/05 2:32:06 PM Page 2 I1 0' 1' I .
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523 139 @ad<‘f19971231".and fibre adj US-PGPUB; OR OFF 2005/08/30 14:48
channel and SCSI USPAT; ' ' »

EPO; JPO; -

' DERWENT;
IBM_TDB

524 58 523 and map$5 . US-PGPUB; OR OFF: 2005/08/3014:21'
' USPAT; . '

EPO;JPO;

DERWENT;

IBM_TDB}

_ S25 14 523 and LUN ' ' US—PGPUB; OR ' OFF 200'5/08/3014221
USPAT;

EPOjJPO;

DERWENT;

IBM_TDB

526 11 $24 and LUN US-PGPUB; OR V OFF 2005/08/3014:23
USPAT;

‘ EPO;JPO;

DERWENT; '

IBM_TDB '

$27 0 $24 and virtual near local near . US-PGPUB; OR' OFF 2005/08/30 14:22

storage ' USPAT; '

EPO; JPO;
. DERWENT;

IBM_;TDB

- $28 0 $23 and virtual near local near US-PGPUB; OR OFF 2005/08/30 14:22

storage . USPAT;

EPO; JPO;

DERWENT;

IBM_TDB

S29 8 $23 and router US-PGPUB; OR OFF 2005/08/30 14:23

~ 4 USPAT; -

EPO; JPO;

DERWENT;

IBM_TDB

530 0 @ad<"19971231" and virtual adj US-PGPUB; OR OFF 2005/08/30 14:49
local adj storage and SCSI and ‘ USPAT; ‘

remote EPO; 'JPO;

DERWENT;

IBM_TDB

' S31 0 @ad<"19971231" and Virtual adj US-PGPUB; OR OFF ‘2005/08/30 14:49

local adj storage and SCSI USPAT;

EPO; JPO'
 

DERWENT;

IBM_TDB

$32 70 @ad<"19971231" and virtual near US—PGPUB; OR OFF 2005/08/30 14:49

storage and SCSI USPAT;

‘EPO; JPO;

DERWENT;

IBM_TDB

 
 Search History 9/6/05 2:32:06 PM Page 3 0
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.8 S32 and/remote

5 @ad_<"19971231" and router
same fiber adj channel

map ‘

1 "6425035".pn. and remote and

map and'maps and mapping '

1 "6425035".pn. and remote and

map and maps and mapping and
native ~

 1 _"6425035".pn. and remote and . .

US-PGPUB;

USPAT;

EP_O; JPO;
DERWENT;

IBM_TDB

US-PGPUB;

USPAT; ‘

EPO; JPO;

DERWENT;
IBM_TDB

US-PGPUB;

USPAT;_
EPO; JPO;

DERWENT;

IBM_TDB

US-PGPUB;

USPAT;

. ‘ EPO; JPO;

DERWENT;

IBM_TDB

US-PGPUB;

USPAT;

EPO; JPO;

DERWENT;

IBM_TDB

OR

OR

OR

OR

OR

OFF

OFF

OFF

OFF

OFF

  

 2005/08/30 14:49

 
2005/09/05 12:11

 
2005/09/05 18:18 

 2005/09/05 18:55 

 
2005/09/05 18:55
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i , 1 Access DB# léé ’13
SEARCH REQUEST FORM . . .

Scientific and Technical Information Center

Requester’s FullName Pinchus Laufer . Examiner #: 73139 Date: 09/19/05

Art Unit: NONE Phone Number 2-3 599 Serial Number None

Mail Box Location: Results Format Preferred. (circle): PAPER DISK E-MAIL

 

If more than one search is submitted, please prioritize searches in order of need.‘I-I I I IiI I I I I I‘I‘I I I'I I I I I.I I I I I‘I'I I III I I I I I I I'I'I'I I I I I I'I'I-I-I I I'I"I'I"I‘I‘-I~I I'I III I I I I IV-IiIrI'IvI I'I III'I I'Ii-I'-I'I‘I'AI3I~I I'I-I I I

Please provide a detailed statement of the search topic, and describe as specifically as possible the subject matter to be searched. lnclude the elected
species or structures, keywords, synonyms, acronyms, and registry numbers, and combine with the' concept or utility of the invention. Define any
terms that may have a special meaning. Give examples or relevant citations, authors, etc, if known. Please attach a copy of the cover sheet, pertinent
claims, and abstract. ‘

Title of Invention: 

Inventors (please provide full names):
.

Earliest Priority Filing Date:

 

*For Sequence Searches Only" Please include allpertinent information (parent, child, divisional, or issuedpatent numbers) along with the appropriate serialnumber.

6425035

**********************************11**********_*****************‘k***************"k************~k********

STAFF USE ONLY _ Type of Search Vendors and cost where applicable

Searcher: Shirelle Green ‘ Sequence (#) C :: > '

Searcher Phone #: 272-3487 AASequencew) Dialog_(l ‘_
Searcherbocation: 4B28 Structure (#) ‘ .; l l .g 0
 
 

 

 

Date Searcher Picked Up: Bibliographic WEST

Date Completed: Litigation Z I Lexis/Nexi

Searcher Prep & Review Time: Fulltext sequence Systems
 

Clerical Prep Time: Patent Family

Online Time: I 5 ' Other Other (specify) 4., , )‘!‘_L -k X . Z Z

flE©EEVE
SEP 19 2005
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I- D ‘70”;

l of 1 DOCUMENT

UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT

6425035

Link to Claims Section

July 23, 2002

Storage router and method for providing virtual local storage

REEXAM-LITIGATE: July 19, 2004 - Reexamination requested by Natu J. Patel, Wang & Patel, Reexamination No.
90/007,125 (O.G. August 31, 2004) Ex. Gp: 2111 ‘

November 23, 2004 - Reexamination requested by William Blake, Jones Tullar & Cooper, Reexamination No.
90/007,317 (0.6. January 11, 2005) Ex. Gp: 2182

NOTICE OF LITIGATION

Crossroads Systems (Texas), Inc., a Texas Corporation v. Dot Hill Systems Corporation, a Delaware corporation, Filed
October 17, 2003, DC. W.D. Texas, Doc. No. A-03-CA-754-55

INVENTOR: Hoese, Geoffrey B.‘ - Austin, Texas; Russell, Jeffry T. - Cibolo, Texas

APPL-NO: 965335 (09)

FILED-DATE: September'27, 2001

GRANTED-DATE: July 23, 2002

ASSIGNEE-AT-ISSUE: Crossroads Systems, Inc., Austin, Texas, 02

ENGLISH—ABST:

A storage router ( 56) and storage network( 50) provide virtual local storage on remote SCSI storage devices (
60, 62, 64) to Fiber Channel devices. A plurality of Fiber Channel devices, such as workstations ( 58), are connected to
a Fiber Channel transport medium( 52), and a plurality of SCSI storage devices ( 60, 62, 64) are connected to a SCSI
bus transport medium( 54). The storage router ( 56) interfaces between the Fibre Channel transport medium( 52) and
the SCSI bus transport medium( 54). The storage router ( 56) maps between the workstations ( 58) and the SCSI stor-
age devices ( 60, 62, 64) and implements access controls for storage space on the SCSI storage devices ( 60, 62, 64). .
The storage router ( 56) then allows access from the workstations ( 58) to the SCSI storage devices ( 60, 62, 64) using .
native low level, block protdcol in accordance with the mapping and the access controls.

PARENT-PAT-INFO:

RELATED APPLICATIONS

This application claims the benefit of the filing date of US. patent application Ser. No. 09/354,682 by inventors
Geoffrey B. Hoese and Jeffry T. Russell,'entitled "Storage Router and Method for Providing Virtual Local Storage"
filed on Jul. 15, 1999, which is a continuation of US. patent application Ser. No. 091001,799, filed on Dec. 31, 1997,
now US. Pat. No. 5 941,972, and hereby incorporates these applications by reference in their entireties as if they had
been fully set forth herein.

LEXIS-NEXIS

Library: PATENTS

File: ALL
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Search -'No Documents Found ’ ‘ Page 1 of 1

No Documents Found!

No documents were found for your search terms
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0 Use more common search terms such as those listedIn
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Copyright 2003 Comtex News Network, Inc.

All Rights Reserved

Copyright 2003 Knobias.com, LLC, All rights reserved.
Knobias.com

This content is provided to LexisNexis by Comtex News Network, Inc.

October 22, 2003 Wednesday -

LENGTH: 74 words

HEADLINE: CRDS Files Patent Infringement Suit Against HILL

DATELINE: Ridgeland, MS

BODY:

...not been served with the Complaint. The suit alleges patent infringement by Dot Hill of United States Patent Nos.
5,94l ,972 and 6,425,035, relating to storage routers and methods for providing virtual local storage.

LEXIS-NEXIS

Library: PATENTS

File: CURNEWS

21 of41l



22 of 411

2 of 2 DOCUMENTS

Copyright 2003 PR Newswire Association, Inc.
PR Newswire

October 22, 2003 Wednesday "

SECTION: FINANCIAL NEWS

LENGTH: 446 words

HEADLINE: Dot Hill Systems Announces Complaint Filed By Crossroads Systems

I DATELINE: CARLSBAD, Calif. Oct. 22

' BODY:

...not been served with the Complaint. The suit alleges patent infringement by Dot Hill of United States Patent Nos.
5,941,972 and 6,425,035, relating to storage routers and methods for providing virtual local storage.
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?u56425035/pn

** SS 1: Results 1

Search statement' 2

?prt full nonstop legalall

vl/l
PN
PN2
TI
PA
PAO
PA2
IN
AP
FD'
PR

IC
EC
PCL

DT

CT _

STG

PLUSPAT - (C) QUESTEL—ORBIT- image

STG2-

UP-

U82002010812 A1 20020124 [U820020010812]
U86425035 B2 20020723 [US6425035]

(A1) Storage router and method for providing virtual local storage
(B2) CROSSROADS SYS INC (US)

Crossroads Systems, Inc., Austin TX [US]
(32) CROSSROADS SYS INC (US) .

(A1) HOESE GEOFFREY B (US);'RUSSELL JEFFRY T (US)

USS6533501 20010927 [2001US-0965335]
Continuation of: U8594l972

USS6533501 20010927 [2001USTO965335]
US35468299 ~19990715 [1999US—O354682]
USl79997' 19971231 11997US—0001799]
(A1) G06F-003/00‘
G06F-013/40D2
ORIGINAL (O) : 710105000; CROSS-REFERENCE (X) : 710008000 710036000
710310000 '

Corresponding document _
USS748924; USS768623; US$809328; US$812754; US$835496; US$848251;
USS935260; USS941972; US$959994; US6041381; US6055603; U86065087;
US$075863; U86098149; U86118766; US6148004; US6185203; US6209023;
U86230218; U8634l315; US6343324

(A1) Utility Patent Application published on or after January 2, 2001
(B2)-U.S. Patent (with pre—grant pub.) after Jan. 2, 2001

A storage router (56) and storage network (50) provide virtual local
storage on remote SCSI storage devices (60, 62, 64) to Fiber Channel
devices. A plurality of Fiber Channel devices, such as workstations

(58), are connected to a Fiber Channel transport medium (52), and a
plurality of SCSI storage devices (60, 62, 64) are connected to.a SCSI
bus transport medium (54). The storage router (56) interfaces between

the Fibre Channel transport medium (52) and the SCSI bus transport
medium (54). The storage router (56) maps between the workstations
(58) and the SCSI storage devices (60, 62, 64) and implements access
controls for storage space on the SCSI storage devices (60, 62, 64).
The storage router (56) then allows access from the workstations (58)

to the SCSI storage devices (60, 62, 64) using native low level, block
protocol in accordance with the mapping and the access controls.
2002—05

1/1_LGST — (C) EPO
PN'

AP
ACT

UP

US2002010812 A1 20020124 [U820020010812]
U86425035 B2 20020723 [086425035]
US96533501 20010927 [2001US-0965335]
20030826 US/CC-A
CERTIFICATE OF CORRECTION

20040831 US/RR-A [+]
REQUEST FOR REEXAMINATION FILED
EFFECTIVE DATE: 20040719

20050111 US/RR-A [+]
REQUEST FOR REEXAMINATION FILED

EFFECTIVE DATE: 20041123‘
2005-05

~1/1 CRXX - (C) CLAIMS/RRX
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PN - 6,425,035 A 20020723 [US6425035]

PA - Crossroads Systems Inc
ACT — 20Q40719 REEXAMINATION REQUESTED

ISSUE DATE OF O.G.: 20040831

REEXAMINATION REQUEST NUMBER: 90/007125

Natu J. Patel, Wang & Patel, Newport Beach, CA

- 20041123 REEXAMINATION REQUESTED
ISSUE DATE OF O.G.: 20050111

- REEXAMINATION REQUEST NUMBER: 90/007317 .

William Blake, Jones Tullar & Cooper, Alexandria, VA
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US District Court Civil Docket

U.S. District - Texas Western

(Austin)

1:03cv754

Crossroads Systems ( v. Dot Hill Systems Cor

This case was retrieved from the cannon Monday, September 19, 2005
‘ --. I

Date Filed: 10/17/2003 Class Code: PATTRD

Assigned To: Honorable Sam Sparks , Closed: no

Referred To: Statute: 28:1338

Nature of suit: Patent (830) Jury Demand: Both

Cause: Patent Infringement Demand Amount: $0
Lead Docket: None ' NOS Description: Patent

Other Docket: None

Jurisdiction: Federal Question

Litigants Attorneys

Crossroads Systems (Texas), Inc, A Texas Corporation
Plaintiff

Alan D Albright
[COR LD NTC]
[Termz 03/08/2005]
Fish & Richardson A

One Congress Plaza
111 Congress Ave
4TH Floor

Austin , TX 78701
USA

(512) 391-4930
512/ 391-6837

Raymond W Mort
[COR LD NTC]
Dla Piper Rudnick Gray Cary US, LLP
1221 S Mopac Expressway
Suite 400

Austin , TX 78746—6875
USA

(512) 457-7000
512/ 457-7001

J Eric Elliff

[COR LD NTC]
Morrison & Foerster LLP

5200 Republic Plaza
370 Seventeenth Street

Denver , CO 80202-5638
USA

(303)592-1500
(303)592-1510

Tracy L McCreight
[COR LD NTC]
[Termz 03/08/2005]
Gray Cary Ware & Freidenrich
1221 S Mopac Expwy
Suite 400 '

Austin , TX 78746-6875

256» 411
(512) 457-7128
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512/ 457-7001

Joseph P Reid
[COR LD NTC]
[Term: 03/08/2005]
Gray Cary Ware & Freidenrich LLP
401 B Street, Suite 2000
San Diego , CA 92101-4240
USA

(619) 699-2800
‘ (619) 699-2701

John Allcock

[COR LD NTC]
Gray Cary Ware & Freidenrich, LLP
4018 Street
Suite 2000

San Diego , CA‘ 92101-4240
USA

(619)699-2828
(619) 699-2701

John E Giust

[COR LD NTC] V

[Term: 03/08/2005]
Gray Cary Ware & Freidenrich, LLP
401 B Street
Suite 2000 A

San Diego , CA 92101—4240
USA

(619) 699-2828
(619) 699-2701

Matthew C Bernstein

[COR LD NTC]
[Term: 03/08/2005]
Gray Cary Ware & Freidenrich, LLP

401 B Street
Suite 2000

San Diego , CA 92101—4240
USA

(619) 699-2828
619/ 699-2701

John Michael Guaragna
[COR LD NTC]
Dla Piper Rudnick Gray Cary US LLP
1221 South Mopac Expressway
Suite 400

Austin , TX 78746
USA

(512) 457-7125
512/ 457—7001

Barry K Shelton
[COR LD NTC]
[Term: 03/08/2005]
Fish & Richardson, PC
111 Congress Avenue
4TH Floor

Austin , TX 78701
USA

(512) 391-4929
512/ 391-6837

Darius C Gambino

[COR LD NTC]
Dla Piper Rudnick Gray Cary US LLP
1650 Market Street
Suite 4900

flthia , PA 19103

Page 2 of29
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Dot Hill Systems Corporation, A Delaware Corporation
Defendant
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USA
215-656-3309

215/.656-3301

Patton G Lochridge
[COR LD NTC]
McGinnis, Lochridge & Kilgore
919 Congress Avenue
1300 Capitol Center
Austin , TX 78701
USA

(512) 495-6000
512/ 495-6093

Kurt E Richter

[COR LD NTC] .
Morgan & Finnegan
3 World Financial Center

New York , NY 10281-2101
USA . i
(212) 415-8700

John F Sweeney
[COR LD NTC]
Morgan & Finnegan-
3 World Financial Center

New York , NY 10281-2101
USA

(212) 415-8700
212/ 751-6849 ’

William S Feiler

[COR LD NTC]
Morgan & Finnegan
3 World Financial Center

New York , NY 10281-2101
USA

(212) 415-8700
212/ 415-8701

Travis C Barton

[COR LD NTC]
McGinnis, Lochridge & Kilgore
919 Congress Avenue
Suite 1300

Austin , TX 78701
USA‘

(512) 495-6041
512/ 495-6093

Daniel S Mount

[COR LD NTC]
[Term: 04/05/2004]
Mount & Stoelker
333 W San Carlos Street
Suite 1650 ‘

San' Jose , CA 95110
USA

(408)279-7000
(408)998-1473

Lara J Hodgson
[COR LD NTC]
[Term: 04/05/2004]
Mount & Stoelker
333 W San Carlos Street
Suite 1650

San Jose , CA 95110
USA

é‘loéfifiigl'7000

Page 3 of 29
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408/ 998-1473

Alfredo A Bismonte

[COR LD NTC]
[Term: 04/05/2004]
Mount & Stoelker
333 W San Carlos Street
Suite 1650

San Jose , CA 95110
USA

(408)279-7000
(408)998-1473

Michael E Lovins

[COR LD NTC]
McGinnis, Lochridge & Kilgore
1300 Capitol Center
919'Congress Avenue

' Austin , TX 78701
USA

(512) 495-6000 ‘
512/ 505-6364

Leslie M Hoekstra

[COR LD NTC]
[Term: 04/05/2004]
Mount & Stoelker
333 W San Carlos Street

Suite .1650
San Jose , CA 95110
USA

(408) 279-7000
(408) 998-1473

Valerie w Greenberg
[COR LD NTC]
Greenberg Law Firm
121 Brite Avenue

Scosdale , NY 10583
USA

(914) 722-9111

Natu J Patel

[COR LD NTC] .
[Term: 10/05/2004]
Wang & Patel, PC
1301 Dove Street
Suite 1050

Newport Beach , CA 92660
USA

(949) 833-8483
949/ 833-2281

Larry E Severin
[COR LD NTC]
Wang & Patel, PC
1301 Dove Street, #1050
Newport Beach , CA 92660
USA

(949) 833-8483
(949) 833-2281

Franklin E Gibbs
[COR LD NTC]
Wang, Hartmann & Gibbs, PC
1301 Dove Street .
Suite 1050

Newport Beach , CA 92660
USA

(949) 833-8483

éQwW-ZZSP
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Jason Brian Witten

[COR LD NTC]
Wang, Hartmann & Gibbs, PC
1301 Dove Street

Suite 1050 _ ‘
Newport Beach , CA 92660
USA

(949) 833-8483
949/ 833-2281

Richard Franklin Cauley
[COR LD NTC]
Wang, Hartman & Gibbs PC
1301 Dove Street
Suite 1050

Newport Beach , CA 92660
USA

949/ 833-8483
. 949/ 833-2281

Peter O Huang
[COR LD NTC]
Wang Hartmann & Gibbs PC
1301 Dove Street
Suite 1050

Newport Beach , CA 92660
USA .
949-833-8483
949-833—2281

Patton G Lochridge
[COR LD NTC]
McGinnis, Lochridge & Kilgore
919 Congress Avenue
1300 Capitol Center
Austin , TX 78701
USA

(512) 495-6000
512/ 495-6093

Kurt E Richter

[COR LD NTC]
Morgan & Finnegan
3 World Financial Center

New York , NY 10281-2101
USA

(212) 415-8700

Travis C Barton

[COR LD NTC]
McGinnis, Lochridge & Kilgore
919 Congress Avenue
Suite 1300

Austin , TX 78701
USA

(512) 495-6041
512/ 495-6093

Daniel 5 Mount

[COR LD NTC]
[Term: 04/05/2004]
Mount & Stoelker
333 W San Carlos Street
Suite 1650

San Jose , CA 95110
USA

(408)279-7000
(408)998-1473

29 of411
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Lara J Hodgson

[COR LD NTC] .
[Term: 04/05/2004]
Mount & Stoelker
333 W San Carlos Street
Suite 1650

San Jose , CA 95110
USA

(408)279-7000
408/ 998-1473

Alfredo A Bismonte

[COR LD NTC] '
[Terrnz 04/05/2004]
Mount & Stoelker

333 W San Carlos Street
Suite 1650.

San Jose , CA 95110
USA .

(408)279-7000
(408)998-1473

Michael E Lovins

[COR- LD NTC]
McGinnis, Lochridge & Kilgore
1300 Capitol Center
919 Congress Avenue
Austin , TX 7870
USA ’

(512) 495-6000
512/ 505-6364

Leslie M Hoekstra

[COR LD NTC]
[Termz 04/05/2004]
Mount & Stoelker
333 W San Carlos Street
Suite 1650

San Jose , CA 95110
USA

(408) 279-7000
(408) 9981473 ~

Valerie W Greenberg
[COR LD NTC]
Greenberg Law Firm
121 Brite Avenue

Scosdale , NY 10583
USA

(914) 722-9111

Natu J Patel

[COR LD NTC]
[‘I'erm: 10/05/2004]
Wang & Patel, PC
1301 Dove Street

Suite 1050 .
Newport Beach , CA 92660
USA

(949) 833-8483
949/ 833-2281

Larry E Severin
(949) 833-2281
Wang & Patel, PC
1301 Dove Street, #1050
Newport Beach , CA 92660
USA

(949) 833-8483

idadt‘ll‘l F Gibbs

Page 6 of29
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(949) 833—2281
Wang, Hartmann & Gibbs, PC
1301 Dove Street
Suite 1050

Newport Beach , CA 92660
USA

(949) 833-8483

Jason Brian Witten

[COR LD NTC]
Wang, Hartmann & Gibbs, PC
1301 Dove Street
Suite 1050

Newport Beach , CA 92660
USA

(949) 833-8483
949/ 833-2281

Alan D Albright
[COR LD NTC]
[Termz 03/08/2005]
Fish & Richardson

One Congress Plaza
111 Congress Ave
4TH Floor

Austin , TX 78701
USA

(512) 391-4930
512/ 391-6837

Raymond W Mort
512/457-7001
Dia Piper Rudnick Gray Cary US,
LLP

1221 S Mopac Expressway
Suite 400

Austin , TX 78746-6875
USA

(512) 457-7000

Tracy L McCreight '
[COR LD NTC]
[Termz 03/08/2005]
Gray Cary Ware & Freidenrich
1221 S Mopac Expwy
Suite 400

Austin , TX 78746-6875
USA

(512) 457-7128
512/ 457-7001

Joseph P Reid
[Termz 03/08/2005]
(619) 699-2701
Gray Cary Ware & Freidenrich
LLP

401 B Street, Suite 2000
San Diego , CA 92101-4240
USA

(619) 699-2800

John Allcock

[COR LD NTC]
Gray Cary Ware & Freidenrich, LLP
401 B Street
Suite 2000

San Diego , CA 92101—4240
USA '

(619) 699-2828

graham

Page 7 0129

9/19/2005



32 of 411

‘LexisNexis CourtLink

Dot Hill Systems Corporation, A Delaware Corporation
Third-Party Plaintiff

https://courtlink.lexisnexis.com/ShowDocket.aspx

John E Giust

[COR LD NTC] -
[Termz 03/08/2005]
Gray Cary Ware & Freidenrich, LLP
401 B Street
Suite 2000

San Diego , CA 92101-4240
USA

(619) 699-2828
(619) 699-2701

Matthew C Bernstein

[COR LD NTC]
[Term: 03/08/2005]
Gray Cary Ware & Freidenrich, LLP
401 B Street
Suite 2000 '

San Diego , CA 92101—4240
USA '

(619) 69972828
619/ 699—2701

John Michael Guaragna
512/457-7001 '
Dla Piper Rudnick Gray Cary US
LLP

1221 South Mopac Expressway
Suite 400

Austin , TX 78746
USA

(512) 457-7125

Patton G Lochn'dge
[COR LD NTC]
McGinnis, Lochridge & Kilgore
919 Congress Avenue
1300 Capitol Center
Austin , TX 78701
USA

(512) 495-6000
512/ 495-6093

Kurt E Richter

[COR LD NTC]
Morgan & Finnegan
3 World Financial Center
New York , NY 10281-2101
USA

(212) 415—8700

John F Sweeney
[COR LD NTC]
Morgan & Finnegan
3 World Financial Center

New York , NY 10281-2101
USA

(212) 415-8700
212/ 751-6849

William S Feller

[COR LD NTC]
Morgan & Finnegan
3 World Financial Center

New York , NY 10281-2101
USA

(212) 415-8700
212/ 415-8701

flatware"
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[COR LD NTC]
McGinnis, Lochn'dge & Kilgore
919 Congress Avenue
Suite 1300

Austin , TX 78701
USA

(512) 495-6041
512/ 495-6093

Daniel 5 Mount

[COR LD NTC]
[Terrn: 04/05/2004]
Mount & Stoelker
333 W San Carlos Street
Suite 1650

San Jose , CA 95110
USA

(408)279-7000
(408)998-1473

Lara J Hodgson
[COR LD NTC]
[Terrn: 04/05/2004]
Mount & Stoelker
333 W San Carlos Street

‘ Suite 1650

San Jose , CA 95110
USA

(408)279-7000
408/ 998-1473

Alfredo A Bismonte

[COR LD NTC] '
[Terrn: 04/05/2004]
Mount & Stoelker
333 w San Carlos Street
Suite 1650

San Jose , CA 95110
USA-

(408)279-7000
(408)998-1473

Michael E Lovins

[COR LD NTC]
McGinnis, Lochridge & Kilgore
1300 Capitol Center
919 Congress Avenue
Austin , TX 78701
USA

(512) 495-6000
512/ 505-6364

'Leslie M Hoekstra

[COR LD NTC]
[Termz 04/05/2004]
Mount & Stoelker
333 W San Carlos Street

Suite 1650
San Jose , CA 95110
USA

(408) 279-7000
(408) 998—1473

Valerie W Greenberg
[COR LD NTC]
Greenberg Law} Firm
121 Brite Avenue

Scosdale , NY 10583
USA

(914) 722-9111

33 of411
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Natu 'J Patel

[COR LD NTC]
[Term: 10/05/2004]
Wang & Patel, PC
1301 Dove Street
Suite 1050 ' ,

Newport Beach , CA 92660
USA

(949) 833-8483
949/ 833-2281

Larry E Severin
[COR LD NTC]
Wang & Patel, PC
1301 Dove Street, #1050
Newport Beach , CA 92660
USA -

(949) 833-8483
(949) 833-2281

Franklin E Gibbs

[COR LD NTC]
Wang, Hartmann & Gibbs, PC
1301 Dove Street
Suite 1050

Newport Beach , CA 92660
USA

(949) 833-8483
(949) 833-2281

Jason Brian Witten

[COR LD NTC]
Wang, Hartmann & Gibbs, PC
1301 Dove Street
Suite 1050

Newport Beach , CA 92660
USA

(949) 833-8483
949/ 833-2281

Falconstor Software, Inc ' George Barton Butts
Third-Party Defendant [COR LD NTC]
[Term: 09/17/2004] » [Term: 09/17/2004]

Dla Piper Rudnick Gray Cary US LLP
1221 S Mopac Expressway
Suite 400

Austin , TX 78746
USA ,

(512) 457-7068
512/ 457-7001

Mark J Schildkraut

[COR LD NTC]
[Term: 09/17/2004]
Kaye Scholer LLP
425 Park Ave

New York , NY 10022
USA a
(212) 836-8000

Aaron Stiefel

[COR LD NTC]
[Term: 09/17/2004]
Kaye Scholer LLP
425 Park Ave

New York , NY 10022
USA

(212) 836-8000
212/ 836—8689

34 of411
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Falconstor Software, Inc
Cross-Claimant

[Term: 08/27/2004]

Crossroads Systems (Texas), Inc, A Texas Corporation
Cross-Defendant
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Stephen J Elliott
[COR LD NTC]
[Term: 09/17/2004]
Kaye Scholer LLP
425 Park Ave

New York , NY 10022
USA

(212) 836—8000

George Barton Butts

[COR LD NTC] .
[Term: 08/27/2004]
Dla Piper Rudnick Gray Cary US LLP
1221 S Mopac Expressway
Suite 400

Austin , TX 78746
'USA '

(512) 457-7068
512/ 457-7001

Mark] Schildkraut

[COR LD NTC]
[Term: 08/27/2004]
Kaye Scholer LLP
425 Park Ave

New York , NY 10022
USA

(212) 836-8000

Aaron Stiefel

[COR LD NTC]
[Term: 08/27/2004]
Kaye Scholer LLP
425 Park Ave '

New York , NY 10022
USA -

(212) 836-8000
212/ 836-8689

Stephen J Elliott
[COR LD NTC]
[Term: 08/27/2004]
Kaye Scholer LLP

' 425 Park Ave

New York , NY 10022
USA

(212) 836-8000 ‘

Alan D Albright
[COR LD NTC]
[Term: 03/08/2005]
Fish & Richardson

One Congress Plaza
111 Congress Ave
4TH Floor .
Austin , TX 78701
USA

(512) 391-4930
512/ 391-6837

Raymond W Mort
512/457-7001
Dla Piper Rudnick Gray Cary US,
LLP

1221 S Mopac Expressway
Suite 400 .
Austin , TX 78746—6875
USA

flaw-7°00
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Tracy L McCreight
[COR LD NTC]
[Term: 03/08/2005]
Gray Cary Ware & Freidenrich
1221 S Mopac Expwy
Suite 400

Austin , TX 78746-6875
USA -

(512) 457—7128
512/ 457-7001

Joseph P Reid
[Termz 03/08/2005]
(619) 699-2701
Gray Cary Ware & Freidenrich
LLP '

401 B Street, Suite 2000
San Diego , CA 92101-4240
USA .

(619) 699—2800

John Allcock

[COR LD NTC]
Gray Cary Ware & Freidenrich, LLP
401 B Street
Suite 2000

San Diego , CA 92101-4240
USA

(619) 699—2828
(619) 699-2701

John E Giust

[COR LD NTC]
Harm: 03/08/2005]
Gray Cary Ware.& Freidenrich, LLP
401 B Street
Suite 2000 -

San Diego ,‘CA 92101-4240
USA V
(619) 699—2828
(619) 699-2701

Matthew C Bernstein

[COR LD NTC]
[Termz’ 03/08/2005]
Gray Cary Ware & Freidenrich, LL
401 B Street ~
Suite 2000

San Diego , CA 92101—4240
USA

(619) 699-2828
619/ 699-2701

John Michael Guaragna
512/457-7001
Dla Piper Rudnick Gray Cary US
LLP

1221 South Mopac Expressway
Suite 400

Austin , TX 78746
USA '

(512) 457-7125

Alan D Albright
[COR LD NTC]
[Termz 03/08/2005]
Fish & Richardson

One Congress Plaza
111 Congress Ave

3%TUfEl‘i‘i’
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Austin , TX 78701
USA '

(512) 391-4930
512/ 391-6837

Raymond W Mort
512/457-7001
Dla Piper Rudnick Gray Cary US,
LLP

1221 S Mopac Expressway
Suite 400

Austin , TX 78746-6875
USA

(512) 457-7000

Tracy L McCreight
[COR LD NTC]
[Term: 03/08/2005]
Gray Cary Ware & Freidenrich
1221 S Mopac Expwy
Suite 400

Austin , TX 78746-6875
USA

(512) 457-7128
512/ 457-7001

Joseph P Reid
[Term: 03/08/2005]

(619) 699-2701
Gray Cary Ware'& Freidenrich
LLP

401 B Street, Suite 2000
San Diego , CA 92101-4240
USA ‘

(619) 699-2800

John Allcock

[COR LD NTC]
Gray Cary Ware & Freidenrich, LLP
401 B Street

Suite 2000 ‘
San Diego , CA 92101-4240
USA

(619) 699-2828
(619) 699-2701

John E Giust

[COR LD NTC] -
[Term: 03/08/2005]
Gray Cary Ware & Freidenrich, LLP
401 B Street
Suite 2000 .

San Diego , CA 92101-4240
USA

(619) 699-2828
(619) 699-2701

Matthew C Bernstein

[COR LD NTC] .
[Term: 03/08/2005]
Gray Cary Ware & Freidenrich, LLP
401 B Street
Suite 2000

San Diego , CA 92101-4240
USA

(619) 699-2828
619/ 699-2701

John Michael Guaragna
512/457-7001

439%qu Rudnick Gray Cary us

Page 13 of 29
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Falconstor Software, Inc
Counter-Defendant
[Term: 08/27/2004]

Falconstor Software, Inc Counter-
Plaintiff -

[Term: 08/27/2004]

httos://courtlink.lexisnexis.com/ShowDocket.asox

LLP

1221 South Mopac Expressway
Suite 400

Austin , TX 78746
USA

(512) 457-7125

George Barton Butts
[COR LD NTC] .
[Term: 08/27/2004]
Dla Piper Rudnick Gray Cary us LLP
1221 S Mopac Expressway .
Suite'400

Austin , TX 78746
USA

(512) 457-7068
'512/ 457-7001

Mark J Schildkraut

[COR LD NTC] ‘
[Term: 08/27/2004]
Kaye Scholer LLP
425 Park Ave

New York , NY 10022
USA

(212) 836-8000

Aaron Stiefel

[COR LD NTC]
[Term: 08/27/2004]
Kaye Scholer LLP

, 425 Park Ave
New York , NY 10022
USA

(212) 836-8000
212/ 836-8689

5 Stephen J Elliott
[COR LD NTC]
[Term: 08/27/2004]
Kaye Scholer LLP
425 Park Ave

New York , NY 10022
USA

(212) 836-8000

George Barton Butts
[COR LD NTC]
[Term: 08/27/2004]
Dla Piper Rudnick Gray Cary US LLP
1221 S Mopac Expressway
Suite 400 .

Austin , TX 78746.
USA

(512) 457-7068
512/ 457-7001

Mark J Schildkraut '

[COR LD NTC]
[Term: 08/27/2004]
Kaye Scholer LLP '
425 Park Ave

New York , NY 10022
USA .

(212) 836-8000

Aaron Stiefel

[COR LD NTC]
: 8/27/2004]

3 egg—glacier LLP

Page 14 of29
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Crossroads Systems (Texas), Inc, A Texas Corporation
Counter-Defendant

https://courtlink.lexisnexis.com/ShowDocket.aspx

425 Park Ave .

New York , NY 10022
USA

(212) 836-8000
212/ 836-8689

Stephen J Elliott ‘
[COR LD NTC]
[Term: 08/27/2004]
Kaye Scholer LLP
425 Park Ave

New York , NY 10022
USA

(212) 836-8000

Alan D Albright
[COR LD NTC]
[Term: 03/08/2005]
Fish & Richardson

One Congress Plaza
111 Congress Ave
4TH Floor

. Austin , TX 78701
USA

(512) 391-4930
512/ 391-6837

Raymond W Mort
512/457-7001

Dla Piper Rudnick Gray Cary US,
LLP

1221 S Mopac Expressway
Suite 400

Austin , TX 78746-6875
USA

(512) 457-7000

Tracy L McCreight ,

[COR LD NTC] ‘
Gray Cary Ware & Freidenrich
1221 S Mopac Expwy
Suite 400

Austin , TX 78746-6875
USA

(512) 457-7128
512/ 457-7001

Joseph P Reid
[COR LD NTC] ,
[Termz 03/08/2005]
Gray Cary Ware & Freidenrich LLP
401 B Street, Suite 2000
San Diego , CA 92101-4240
USA .

(619) 699-2800
(619) 699-2701

John Allcock

[COR LD NTC]
Gray Cary Ware & Freidenrich, LLP
401 B Street ‘
Suite 2000 '

San Diego , CA 92101-4240
USA

(619) 699-2828
(619) 699—2701

John E Giust

[COR LD NTC]

flfipfipP/OB/Zoosj
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Date

10/17/2003

10/17/2003

10/17/2003

10/17/2003

10/ 1 7/2003

10/23/2003

10/23/2003

11/03/2003

12/01/2003

12/01/2003

12/0 1/2003

12/0 1/2003

12/03/2003

12/03/2003

12/03/2003

12/04/2003

12/15/2003

12/15/2003

12/15/2003

10

11

12

13

‘ J I Page 16 of29

Gray Cary Ware & Ereidenrich, LLP
401 B Street
Suite 2000

San Diego , CA 92101-4240
USA

(619) 699-2828
(619) 699-2701

Matthew C Bernstein

[COR LD NTC]
[Termz 03/08/2005]
Gray Cary Ware & Freidenrich, LLP
401 B Street ‘
Suite 2000

San Diego, CA 92101-4240
USA

(619) 699-2828
619/ 699-2701

John Michael Guaragna
512/457--7001
Dla Piper Rudnick Gray Cary US
LLP

1221 South Mopac Expressway
Suite 400

Austin , TX 78746
USA

(512) 457-7125

Proceeding Text

Case assigned to Honorable Sam Sparks (sh) [Entry date 10/20/03]

Complaint filed. Filing Fee: $ 150.00 Receipt # 357883 (Pages: 5) (sh) [Entry date 10/20/03]

Court file forwarded to Judge Sparks (gr) [Entry date 10/21/03]
Notified Commissioner of Patents and Trademarks of filing complaint for patent infringement (gr)
[Entry date 10/21/03]

A0 120 forwarded to the Commissioner of Patents and Trademarks. (mc2) [Entry date 03/23/04]
Summons issued for Dot Hill Systems Cor (gr) [Entry date,10/23/03]

Summons issued for Dot Hill Systems Cor (gr) [Entry date 10/24/03]

'Return of service executed as to Dot Hill Systems Cor on 10/27/03 (td) [Entry date 11/04/03]
Motion by Dot Hill Systems Cor for atty. Daniel 5. Mount to 'appear pro hac vice (gr) [Entry date
12/02/03]

Motion by Dot Hill Systems Cor for atty, Lara J. Hodgson to appear pro hac vice (gr) [Entry date
12/02/03]

Motion by Dot Hill Systems Cor for atty, Alfredo A. Bismonte to appear pro hac vice (gr) [Entry date
12/02/03]

Motion by Crossroads Systems (, Dot Hill Systems Cor to extend time to answer or otherwise respond,_
including motions Under Rule 12 of the Fed. R (gr) [Entry date 12/02/03]

- Order granting motion for atty. Daniel S. Mount to appear pro hac vice [3- 1] signed by Honorable Sam
Sparks (gr) [Entry date 12/03/03]

Order granting motion for atty, Lara J. Hodgson to appear pro hac vice [4-1] signed by Honorable Sam
Sparks (gr) [Entry date 12/03/03]

Order granting motion for atty, Alfredo A. Bismonte to appear pro hac vice [5-1] signed by Honorable
Sam Sparks (gr) [Entry date 12/03/03]

Order granting motion to extend time to answer or otherwise respond, including motions under Rule
12 of the Fed. R; until 12/17/03 [6-1] signed by Honorable Sam Sparks (gr) [Entry date 12/04/03]

Motion by Crossroads Systems ( for atty. John E. Giust to appear pro hac vice (gr) [Entry date
12/16/03]

' Motion by Crossroads Systems ( for atty. Matthew C. Bernstein to appear pro hac vice (gr) [Entry date
12/16/03]

Motion by Crossroads Systems ( for attegdffn‘mlflwck to appear pro hac vice (gr) [Entry date

httnsrl/cnurtlink.lexisnexis.cnm/Shnancket.asnx 9/1 9/2005
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12/16/2003

12/17/2003

12/17/2003

12/17/2003

01/05/2004

01/09/2004

01/09/2004

01/09/2004

1 01/13/2004

01/13/2004

01/13/2004

01/29/2004

01/29/2004

01/29/2004

01/29/2004

01/30/2004

01/30/2004

02/02/2004-

02/02/2004

02/02/2004

02/03/2004

02/03/2004

02/09/2004

02/1 7/2004

02/17/2004

02/18/2004

02/18/2004

02/18/2004

02/20/2004

LexisNéxis CourtLink

17

14

15

16

18

19

20‘

21

22

2.3

24

25

26

27

28

29

30

31

32

33

34

35
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12/16/03]

Answer to complaint and counterclaim by Dot Hill Systems Cor against Crossroads Systems (gr) [Entry
date 12/17/03]

Order granting motion for atty John Allcock to appear pro hac vice [13-1] signed by Honorable Sam

Sparks (gr) [Entry date 12/17/03]

Order granting motion for atty. John E. Giust to appear pro Ihac vice [11- 1] signed by Honorable Sam
Sparks (gr) [Entry date 12/17/03]

Order granting motion for atty. Matthew C. Bernstein to appear pro hac vice [12-1] signed by
Honorable Sam Sparks (gr) [Entry date 12/17/03]

Reply by Crossroads Systems to Dot Hill Systems Corp counterclaim [17-2] (gr) [Entry date 01/06/04]

Motion by Dot Hill Systems Cor for atty, John F. Sweeney to appear pro hac vice (gr) [Entry date
01/12/04]

Motion by Dot Hill Systems Cor for atty, Kurt E. Richter to appear pro hac vice (gr) [Entry date
01/12/04]

Motion by Dot Hill Systems Cor for atty. William S. Feiler to ,appear pro hac vice (gr) [Entry date
01/12/04]

Order granting motion for atty. William S. Feiler to appear pro hac vice [21- 1] signed by Honorable
Sam Sparks (gr) [Entry date 01/13/04]

Order granting motion for atty, Kurt E. Richter to appear pro hac vice'[20-1] signed by Honorable Sam
Sparks (gr) [Entry date 01/13/04] ,

Order granting motion for atty, John F. Sweeney to appear pro hac vice [19-1] signed by'Honorable
Sam Sparks (gr) [Entry date 01/13/04]

Motion by Dot Hill Systems Cor for atty Natu J. Patel to appear pro hac vice (gr) [Entry date 01/29/04]
Motion by Dot Hill Systems Cor for atty. Jason B. Witten to appear pro hac vice (gr) [Entry date
01/29/04]

Order granting motion for atty Natu J. Patel to appear. pro hac vice [25- 1] signed by Honorable SamSparks (gr) [Entry date 01/30/04]

Order granting motion for atty. Jason B. Witten to appear pro hac vice [26-1] signed by Honorable
Sam Sparks (gr) [Entry date 01/30/04]

Amended Certificate of service to James B. Witten's Application to Appear Pro Hac Vice for Dot Hill
Systems Cor (gr) [Entry date 02/02/04]

Amended Certificate of service to Patel' 5 Application to Appear Pro Hac Vice for Dot Hill Systems Cor
(gr) [Entry date 02/02/04]

Pro hac vice fee paid by John F. Sweeney with Amount: $ 25.00 Receipt # 359220 (gr) [Entry date

02/09/04]
Pro hac vice fee paid by William S. Feiler with Amount: $ 25. 00 Receipt # 359221 (gr) [Entry date
02/09/04]

Pro hac vice fee paid by Kurt E. Richter with Amount: $ 25.00 Receipt-# 359222 (gr) [Entry date
02/09/04]

Pro hac vice fee paid by Natu J. Patel with Amount: $ 25.00 Receipt # 359298 (gr) [Entry date
. 02/09/04]

Pro hac vice fee paid by Jason Brian Witten with Amount. $ 2.500 Receipt # 359299 (gr) [Entry date
02/09/04]

Order set scheduling conf. hearing for 2:00 2/18/04 in Courtroom 2, lst floor signed by Honorable
Sam Sparks (gr) [Entry date 02/09/04]

Notice of attorney appearance for Dot Hill Systems Cor - notice of substitution of attorneys (Natu J.
Patel, Jason B. Witten and local counsel, Travis Barton, in place of Daniel S. Mount (mc2) [Entry date
02/17/04]

‘ Joint Pretrial disclosures fled by Crossroads Systems (, Dot Hill Systems Cor (mc2) [Entry date
02/19/04]

Minutes of proceedings for hearing on all pending matters conducted on 2/18/04 by Judge Sparks.
Court Reporter: Lily Reznik. (mc2) [Entry date 02/19/04]

Miscellaneous hearing on all pending matters held, parties agree to Karl Bayer as special master.
(mc2) [Entry date 02/19/04] [Edit date 02/19/04]

Oral order by Honorable. Sam Sparks , setting miscellaneous hearing - Markman hearing before special

master, Karl Bayer, — for 7/2/04 (mc2)A[En(§¥y4qalte 02/19/04] '
Advisory to the court filed by Crossroads Systems (, Dot Hill Systems Cor - notice of nonopposition to

9/1 9/2005
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02/23/2004

02/23/2004

02/23/2004 .

02/24/2004

02/24/2004

02/25/2004

03/02/2004

03/08/2004

03/08/2004

03/08/2004

03/22/2004

03/22/2004

03/24/2004

03/24/2004

03/24/2004

04/05/2004

04/07/2004

04/07/2004

04/08/2004

04/12/2004

04/12/2004

04/13/2004

04/13/2004

04/20/2004

04/23/2004

04/29/2004

04/30/2004

04/30/2004

05/03/2004

05/03/2004

https://courtlink.lexisnexis.com/ShowDocket.aspx

36

37

38

39

40

41

'42

43

44

45

46

47

48

49

50

51

52

S3

54

55'

55

56

57

58

59

60

61
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appointment of Karl Bayer as 'special master. (mc2) [Entry date 02/23/04]

Case‘referred to Karl Bayer as special master (mc2) [Entry date 02/24/04]

Order referring case to Karl Bayer, Special Master..., signed by Honorable Sam Sparks (mc2) [Entry
date 02/24/04] '

Order setting miscellaneous hearing - Markman Hearing - for 9:00 7/2/04..., signed by Honorable Sam
Sparks (mc2) [Entry date 02/24/04]

Motion by Dot Hill Systems Cor for Franklin E. Gibbs to appear pro hac vice (mc2) [Entry date
02/26/04] r

Amended Certificate of service by Dot Hill Systems Cor re application to appear pro hac vice of
Franklin Gibbs. (mc2) [Entry date 02/26/04]

Order granting motion for Franklin E. Gibbs to appear pro hac vice [38- 1] signed by Honorable Sam
Sparks (mc2) [Entry date 02/26/04]

Joint motion by Crossroads Systems (, Dot Hill Systems Cor for protective order (mc2) [Entry date
03/05/04]

Order granting joint motion for protective order [41-1]. Agreed Protective Order filed & signed by
Honorable Sam Sparks (td) [Entry date 03/09/04]

Order regarding sealed documents signed by Honorable Sam Sparks (td) [Entry date 03/09/04]

Motion by Crossroads Systems for leave to file first amended cmp (cmp attached to motion) (td)
[Entry date 03/09/04]

Motion by Dot Hill Systems Cor to substitute attorney -VNatu Patel and Jason Witten in place of the law
firm of Mount & Stoelker (mc2) [Entry date 03/23/04]

Response by Dot Hill Systems Cor in opposition to motion for leave to file first amended cmp [44—1]
(mc2) [Entry date 03/23/04] '

Notice of filing by Crossroads Systems - concise statement of alleged infringement. (mc2) [Entry date
03/25/04]

Order granting motion for leave to file first amended cmp [44—1] signed by Honorable Sam Sparks
(mc2) [Entry date 03/25/04]

Amended complaint by Crossroads Systems, amending complaint [1— 1] (Pages. 7) (mc2) [Entry date
03/25/04]

Order granting motion to substitute attorney- Natu Patel and Jason Witten in place of the law firm of

Mount & Stoelker [4S- 1] Natu J. Patel, Jason Brian Witten added signed by Honorable Sam Sparks
(mml) [Entry date 04/05/04]

Supplemental Concise Statments of Alleged InfringementIfled by Crossroads Systems ( Re: file notice
[47- 1] (r91) [Entry date 04/08/04]

Stipulation filed by Crossroads Systems (, Dot Hill Systems Cor for leave for Dot Hill Systems Corp. to
file a third party complaint against Falconstor. (mc2) [Entry date 04/08/04]

Notice of filing Concise Statement of why the Accused Products Do Not Infringe by Dot Hill Systems

Cor (rg) [Entry date 04/12/04] .

Order re opposition response [46-1], that defendants may object in motion for partial summary‘

judgment..., signed by Honorable Sam Sparks (mc2) [Entry date 04/13/04]

Pro hac vice fee paid byFranklin E. Gibbs with Amount: $ 25.00, Receipt # 359723. (mc2) [Entry date
04/13/04]

Answer by Dot Hill Systems Cor to amended complaint; jury demand (rg) [Entry date 04/14/04]

Amended counterclaim by Dot Hill Systems Cor: counterclaim [17-2] (rg) [Entry date 04/14/04]

Supplement filed by Dot Hill Systems Cor Re: file notice [53-1] (mc2) [Entry date 04/21/04]

First Amended Answer by Dot Hill Systems Cor to amended .complaint; jury demand and counterclaim ,
against plaintiff. (mc2) [Entry date 04/23/04] [Edit date 04/23/04]

Motion by Dot Hill Systems Cor for Larry E. Severin to appear pro hac vice (sm) [Entry date 04/29/04]

Amended answer by Crossroads Systems (to counterclaim [17-2] (td) [Entry date 04/30/04]

Letter/Correspondence by attorney for FalconStor, George B. Butts, regarding: stipulation for leave for
Dot Hill Systems Corp. to file a third party complaint against Falconstor. Copy to Court 4/30/04. (mc2)
[Entry date 05/03/04]

Order granting motion for Larry E. Severin to appear pro hac vice [58-1] signed by Honorable Sam
Sparks (mc2) [Entry date 05/03/04]

Order granting stipulation [52-1], that Dot Hill Systems Corp. is granted leave to file a third party

complaint against FalconStor, signed bfifldhbfla’ble Sam Sparks (mc2) [Entry date 05/03/04]
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’ 05/27/2004
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Tianscript filed for date of 2/18/04 (Proceedings Transcribed: scheduling conference) (Court Reporter:
Lily Reznik.) (mc2) [Entry date 05/03/04]

Minutes of proceedings for telephone conference conducted on 5/5/04 by Judge Sparks. Court
Reporter: Lily Reznik. (mc2) [Entry date 05/06/04]

Tele-conference held in chambers; Court resets Markman hearing to 8/30, 31, 2004, referred to
Special Master for conference call and appropriate rescheduling of tutorial and briefing. (mc2) [Entry
date 05/06/04]

Miscellaneous hearing — Markman hearing - resetting on 8/30/04 (order on scheduling to follow by
Special Master). (mc2) [Entry date 05/06/04]

Order resetting Markmak hearing for 9:00 8/30/04, ...,
date 05/06/04]

Third-party complaint by Dot Hill Systems Cor against FalconStor Software (mc2) [Entry date
05/07/04]

Notice of filing by Dot Hill Systems Cor - corporate disclosure. (mc2) [Entry date 05/07/04]

Summons issued for FaiconStor Software (mc2) [Entry date 05/07/04]
Return of service executed as to FalconStor Software on 5/6/04 (mc2) [Entry date 05/10/04]

Answer by FalconStor Software to third-party complaint [65-1] (mc2) [Entry date 05/26/04]

Crossclaim by FalconStor Software against Crossroads Systems (mc2) [Entry date 05/26/04]

Sent letter to attorneys for Falconstor, Elliott and Stiefel, re bar status. (mc2) [Entry date 05/26/04]

Motion by Crossroads Systems to halt Dod Hill's spoliation of evidence, and to compel production of
Dot Hill's emails (with attached declaration of Tracy L. McCreight submitted and maintained under
seal). (mc2) [Entry date 05/26/04] [Edit date 05/26/04]

Motion by Crossroads Systems ( to seal declaration of Tracy L. McCreight in support of plaintiff's
motion to halt Dot Hill’s spoliation of evidence and to compel production of Dot Hill's emails (mc2)
[Entry date 05/26/04] .

Motion by FalconStor Software for Aaron Stiefel to appear pro hac vice (mc2) [Entry date 05/27/04]

signed by Honorable Sam Sparks (mc2) [Entry

Motion by FalconStor Software for Mark J. Schildkraut to appear pro hac vice (mc2) [Entry date
05/27/04]

Motion by FalconStor Software for Stephen J. Elliott to appear pro hac vice (mc2) [Entry date
05/27/04]

Order granting motion for Aaron Stiefel to appear pro hac vice [71-1] signed by Honorable Sam
Sparks (mc2) [Entry date 06/01/04]

Order granting motion for Mark J. Schildkraut to appear pro hac vice [72-1] signed by Honorable Sam
Sparks (mc2) [Entry date 06/01/04]

Order granting motion for Stephen J. Elliott to appear pro hac vice [73- 1] signed by Honorable Sam
Sparks (mc2) [Entry date 06/01/04]

Advisory to the court filed by Crossroads Systems ( - notice of withdrawal of its motion to hald Dot
Hill's sp[oliation of evidence and to compel production of Dod Hill's emails (mc2) [Entry date
06/07/04] '

Withdrawal motion to halt Dod Hill's spoliation of evidence [69-1], motion to compel production of Dot
Hill's emails [69-2] (mc2) [Entry date 06/07/04] -

Pro hac vice fee paid byAaron Stiefel, Stephen J. Elliott, Mark J. Schildkraut with Amount. $ 7500,
Receipt # 360516. (mc2) [Entry date 06/09/04]

Pro hac vice fee paid byLarry E Severin with Amount: $ 25.00, Receipt # 360528. (mc2) [Entry date
06/09/04] .

Motion by Crossroads Systems ( to extend time to answer or otherwise respond (to FalconStor's Rule
14 claims) (mc2) [Entry date 06/10/04]

Order granting motion to extend time to answer or othenNise respond (to FalconStor's Rule 14 claims)
{78-11 until 6/28/04, signed by Honorable Sam Sparks (mc2) [Entry date 06/14/04]

Order granting motion to seal declaration of Tracy L. McCreight in support of plaintiff's motion to halt
Dot Hill's spoliation of evidence and to compel production of Dot Hill's emails [70-1] signed by
Honorable Sam Sparks (mc2) [Entry date 06/16/04]

Order mooting motion to compel production of Dot Hill's emails [69- 2] signed by Honorable Sam
Sparks (mc2) [Entry date 06/ 16/04]

Order granting motion to extend time to answer or otherwise respond (to FalconStor's Rule 14 claims)

[78- 1] until 6/28/04, signed by Honorable Sam Sparks (mc2) [Entry date 06/21/04]43 OM
Answer by Crossroads Systems (to crossclaim [168-1] (mc2) [Entry date 06/29/04]
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Counterclaim by Crossroads Systems against FalconStor Software (mc2) [Entry date 06/29/04]

Motion by Dot Hill Systems Cor for leave to fle to exceed page limit in motion for summary
judgment... (mc2) [Entry date 06/29/04]

Unopposed Motion by Dot Hill Systems Cor to seal exhibits 14 and 17 accompanying Dot Hill's motion
for summary judgment... (mc2) [Entry date 06/29/04]

Motion by Dot Hill Systems Cor for summary judgment that US. Patent No. 6,425,035 and US. Patent
No. 5,941,972 are invalid pursuant to 35 USC Sec. 102 and/or 103 in view of pn’or development of
Digital Equipment Corp HSZ70 controller (with attached exhibits 14 and 17 submitted and maintained
under seal) (mc2) [Entry date 06/29/04]

Motion by Dot Hill Systems Cor request for judicial notice in support of its motion for summary
judgment... (mc2) [Entry date 06/29/04]

Order granting motion for leave to fle to exceed page limit in motion for summary judgment... [83-1] signed by Honorable Sam Sparks (mc2) [Entry date 06/30/04]

Motion by Crossroads Systems for Joseph P. Reid to appearrpro hac vice (mc2) [Entry date 07/01/04]

Motion by Dot Hill Systems Cor for leave to file - to supplement documents filed in support of its
motion for summary judgment that US. Patent No. 6,425,035 and US. Patent No. 5,941,972 are
invalid (with attached Exhibit A to Exhibit 4 of Dot Hill's summary judgment motion submitted and
maintained under seal) (mc2) [Entry date 07/01/04] [Edit date 07/01/04]

Unopposed Motion by Dot Hill Systems Cor to seal Exhibit A to Exhibit 4 accompanying Dot Hill's
motion for summary judgment that U.S. Patent No. 6,425,035 and US. Patent No. 5,941,972 are‘
invalid... (mc2) [Entry date 07/01/04]

Order granting motion to seal exhibits 14 and 17 accompanying Dot Hill's motion for summary

judgment... [84-1] signed by Honorable Sam Sparks (mc2).[Entry date 07/01/04]

Motion by Crossroads Systems to extend time to respond to DOT Hill Systems Corp's msj (td) [Entry
date 07/06/04]

Order granting motion for Joseph P. Reid to appear pro hac vice [89-1] signed by Honorable Sam
Sparks (mc2) [Entry date 07/07/04]

Order granting motion to seal Exhibit A to Exhibit 4 accompanying Dot Hill's motion for summary
judgment that US Patent No. 6,425,035 and US. Patent No. 5,941,972 are invalid... [91—1] signed
by Honorable Sam Sparks (mc2) [Entry date 07/07/04]

Order granting motion to extend time to respond to DOT Hill Systems Corp's msj [93-1] until 11 days
after last of depositions of Ellen Lary, Richard Lary , and Diana Hsuesh-Ying Shen is completed, signed

by Honorable Sam Sparks (mc2) [Entry date 07/09/04] '

Pro hac vice fee paid byJoseph P. Reid with Amount: $ 25.00, Receipt # 360959. (mc2) [Entry date
07/12/04]

Notice of filing of Joint Submission of Preliminary Claim Chart by Crossroads Systems (, Dot Hill
Systems Cor, FalconStor Software (dm) [Entry date 07/20/04]

Answer by FalconStor Software to counterclaim [87-1] (mc2) [Entry date 07/21/04]

Counterclaim by FalconStor Software against Crossroads Systems (mc2) [Entry date 07/21/04]

Order that Dot Hill Systems retrieve from chambers posthaste boxes of reexamination petition
delivered on 7/21/04, signed by Honorable SamSparks (mc2) [Entry date 07/21/04]

Answer by Crossroads Systems to counterclaim [98—1] (mc2) [Entry date 07/29/04]

Opening claim construction Brief by Dot'Hill Systems Cor, FalconStor Software (mc2) [Entry date
07/29/04]

Joint motion by Crossroads Systems, Dot Hill Systems Cor, FalconStor Software for leave to file
Markman briefs in excess of page limit (mc2) [Entry date 07/29/04]

Markman Brief by Crossroads Systems (mc2) [Entry date 07/29/04]

Order granting joint motion for leave to file Markman briefs in excess of page limit [102-1] signed by '

Honorable Sam Sparks (mc2) [Entry date 08/02/04] '
Motion by Crossroads Systems to compel production of documents from Dot Hill (with attached
declaration of Matthew Bernstein in support of motion filed under seal) (mc2) [Entry date 08/04/04]

Unopposed Motion by Crossroads Systems to seal declaration of Matthew C. Bernstein in support of its
motion to compel production of documents (mc2) [Entry date 08/04/04]

Unopposed Motion by Crossroads Systems for leave to file motion to compel in excess of page limit(mc2) [Entry date 08/04/04]

Advisory to the court filed by Dot Hill Systems Cor - notice of change of firm name; new name: Wang,
Hartmann & Gibbs, P.'C. (mc2) [Entry date (984(13/04]

0/1 00005
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Order granting motion for leave to file motion to compel in excess of page limit [107— 1] signed by
Honorable Sam (mc2) [Entry date 08/05/04]

Motion by Crossroads Systems ( for (Barry K. Shelton) to appear pro hac vice (dm) [Entry date
08/12/04]

Order granting motion for (Barry K. Shelton) to appear pro hac vice [110-1] signed by Honorable Sam
Sparks (dm) [Entry date 08/12/04]

Responsive Claim Construction Brief of Dot Hill Systems Cor, Falconstor Software (dm) [Entry date
08/12/04]

Exhibits in support of the responsive claim construction brief of Dot Hill Systems Cor, FalconStor
Software (dm) [Entry date 08/12/04]

Joint motion by Crossroads Systems (, Dot Hill Systems Cor for leave to file responsive Markman brief
in excess of page limit (dm) [Entry date 08/13/04]

Response by Crossroads Systems ( to Dot Hill Systems Corporation's Claim Construction brief [112-1]
(dm) [Entry date 08/13/04]

Opposition of Dot Hill Systems Corporation to Crossroads' motion to compel production of documents
(with attached declaration of Matthew Bernstein in support of motion filed under seal) [105-1] (dm)
[Entry date 08/17/04] .

Order granting motion to seal declaration of Matthew C. Bernstein in support of its motion to compel

production of documents [106-1] signed by Honorable Sam'Sparks (dm) [Entry date 08/17/04]

Pro hac vice fee paid byBarry K. Shelton with Amount: $ 25.00 Receipt # 361508 (drn) [Entry date
08/25/04]

Order granting joint motion for leave to file responsive Markman brief in excess of page limit [114-1]
signed by Honorable Sam Sparks (drn) [Entry date 08/18/04]

Order granting motion for leave to file - to supplement documents filed in support of its motion for
summary judgment that U.S. Patent No. 6,425,035 and US. Patent No. 5,941,972 are invalid [90-1]

signed by Honorable Sam Sparks (dm) [Entry date 08/24/04]

Motion by Crossroads Systems ( for leave to file second amended complaint (dm) [Entry date
08/25/04]

Received Stipulation and Order of Dismissal of Claims between Crossroads [Systems (Texas), Inc. and
Falconstor Software, inc. (dm) [Entry date 08/25/04]

Order Motion hearing on motion to compel production of documents from Dot Hill (with attached
declaration of Matthew Bernstein in support of motion filed under seal) [105-1] for 9:00 9/9/04 signed
by Honorable Sam Sparks (dm)‘[Entry date 08/30/04]

Order granting motion for leave to file second amended complaint [120-1], therefore ordered that
plaintiff Crossroads Systems second amended complaint for patent infringement shall be deemed filed,
served and effective as of the date below... signed by Honorable Sam Sparks (dm) [Entry date
08/30/04]

Unopposed Motion by Crossroads Systems ( for leave to file' reply brief in support of motion to compel
in excess of page limit (dm) [Entry date 08/30/04]

Crossroads Systems Inc's Reply briefIn support of its Motion to Compel the Production of Documents.
(dm) [Entry date 08/30/04]

Motion by Crossroads Systems ( to seal declaration of Tracy L. Mccreight in support of Crossroads
Systems Inc.'s reply brief in support of its motion to compel the production of documents (dm) [Entry
date 08/30/04]

Sealed document, declaration of Tracy L. McCreight in support of Crossroads systems lnc.‘5 reply brief

in support of its motion to compel the production of documents, placed in vault (dm) [Entry date
08/30/04]

Stipulation an Order of Dismissal of Claims between Crossroads Systems Inc. and Falconstor Software,
Inc. signed by Honorable Sam Sparks (dm) [Entry date 08/30/04]

Minutes of proceedings for Markman Hearing conducted on August 30, 2004 by Judge Sparks. Court
Reporter: Lily Reznik‘(dm) [Entry date 09/01/04] [Edit date 09/02/04]

Miscellaneous hearing (Markman Hearing) held, parties announce ready, statements and arguments of
counsel heard, testimony heard on behalf on plaintiff/defendant, witnesses sworn, evidence submitted
on behalf of plaintiff/defendant, court exhibit filed, parties rest, closing argument heard,
recommendations, special master will review evidence and submit draft to parties, invite briefs and
submit final recommendation prior to December, parties to provide Ms. Sims with prosecution history

when it becomes available. (dm) [Entry date 09/01/04] ‘
Minutes of proceedings for miscellaneous hearing conducted on August 30,2004 by Judge Bayer.
Court Reporter: no transcript made (drupgfiflium date 09/01/04] [Edit date 09/02/04]

0/1 (H7005
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Miscellaneous hearing held, tuton‘al held In courtroom in absence of record (dm) [Entry date
09/01/04]

Combined Witness and Exhibit List by Crossroads Systems (, Dot Hill Systems Cor (dm) [Entry date
09/01/04] [Edit date 09/02/04]

Exhibits by‘Dot Hill Systems Cor (dm) [Entry date 09/20/04]

Exhibits by Crossroads Systems (, Dot Hill Systems Cor (dm) [Entry date 09/20/04]
Stipulated definitions of claim terms filed by Crossroads Systems (, Dot Hill Systems Cor (dm) [Entry
date 09/01/04] [Edit date 09/02/04]

Motion by Dot Hill Systems Cor for (Richard Frankklin Cauley) to appear pro hac vice (dm) [Entry date
09/07/04]

Notice of Stipulation regarding Dot Hill Systems Corp.“5 Axis Storage Manager and RAIDarPS Products
fled by Crossroads Systems (, Dot Hill Systems Cor (dm) [Entry date 09/07/04]

Pro hac vicetfee paid byRichard Franklin Cauley with Amount: $ 25.00 receipt #361713 (mcl) [Entry
date 09/13/04]

Order granting motion to seal declaration of Tracy L. Mccreight in support of Crossroads Systems

Inc.‘5 reply brief'In support of its motion to compel the production of documents [126- 1] signed by
Honorable Sam Sparks (mc2) [Entry date 09/07/04]

Order granting motion for leave to file reply briefIn support of motion to compel in excess of page
limit [124- 1] signed by Honorable Sam Sparks (mc2) [Entry date 09/07/04]

Minutes of proceedings for Motion hearing conducted on September 9, 2004 by Judge Sparks. Court
Reporter: Lily Reznik (dm) [Entry date 09/09/04]

Motion hearing held on following motion: Crossroads Systems Motion to Compel #105, parties
announce ready, pro hac motion granted for Richard F, Cauley, statements and arguments of counsel
heard, motions granted in part, supplemental briefs due by 5:00pm on October 1, responses due by
5:00pm on Oct. 15, written order forthcoming, court permits deposition of Ms. Greenburg (dm) [Entry
date 09/10/04]

Order granting motion for (Richard Frankklin Cauley) to appear pro hac vice [132-1] signed by
Honorable Sam Sparks (dm) [Entry date 09/10/04]

Transcript filed for dates of 8/30/04 (Proceedings Transcribed: Markman Hean‘ng before Special Master
Karl Bayer) (Court Reporter: L. Reznik) (mcl) [Entry date 09/13/04]

Answer by Dot Hill Systems Cor to amended complaint, jury demand (mcl) [Entry date 09/14/04]
Amended counterclaim by Dot Hill Systems Cor: counterclaim [17-2] (mc1) [Entry date 09/14/04]

TranscriptIfiled for date of 9/9/04 (Proceedings Transcribed: motion to compel hearing) (Court
Reporter: Lily Reznik.) (mc2) [Entry date 09/14/04]

Order granting in part, denying in part motion to compel production of documents from Dot Hill [105-
1], and that the parties have until 5:00 pm. on 10/1/04 to file any post-Markman hearing briefs, and
they have until 5:00 pm. on 10/15/04 to file any responses thereto, signed by Honorable Sam Sparks
(mc2) [Entry date 09/14/04]

Stipulation and Order regarding Dot Hill Systems Corporation's Axis Storage Manager and RAIDarPS

Products, signed by Honorable Sam Sparks (mc2) [Entry date 09/14/04]

Received Stipulation of Dismissal of Dot Hill System Corporation's Claims against Falconstor Software,
inc. (dm) [Entry date 09/16/04]

Stipulation of dismissal of Dot Hill System Corporation's claims against Falconstor Software, Inc (dm)
[Entry date 09/20/04]

Motion and order by Crossroads Systems and Dot Hill Systems ( regarding Crossroad's response
deadline and Dot Hill Systems Cor reply deadline with respect to Dot Hill‘s pending motion for
summary judgment (dm) [Entry date 09/20/04]

Motion by Crossroads Systems ( to compel the testimony of Diana Shen, Ellen Lary, and Richard Lary
(dm) [Entry date 09/21/04]

Motion by Crossroads Systems ( to seal declaration of Barry K. Shelton in support of Crossroads
Systems (Texas) Inc.5 motion to compel the testimony of Diana Shen, Ellen Lary, and Richard Lary
(dm) [Entry date 09/21/04]

Sealed document (Declaration of Barry K. Shelton in Support of Crossroads Systems (Texas), Inc.'s
motion to compel the testimony of Diana Shen, Ellen Lary, and Richard Lary), placed in vault (dm)
[Entry date 09/21/04] '

Order granting motion re: Crossroads' response deadline and Dot Hill's reply deadline with respect to
Dot Hill's pending motion for summary judgment [145-1] signed by Honorable Sam Sparks (dm)

[Entry date 09/23/04] 46 of 411
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09/23/2004 150 Order granting motion to seal declaration of Barry K. Shelton in support of'Crossroads Systems
(Texas).Inc.'s motion to compel the testimony of Diana Shen, Ellen Lary, and Richard Lary [147-1]
signed by Honorable Sam Sparks (dm) [Entry date 09/23/04] '

09/27/2004 151 Motion by Dot Hill Systems Cor to exceed page limits for its'motion for bifurcation of liability and.
damages/willfulnes’s issues and brief in support thereof (dm) [Entry date 09/28/04]

09/27/2004 152 Motion by Dot Hill Systems Cor for bifurcation of liability and damages/willfulness issues, and brief in
support thereof (dm) [Entry date 09/28/04] ~

09/27/2004 153 Response by Crossroads Systems ( in opposition to motion for summary judgment that US. Patent
No. 6,425,035 and US. Patent No. 5,941,972 are invalid pursuant to-35 USC Sec. 102 and/or 103 in
view of prior development of Digital Equipment Corp HSZ70 controller (with attached exhibits .14 and
17 submitted and maintained under seal) [85-1] (dm) [Entry date 09/28/04] '

09/27/2004 154 Motion by Crossroads Systems ( for leave to file opposition to Dot Hill's motion for summary judgment
that US. patent no. 6,425,035 and US. patent no. 5,941,972 are invalid pursuant to US C. 102
and/or 103 in view of the prior development of the digital equipment corporation HSZ70 controller in
excess of page limit (drn) [Entry date 09/28/04] '

09/27/2004 _ 155 Unopposed Motion by Crossroads Systems ( to seal: Declaration of Barry K. Shelton in support of
Crossroads Systems' opposition to Dot Hill's motion for summary judgment that US. patent no.
6,425,035 and U.S. patent no. 5,941,972 are invalid pursuant to US C. 102 and/or 103 in view of the
prior development of the digital equipment corporation HSZ70 controller (dm) [Entry date 09/28/04]

09/27/2004 156 Sealed document, Declaration [of Barry, K. Shelton in support of Crossroads Systems' opposition to Dot

' invalid pursuant to U._S.C. 102 and/or 103 in view of the prior development of the digital equipment
corporation HSZ70 controller, placed in vault (dm) [Entry date 09/28/04]

09/28/2004 157 Advisory to the court of certification of the Greenberg law firm, filed by. Dot Hill Systems Cor (dm)
[Entry date 09/29/04] ‘ '

09/28/2004 158 Advisory to the court of certification of Morgan & Finnegan LLP, filed by Dot Hill Systems Cor (dm)
[Entry date 09/29/04]

09/29/2004 159 Order granting motion to exceed page limits for its motion for bifurcation of liability and
damages/willfulness issues and brief in support thereof [151-1] signed by Honorable Sam Sparks (dm)
[Entry date 09/29/04]

. 4 \
09/29/2004 160 Motion by Dot Hill Systems Cor for (Natu J. Patel) to withdraw as attorney for defendant Dot Hill

Systems Corporation (drn) [Entry date 10/01/04] ~

09/30/2004 161 Response by Dot Hill Systems Cor in opposition to motion to compel the testimony of Diana Shen,
Ellen Lary, and Richard Lary' [146-1] (dm) [Entry date 10/01/04]

09/30/2004 162 Motion by Dot Hill Systems Cor to file under seal: declaration of Jason B. Witten in support of Dot Hills'
opposition to crossroads' motion to compel the testimony of Diana Shen, Ellen Lary and Richard Lary
(dm),[Entry date 10/01/04]

09/30/2004 163 Motion by Dot Hill Systems Cor for leave to file opposition to motion to compel the testimony of Diana
Shen, Ellen Lary, and Richard Lary in excess of page limit (dm) [Entry date 10/01/04]

09/30/2004 176 Sealed document, declaration of Jason B. Witten in support of Dot Hills' Opposition to Crossroads'
. motion to compel the testimony of Diana Shen, Ellen Lary and Richard Lary, placed in vault (drn)

[Entry date 10/05/04]

10/01/2004 164 Response by Crossroads Systems ( to amended counterclaim for declaratory judgment of
noinfringement, invalidity and inequitable conduct [140-1] (dm) [Entry date 10/05/04]

10/01/2004 165 Motion by Dot Hill Systems Cor for leave to file Post Markman hearing claim construction brief of Dot '
Hill Systems Corporation in excess of page limit (dm). [Entry date 10/05/04]

10/01/2004 166 Motion by Dot Hill Systems Cor for leave to file under seal: declaration of Jason B. Witten in support of
post markman hearing claim construction brief of Dot Hill Systems (drn) [Entry date 10/05/04]

10/01/2004 167 Sealed document, declaration of Jason B. Witten in support of post markman hearing claim
construction brief of Dot Hill Systems corporation, placed in~vault (dm) [Entry date 10/05/04]

10/01/2004 168 Post—Hearing Markman Brief by Crossroads Systems (dm) [Entry date 10/05/04]
10/01/2004 169 Declaration of Barry K. Shelton in support of Crossroads Systems' post-hearing Markman Brief (doc.

#176) (dm) [Entry date 10/05/04]

10/01/2004 170 Unopposed Motion by Crossroads Systems ( for leave to file Crossroads Systems Inc.'s corrected
opposition to Dot Hill Systems Corp's motion for summary judgment for invalidity of US. patent nos.
6,423,035 and 5,941,972 (dm) [Entry date 10/05/04]

10/01/2004 171 Motion by Crossroads Systems ( for leave to file corrected opposition to Dot Hill's motion for summary
» judgment... (dm) [Entry date 10/05/04]

10/01/2004 172 Motion by Crossroads Systems ( to file unfildeéflfldeclaration of Barry K. Shelton in support of
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date 10/05/04]

Motion by Crossroads Systems ( for leave tofile declaration of Barry K. Shelton in support of
Crossroads Systems Inc.‘s corrected opposition to Dot Hill Systems Corporation's motion for summary
judgment for invalidity of US. patent nos. 6,423,035 and 5,941,972 (dm) [Entry date 10/05/04]

Declaration of Barry K. Shelton ( in support of motion to file under seal: declaration of Barry K.
Shelton in support of Crossroads systems' corrected opposition to Dot Hill's motion for summary
judgment... [172-1] (dm) [Entry date 10/05/04]

Post Markman Hearing Claim Construction Brief by Dot Hill Systems Cor (dm) [Entry date 10/05/04]

Order granting motion for leave to file opposition to motion to compel the testimony of Diana Shen,
Ellen Lary, and Richard Lary in excess of page limit [163-1] signed by Honorable Sam Sparks (dm)
[Entry date 10/05/04]

Order granting motion for leave to file Post Markman hearing claim construction brief of Dot Hill
Systems Corporation in excess of page limit [165- 1] signed by Honorable Sam Sparks (dm) [Entry
date 10/06/04]

Order granting motion for leave to file corrected opposition to Dot Hill's motion for summary
judgment... [171-1] signed by Honorable Sam Sparks (dm) [Entry date 10/06/04]

Order granting motion for (Natu J. Patel) to withdraw as attorney [160-1] (Terminated attorney Natu
J. Patel for Dot Hill Systems Cor, attorney Natu J. Patel for Dot Hill Systems Cor, attorney Natu J. Patel
for Dot Hill Systems Cor signed by Honorable Sam Sparks (dm) [Entry date 10/06/04]

Order granting motion to file under seal: declaration of Jason B. Witten in support of Dot Hills'
opposition to crossroads' motion to compel the testimony of Diana Shen, Ellen Lary and Richard Lary
[162-1] signed by Honorable Sam Sparks (dm) [Entry date 10/06/04]

Order granting filing of declaration of Barry K. Shelton in support of Crossroads Systems corrected
opposition... [174-1] signed by Honorable Sam Sparks (dm): [Entry date, 10/06/04]

Order granting motion for leave to file Crossroads Systems Inc.'s corrected opposition to Dot Hill
Systems Corp's motion for summary judgment for invalidity of US. patent nos. 6,423,035 and
5,941,972 [170—1] signed by Honorable Sam Sparks (dm) [Entry date 10/06/04]

Order granting motion for leave to file declaration of Barry K. Shelton in support of Crossroads
Systems Inc.’5 corrected opposition to Dot Hill Systems C'orporations motion for summary judgment

for invalidity of U.S. patent nos. 6,423,035 and 5,941,972 [173- 1] signed by Honorable Sam Sparks(dm) [Entry date 10/06/04] .

Order granting motion for leave to file under seal: declaration of Jason B. Witten in support of post
markman hearing claim construction brief of Dot Hill Systems [166-1] signed by Honorable Sam

Sparks (dm) [Entry date 10/06/04]

Response by Crossroads Systems ( in opposition to motion for summary judgment that U. S. Patent
No. 6,425,035 and U. S. Patent No. 5,941,972 are invalid pursuant to 35 USC Sec. 102 and/or 103 in
view of prior development of Digital Equipment Corp HSZ70 controller (with attached exhibits 14 and
17 submitted and maintained under seal) [85-1] (dm) [Entry date 10/06/04]

Mooted motions motion to file under seali declaration of Barry K. Shelton in support of Crossroads
systems' corrected opposition to Dot Hill's motion for summary judgment... [172-1], motion granted in
order (doc. #184) (drn) [Entry date 01/28/05]

Motion by'Crossroads Systems ( for leave to file its opposition to Dot Hill's motion for bifurcation of
liability'and damages/willfulness issues in excess of page limit (dm) [Entry date 10/12/04]

Response by Crossroads Systems ( in opposition to motion for bifurcation of liability and
damages/willfuiness issues, and brief in support thereof [152-1] (drn) [Entry date 10/12/04]

Motion by Dot Hill Systems Cor for leave to file motion to stay in excess of page limit (dm) [Entry date
10/ 12/04]

Motion by Dot Hill Systems Cor to stay (dm) [Entry date 10/12/04]

Declaration of Jason B. Witten by Dot Hill Systems Cor in support of motion to stay or administratively
terminate [190-1] (dm) [Entry date 10/12/04]

Order granting motion for leave to file opposition to Dot Hill's motion for summary judgment that us.
patent no. 6,425,035 and US. patent no. 5,941,972 are invalid pursuant to US. C. 102 and/or 103 in
view of the prior development of the digital equipment corporation HSZ70 controller in excess of page
limit [154-1] signed by Honorable Sam Sparks (dm) [Entry date 10/12/04]

Order granting motion to seal: Declaration of Barry K. Shelton in support of Crossroads Systems'
opposition to Dot Hill's motion for summary judgment that US. patent no. 6,425,035 and U.S. patent
no. 5,941,972 are invalid pursuant to US. C. 102 and/or 103 in view of the prior development of the
digital equipment corporation HSZ70 controller [155-1] signed by Honorable Sam Sparks (drn) [Entry
date 10/13/04]

Response by Crossroads Systems ( in sderofl‘ldflmotion to compel the testimony of Diana Shen, Ellen

9/1 9/2005
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Lary, and Richard Lary [146-1] (dm) [Entry date 10/13/04]

10/12/2004 195 Declaration of Barry K. Shelton by Crossroads Systems (in support of reply in support of its motion to
compel... [194-1] (dm) [Entry date 10/13/04]

10/12/2004 196 Motion by Crossroads Systems ( for leave to file its reply in support of its motion to compel the
testimony of Diana Shen, Ellen Lary, and Richard Lary in excess of page limit (dm) [Entry date
10/13/04]

10/13/2004 197 Emergency Motion by Dot Hill Systems Cor to compel testimony of Crossroads' expert Paul Hodges
‘ (dm) [Entry date 10/13/04] .

10/13/2004 198 Motion by Dot Hill Systems Cor for leave to appear by telephone at hearing on Dot Hill's emergency
' motion to compel testimony of Crossroads' expert Paul Hodges (dm) [Entry date 10/13/04]

10/13/2004 199 Amended emergency motion by Dot Hill Systems Cor : to compel amending motion to compel
testimony of Crossroads' expert Paul Hodges [197-1] (dm) [Entry date 10/14/04]

10/13/2004 I 200 Order granting motion for leave to file motion to stay in excess of page limit [189-1] signed by
Honorable Sam Sparks (dm)- [Entry date 10/14/04] ‘

10/13/2004 201 Order granting motion for leave to file its opposition to Dot Hill's motion for bifurcation of liability and
damages/willfulness issues in excess of page limit [187- 1] signed by Honorable Sam Sparks (dm)
[Entry date 10/14/04] ,

10/13/2004 202 Order set miscellaneous hearing on all pending matters at 1:30 10/15/04 signed by Honorable Sam
Sparks (dm) [Entry date 10/14/04]

10/14/2004 203 Order granting motion for leave tofile its reply in support of its motion to compel the testimony of
Diana Shen, Ellen Lary, and Richard Lary in excess of page limit [196-1] signed by Honorable Sam
Sparks (dm) [Entry date 10/14/04]

10/14/2004 204 Response by Crossroads Systems ( in opposition to motion to compel testimony of Crossroads' expert
Paul Hodges [197-1], amended motion to compel [199-1] (dm) [Entry date 10/15/04]

10/14/2004 205 Declaration of Barry K. Shelton by Crossroads Systems ( in support of opposition to Dot Hill's
emergency motion to compel testimony of Crossroads' expert Paul Hodges [204-1] (dm) [Entry date
10/15/04]

10/14/2004 206 Response by Dot Hill Systems Cor in support of motion for bifurcation of liability and
damages/willfulness issues, and brief in support thereof [152-1] (dm) [Entry date 10/15/04]

10/14/2004 207 Order granting motion for leave to appear by telephone at hearing on Dot Hill's emergency motion to
compel testimony of Crossroads' expert Paul Hodges [198-1] signed by Honorable Sam Sparks (dm)
[Entry date 10/15/04]

10/15/2004 208 Reply by Dot Hill Systems Cor to response to motion to compel testimony of Crossroads' expert Paul
Hodges [197-1], amended motion to compel [199-1] (dm) [Entry date 10/15/04]

10/15/2004 209 Motion by Dot Hill Systems Cor for leave to file responsive brief to Crossroads' post-hearing markman
brief in excess of page limit (dm) [Entry date 10/15/04]

10/15/2004 210 Responsive Brief by Dot Hill Systems Cor regarding: Crossroads' post-hearing markman brief [168-1]
(dm) [Entry date 10/15/04]

10/15/2004 211 Minutes of proceedings for misc. hearing conducted on 10/15/04 by Judge Sparks. Cou'rt Reporter: Lily
Reznik (dm) [Entry date 10/18/04]

10/15/2004 -- Miscellaneous hearing (on all pending matters) held, parties announce ready, statements and
arguments of counsel heard, motiong'ranted #146, motion denied #190, 152, and 199, written order
forthcoming (dm) [Entry date 10/18/04]

10/15/2004 212 Motion by Crossroads Systems ( for leave to file its reply to post markman hearing claim construction
brief of Dot Hill Systems Corporation in excess of page limit (dm) [Entry date 10/18/04]

10/15/2004 - 213 Motion by Crossroads Systems ( to file under seal: reply to post markman hearing claim construction
brief of Dot Hill Systems Corporation (dm) [Entry date 10/18/04]

10/15/2004 214 Sealed document, Crossroads Systems Inc.'s reply to post markman hearing claim construction brief
' of Dot Hill Systems, placed in vault (dm) [Entry date 10/18/04]

10/15/2004 215 Motion by Crossroads Systems ( to seal declaration of Barry K. Shelton in- support of Crossroads
Systems Inc.'s reply to post markman hearing claim construction brief of Dot Hill Systems Corporation
(dm) [Entry date 10/18/04]

10/15/2004 216 Sealed document, declaration of Barry K. Shelton in support of Crossroads Systems Inc.'s reply to post
markman hearing claim construction brief of Dot Hill Systems Corporation, placed In vault (dm) [Entry
date 10/18/04]

10/18/2004 217 Order granting motion for leave to file its reply to post markman hearing claim construction brief of

Dot Hill Systems Corporation in excess of page limit [212- 1] signed by Honorable Sam Sparks (dm)
[Entry date 10/19/04] 49 f411o

. 10/18/2004 218 Order granting motion for leave to file responsive brief to Crossroads' post-hearing markman brief in

httos://courtlink.lexisnexis.com/ShowDocket.asox 9/19/2005



50 of 411

texisNéxis CourtLink ' " " Page 26 of 29

excess of page limit [209-1] signed by Honorable Sam Sparks (dm) [Entry date 10/19/04]

10/18/2004 219 Order denying amended motion to compel [199-1] denying motion for bifurcation of liability and
damages/willfulness issues, and brief in support thereof [152-1] denying motion to stay [190-1]
granting motion to compel the testimony of Diana Shen, Ellen Lary, and Richard Lary [146-1] signed
by Honorable Sam Sparks (dm) [Entrydate 10/19/04] '

10/18/2004 -— Mooted motions motion to compel testimony of Crossroads' expert Paul Hodges [197-1] (dm)'[Entry
date 10/19/04] .

10/19/2004~ 220' Motion by Crossroads Systems ( for (J. Eric Elliff) to appear pro hac vice (dm) [Entry date 10/20/04]

10/20/2004 221 Order granting motion for (J. Eric Elliff) to appear pro hac vice [220-1] signed by Honorable Sam
Sparks (td) [Entry date 10/21/04]

10/20/2004 222 Order granting motion to seal declaration of Barry K. Shelton in support of Crossroads Systems Inc.'s
reply to post markman hearing claim construction brief of Dot Hill Systems Corporation [215-1] signed
by Honorable Sam Sparks (td) [Entry date 10/21/04]

10/20/2004 223 Order granting motion to file under seal: reply to post markman hearing claim construction brief of
Dot Hill Systems Corporation [213-1] signed by Honorable Sam Sparks (td) [Entry date 10/21/04]

10/25/2004 -- ‘ Pro hac vice fee paid by]. Eric Elliff with Amount: $ 25.00 Receipt # 362493'(dm) [Entry date '
' 11/03/04] '

11/09/2004 224 Motion by Dot Hill Systems Cor for leave to file reply to opposition to motion for summary judgment
. that US patent no. 6,425,035 and US patent no. 5,941,972 are invalid.. (dm) [Entry date

11/15/04] ‘

11/09/2004 225 Motion by Dot Hill Systems Cor to seal declaration of Jason B. Witten in support of Dot Hill's reply to
opposition to motion for summary judgment that US. patent no. 6,425,035 and US patent no.
5,941,972 are invalid.. (dm) [Entry date 11/15/04]

11/09/2004 226 Reply Brief by Dot Hill Systems Cor regarding: motion for summary judgment that US Patent No.
6,425,035 and US Patent No. 5,941,972 are invalid pursuant to 35 USC Sec. 102 and/or 103 in view
of prior development of Digital, Equipment CorerSZ70 controller (with attached exhibits 14 and 17
submitted and maintained under seal) [85—1] (dm) [Entry date 11/15/04]

11/09/2004 227 Declaration of Jason B. Witten by Dot Hill Systems Cor in support of motion for summary judgment
that US Patent No. 6,425,035 and US Patent No. 5,941,972 are invalid' pursuant to 35 USC Sec.
102 and/or 103 in view of prior development of Digital Equipment Corp HSZ70 controller (with
attached exhibits 14 and 17 submitted and maintained under seal) [85-1] (dm) [Entry date 11/15/04]

11/10/2004 228 Order granting motion for leave to'file reply to opposition to motion for summary judgment that US.
,patent no. 6,425,035 and US patent no. 5,941,972 are invalid.. [224-1] signed by Honorable Sam
Sparks (dm) [Entry date 11/15/04]

11/12/2004 229 Motion by Dot Hill Systems Cor for leave to file corrected reply brief in support of Dot Hill's motion for
summary judgment that US. patent no. 6,425,035 and US. patent no. 5,941,972 are invalid... (dm)
[Entry date 11/15/04] .

*11/15/2004 230 Order granting motion to seal declaration of Jason B. Witten in support of Dot Hill's reply to opposition
to motion for summary judgment that US patent no. 6,425,035 and US patent no. 5,941,972 are
invalid.. [225-1] signed by Honorable Sam Sparks (dm) [Entry date 11/16/04] '

11/16/2004 231 Order granting motion for leave to file corrected reply brief in support of Dot Hill's motion for summary

judgment that US. patent no. 6,425,035 and US. patent no. 5,941,972 are invalid... [229-1] signed

by Honorable Sam Sparks (dm) [Entry date 11/16/04]

11/24/2004 232 Motion by Crossroads Systems ( for leave to file a surreply in opposition to DOT Hill Systems Corp.'s
motion for summary judgment for invalidity of U.S._ Patent # 6,423,035 and 5,941,972 (received
Surreply and declaration) (mcl) [Entry date 11/29/04]

11/30/2004 233 Order granting motion for leave to file a surreply in opposition to DOT Hill Systems Corp.'s motion for
summary judgment for invalidity of US Patent # 6,423,035 and 5,941,972 [232-1] signed by
Honorable Sam Sparks (mc2) [Entry date 11/30/04]

11/30/2004 234 Surreply - Response by Crossroads Systems ( to motion for summary judgment that US. Patent No.
6,425,035 and US Patent No. 5,941,972 are invalid pursuant to 35 USC Sec. 102 and/or in view of
prior development of Digital Equipment Corp controller [85-1] (mc2) [Entry date 11/30/04]

12/02/2004 235 Motion by Dot Hill Systems Cor for leave to file Dot Hill's response to Crossroads' surreply in support of
Dot Hill's motion for summary judgment (dm) [Entry date 12/06/04]

12/02/2004 236 Motion by Dot Hill Systems Cor for leave to file Dot Hill's response to Crossroads' surreply in support of
Dot Hill's motion for summary judgment (dm) [Entry date 12/06/04]

12/02/2004 237 Response'by Dot Hill Systems Cor to Crossroads' surreply in support of Dot Hill's motion for summary
judgment [234-1] (dm) [Entry date 12/06/04]

12/10/2004 238 Order granting motion for leave to file Dot Hill's response to Crossroads' surreply in support of Dot
Hill's motion for summary judgment [259—9] éibhed by Honorable Sam Sparks (dm) [Entry date

httns://cnurtlink.lexisnexis.cnm/Shnancket.asnx 0/1 0/7005
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Recommendation in excess of page limit [250-1] signed by Honorable Sam Sparks (dm) [Entry date02/23/05]

03/03/2005 255 Motion by Crossroads Systems ( for Alan D. Albright, Barry K. Shelton, John E. Guist, Matthew C.
Bernstein, Joseph Reid, and Tracy L. McCreight to withdraw as attorney (drn) [Entry date 03/04/05]

03/03/2005 256 Motion by Dot Hill Systems Cor for a limited six month abatement (dm) [Entry date 03/07/05]
03/04/2005 257 Order stn'king motion for Peter 0. Huang to appear pro hac vice [252-1] signed by Honorable Sam

Sparks (drn) [Entry date 03/07/05] -

03/07/2005 258 Motion by Dot Hill Systems Cor for Peter 0. Huang to appear pro hac vice (dm) [Entry date 03/08/05]
03/08/2005 259 Order granting motion for Alan D. Albright, Barry K. Shelton, John E. Guist, Matthew C. Bernstein,

Joseph Reid, and Tracy L. McCreight to withdraw as attorney [255-1] (Terminated attorney Alan D
Albright for Crossroads Systems , attorney John E. Giust for Crossroads Systems (, attorney Matthew
C. Bernstein for Crossroads Systems (, attorney Joseph P. Reid for Crossroads Systems (, attorney
Joseph P. Reid for Crossroads Systems , attorney Alan D Albright for Crossroads Systems (, attorney
Tracy L. McCreight for Crossroads Systems (, attorney John E. Giust for Crossroads Systems (,
attorney Matthew C. Bernstein for Crbssroads Systems (, attorney Joseph P. Reid for Crossroads
Systems (, attorney Alan D Albright for Crossroads Systems (, attorney Tracy L. McCreight for
Crossroads Systems (, attorney John E. Giust for Crossroads Systems (, attorney Matthew C.
Bernstein for Crossroads Systems (, attorney Joseph P. Reid for Crossroads Systems (, attorney Alan
D Albright for Crossroads Systems (, attorney Tracy L. McCreight for Crossroads Systems (, attorney
John E. Giust for Crossroads Systems , attorney Matthew C. Bernstein for Crossroads Systems (,
attorney Barry K. Shelton for Crossroads Systems (, attorney Joseph P. Reid for Crossroads Systems (,
attorney Matthew C. Bernstein for Crossroads Systems (, attorney John E. Giust for Crossroads
Systems (, attorney Tracy L. McCreight for Crossroads Systems (, attorney Alan D Albright for
Crossroads Systems ( signed by Honorable Sam Sparks (drn) [Entry date 03/08/05]

03/09/2005 260 Order granting motion for Peter 0. Huang to appear pro hac vice [258—1] signed by Honorable Sam
Sparks (drn) [Entry date 03/09/05]

03/11/2005 261 Order Motion hearing motion for a limited six month abatement [256-1] for 2:00 3/17/05, motion
request for judicial notice in support of its motion for summary judgment... [86-1] for 2:00 3/17/05,
motion for summaryjudgment that US. Patent No. 6,425,035 and US. Patent No. 5,941,972 are

Corp HSZ70 controller (with attached exhibits 14 and 17 submitted and maintained under seal) [85-1]
for 2:00 3/17/05 signed by Honorable Sam Sparks (dm) [Entry date 03/14/05]

03/11/2005 -- Pro hac vice fee paid byPeter 0. Huang with Amount: $ 25.00 Receipt # 379646 (dm) [Entry date03/17/05]

03/14/2005 262 Response by Crossroads Systems ( in opposition to motion for a limited six month abatement [256-1](dm) [Entry date 03/16/05]

03/14/2005 263 Motion by Dot Hill Systems Cor for leave to supplement its motion for a limited six month abatement(drn) [Entry date 03/16/05] ‘

03/14/2005 264 Declaration of John M. Guaragna by Crossroads Systems ( in support of in opposition response [262-1]

03/15/2005 265 Transcript filed for dates of October 15, 2004 (ProceedingsTranscribed: all pending matters) (Court
Reporter: Lily Reznik) (dm) [Entry date 03/16/05]

03/17/2005 -- Miscellaneous hearing on all pending matters held, case will be stayed for 90 days after April7, 2005,

03/17/2005 266 Minutes of proceedings for motions hearing conducted on March 17, 2005 by Judge Sparks. Court
Reporter: Lily Reznik (dm) [Entry date 03/18/05]

03/22/2005 267 Order granting motion for leave to supplement its motion for a limited six month abatement [263-1],

03/28/2005 268 Transcript filed for dates of March 17, 2005 (Proceedings Transcribed: All Pending Matters) (Court
Reporter: Lily Reznik) (dm) [Entry date 03/29/05]

04/12/2005 269 Letter/Correspondence submitted by Crossroads Systems ( regarding: compliance with Court's March

06/20/2005 270 Motion by Dot Hill Systems Cor for continued limited abatement (dm) [Entry date 06/21/05]
06/20/2005 271 Declaration of Richard F. Cauley in supporéofcgo‘tmll Systems Corporation's motion for continued

limited abatement [270-1] (drn) [Entry date 06/21/05] -

.Lo...“ll_ -....n- 1 I
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Response by Crossroads Systems ( in opposition to motion for continued limited abatement [270-1]
(dm) [Entry date 07/05/05]

Declaration of John M. Guaragna by Crossroads Systems ( in support of opposition response [272-1]
(dm) [Entry date 07/05/05] ’

Response by Dot Hill Systems Cor in support of motion for continued limited abatement [270-1] (dm)
[Entry date 07/08/05] ‘

Order set hearing on all pending matters at 2:00 7/21/05 signed by Honorable Sam Sparks (drn)
[Entry date 07/ 14/05]

Motion hearing held for the following motions: [270-1], announcements made, statements of counsel
heard. After consideration, the Court agrees to continue the stay for 60 days. (dm) [Entry date
07/22/05]

Minutes of proceedings for motions hearing conducted on July 21, 2005 by Judge Sparks. Court
Reporter: Lily Reznik (dm) [Entry date 07/22/05]

Order granting in part, denying in part motion for continued limited abatement [270-1], this case is
stayed for an additional 60 days from the date of this order to afford the USPTO an opportunity to
issue a final determination on the status of the claims of the patents-in-suit... signed by Honorable
Sam Sparks (dm) [Entry date 07/26/05]

Transcript filed for dates of July 21, 2005 (Proceedings Transcribed: Hearing on pending matters)
(Court Reporter: Lily Reznik) (dm) [Entry date 07/28/05]
 

Copyright © 2005 LexisNexis CourtLink, Inc. All rights reserved.
*** THIS DATA IS FOR INFORMATIONAL PURPOSES ONLY ***
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Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

SUBMISSION OF REFERENCES TO COMPLETE RECORD Atty. Docket No. (Opt)

BY APPLICANTS CROSS1123-17
CROSS1123-19

Applicants
Geoffre B. Hoese et al.

Application Number Filed

90/007,125 07/19/2004

901007.317 07I19/2004
For

 Storage Router and Method for Providing
Virtual Local Storaoe

Group Art Unit Examiner
2182 Alan Chen

Certification Under 37 C.F.R. 1.8

 

 
  
  

  

 I hereby certify that this document is being deposited with
the United States Postal Service as First Class Mail in a box

addressed to: Commissioner for Patents, PO. Box 1450,
Alexandria, VA 22313 pn September 8, 2005.

L .Janice Pamogl

To complete the record, Applicants respectfully submit hard copies of references

previously submitted on CD-ROM with an IDS dated March 23, 2005 (the “March 23 IDS”). This

submission is made simply to complete the file record and is not a new IDS as the references were

already provided on CD-ROM and reviewed by Examiner Fritz Fleming (a copy of the March 23 IDS

was initialed by Examiner Fleming indicating that he reviewed the references).

Dated: September 8, 2005‘

1301 W. 25th Street, Suite 408

Austin, TX 78705

T. 512-637-9220 / F. 512-371-9088

Respectfully submitted.

Sprinkle IP Law Group

Attorneys r Applicants

John L. Adair :
Reg. No. 48,828
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 Atty. Docket No.

CROSS1123-17

CROSS1123-19 

  
 

   
 

   

  
  

 

 

Applicants

Geoffre B. Hoese, et al.

Reexamination Control No. Date Filed

90/007,125 07l19/2004

90/007,317

Title

Storage Router and Method for Providing Virtual
Local Stora . e

Group Art Unit Examiner

2182 Chen, Alan

Confirmation Number: Patent No.

2304 6,425,035

 

  

Certificate of Mailing Uner 37 C.F.R §1.10

Commissioner for Patents I hereby certify that this correspondence is being deposited with
the United States Postal Service as Express Mail to Addressee

P-O- Box 1450 (Label No. EV616963290US) in an envelope addressed to

Alexandria, VA 223134450 Commissm r for Pagans, P.O. Box 1450, Alexandna, VA 22312-1450 on —- -0

( 2,144 ELM/J
Dear Sir: Signature

07» we 5 KL/nggflb
Printed Name

 
This paper is to summarize the interview conducted with Examiner Alan Chen on August

9, 2005 with Applicants’ representatives including Messrs. Sprinkle, Adair and Griswold.
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Attorney Docket No. 90/007,125
CROSS1123-17 90/007,317

. CROSS1123-19 Customer ID: 44654

2

Summary

On August 9, 2005, Messrs. Steve Sprinkle, John Adair and Robert Griswold, Jr. met

with Examiner Alan Chen for a personal interview. During the interview, the prior art cited in the

Office Action Dated May 24, 2005, United States Patent 6,425,035 and the Reply to Office

Action Under Ex Parte Reexamination Dated July 22, 2005 (the “July 22 Replyf’) submitted in

the above referenced case were considered. No additional exhibits were shown or

demonstrations conducted.

Applicants’ representatives and Examiner Chen discussed claims 1, 7 and 11 of the

90/007.125 and 90/007,317 merged reexamination and Applicants’ representatives summarized

the July 22 Reply. In discussing the arguments of the July 22 Reply, Applicants’

representatives reviewed the Spring and Oeda prior art references and discussed the terms
11 n

“mapping ,

This Summary was served via Certified Mail, R.R.R. on September 1, 2005 to:

access controls” and “remote”. No agreement was reached.

Larry E. Severin William A. Blake

Wang, Hartmann & Gibbs, PC Jones, Tullar & Cooper, PC

1301 Dove Street, #1050 PO. Box 2226 Eads Station

Newport Beach, CA 92660 Alexandria, VA

The Director of the US. Patent and Trademark Office is hereby authorized to charge

any fees or credit any overpayments to Deposit Account No. 50-3183 of Sprinkle IP Law Group.

Respectfully submitted,

Sprinkle IP Law Group

Attorneys for Applicant

X/M
hn L. Adair

Date: September _i, 2005 Reg. No. 48,828
1301 W. 25‘“ Street, Suite 408

Austin, TX 78705

Tel. (512)637-9223

Fax. (512) 371-9088
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 Atty Docket No.
CROSS1123-17

CROSS1123-19  
Application Nos.

90/007,125 filed 07l19l2004

90I007,317 filed 11/23/2004

Applicant:
Geoffre B. Hoese

Title:

STORAGE ROUTER AND METHOD FOR PROVIDING

VIRTUAL LOCAL STORAGE

 
Mail Stop Patent Application
Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

I hereby certify that the attached Statement of Substance of Examiner Interview

(“Statement”) is being deposited with the US. Postal Service as First Class Mail to the

Director of the US. Patent Office, PO. Box 1450, Alexandria, VA 22313 on September 1,

2005. Applicant hereby states a copy of the Notification is also being served, via first class

mail (Certified, R.R.R.), on:

Larry E. Severin

Wang, Hartmann & Gibbs, PC
1301 Dove Street, #1050

Newport Beach, CA 92660

and

William A. Blake

Jones, Tullar & Cooper, PC
PO. Box 2226 Eads Station

Alexandria, VA 22202

As per 35 U.S.C. §1.248 service is made via first class mail (Certified, R.R.R.) on

September 1, 2005.

Respectfully submitted,

Sprinkle IP Law Group

ohn L. Adair

Reg. No. 48,828

Dated: September 1, 2005

1301 W. 25'h Street, Suite 408

Austin, Texas 78705

Tel. (512) 637-9223

Fax. (512) 371 -9088

Enclosures
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‘ IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Statement of Substance of Examiner Interview

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Dear Sir:

 
  

 

Atty. Docket No.
CROSS1123-17

CROSS1123-19

 

 
 

Applicants

Geoffre B. Hoese. et al.

Reexamination Control No. Date Filed

90/007,125 07/19/2004

90I007,317

Title

Storage Router and Method for Providing Virtual
Local Stora - e

_—2182 Chen, Alan

2304 6,425,035

Certificate of Mailin Under 37 C.F.R. 1.10

 
 

 
I hereby certify that this correspondence is being deposited with
the United States Postal Service as Express Mail to Addressee

(Label No. EV616963290US) in an envelope addressed to
Commissioner for Patents, PO. Box 1450, Alexandria, VA 22312-

1450 on Q-l«as’

- Jaw/J
Signature

jaL’é é ELfigfl-Q'
Printed Name

 
This paper is to summarize the interview conducted with Examiner Alan Chen on August

9, 2005 with Applicants’ representatives including Messrs. Sprinkle, Adair and Griswold.
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Attorney Docket No. 90/007,125
CROSS1123-17 90/007,317

- CROSS1123-19 Customer ID: 44654

2

Summary

On August 9, 2005, Messrs. Steve Sprinkle, John Adair and Robert Griswold, Jr. met

with Examiner Alan Chen for a personal interview. During the interview, the prior art cited in the

Office Action Dated May 24, 2005,'United States Patent 6,425,035 and the Reply to Office

Action Under Ex Parte Reexamination Dated July 22, 2005 (the “July 22 Replyf’) submitted in

the above referenced case were considered. No additional exhibits were shown or

demonstrations conducted.

Applicants’ representatives and Examiner Chen discussed claims 1, 7 and 11 of the

90/007,125 and 90/007,317 merged reexamination and Applicants’ representatives summarized

the July 22 Reply. In discussing the arguments of the July 22 Reply, Applicants’

representatives reviewed the Spring and Oeda prior art references and discussed the terms

“mapping", “access controls” and “remote”. No agreement was reached.

This Summary was served via Certified Mail, R.R.R. on September 1, 2005 to:

Larry E. Severin William A. Blake

Wang, Hartmann & Gibbs, PC Jones, Tullar & Cooper, PC

1301 Dove Street, #1050 PO. Box 2226 Eads Station

Newport Beach, CA 92660 Alexandria, VA

The Director of the US. Patent and Trademark Office is hereby authorized to charge

any fees or credit any overpayments to Deposit Account No. 50-3183 of Sprinkle lP Law Group.

Respectfully submitted,

Sprinkle IP Law Group

Attorneys for Applicant

n L. Adair

Date: September _/, 2005 . Reg. No. 48,828
1301 W. 25"1 Street, Suite 408

Austin, TX 78705

Tel. (512) 637-9223

Fax. (512) 371-9088
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  Atty Docket No.
CROSS1 1 23-1 7
CROSS11 23-1 9

CERTIFICATE OF SERVICE

 

  
 

 

 

Application Nos.

90/007,125 filed 07I19/2004

90/007,317 filed 11/23/2004

Applicant:
Geoffre B. Hoese

Title:

STORAGE ROUTER AND METHOD FOR PROVIDING

VIRTUAL LOCAL STORAGE

Mail Stop Patent Application
Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

I hereby certify that the attached Statement of Substance of Examiner Interview

(“Statement") is being deposited with the US. Postal Service as First Class Mail to the

Director of the US. Patent Office, PO. Box 1450, Alexandria, VA 22313 on September 1,

2005. Applicant hereby states a copy of the Notification is also being served, via first class

mail (Certified, R.R.R.), on:

Larry E. Severin

Wang, Hartmann & Gibbs, PC
1301 Dove Street, #1050

Newport Beach, CA 92660

and

William A. Blake

Jones, Tullar-& Cooper, PC
PO. Box 2226 Eads Station

Alexandria, VA 22202

As per 35 U.S.C. §1.248 service is made via first class mail (Certified, R.R.R.) on

September 1, 2005.

Respectfully submitted,

‘ Sprinkle IP Law Group

hn L.Afi
Reg. No. 48,828

Dated: September 1, 2005

1301 W. 25‘" Street, Suite 408

Austin, Texas 78705

Tel. (512) 637-9223

Fax. (512) 371 -9088

Enclosures
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UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Office

Addras: ASSISTANT CDMMISSIONER FOR PATENTS

Washington D.C 2C231

APPLICATION NOJ FILING DATE FIRST NAMED INVENTORI ATTORNEY DOCKET NO.

CONTROL NO. PATENT IN REEXAMINATION
1006-891090/007 125 07/19/2004 6425035

‘10/0873L7

Larry E. Severin

Wang, Hartman & Gibbs, PC
1301 Dove Street

Sulte 1050 ART UNIT PAPER

Newport Beach, CA 92660
2182

 

DATE MAILED: 08/24/2005

Please find below and/or attached an Office communication concerning this application or

proceeding.

Commissioner of Patents and Trademarks

CC: SPRINKLE IP LAW GROUP

1301 W. 25‘11 Street

Suite 408

Austin, TX 78705
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 Ex Parte Reexamination Interview Summary

Control No. . Patent Under Reexamination

Examiner , ' Art Unit ‘

---
All participants (USPTO personnel, patent owner, patent owner‘s representative):

 

  
 

 

  

  
  
 
 
 

 
 (1) Alan S. Chen (3) John Adair

(2) Steve Sprinkle I (4) Robert Griswold

Date of Interview: 24 August 2005 ‘

Type: 3% Telephonic b)I:I Video Conference
c)[:] Personal (copy given to: 1):] patent owner 2)|:| patent owner's representative)

Exhibit shown or demonstrationconducted: d)I:I Yes e)® No.
If Yes, brief description:

 
 Agreement with respect to the claims f)[:] was reached. g)lZ was not reached. h)E] N/A.

Any other agreement(s) are set forth below under “Description ofthe general nature of what was agreed to..."

Claim(s) discussed: M.

 

  

  
  
  

  
 

Identification of prior art discussed:

Description of the general nature of what was agreed to if an agreement was reached, or any other comments:
Examiner pointed out items of merit in references, applicant’s representatives described how claims are differentiate from
references. .

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed'would render the claims

patentable, if available, must be attached. Also, where no copy of the amendments that would render the claims
patentable is available, a summary thereof must be attached.)

 A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'S

STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE
LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS
INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW

(37 CFR 1.560(b)). THE REQUIREMENT FOR PATENT OWNER'S STATEMENT CAN NOT BE WAIVED. EXTENSIONS

OF TIME ARE GOVERNED BY 37 CFR1.550(C).

M
Examiner’s signature, if required

  
 

cc: Requester (ifthird party requester) 
U.S. Patent and Trademark Office

PTOL—474 (Rev. 04-01) Ex Parte Reexanfidaggfimflewiew Summary Paper No. 08232005
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addrcsfi: COMMISSIONER FOR PATENTS P.O.Bax I450

Alexandria, Virginia 2231 34450www.usplo.gov

90/007,137 07/2 8/2004 6216916 GOLPAZRE 5944
‘i o) oo 2:»

Reese Taylor Esq > Oh em /4—[ a VI
RENNER KENNER GRIEVE BOBAK I
TAYLORWEBER

Sixteenth Floor First National Tower 2 t 5/D.
Akron, OH 44308 . DATE MAILED: 08/22/2005

Please find below and/or attached an Office communication concerning this application or proceeding.

62 of 411
PTO-90C (Rev 10/03)
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.1 ‘2, ~‘ I ‘1 Patent and Trademark Office

1 “' ‘4 I Mm: WWWFOR mews
‘ 0%,,» meow: _

APPUCMIO" 1101 film NAMEDINVENTORI ATTORNEY DOCKET no.
Mtsmmkewmmmu .

901307.125 07/19/2004 6425035 ' 1006-8910

96 007,317 .
La E Se . . EXAMINER{TY . VCI'ID . -. .. . _ ’
Wang, Hartman & Gibbs, PC - Che,“ #461141301 Dove Street \ - /

5W ' m mNcwpan Beach, CA 92660

Please find beiow andlor attached an Office communication concerning this application or
proceeding.

Commission: of Patents and Ttademarks

oc: SPRINKLE rP LAW GROUP

1301 w. 25" Street
Suite 408

Austin. TX 73705

pro-soc (Rev.3—98)

63 of411



64 of 411

  

  
 

Control No. . Patent Under Reexamination

. . . V nae/219.1 W/ ' 'Ex Parte Reexamination Intervrew Summary 90/001125 01007137 6425035
Examiner Art Unit

Alan S. Chen 2182 ‘

All participants (USPTO personnel, patent owner, patent oWner's representative):

 

 
 

(1) Alan S. Chen (3)

(4) _ 
 

 

(2) Mr. Sprinkle

Date of Interview: 22 August 2005

 

 

Type: a)IZ Telephonic b)EI Video Conference
c)l:] Personal (copy given to: 1)I:I patent owner

 

 
2)[:I patent owner’s representative)

  
 

 
 

 
 

 

 

Exhibit shown or demonstration conducted: d)E] Yes ' e)[:l No.
If Yes, brief description:

 
 

Agreement with respect to the claims 0|] was reached. g)IZI was not reached. h)I:I N/A.
Any other agreement(s) are set forth below under “Description of the general nature of what was agreed to..."

Claim(s) discussed: M.

Identification of prior art discussed: M.

  
  
 

 
 

 

  

 
 

Descriptionbfthe general nature of what was agreed to if an agreement was reached, or any other comments:
Mr. Sprinkle went over litigation/prosecution histogz of the patents under reexam, citing support for the lack ofevidence for
obviousness based on the quality and quantity of reviewers/examiners that have worked on this case. Examiner states

he will put that into consideration but needs to conduct his own unbiased search/consideration in [udging patentabi/itz.
Examiner cites references which is not of the prior art of record that he is currently considering, Mr. Sprinkle states he

would respond with feedback on them within the week .

 (A fuller description, if necessary, and a copy ofthe amendments which the examiner agreed would render the claims
patentable, if available, must be attached. Also, where no copy of the amendments that would render the claims
patentable is available, a summary thereof must be attached.)

 A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'S

STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE
LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS
INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW

(37 CFR 1.560(b)). THE REQUIREMENT FOR PATENT OWNER’S STATEMENT CAN NOT BE WAIVED. EXTENSIONS
OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

cc: Requester (ifthird party requester) Examiner’s signature, if required

US. Patentand Trademark Office 64 f 4 1
PTOL-474 (Rev. 04-01) Ex Parte Reexamina‘IIonInterview Summary Paper No. 08222005
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United Stan: Patent and Trademark Officc
Adm: COMMISSIONER FOR PATENTSPO Box I450

Alexandria Virginia 223l1-l450www.mpln.gnv

APPLICATION NO. FILING DATE ' FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.

 
90/007,125 07/19/2004 6425035 1005—3910 2293
70700 7, 31744654 7590 08/09/1005

SPRINKLE IP LAW GROUP , . .1301 w. 25TH STREET Chew / Fit/4t“
sumos

AUSTIN, TX 78705 . a4 7,;
DATE MAILED: 08/09/2005

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev. 10/03) ' 65 of 411
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UNIwu s [A 1195 Ulfll’AK'l'MJSN 1 ur' L‘UMMEKCE

Patent and Trademark Office J Addmes: ASSISTANTwMN‘ESSiONER FOR PATENTS

’ Wasimgmoc 20231 ‘
APPUCATION NOJ FIRST NAMED INVENTORI ATTORNEY DOCKET no.
CONTROL NO. PATENT IN REEXAMINATION .

90 007,125 07/19/2004 6425035 ' 1006—8910

70 057, 317

magma-n .

Wang, Hartman & Gibbs, PC ""‘ Chm . A’qu‘k1301 Dove Street /

Suite 1050 ART umr
Newport Beach, CA 92660

2182

DATE MAILED: fig ’0 Y'OS

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner of Patents and Trademarks

cc: SPRINKLE IP LAW GROUP

1301 w. 25‘" Street
Suite 408

Austin, TX 78705

PTO-9°C (Rev.3—98)
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Control No. Patent Under Reexamination

90/007,125 3q o/a e1, 3 ,1 6425035 I —
Examiner Art Unit

Alan Chen 2182

All participants (USPTO personnel, patent owner, patent owner’s representative):

Ex Parte Reexamination Interview Summary

 

 (1) Alan Chen (3) John Adair 
(2) Steven SQrink/e , (4) Robert Griswold

Date of Interviewzfl 3/05) /fl§

Type: 'a)I:] Telephonic b)E] Video Conference
, c)IZI Personal (copy given to: 1):] patent owner Zfi patent owner’s representative)

  
  

 
 

 Exhibit shown or demonstration conducted: d)E] Yes ex No.
If Yes, brief description:
 

   Agreement with respect to the claims f)l:l was reached. 9) was not reached. h)|:l N/A.
Any other agreement(s) are set forth below under “Description of the general nature of what was agreed to. . ."  
 
 
 Claim(s) discussed-2 1, 7 and 11.

  
Identification of prior art. discussed: Spring and Oeda.

Description of the general nature of what was agreed to if an agreement was reached, or any other comments:
reviewed rior art to S rin and Oeda' deliberated over s ecific terms claimed e. . "ma in " "access control” and
"remote". '

   

  (A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims
patentable, if available, must be attached. Also, where no copy of the amendments thatwould render the claims

patentable is available, a summary thereof must be attached.)  
 A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION MUST INCLUDE PATENT OWNER'S

STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. (See MPEP § 2281). IF A RESPONSE TO THE .
LAST OFFICE ACTION HAS ALREADY BEEN FILED, THEN PATENT OWNER IS GIVEN ONE MONTH FROM THIS
INTERVIEW DATE TO PROVIDE THE MANDATORY STATEMENT OF THE SUBSTANCE OF THE INTERVIEW

(37 CFR 1.560(b)). THE REQUIREMENT'FOR PATENT OWNER’S STATEMENT CAN NOT BE WAIVED. EXTENSIONS
OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

  
  

  
 I cc: Requester (if third party requester) Examiner’s signature, if required
  
us. Patent and Trademark Office > ‘
PTOL-474 (Rev. 04-01) Ex Parts Reexamfilriein‘Ir’IrIarview Summary Paper No. 080905
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JUL-29-2005 FRI 08159 All Sprinkle IP Law Group FAX N0. 5123719088 P. 01/01

PTOL413A (es-04)
Applaved infuse lhmuuh 07(319005. OMB 0851-0631

US. PM and Trademark 0mm: LLS. DEPARTMBtlT OF COMMERCE

Applicant Initiated Interview Request Form

‘IP/ 002 3)")
Application No.: :10 .4007 12.3: First Named Applicant: H0353 .
Examiner: g. I'M-3d , file Z, An Unit: 2. 15:; Status of Application:M0(4ton

Tentative Participants:

(”ML—— (own—.—
5 n g I I (4) Qakafi Gm: (4201A

Proposed Date of Interview: 4,3,5; 3 260:; Proposed Time: '2 .32} (AM
Type of Interview Requested:
(1)[ ]Telephonie (2)[ . ersonal (3)| ]Video Conference

Exhibit To Be Shown or Demonstrated: [ 1 YES i no

If yes. provide brief description: '

Issues Claims/ I ' Discussed Agreed Not Agreed

(Rel, Obj., etc) Fig. #5

i] i]

[1 []

[] []

_.._ __ [ 1
[ ] Continuation Sheet Attached

Brief Descri 0 tion of Arguments to be Presented:
”I! / ' . r 566’ (I *4 r‘ villa Ir? am [we]: fa @0104? S'l‘r

.1 251/ az/mapm n/nrrrfs (- at I

faiado? Spr 3- am? Der.- A ,
An interview was conducted on the above-identified application on .
NOTE: This form should be completed by applicant and submitted to the exnminer in advance of the interview
(see MPEP § 713.01).
This application will not be delayed from issue been use or applicant’s failure to submit in written record aftbis
interview. Therefore, applicant is advised to file a statement of the substance of this interview (37 CFR 1.133(b))
as soon as possible.

Apii’ennt/App mam-"sREp'resemat‘iVES—ignm'atur'‘e' Examiner/SPE Signature
\ a A i Q

Typed/Printed Name ofApplicant or Representative

MgrflRegistrati en P um er, if applicable

This collection of informucinn i: "quit-ad by 37 CFR 1.111. The information is required to obtain or main u benlnl by tho public winch is tn file (and by the
USPTO In process) an npplicution. Confidentiality is governed by 35 11.5.0. l2! and 3‘1 CPR 1.1) and 1.14. This sliilcdian ll estimated to min: 2] minuld lo
mmplelu. including gathering. preparing, and lulum'iting tin: cunlpltmsd nppllcntlnu form to the USPTO. ’l'in'tu will vary depending upon the individual mm. Any
amount: an the amount of time you require tn complete this loan end/or suggestions for reducing this burden. nil-nun! he sent to the Clilcl'inl'nrmutiua Officer.
as. l'ulml um] degmnritomco. v.5. Department ni’ Cummcru'. no. Ba: 1450. Alexandria. VA 21311-1450. DO NOT SEND FEES ON. COMPLETED FORMS
To Tins ADDRESS. SEND TO: Commissioner for Patents. P.O. no: 1450. Alexandria, VA mud-150.

Ifyou need assistance in completing lheform, call J~800-PTO-9199 and select option 2.

, PAGE ill * RCVD AT 7l29l2005 10:57:46 AM [Eastern Daylight Time] ‘ SVR:USPTO®)iBF%91‘ DNIS:2734143 ‘ CSlDl5123719088 * DURATION (mm-ss):0046
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 Atty Docket No.
CROSS1123-17

CROSS1123-19
 

  
Application Nos.

90/007,125 filed 07l19l2004

90I007,317 filed 11/23/2004

Applicant: _
Geoffre B. Hoese

Title:

STORAGE ROUTER AND METHOD FOR PROVIDING

VIRTUAL LOCAL STORAGE

 

  
  
  
 

Mail Stop Patent Application
Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

Sir:

I hereby certify that the attached Applicant initiated Interview Request Form is being

transmitted to Examiner Alan Chen of the U.S. Patent Office via facsimile to fax number:

571-273—4143. Applicant hereby states a copy of the Applicant Initiated Interview Request

Form is also being sewed, via first class mail, on:

Larry E. Severin

Wang, Hartmann & Gibbs, PC
1301 Dove Street, #1050

Newport Beach, CA 92660

and

William A. Blake

Jones, Tullar & Cooper, PC
PO. Box 2226 Eads Station

Alexandria, VA 22202

As per 35 U.S.C. §1.248 service is made via first class mail on July 29, 2005.

Respectfully submitted,

 
Dated: July 29, 2005

1301 W. 25‘h Street, Suite 408

Austin, Texas 78705

Tel. (512) 637-9223

Fax. (512) 371 -9088

Enclosures
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r ‘ ‘

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE -

NOTIFICATION UNDER 37 C.F.R.'1.565 Atty. Docket No.
CROSS1123-17

CROSS1123-19

  
  

  
  
  

  

  
  

  

  

  

 

71338 US. PTO mgfimfrflfi: et al' Date Filed

lllllllllllllllllllllllllllllllllllllllll £33235; 8:235:33:
Storage Router and Method for Providing Virtual

- Local Stora . 9

Group Art Unit Examiner

7590 Flemin-, Fritz
Confirmation Number:

2298

Certificate of Mailin Under 37 C.F.R. 1.8

 

Commissioner for Patents I hereby certify that this correspondence is being deposited with
the United States Postal Service as First Class Mail in an

P-O- BOX 1450 envelope addressed to Commissioner for Patents, PO. Box
. 1450, Alexandria, VA 22312-1450 0 Jul ' , 2005.Alexandria, VA 22313-1450 * yw

\ ‘ LI "V “/1
Janice Pampell

Dear Sir:

 
This notification is filed for the sole purpose to inform the Examiner of status of

concurrent litigation involving United States Patent No. 5,941,972 (the “’972 Patent”) and United

States Patent No. 6,425,035 (the “’035 Patent”).
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)

Attorney Docket No. CROSS1123-17; CROSS1123-19

90/007,125; 90/007,317 ‘ Customer ID: 44654

ONGOING LITIGATION

Attached hereto as Exhibit A is a July 26, 2005 Order from the United States District

Court for Western District of Texas in the stayed litigation Crossroads v. Dot Hill Systems

Corporation, Western District of Texas, Civil Action No. A-03-CA—754-SS.

This Submission was served via First Class Mail on July 28, 2005 to:

Larry E. Severin William A. Blake

‘Wang, Hartmann & Gibbs, PC Jones, Tullar & Cooper, PC
1301 Dove Street, #1050 PO. Box 2226 Eads Station

Newport Beach, CA 92660 Alexandria, VA

Respectfully submitted,

Sprinkle IP Law Group

Attorneys for Applicant

John L. Adair

Date: July 28, 2005 Reg. No. 48,828
1301 W. 25th Street

Suite 408

Austin, Texas 78705

Tel. (512) 637-9220

Fax. (512) 371-9088
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72 of 411

EXHIBIT A
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BE IT REMEMBERED on the 21 st day ofJuly 2005, the Court called the above-styled cause

for ahearing on Defendant’s Motion for a Continued Limited Abatement [#270]. Having considered

the motion and response, the relevant law, the case file as a whole, and the arguments of counsel at

the hearing, the Court now confirms its oral announcements with the following written orders:

IT IS ORDERED that Defendant's Motion for :1 Continued Limited Abatement

[#270] is GRANTED IN PART in that this case is STAYED for an additional 60 days from

the date of this order to afford the USPTO an opportunity to issue a final determination on

the status of the claims of the patents-in—suit; and

‘IT IS FURTHER ORDERED that Plaintiff Crossroads shall notify the Court of the

. status of the reexamination proceedings within ten (10) days of either the conclusion of the

2176

73 Of41107/26/2005 TUE 15:55 [TX/RX N0 6848]

. . FILED
IN THE UNITED STATES DISTRICT COURT , .
FOR THE WESTERN DISTRICT OF TEXAS 2005 JU‘ 25 A" 9" 22

c' " i a 5:21 “.32" ':
AUSTIN DIWSION WEST; ‘1: r:- “995%:

- BY . . __ _

CROSSROADS SYSTEMS (TEXAS), INC, - " '

‘ Plaintiff,

-vs- . Case No. A-03-CA—754-SS

DOT HILL SYSTEMS CORPORATION,
Defendant.

ORDER
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(3‘

I

stay, or the date on which the USPTO issues a final determination in the reexamination

proceedings, if a cbnclusion is reached prior to the expiration of the stay.

‘1.

SIGNED this the 25 *day of July 2005.

SAM SPARKS 5
UNITED STATES DISTRICT JUDGE

74 of41107/26/2005 TUE 15:55 {pt/RX N0 6848]
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64660US.PTO
lllllllllllll

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

, CERTIFICATE OF SERVICE UNDER Afiy- Docket No.
CROSS1123-17

37 C.F.R. 1.248 CROSS1123-19

Applicant

Geoffre B. Hoese. et al.
Reexamination

Control No.

90/007,125

90/007,317

Title

Storage Router and Method for Providing Virtual
Local Stora - e

Group Art Unit Examiner

2182 Fleming, Fritz

Applicant hereby serves the Reply to Office Action Under Ex Parte Reexamination Dated

  
 

 
 
 

  

 
 
 

 
 

  

 
 

 Date Filed

  
 

07/19/2004

1 1/23/2004 

 
 

 

  

   

05/24/05 in the above referenced case to:

Larry E. Severin

Wang, Hartmann & Gibbs, PC

1301 Dove Street, #1050

Newport Beach, CA 92660

William A. Blake

Jones, Tullar & Cooper, PC
PO. Box 2226 Eads Station

Alexandria, VA 22202

As per 35 U.S.C. §1.248 service is made via first class mail on July 22, 2005

Respectfully submitted,

Sprin le I%fip
ohn L. Adair

Reg. No. 48,828

 
Dated: July 22, 2005

1301 W. 25th Street, Suite 408
Austin, Texas 78705

Tel. (512) 637-9223
Fax. (512) 371-9088

Enclosures
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

REPLY TO OFFICE ACTION UNDER EX PARTE Atty. Docket No.

REEXAMINATION DATED 05/24/05 CROSS1123-17
CROSS1123-19

  
 
  

  

  
  

  
  

 
 
 

Applicants

Goeffre B. Hoese, et al.
Reexamination Control Nos. Date Filed

90/007,125 07/1912004

90/007,317 ‘ 01/23/2004
Title

Storage Router and Method for Providing Virtual
Local Stora - e

Group Art Unit Examiner
2182 Flemin , Fritz   

Certificate of‘Il/lailin Under 37 C.F.R. 1.10

Commissioner for Patents I hereby certify that this correspondence is being deposited with the
' . United States Postal Service as Express Mail to Addressee (Label

P-O- BOX .1450 No EV734539513US) in an envelope addressed to Commissioner
. for Patents P.O. Box 1450 Alexandria. VA 22312-1450 on JulAlexandrla, VA 22313-1450 22 2005 V 

Dear Sir: _ , Julie Blackard

In response to the Official Action mailed May 24, 2005 (the “May 24 Office Action”),
Applicant respectfully requests the Examiner recensider. the rejections of the Claims in the Re-

7 Examination of US. Patent 6,425,035 (the “’035 Patent”) in view of this reply.
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Attorney Docket No. Customer ID: 44654

CROSS1123-17 and 90/007,125

CROSS1123-19 90/007,317
2

IN THE CLAIMS: ,\

1. A storage router for providing virtual local storage on remote storage devices to devices,

comprising:

a buffer providing memory work space for the storage router;

a first controller operable to connect to and interface with a first transport medium;

a second controller operable to connect to and interface with a second transport medium; and

a supervisor unit coupled to the first controller, the second controller and the buffer, the

supervisor unit operable to map between devices connected to the first transport

medium and the storage devices, to implement access controls for storage space on the

storage devices and to process data in the buffer to interface between the first controller

and the second controller to allow access from devices connected to the first transport

medium to the storage devices using native low level, block protocols.

(

2. The storage router of claim. 1, wherein the supervisor unit maintains an allocation of

subsets of storage space to associated devices connected to the first transport medium,

wherein each subset is only accessible by the associated device connected to the first transport
medium.

\

3. The storage router of claim 2, wherein the devices connected to the first transport
medium comprise workstations.

. 4. The storage router of claim 2, wherein the storage devices comprise hard disk drives.

5. The storage router of claim 1, wherein the first controller comprises:

a first protocol unit operable to connect to the first transport medium;

a first-in—first-out queue coupled to the first protocol unit; and

a direct memory access (DMA) interface coupled to the first-in-first-out queue and to the buffer.

6. The storage router of claim 1,; wherein the second controller comprises:

a second protocol unit operable to connect to the second transport medium;

an internal buffer coupled to the second protocol unit; and

77 of411
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Attorney Docket No. Customer ID: 44654

CROSS1123-17 and 90/007,125

CROSS1123-19 , 90/007,317(

a direct memory access (DMA) interface coupled to the internal buffer and to the buffer of the

storage router.

I 7. A storage network, comprising:

a first transport medium;

a second transport medium;

a plurality of workstations connected to the first transport medium;

a plurality of storage devices connected to the second transport medium; and

a storage router interfacing between the first transport medium and the second transport

medium, the storage router providing virtual local storage on the storage devices to the

workstations and operable:

to map between the workstations and the storage devices;

to implement access controls for storage space on the storage devices; and

to allow access from the workstations to the storage devices uSing native low level,

block protocol in accordance with the mapping and access controls.

, 8. The storage network of claim 7, wherein the access controls include an allocation of

subsets of storage space to associated workstations, wherein each subset is only accessible by

the associated workstation.

9. The storage network of claim 7, wherein the storage devices comprise hard disk drives. "

10. The storage network of claim 7, wherein thestorage router comprises:

a buffer providing memory work space for the storage router;

a first controller operable to connect to and interface with the first transport medium, the first

controller further operable to pull outgoing data from the buffer and to place incoming

data into the buffer;

a second controller operable to connect to and interface with the second transport medium, the

second controller further operable to pull outgoing data from the buffer and to place

incoming data into the buffer; and

, a supervisor unit coupled to the first controller, the second controller and the buffer, the

supervisor unit operable:

to map between devices connected to the first transport medium and the storage devices, to

implement the access controls for storage space on the storage devices and to process
78 of 411 r
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Attorney Docket No. ' Customer ID: 44654
CROSS1123-17 and 90/007,125

CROSS1123-19 90/007,317

data in the buffer to interface between the first controller and the second controller to

allow access from workstations to storage devices.

11. A method for providing virtual local storage on remote storage devices connected to one

transport medium to devices connected to another transport medium, comprising:

interfacing with a first transport medium;

interfacing with a second transport medium;

mapping between devices connected to the first transport medium and the storage

devices and implementing access controls for storage space on the storage devices;

and

allowing access from devices connected to the first transport medium to the storage
devices using native low level, block protocols.

12. The method of claim 11, wherein mapping between devices connected to the first

transport medium and the storage devices includes allocating subsets of storage space to

associated devices connected to the first transport medium, wherein each subset is only

accessible by the associated device connected to the first transport medium.

13. The method of claim 12, whereinthe devices connected to the first transport medium

comprise workstations.

14. The method of claim 12, wherein the storage devices comprise hard disk drives.
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Attorney Docket No. Customer ID: 44654

CROSS1123—17 and 90/007,125

. CROSS1123-19 90/007,317

TABLE OF CONTENTS FOR RESPONSE TO REJECTIONS

|. Rejections Under 35 U.S.C. § 103

A. Introduction

B. Background of the Invention I

C. I Overview of Claim 1-

D. “Remote Storage Devices” and “Allowing Access...Using NLLBPs” -

Neither Spring nor Oeda Teaches or Suggests the Limitations of Remote Storage Devices and

Allowing Access to the Remote Storage Devices Using NLLBP

1. “Remote” Requires at Least One Serial Transport Medium

2. Spring’s SCSI-to-SCSl System Does Not Provide Remote Storage

Devices

3. Spring’s Ethernet-to-SCSI System Does Not Allow Access using

NLLBP

4. Similarly, Oeda Fails to Provide Remote Storage Devices and

Allowing Access to the Remote Storage Devices Using NLLBP

5. Summary: Allowing Access to Remote Storage Devicés Using NLLBP

E. “Map” -— Neither Spring or Oeda Teaches or Suggests Mapping Between

Devices Connected to the First Transport Medium and the Storage Devices

1. “Map” - A Representation of the Devices on the First Transport

Medium and the Storage Devices
80 of 411
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Attorney Docket No. _ Customer ID: 44654

CROSS1123-17 and . 90/007,125

CROSS1123-19 ‘ 90/007,317

2. Neither Spring nor Oeda Teaches or Suggests a Map

F. “Access Controls” — Neither Spring nor Oeda Teaches or Suggests

Implementing Access Controls

1. Implementing Access Controls

2. Spring Does Not Implement Access Controls (

3. Oeda Does Not Teach or Suggest Access Controls

4. The Ethernet Based Configuration of Oeda Does Not Teach or

Suggest Any Form of Access Controls for Remote Storage

G. The Combination of Oeda and Spring Does Not Teach or Suggest the

Present Invention

H. . The Jibbe Reference Does Not Address the Deficiencies of Spring and

Oeda '

l. Summary: There is No Prima Facie Case of Obviousness

ll. Conclusion
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Attorney Docket No. - Customer ID: 44654

CROSS1123-17 and . 90/007,125

CROSS1123-19 ‘ 90/007,317

I. Rejections Under 35 U.S.C. 5103

A. Introduction .

Claims 1-14 of the ‘035 Patent are variously rejected under 35 U.S.C. §£103(a) as being

unpatentable over United Kingdom Patent Application Publication No. UK GB 2297636

(“Spring”) in view of United States Patent No. (5,634,111,) (“Oeda”) and further in view of United

States Patent No. 5,345,565 (“Jibbe”).

In order to establish a prima facie case of'obviousness, the Examiner must show: that

the prior art references teachtor suggest all of the claim limitations; that there is some

suggestion or motivation in the references (or within the knowledge of one of ordinary skill in

the art) to modify or combine the references; and that there is a reasonable expectation of

success. M.P.E.P. 2142, 2143; In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir.

1991). As detailed more fully below, Applicants respectfully submit that independent Claim 1,

independent Claim 7 and independent Claim 11 of the ‘035 Patent are not rendered obvious by

Spring, Oeda or Jibbe as the references do not teach or suggest all of the claim limitations.

More particularly, the references do not teach or suggest, ’neither individually or in combination:

i) providing virtual local storage on remote storage devices and allowing access from devices

connected to a first transport medium to. the remote storage using native low level block.

protocols (NLLBP) in conjunction with; ii) mapping between devices connected to the first

transport medium and the storage devices; and in conjunction with iii) implementing access

controls. None of the prior art, alone or in combination, teaches or suggests all of these

claimed elements. I

B. Background of the Invention . _

The ‘035 Patent is directed to an efficient storage router and method of routing data

, over a network from devices (e.g., host computers) on one side of the storage router to remote

storage devices on the other side of the storage router using low level, block storage protocols

or NLLBPs. Even though the storage devices are located remotely over the network from the

, host computers, the storage devices are virtualized so as to appear to the host computer as

locally-attached storage devices. The invention of the ‘035 Patent further provides the security

feature of providing access controls in order to control which storage devices (or portions

thereof) any particular host computer can access; this access controls feature is implemented

by mapping host devices to the remote storsazqefdleyices to which a host device has access. By0



83 of 411

Attorney Docket No. Customer ID: 44654

CROSSt 123-17 and , _ 90/007,125
CROSSt 123-19 90/007,317

allowing a host device access only to those virtualized storage devices (or portions of storage

devices),to which it is mapped, the invention of the ‘035 Patent can prevent unauthorized or

unintended access by that host device to other remote storage devices in the network. Thus,

the present invention provides a networked storage solution that connects hosts to remotely

attached storage devices thatmlocally attached, provides the security feature of

controlling access to the remote storage devices using a map, and allows the host computers to

access the remote storage devices over the network at the speeds and efficiencies facilitated

by the use of NLLBPs.

As shown in the examples discussed in the Spring and Oeda prior art (discussed more \

fully below), prior to the present invention,_host computers would access storage devices either

i) locally via a parallel bus such as a SCSI bus or ii) remotely over a network using network

protocols. However, both of these prior art systems had limitations that the invention of the ‘035

Patent overcomes. For storage systems with locally attached storage devices attached via

SCSI buses, a SCSI-to-SCSI routing device provided access between host computers on one

side of the SCSI-SCSI routing device to local storage on the other side of the SCSI-SCSI

routing device. Because a SCSI bus was used on each side of the SCSI—to-SCSI routing
device, a computer could access a storage device using a NLLBP, which facilitates the

obtaining of information from the storage device in a fast and efficient manner (i.e., without the

overhead associated with typical network file servers). However, a SCSI bus is a complicated

set of parallel wires that cannot carry data a very long distance. This limitation is illustrated in

Graphic 1 below. Note that color copies of Graphics 1-5 are attached in Exhibit A for the

, convenience of the Examiner.
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A SCSI Bus Is a Complicated SetofWires

and Can Not Carry Information very Far

We 68 Wires

~ “W

’MSCSIBus
25 Meter Maximum

 
Graphic 1

Thus, a major shortcoming of any such SCSI-to-SCSI routing device orlmethod was that

the storage devices must typically be within approximately 25 meters of the host computer that .‘

needs to have access to the storage devices. Indeed, due to the costs associated with these

complicated SCSI buses, most SCSI buses were significantly shorter (typically less than 12

meters) in actual installations. As the ‘035 Patent states “typical storage transport mediums

provide for a relatively small number of devices to be attached over relatively short distances."

See, ‘035‘ Patent, col. 1, lines 23-25. ,

Modern computer storage systems, however, need networks connecting multiple

' computers to each other and to remote storage locations that are significantly distant from the

’ host computers that access the remote storage. As discussed above, this is not possible with a

SCSI bus because of the distance limitation of the SCSI bus. In typical prior art systems

(including those of Spring and Oeda as will be discussed below), to overcome the inability of a

SCSI-to-SCSI system to provide remote storage (as discussed an NLLBP cannot be sent a long
\ 84 of 411
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distance over a SCSI bus), workstations were connected to a network server using a distance-

capable network transport medium and a network protocol such as Ethernet. See, ‘035 Patent

Background, col. 1, lines 47-54. A problem with this prior art solution was that the network

server creates a bottleneck which slows down remote access because, at least in part, the

computer or workstation needs to create something called a "network protocol" to send the data ,

over the distance-capable transport medium. The problem with this prior art method for

transmitting a storage NLLBP over a network to a remote storage device is that it takes the

computer time to create a network protocol and it takes the server time to re-construct a native

low level block protocol from that network protocol. Thus, the introduction of a network server

into the system creates a bottleneck which slows down access to remote storage devices.

Graphic 2, shown below, depicts one aspect of that bottleneck withthe large balls intended to

depict network protocols and the smaller balls intended to depict native low level block

protocols. Although Graphic 2 only graphically depicts the problems in one direction (from the

host computer through the server to the remote storage devices), the problems exist going both

directions. In other words, the same type of bottleneck occurs in reverse when the data returns

to the computer from the remote storage device through the server.

A Server Creates a BottlenekahrchSlows Down
Remote Access

 
Graphic 2
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As shown in Graphic 2, for prior art systems that provided hosts access to remote

storage, a workstation first had to translate requests into higher level network protocols in order X

- to communicate with the network server, and the network server would then translate the

requests into low level requests (é.g., NLLBPs) for transmitting to the storage device(s). It

takes a computer a long time to create a network protocol. Graphic 3, shown below, describes

in general terms steps involved when a computer needs to access remote storage through a

server, and has to create a network protocol to achieve that access. Similar steps occur when

the computer wants to write data to the remote storage device. ‘

It Takes a Computer a Long Time
to Create a Network Protocol

Computer Comput
determines it builds Network creates creates
file 'Budget_12" Request (NR), Transmission , lntemet Protocol (MP)
is on local , ”Read Control Protocol Protocol UP). to server
storage or BudgetJZ' (TCP), which which identifies
remote storage . Ve makes sure data what computerry time . d . .

consuming arnves an IS requestingchecks theorder and Identifies
of the data remote location

1, way/WW

 
Graphic 3

As illustrated in Graphic 4 below, the process the server goes through to build a NLLBP

from a network protocol is also complex and time consuming. Graphic 4 describes in general

terms steps involved in building a native low level block protocol from a network protocol. The

native low level block protocol is then used to access a local storage device. The return of the

data from the remote storage device to the host computer. also involves the same complex

steps. On the return path, the server needs to build a network protocol from the NLLBP it

receives from the storage device. In addition, the computer needs to process that the network
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protocol to get the information by essentially repeating the steps shown in Graphic 3 above in

reverse.

Building an LBP from Network Protocol
ls Complex and Time Consuming

Native Low Level

Block Protocols

‘ , u . a

Server; Serven Server. ComputerA:
’ receives. 0 processes NP, - buildsa new ° receives .

'"f0'm3t'0" - builds Native access local NP to return information
' checks data Low Level storage device the Information ‘ checks dataaccuracy accuracy

o checks order (altitiglgmgaog; - checks order
of data NP . of data .

0 acknowledges °" 0 acknowledges
receipt or receipt or
requests resend requests resend
if not complete ; if not complete

mama/W 1/, ,1 eryv 9/. WM ,M ”W, ,, ., ., . , 7],. , max” [,1 ,. // ,.

 
Graphic 4

Thus, prior to the present invention, those wishing to implement centralized storage at a

remote location for networked devices were typically forced to use a relatively slow network

server solution that required the use of higher level network protocols. These prior art systems ‘

did not provide remote storage that could be accessed at‘the speeds achieved by using an

NLLBP from the hosts to the storage devices. ' _ '
The present invention overcomes the deficiencies of these prior art systems allowing

hosts to access remote storage devices at significantly distant, remote locations using a

NLLBP. The use of the Fibre Channel protocol, for example, allows storage devices to be

located in excess of 10 kilometers away from the workstations using a serial transport medium

— as opposed to the parallel transport medium of a SCSI bus. However, unlike an Ethernet file

server system, a storage router connected using a Fibre Channel transport medium-can allow

access from the host computer to the remote storage devices using NLLBPs without having to

create higher level network protocols. Because Fibre Channel supports the use of NLLBPs, the

hosts can access the remote storage devices at greater speeds than can be achieved using
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higher-level network protocols. The present invention thus routes NLLBPs to the remote

storage devices without involving a network server that requires the use of higher-level network

protocols. This allows remote storage, but does away with the time consuming and complex ,

steps of creating and processing higher-level network protocols at a server. Consequently,

both distance and speed can be achieved, without sacrificing one for the other as required by

prior art solutions.

In addition to providing the ability to locate host computers remotely at significant

distances from storage devices, modern storage systems need to provide security between the

host computers and the remote storage. In addition, since the host computers are remotely

located physically from the storage devices, it is advantageous to provide this security in a

centralized manner. In other words, it is desirable to provide a centralized control mechanism

that controls each host computer’s access so that each host can only access particular remote

storage devices (or portions thereof). In prior art systems, the ability to provide such a security

. mechanism in a networked system connecting hosts to remote storage devices using NLLBPs

without simply did not exist. \

In addition to providing hosts access to remote storage devices over a network using

NLLBPs, the invention of the ‘035 Patent provides such a security feature. The invention of the

‘035 Patent contains a map that maps the host computers to the remote storage devices by

associating each host computer with some or all of the remote storage devices on the other

side of the storage router. The invention of the ‘035 Patent implements access controls by

, using the map to allow each "host access to only the‘specific storage to which the host is

mapped. In this manner, the invention of the ‘035 Patent implements access controls to limit

each computer’s access to a specific subset of storage devices or sections of a storage device

on the other side of the storage router. Put another way, the access controls provide the

capability to permit or deny each computer access to a particular storage device, a set of

storage devices or portions of a single storage device or devices (or any combination thereof).

By assigning storage devices or portions thereof to particular computer workstations, the

present invention prevents each computer workstations from overwriting or modifying data in

storage assigned to another computer workstation. This\access controls feature is illustrated

below in Graphic 5.
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Graphic 5

For the example of Graphic 5, hOSt computer A is mapped to remote storage device 1,

host computer B is mapped to remote storage'device B and both A and B are mapped to

remote storage device 3. Using this map, the invention of the ‘035 implements access controls

by allowing host computer A to access either remote storage device 1 or 3 (e.g., allow host

computer Arto read or write data to or from storage devices 1 or 3) and-by preventing host

computer A from accessing remote storage device 2 (e.g., only allowing host computer B to

read or write data to storage‘device 2 in the example of Graphic 5). By mapping between host

[devices and storage devices (or portions thereof), the invention of the ‘035 Patent can ensure

that requests from host computer A are only directed to the storage devices that are assigned

to computer A. This allows the security feature of access controls to be implemented while still

. allowing the host computers to access the storage devices using an NLLBP.
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In summary, the invention of the ‘035 Patent provides a networked storage solution that

combines the ability to allow access from host computers/to remote storage devices using

NLLBPs with the ability to control access between host computers and the remote storage

devices. Thus, the invention of the ‘035 Patent provides the advantages of 1) remote storage

devices that appear to the host as locally attached, but that actually reside at remote distances

from the host computers, 2) access to these remote storage devices at the speed and.

efficiency associated with using NLLBPs, and 3) data security by controlling the access of each

host to the remote storage. None of the prior art cited by the Examiner, alone or in

combination, teaches or suggests a system that provides access from host computers (or other

device connected to the first transport medium) to remote storage devices using an NLLBP,

while implementing access controls in accordance with a map.

C. Overview of Claim 1

The Examiner rejected independent Claim 1 as being unpatentable over Spring in view

of Oeda and Jibbe. Applicants will focus on Claim 1 in diSCussing how the present invention

differs from the cited art.

Claim 1 recites:

A storage router for providing virtual local storage 9_n_

remote storage devices to devices, comprising:
a buffer providing memory work space for the storage

router;

a first controller operable to connect to and interface with

a first transport medium;

a second controller operable to connect to and interface

with a second transport medium; and

a supervisor unit coupled to the first controller, the

second controller and the buffer, the supervisor unit operable to
map between devices connected to the first transport medium

and the storage devices, to implement access controls fo_r

storage space on the storage devices and to process data in the
buffer to interface between the first controller and the second

controller to allow access from devices connected to the first

transport medium to the storage devices using native low level,

block protocols. [Emphasis Added].

Claim 1 includes “providing virtual local storage on remote storage devices” and “a

supervisor unit . . . operable to . . . map between devices connected to the first transport
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medium and the storage devices, to implement access controls for storage space on the

storage devices and . . . to allow access from devices connected to the first transport medium

to the storage devices using native low level, block protocols." Claim 11 similarly includes

providing virtual local storage on “remote storage devices” while claim 7 is a network containing

a router that connects hosts to storage devices through transport mediums. Claims 1, 7 and 11

include features of mapping between devices on one transport medium (e.g., workstations) to

the storage devices, implementing access controls and allowing access from devices

connected to the first transport medium (e.g., workstations) to the storage devices using a
NLLBP. The present invention as recited in Claim 1 thus enables computers to accessm

storage devices without the overhead of high level protocols and file systems typically required \

by network servers (i.e., using NLLBP) while providing the security measure of access controls.

As will be discussed more fully below, the systems of Spring and Oeda, in contrast to

the invention of the ‘035 Patent, either do not provide remote access to storage devices or, for

embodiments of those systems that may be able to provide remote access to storage devices,

require the use of higher level network protocols (and therefore cannot allow access to the

remote storage devices using NLLBPs). Thus, these references suffer the shortcomings of

exactly the type of prior art the present invention was designed to overcome in that they are

either limited in distance or require time consuming translations between higher level network

protocols and NLLBPs. Moreover, as will also be discussed more fully below, Spring and Oeda

fail to disclose mapping and access controls as discussed below.

D. “Remote Storage Devices’-’ and “Allowing Access . . . Using NLLBPs” - Neither

Spring nor Oeda Teaches or Suggests the Limitations of Remote Storage Devices and

Allowing Access to the Remote Storage Devices Using NLLBP

Examiner Fleming relies on Spring as showing virtual local storage on a remote storage

device and both Spring and Oeda as showing the ability to allow access from devices

connected to a first transport medium to a remote storage device using NLLBP. Applicants

respectfully submit, however, both Spring and Oeda exhibit the shortcomings of the prior art

solutions that the present invention specifically overcomes. Namely, the solutions in both

Spring and Oeda require a choice between local (not remote) storage that can be accessed

using a NLLBP or using slower high level network protocols to access remote storage (can’t
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allow access using NLLBP); neither Spring or Oeda provides a solution that allows access to

remote storage devices using NLLBP.

1. “Remote” Requires at Least One Serial Transport Medium

Claim 1, as discussed above, provides virtual local storage on remote storage devices.

A “remote storage device” is a storage device that is connected indirectly using at least one

serial network transport medium to allow for storage devices to be significantly remote from the ‘

host computers. This definition is supported by both the Specification of the ‘035 Patent and by

the claim construction recommended by the Special Master in currently stayed Crossroads v.

Dot Hill Systems Corporation, Western District of Texas, Civil Action No. A—03-CA-754-SS (the

“Dot Hill Litigation”). .

As described above, prior art solutions that allowed access from. hosts to storage

devices using a NLLBP used SCSI-to-SCSI routing devices. In this case, both data transport

media sere limited distance parallel buses (SCSI is a parallel, distance-limited bus). The

present invention overcomes the deficiencies of these prior art systems allowing hosts to

access centralized, remote storage devices at “significantly remote positions” using a NLLBP.

See, ‘035 Patent, col. 2, lines 27-32. The use of the Fibre Channel protocol (a serial protocol)

allows the remote storage devices to be located at distances up to and “even in excess of 10

kilometers” from the workstations. See, ‘035 Patent, col. 2, lines 31-33. The claimed invention

of the ‘035 Patent provides the “ability to centralize local storage for networked workStation

without any cost in speed or overhead” so that each workstation can have access to “its virtual

local storage as if it were locally connected” despite potentially being at a great distance from

the storage devices. See, ‘035 Patent col. 2, lines 27-31. In the invention of the ‘035 Patent,

networked hosts are thus connected to storage devices over at least one significant distance-

capable link, such as Fibre Channel. ‘ _

As the Fibre Channel example just presented, and the other examples provided in the

‘035 Patent illustrate, the ability to have remote storage devices is achieved through the use of

at least one serial transport medium between the workstations and the storage devices. It is

the serial interconnect that allows for attachment over large distances and, hence, the ability to

provide remote storage. See, ‘035 Patent, col. 1, lines 29-36. Even in the SCSI initiator to

SCSI target configuration discussed in the ‘035 Patent, there is a third Fibre Channel transport

medium (Le, a serial transport medium) between the two storage routers to extend the distance

between the workstations and storage devices to provide the capability for having remote
92 of 411



93 of 411

Attorney Docket No. Customer ID: 44654

CROSSt123-17 and 90/007,125

CROSS1123-19 ' 90/007,317
18

storage. See, ‘035 Patent col. 6, lines 19-31.1 The serial transport medium is necessary for

remote storage because parallel SCSI buses alone are severely limited In distance and cannot

provide connectivity to remote storage devices in the manner of the present invention.

The definition of “remote” as requiring at least one‘serial transport medium is further

supported by the fact that in the on-going Crossroads v. Dot Hill Systems Corporation, Western

District of Texas, Civil Action No.1A-03-CA-754-SS litigation (the “Dot Hill Litigation”), Special

. > Master Bayer recommended to the Court that “remote” be construed to mean “indirectly

\

connected through at least one serial network transport medium” (emphasis added). The

pertinent portions of the Report and Recommendation of the Special Master Regarding United

States Patent Nos. 5 941 972 and 6 425 035 B2 (the “Report”) are attached hereto as Exhibit

B. Special Master Bayer was commissioned by the Court in the Dot Hill Litigation to conduct a

 

Markman hearing and provide recommendations to the Court as to how the claims of the ‘035

Patent should be interpreted. Special Master Bayer filed his recommendations in the Report

after reviewing the initial Markman briefs submitted by both Dot Hill and Crossroads, conducting

a Markman hearing (on August 30, 2004), and reviewing post-Markman briefs and reply briefs.

After careful review and analysis, Special Master Bayer concluded that “remote” meant

“indirectly connected through at least one serial network transport medium”. Thus, at least one

of the transport mediums (either the one connecting workstations to the storage router or the

one connecting the storage router to the storage devices) recited in independent Claims 1 and

11 must be serial (e.g., cannot be parallel SCSI). This definition of “remote” is consistent with

the idea that the invention of the ‘035 Patent allows for the storage devices to be at

“significantly remote positions” of up to and “even in excess of 10 kilometers” from the hosts

accessing those storage devices. The at least one serial connection allows for networked

workstations to connect to storage remotely, while a parallel SCSI connection simply cannot.

In this unclaimed configuration, there are two “back to back” FC-SCSI roUters. WorkstatiOns are

connected to the first router by a SCSI bus and storage devices are connected to the second router by

a SCSI bus. The two routers are connected by a Fibre Channel transport medium.
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2. Spring’s SCSI-to-SCSI System Does Not Provide Remote Storage Devices

The system of Spring does not provide virtual local storage on re_m_o_tt_e storage devices.

Instead, Spring teaches a system in which a server emulates local drives as local SCSI

removable drives to a set of workstations. See, Spring, page 3, lines 1-5. Workstations access \

the emulated SCSI removable drives as if they were locally attached removable SCSI drives.

See, Spring, page 10, lines 1-3. Because the drives appear as removable drives, the SCSI

dismount command can be used to free media for use by other workstations. See, Spring, .

page 10, lines 16-25. As an example, in the context of a workgroup that works on large files,

such as graphics, this allows one user to mount the virtual drive containing a particular image at

the user’s workstation, work on the image, save the image, and then dismount the virtual

media. Another user can then mount virtual media and edit the media. .This obviates the need

to share physical media such as CD’s or tapes while coordinating operations between various
workstations.

The invention of Spring is illustrated in FIGURE 1 of Spring, reproduced below.
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FIGURE 1 of Spring

As shown, the hosts 16 connect via a parallel SCSI bus to server 20 which is further

connected to storage devices 21 -25. It is clear from the Specification of Spring that the

physical drives to which the data is written and from which the data is read are connected using
a direct connection, specifically SCSI. Spring repeatedly mentions that the disk drives are

implemented in accordance with the RAID 5 configuration. See e.g., Spring, page 6, lines 1-4,
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and page 10, lines 15 In 1995, the year of Spring’s filing, RAID 5 systems predominately if not .

exclusively used SCSI drives.2 More significantly, Spring stresses that the differences between

the emulated drives and physical drives are that the emulated SCSI drives are smaller than the

physical drives and the emulated SCSI drives appear as removable while the physical drives

are fixed drives. See, Spring, page 8, lines 18-23. Spring does not differentiate the SCSI

emulated drives from the physical drives based on protocol and provides no ability to convert

between storage protocols. Furthermore, this passage indicates that the physical drives are

physically fixed and remain permanently in place. Id. Accordingly, Examiner Fleming stated

that the system of Spring provides access from the USERS (i.e., host computers) through the

server and to the disk drives using SCSI. See, May 24 Office Action, page 7 (“SCSI . . . is used

from the USER to the storage router to the disc drives”).

The Spring SCSI-to-SCSI system, such as that shown in FIGURE 1 of Spring, does not

use at least one serial data transport medium and does not provide the capability to locate

storage devices at significant distances from the workstations. There is simply no distance-

capable storage link in the system of Spring" as Spring relies on distance-limited SCSI

interfaces. Indeed, Spring recognizes the inability of SCSI interfaces to provide a distance-

capable link stating “a large number of workstations may be provided relatively close to server

20, in which case conventional SCSI interfaces may be employed.” See, Spring, page 7, lines

10-12 (emphasis added). Thus, the SCSI-to-‘SCSI system of Spring does not provide virtual

local storage on “remote storage devices”.as it lacks at least one distance-capable serial

transport medium.

3. Spring’s Ethernet-to-SCSI System Does Not Allow Access using NLLBP

While the Spring'SCSl-to-SCSI system of FIGURE 1 does not provide for remote

storage devices and cannot allow for significant physical distance between the hosts and

storage devices, Spring does provide some insight as to how “remote” or physically distant

storage devices could be incorporated into the Spring system. While acknowledging that

parallel SCSI interfaces have “limited” range, Spring states that in order to create less limited

distance separation from hosts to storage devices “in alternative embodiments it may be

2 Similar to SCSI, other existing drive connections such as ATA and IDE were severely limited in distance.
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necessary to provide alternative connections, possibly via coaxial cables, so as to increase the

distance between the server and the workstations”. See Spring, page 7, lines 3-7. Spring goes

on to state that . . in alternative arrangements, workstations may be distributed quite widely

through a building, requiring more robust connection between the processor and server 20. It is

envisaged that connections of this type should allow the workstation to be displaced from the

server by distances in excess of 100 meters, having characteristics similar to high speed

Ethernet links." See Id. at page 7, lines 12-17. As will be explained more fully below, this

alternative embodiment to allow “remote” storage devices in Spring does not meet the claim

limitation of “allowing access” between hosts and storage devices “using NLLBPs”.

Independent Claim 1 of the ‘035 Patent not ‘only recites that the storage devices are

“remote”, but also that the supervisor unit is operable to “allow access from devices connected

to the first transport medium to the storage devices using native low level block protocols.”

Thus, the host computers connected to the first transport medium must be able to access the

remote storage devices using a NLLBP. This ability to allow access from host computers to

storage devices using a NLLBP, 'as recited in Claim 1, requires allowing access between the

host and storage device(s) using a protocol (Le, a set of rules) that does not involve the

overhead of high level protocols and file systems typically required by network servers, as

supported in the ‘035 Patent Specification and prior litigation interpreting this claim term.

As discussed above, in systems prior to the present invention, when making a request

to storage through anetwork server to allow access between workstations and remote storage
m, a workstation first had to translate the requests from its file system protocols to higher

level network protocols in order to communicate with the network server, and the network

server would then translate them into low level requests to the storage device(s). In contrast,

as described in the ‘035 Patent, allowing a host to access storage devices using a NLLBP

provides a mechanism by which communication between 'the host and the storage devices can

be accomplished faster because there is no need to translate from a network protocol to a

NLLBP. See ‘035 Patent Specification, col. 1, lines 47-60, col. 2, lines 12-15 and 23-26, col. 3,

lines 14-25 and col; 4, lines 17-25 (distinguishing an NLLBP from higher-level protocols by

contrasting the invention of the ‘035 Patent (allowing access 'using NLLBP) to prior art solutions \

(which allowed access using network protocols requiring translation to NLLBP)). Further, in

Crossroads v. Chaparral Network Storage, Inc., Western District of Texas, Civil Action No. A-

00-CA-217-SS (the “Chaparral Litigation”) and Crossroads Systems (Texas), Inc., v. Path/ight

Technology, Inc., Western District of Texas, Civil Action No. A-OOCA-248-JN, the Federal
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District Court issued a Joint Markman Order (the “Markman Order”) interpreting “NLLBP” for the

purposes of United States Patent No. 5,941,972 (the “’972 Patent”, the parent to the ‘035

Patent) as follows: “a set of rules or standards that enable computers to exchange information

and do not involve the overhead of high level protocols and file systems typically required by

netWork servers.” A copy of the Markman Order is attached hereto as Exhibit C. This

construction and the validity of the ‘972 Patent was upheld by the Federal Circuit. A copy of the

Federal Circuit decision affirming the decisiOn of the lower court is attached hereto as Exhibit D.

Thus, based on both the Specification of the ‘035 Patent and the Markman Order, an NLLBP is

a protocol that enables the exchange of information without the overhead of high-level protocols

and file systems typically required by network servers. _

As claimed in the ‘035 Patent, allowing access from host devices to storage devices is

done using NLLBPs. Using the example of a first transport medium of Fibre Channel (“FC”)

and second transport medium of SCSI, a FC workstation can communicate SCSI commands to

a storage device using the FC protocol through the storage router. In this case, the storage

router receives the FC-encapsulated SCSI commands on the FC transport medium, removes

the FC encapsulation and forwards the SCSI commands to the storage devices on the SCSI

data transport medium (provided the FC workstation is allowed to have such access as will be

discussed more fully below). There is no translation of the commands from a higher level

network protocol to a native, low level protocol. In other Words, the storage router is not

required to translate from a high level command (e.g., a file system command or function call

with arguments) into a SCSI command. Rather, the storage router strips the FC layer off of the

existing SCSI command and forwards the SCSI command to the storage device. Thus, when

the FC host workstation is allowed to have access to the SCSI storage device, that access is

accomplished using NLLBPs.

Thus, as recited in Claim 1, to “allow access from devices connected to the first

transport medium to devices connected to the storage devices using native low level block

protocols” requires allowing access from host computers to remote storage devices using

NLLBP. Thus, due to the “remote” limitation, Claim 1 requires that at least one transport

medium be a serial transport medium and due to the “NLLBP” limitation, the host computers

must be allowed access to the remote storage devices using a protocol that does not involve

the higher level overhead typically associated with network servers. Spring simply does not

teach or suggest any system that will allow hosts to access remote storage devices using

NLLBP.
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As discussed above, Spring does provide an alternative embodiment to its SCSI-to-

SCSI embodiment of FIGURE 1 that can allow for hosts to be separated from storage devices

by distances in excess of 100 meters. See, Spring, page 7, lines 3-17. (“. . . in alternative

arrangements, workstations may be distributed quite widely through a building, requiring more \

robust connection between the processor and server 20. It is envisaged that connections of

this type should allow the workstation to be displaced from the server by distances in excess of

100 meters, having characteristics similar to high speed Ethernet links”). The use of coaxial

cable for Ethernet networks was common in 1995 (e.g., 1OBase-2 and 1OBase-5 Ethernet),

however, these Ethernet networks required the use of high-level protocols to transmit

information between a workstation and a network server. In Ethernet-to-SCSI systems such as

that suggested in Spring, a workstation would first translate the request from its file system

protocol to a “network protocol” (i.e., Ethernet protocol) and send the request to a network

server. The network server would then, translate the network protocol to a native low level

protocol (i.e., SCSI) and send the low level request to the attached storage device. The

problem with this type of system is exactly the problem that the ‘035 Patent described in the

Background of the Invention and was designed to overcome. Namely, this type of system

creates a bottleneck that slows down the access from the hosts to the remote storage devices.

Because, NLLBPs cannot be-sent over long distances using a SCSI bus, the workstation must

create a network protocol to send requests over the Ethernet transport medium. It takes the

workstation a long time to create a network protocol and takes the server time to translate the

information sent according .to the network protocol into a NLLBP (and visa versa when sending

the information back from the storage device to the host). In such a system, data access times .
from the workstation to the devices are increased.

While Spring provides no guidance as to how the emulated removable SCSI drives

would be accessed via Ethernet in the suggested alternative embodiment, at the time of Spring,

one of ordinary skill in the art would have understood that'access to remote storage via

Ethernet required the use of a higher level network protocol and there no teaching or

suggestion in Spring otherwise. Thus, it would be understood that the workstations of Spring

use a higher level network protoCol (e.g., an Ethernet file server protocol) that is then translated

by the network server into a NLLBP before access to remote storage devices can be achieved.

The system of Spring is exactly the type of System that the present invention was designed to
overcome because the system of Spring m involve the overhead of high level protocols

typically required by network servers and doesfrequire a translation of a network protocol into99 o 4.11
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SCSI commands at the network server when alloWing workstations to make requests to and

from storage devices. Therefore, Spring does not teach or suggest the limitation “to allow

access from devices connected to the first transport medium to the [remote] storage devices

using native low levelI block grotoco s.” (emphasis added).

4. Similarly, Oeda Fails to Provide Remote Storage Devices and Allowing Access

to the Remote Storage Devices Using NLLBP

Like Spring, Oeda discloses a~SCS|—to-SCSI system of connecting a host computer to a

storage device(s). See Oeda, FIGURES 1-5. FIGURE 4, illustrative of the Oeda system, is

reproduced below.

  SCSIIDMS

 

 

' SCSIID¢=7

‘_ scsnn=1——3

 41 scene-£1

................... 42 SCSIID==2

FOR HOST 13_
N- ,—I"'~—_-u--.——pr"

SHARED READ

  

 
  

 
43 scsno=s

 
 

DISKCONTROLLER
FIGURE 4 of Oeda
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Using the Example of FIGURE 4 of Oeda, a SCSI magnetic disk storage device 3

(including disk controller 5 and drive unit 4) is connected to two host computers through SCSI

bus 2. Thus, hosts communicate to storage devices in this Oeda system using only parallel

SCSI; there is no serial transport medium between the hosts and the disk storage device.

Consequently, for the reasons discussed above regarding Spring, the Oeda storage device 3 of

FIGURE 4 is notwfrom the host computers as recited in the independent Claims of the

‘035 Patent. I

Like Spring, Oeda also provides an alternative embodiment that has the capability to

provide hosts access to remote storage as shown in FIGURE 6 of Oeda reproduced below.

Like Spring, this Oeda embodiment also fails to allow access to remote storage devices using

NLLBP.

 
   

 

3P ADDRESSmWOG

iP ADDRESS=3004

IP Aoonsss=aooz IP ADDRESS==1003 212 IP ADDRESS==5002

. 5002 _ 213 ._

FIGURE 6 of Oeda”

21

In FIGURE 6 of Oeda, Oeda replaces the SCSI bus 2 of FIGURE 4 with an Ethernet

connection 22 and inserts into the system a network file‘server 19. See, Oeda, col. ,9, lines 48-

67 and FIGURE 6. As this embodiment of Oeda points out, access to remote storage devices

required the use of higher-level network protocols and is not done using NLLBP. There is no

teaching or suggestion in Oeda to the contrary. In fact Oeda recognizes that a translation from

the network protocol to a NLLBP must occur) 1staft‘I1n1g1 “host computer 18 must accept and deliver0
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commands and data in which the differences of communication protocols for the SCSI bus 21

and Ethernet are considered.” See, Oeda, col. 9, lines 47-60 (describing replacing the SCSI

bus of FIGURE 5 with a network such as Ethernet). Further in conjunction with FIGURE 6,

Oeda describes that while this embodiment allows the storage device to be shared among

hosts using different operating systems and network protocols, it still requires the use of high-

Ievel network protocols between the host computers and file server (e.g., the network protocols

used by UNIX, MS-DOS and the general purpose computer to communicate via Ethernet).

See, Oeda, col. 10, lines 22-68.

Again, these Ethernet-based systems of Oeda are precisely the types of systems that

x

the present invention was designed to overcome because they Q involve the overhead of high

level network protocols typically required by network servers and they Q require a translation

of a network protocol into SCSI commands at the network server when allowing workstations to

make requests to and from storage devices. Thus, similar to Spring, Oeda simply does not

teach or suggest the limitation “to allow access from devices connected to the first transport

medium to the [remote] storage devices using native low level, block protocols.” (emphasis

added). ' ,

5. Summary — Allowing Access to Remote Storage Devices Using NLLBP

Neither Oeda or Spring, alone or in combination, teach or suggest allowing access from

host devices to remote storage devices using NLLBPs. Spring teaches a SCSI-to-SCSI system

in which workstations are connected to a network server via a SCSI bus. Spring does not

disclose in this embodiment any distance capable serialtransport medium, but simply the

limited distance, parallel SCSI transport medium. Consequently, the SCSI-to-SCSI system of

Spring does not allow access to “remote” storage devices as recited in Claims 1 and 11. In

order to provide the ability to access remote storage devices, Spring introduces Ethernet

connectivity (replacing the SCSI bus between the workstations and the Server with an Ethernet

connection) and higher-level network protocols. Because this Ethernet-to-SCSI embodiment of

Spring requires the use of higher-level network protocols it does not “allow access from devices

connected to the first transport medium to the [remote] storage devices using native low level,

block protocols” as recited in Claims 1 and 11.

Similarly, Oeda teaches a SCSI based system and an Ethernet based system that suffer

the same deficiencies as the systems of Spring. In the SCSI based system of Oeda, the

storage device is also not indirectly connectgg Kathe host computer by at least one serial1 o
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transport medium. Consequently, the magnetic storage device is not “remote" from the host

computers. The Ethernet based systems of Oedarequire the use of higher-level network

protocdls and, as in Spring, do not “allow access from devices connected to the first transport

medium to the [remote] storage devices using native low level, block protocols.”

Thus, in Spring and Oeda, the storage devices are not remote and access to them from

the host is not provided using NLLBPs. Rather, the storage devices are connected using

limited distance parallel SCSI buses. In order to provide access to a gm_ot§ storage device, a

higher level network protocol must be introduced. That is, in order to allow the storage devices

to become remote in'Spring and Oeda, access is no longer provided from the workstations to

the storage devices using a NLLBP.3 Applicants therefore respectfully submit that Spring and

Oeda do not teach or suggest providing “virtual local storage on remote storage devices” and

providing access “from a device connected to a first transport medium to the [remote] storage

devices using native low level block protocols” as recited in independent Claim 1. As the cited

references, alone or in’combination, do not teach or suggest this feature of the present

invention, Applicants respectfully request allowance of Claim 1. As will be discussed more fully

below, these references certainly do not teach or suggest allOwing access to remote storage

devices in conjunction with mapping and access controls as claimed in the ‘035 Patent.

E. “Map” — Neither Spring nor Oeda Teaches or Suggests Mapping Between Devices

Connected to the First Transport Medium andthe Storage Devices\

1. A Map Includes a Representation of the Devices on the First Transport Medium

and the Storage Devices

Claim 1 recites a supervisor unit operable “to map between devices connected to the

first transport medium and the storage devices.” Claims 7 and 11 contain similar features.

Mapping between devices connected to the first transport medium and storage devices in the

present application refers to a mapping between the workstations/host} computers and storage

devices such that a particular workstation/host computer on the first transport medium is

associated with a storage device, storage devices or portion thereof on the second transport

3 Jibbe, a reference directed toa SCSI interface, simply does not address the issue of remote storage
devices or allowing access to these remote storage devices using NLLBPs. .

103 of 411
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medium. As discussed in the ‘035 Patent Specifleation, the mapping provides a correlation

between devices on the first data transport medium and the storage devices through one or

more steps. See, ‘035 Patent, col. 2, lines 9 - 12, col. 2, lines 20-21, and col. 8, line 61 — col. 9,

line 5. In addition, the Federal District Court in the Chaparral and Pathlight Litigations defined

the term “map” in its Markman Order as follows: “to create a path from a device on one side of

the storage router to a device on the other side of the router, i.e., from a Fibre Channel device

to a SCSI device (or vice-versa). A map contains a representation of devices on each side of

the storage router, so that when a device on one side of the storage router wants to,

communicate to a device on the other side of the storage router, the storage router can connect

the devices.” See, Markman Order, ExhibitC, page 12 (emphasis added). Thus, the mapping ‘

of the ‘035 Patent associates the host device(s) on the first transport medium with storage

devices on the second transport medium to create a path between the host and the remote

storage device (or portion thereof). For example, the map can include mapping a host

workstation identifier (e.g., address or other identifier) and a virtual representation of a storage

device (e.g., a virtual LUN), and potentially even further from the virtual representation of the

storage device to a physical representation of the\storage device (e.g., a physical LUN).

2. Neither Spring nor Oeda Teaches or Suggests a Map

As an initial matter, Examiner Fleming recognizes that Spring does not map between

devices connected to the first transport medium and the storage devices as recited in Claim 1

(and likewise does not point to any place in Jibbe that teaches or suggests such a mapping).

See, May 24 Office Action, page 7 (Spring “does not set forth a mapping between the

workstations and the storage devices”). Instead, Examiner Fleming attempts to rely on Oeda

to show mapping. See, May 24 Office Action, page 7 (“a mapping between workstations (in the

form of HOSTs) and the assigned partitions (41 -43) is clearly shown”). Oeda, however, does

not teach mapping as recited in the ‘035 Patent because there is no “map” that contains a

representation of a device on one side of the storage router and a representation of a storage

device‘on the other side of the storage router so as to create a path to connect the device to the

storage device (e.g., to connect the fibre channel host device to a SCSI storage device).

There is no map in Oeda that includes a representation of devices on one side of the

disk controller and storage devices on the other side. Such a map is not necessary or used in

Oeda, at least in part, because the Hosts are responsible for knowing which target SCSI IDs

they can request and the disk controller processfes target SCSI IDs without regard to the host104 o 411
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that asserts the ID. Oeda discloses a host-based methodology to associate hosts with a

storage partition and does not disclose a “map between devices connected to the first

transport medium and the storage devices.” See Oeda, Col. 8, lines 9-13 (host computers are

set by the operating system). In Oeda, SCSI IDs for target devices are processed by a SCSI

control large-scale integrated circuit (“LSI”)‘as described in conjunction With FIGURE 7. The

LSI contains n comparators and ID registers, with each register containing a SCSI ID for a

target device. See Oeda, col. 5, lines 44-48. When a host computer requests a particular

target, it does so in the “selection phase” by marking “true” the data line among the eight data

lines of the SCSI bus which correspond to the SCSI ID number of the target. See id. at col. 5,

lines 14-22. Each comparator compares the ID rymber asserted during the selection phase
(e.g., the ID of the desired target) with the ID in the respective register and, if a match is made,

generates an ID coincidence signal. See id. at col. 5, lines 48-51. Using the example of

FIGURE 7, if a host asserts ID 1 on the SCSI bus, comparator 74 will compare the asserted ID

to the contents of register 71, comparator 75 will compare the asserted ID to the contents of

register 72 and comparator 76 will compare the asserted ID to the contents of register 73.

Because the asserted ID matches the contents of register 71, comparator 74 will generate an

ID coincidence signal, indicating that the host is requesting SCSI ID 1. The CPU will then

process the subsequent commands and data to read data from or write data to the appropriate

partition associated with SCSI ID 1 (e.g., partition 41). See, Oeda, col. 5, line 64 through col. 6,

line 13. This process is done without regard to the host that actually asserted the SCSI ID 1 in

the selection phase. Thus, whenever LSI receives SCSI ID 1 in the selection phase, it

processes the corresponding command to read from or write to the appropriate partition

regardless of the host device that asserted SCSI ID 1.

The Examiner cites Oeda at Column 7 lines 53-Column 8, line 30 for the proposition that

Oeda shows a “map”, however, this reliance on Oeda is misplaced. In a multi-host

environment, such as that depicted in FIGURE 4 of Oeda (shown above), each host is set

beforehand by its operating system to only request specific SCSI ID’s. See Oeda, col. 8, lines

9-31. Put another way, the operating system sets each host to limit the target SCSI IDs that

host can select during the SCSI selection phase. ’In the ekample of Oeda, Host 1A is

configured by the operating system to request only SCSI ID 1 and SCSI ID 3 and Host 1B is

configured by the operating system to request only SCSI ID 2 and SCSI ID 3. See Oeda, col.

7, lines 57-65. Oeda states that it is the operating system of the computer system that sets the

host computers beforehand. See Oeda, col. 8, lines 9-13. After the OS sets the host computer
.105 of 411
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selection configuration, when a particular host selects a particular target ID, for example target

ID 1, the LSI of the disk controller identifies the appropriate partition (e.g., partition 41) as

described in conjunction with the selection logic of FIGURE 7. Due to Oeda’s method for using

the operating system to set hosts, the disk controller does not have to-(and does not) map host

IDs to target SCSI IDs because only hosts configured to request target ID 1, will request ID 1 in

the selection phase. Indeed, Oeda fully admits that it does not need or use such a map, stating

“when disk controller 5 performs the exclusive control between an access from the host

computer 1A and an access from the host computer 18, it need not consider the difference of

the device ID’s (here SCSI ID’s=7,6) of the respective host computers 1A and 1B, but it may

merely judge pertinent ones of the device ID’s (SCSI |D’s=1, 2 and 3) of the respective

partitions 41, 42, 43 selected by the host computer 1A_ and 1B." Oeda, col. 8, lines 20-30

(emphasis added). '

Thus, in the Oeda host-based system, the hosts know which target SCSI IDs to request

and therefore there is no need for a map at the disk controller that controls whether a particular

host is mapped to (and can therefore access) a particular storage device (or portion of a

storage device). In Oeda each host knows the storage device SCSI IDs it is permitted to

access and makes requests only to those storage device IDs. When the disk controller

receives a target SCSI ID from a host it directs commands and data to the partition associated

with that requested target SCSI ID without regard to the host that made the request. In other

words, the disk controller in Oeda does not consult any map to determine whether the host

’ should be connected to the requested target SCSI 'ID; rather, it the disk controller of Oeda

receives a request, it simply forwards it to the appropriate SCSI ID. There is simplyno teaching

or suggestion in Oeda that disk controller 5, or any other device in Oeda, maintain a “map” that

contains a representation of host devices on one side of the disk controller and representations

of storage devices on the other side of the disk controller as recited in the claims of the ‘035

Patent. '

Thus, while Oeda does touch on the concept of setting host computer configuration by

the operating system (see Oeda, col. 8, lines 9-13), it does not teach or suggest doing any form

of “mapping” as claimed in the ‘035 Patent. For example, setting the host configuration to

define which target SCSI IDs a host may request can be done by setting registers in the host’s

host bus adapter (“HBA”). This methodology entails setting flags in registers of the host HBA

indicating which SCSI bus lines the host can or cannot set as true. Thus, each host would

simply have a listing or set of flags that indicate which target SCSI IDs are available to that
106 of 411
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host, but not a map as recited in the ‘035 Patent that represents that host device itself or the

storage devices (i.e., Host 1A does not map itself to storage devices, but simply contains a list

or set of register settings indicating that the HBA can only assert true on the bus lines for target

SCSI ID 1 and SCSI ID 3). Neither the disk controller nor the individual hosts in Oeda are

operable to map between devices on the first transport medium and storage devices. Thus, the

host-based configuration method discussed by Oeda does not teach or suggest a map as

recited in the ‘035 Patent.

Furthermore, the mapping recited in the ‘035 Patent is between hostmconnected

to the first transport medium and the storage devices that are mtg from the host devices. As \

discussed above, Oeda achieves remoteness through the introduction of Ethernet as discussed

in conjunction with FIGURE 6 without the use of NLLBPs. In the Ethernet based system of

Oeda, portions of storage are assigned IP addresses based on the operating system/network

protocol that is allowed access that IP address and not the specific hosts that can access the

storage. See, Oeda, col. 10, lines 14-22. Thus, for example, in FIGURE 6 of Oeda, partition

213 is assigned lP address5002, which is accessible by MS-DOS based computers (i.e., any

host computer that runs MS-DOS). In contrast to the invention claimed in the ‘035 Patent, there

is no map between hosts devices and storage devices as the partitions of Oeda’s Ethernet

system are simply “held in correspondence with 03’s and network protocols.” See, Oeda, col.

10, lines 24-27. Once again, the Oeda system controller (network file server 19 in FIGURE 6)

does not contain a map with representations of particular host computers associated with

particular storage partitions, but rather Oeda simply reviews the incoming request to a partition,

sees that the incoming request uses a network protocol compatible with the IP address, and

allows the request to go to the storage partition without regard to which host sent the request.

This is not, and Oeda therefore does not teach or suggest,'a map containing a representation

of the host devices associated with a representation of the remote storage devices as recited in

the claims of the ‘035 Patent.

F. “Access Controls” - Neither Spring nor Oeda Teaches or Suggests Implementing

Access Controls

1. Implementing Access Controls

Claim 1 recites a supervisor unit operable “to implement access controls for storage

space on the storage devices and . . . to al1l8w afacfiss from devices connected to the first0
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transport medium to the storage devices using native low level, block protocols.” To implement

access controls requires more than simply allowing a host to have access to a storage device.

Implementing access controls is a security measure designed to prevent unauthorized access

from workstations to particular storage devices or subsets of storage as claimed and described

in the ‘035 Patent. When access controls are implemented, particular workstations may be

permitted or denied access to particular storage devices or subsets of storage devices. See,

e.g., FIGURE 3 of the ‘035 Patent and Graphic 5 above. The storage router uses access

controls and routing “such that each workstation has controlled access to only the specified

partition of [a storage device] which forms virtual local storage for the workstation. This access

control allows security control of the specified data partitions.” See, ‘035 Patent, col. 4, lines

29—34. Further, according to the Markman Order, to “implement access controls” for storage

space on the storage devices means to provide “controls which limit a computer’s access to a
specific subset of storage devices or sections of a single storage device.” See, Markman

Order, Exhibit C, page 6.

The access controls of the ‘035 Patent depend on the map discussed above to control

access of devices on a first transport medium (e.g., workstations) to storage devices such that

requests from devices connected to the first transport medium are directed to assigned virtual

local storage on the storage devices. In other words, the storage to which each workstation is

permitted access is controlled through the use of the map. See, ‘035 Patent, col. 4, lines 13-16

(“storage allocated to each . . . workstation 58 through the use of mapping tables or other

mapping techniques”). Thus, “the router can . . . map, for each initiator, what storage access is

available and what partition is being addressed by a particular request. In this manner, the

storage space provided by [storage devices] can be allocated to [devices connected to the first

transport medium] . . . See ‘035 Patent, col. 8, lines 67 — col. 9, line 5.

The access controls of Claim 1 thus permit or deny access from particular host devices

connected to the first data transport medium to particular storage devices (or subsets thereof)
according to a map that associates the host devices with the remote storage devices. The

access controls are part of the configuration for routing commands according to the map from a

device connected to the first transport medium to defined storage location(s) using NLLBPs

(i.e., without requiring the overhead of high level protocols typically required by network

servers). The access controls of the present invention thus limit access by workstations to

storage devices or subsets of storage devices by allocating storage according to the map.
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2. Spring Does Not Implement Access Controls

Regarding Spring, Examiner Fleming stated:

Implementing of access controls is clearly described

throughout the disclosure, especially noting that each ' '
USER has access to a large number of removable disc

drives (see page 7, lines 18-27), thereby teaching the
implementation of some sort of access controls, with the

storage router (server 20) determining if the requested

drive is available, and if so, granting access to the

requesting workstation (see page 8, lines 10-17). Thus
the access is ultimately controlled and allowed by the

storage router (server 20). See, May 24 Office Action,
page 6.

The passage of Spring cited by Examiner Fleming, namely page 8, lines 10-17,

describes a conventional mechanism by which a server coordinates host access to SCSI drives,

however this conventional mechanism is accomplished MM access controls as defined in

the ‘035 Patent as the coordination of host access described in Spring does not assign

particular storage devices or portions thereof to particular workstations (or other device on the

first transport medium). This conventional mechanism is not designed to limit any particular

host from accessing any particular storage device, but rather to coordinate access to storage

between hosts so as to avoid contention between hosts for the same stOrage. In the

conventional mechanism described in Spring, when a workstation requests a logical disk drive,

the server determines if the requested logical disk drive is available and if the logical disk drive

is available, allows the workstation to access the logical disk drive. Under this scheme, fly

workstation can access the logical disk drive so long as the drive is available. In other words,

Spring does not describe any mechanism that limits host access based on the ID of the host or

which particular storage device the host wishes to access; rather, Spring simply uses a

conventional SCSI mechanism to coordinate access based on storage device availability.

There is simply no teaching or suggestion in Spring that the availability of the logical drive

depends on the workstation requesting the drive and whether that particular workstation has

been associated with that drive according to some mapping technique. In Spring, there is no

map between the workstations of Spring and the emulated SCSI removable drives (as

discussed above) that implements access controls to limit a particular workstations ability to

access particular emulated SCSI removable drives.
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This lack of access controls is demonstrated by Spring’s utilization of aspects of

removable SCSI drives to coordinate operations between workstations and the fixed SCSI

disks. As described above, server 20 in Spring presents large fixed disk drives as multiple,

smaller SCSI removable disks. When a workstation wishes to access one of the emulated

SCSI removable disks, the workstation will request the logical drive using conventional SCSI

command. See, Spring, page 8, lines 4-8. _The server will determine if the logical disk drive is

available and, if so, will return data to the workstation regarding the logical disk drive including

the fact that the logical drive is removable. See, Spring, page 8, lines 10-17. The workstation

can then transfer data to the logical disk. See, Spring, page 9, lines 1-3. Once the data

transfer is complete, the workstation will issue a SCSI DISMOUNT command to the emulated

SCSI removable disk drive. See, Spring, page 10, lines 17-20. Server 20 “acts upon the

dismount command by releasing the logical drive such that it can be accessed by mar

workstations.” See, Spring, page 10, lines 24—25 (emphasis added). Thus, Spring is utilizing

mechanisms to coordinate access between hosts and storage devices to make sure the

storage devices is available.

However, in contrast to the invention of the ‘035 Patent, this methodology described in

Spring does not limit access of particular workstations to specific assigned subsets of storage

devices or portions thereof. Rather, any workstation can access any logical removable drive so

long as that logical removable drive is not busy (i.e., is available). 'The use of the DISMOUNT
command is to facilitate the coordination of operations of the multiple workstations that all have

access to the same portions of the fixed disk drives, and does not prevent the access of

particular workstations to specific portions of the fixed disk drives. There is simply no

mechanism in Spring that prevents particular hosts from accessing particular storage. Spring

thus teaches a system that coordinates access by multiple workstations to shared disk drives,

not a system that permits or denies access by particular workstations to shared disk drives (i.e.,

Spring does not “limit a computer’s access to specific subset of storageldevices or sections of a

single storage device”). Applicants respectfully submit that Spring as cited by Examiner

Fleming does not teach access controls as defined by the ‘035 Patent. Accordingly, Applicants

respectfully request allowance of Claims 1, 7 and 11 and the respective dependent Claims.

Moreover, the Ethernet based system of Spring does not teach or suggest providing

access controls for storage devices that are accessed by host computers using a NLLBP. As

discussed above, the Ethernet based system of Spring relies on higher level protocols to

achieve remote storage. In fact, Spring provides no dichssion as to how to implement access
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controls in its Ethernet methodology (e.g., there is no discussion how emulating removable

SCSI drives are presented over Ethernet to a host or how the DISMOUNT command is

processed over Ethernet). Indeed, while there are no access controls as defined by the ‘035

Patent disclosed in Spring’s SCSI-to-SCSI implementation, there is no discussion of any

mechanism to limit access for the barely mentioned Ethernet based system of Spring. Thus,

Spring fails to teach or suggest implementing access controls from remote storage devices that

are accessed by a host computer using an NLLBP. Accordingly, Applicants respectfully request

allowance of Claims 1 and 11.

3. Oeda Does Not Teach or Suggest Access Controls

Claim 1 (and Claim 10) of the ‘035 Patent recites “a supervisor unit . . . operable to . . .

implement access controls for storage space on the storage devices.” Similarly, Claim 7 recites

a storage router “to implement access controls for storage space on the storage devices.” The

supervisor unit of Claim 1 and storage router of Claim 7 are each clearly configured‘to connect

between the data transport medium to which the host devices are connected and the data

transport medium of the storage devices are connected to provide for centralized management

of access controls, thus allowingthe ability to centrally control and administer storage space.

See, ‘035 Patent, col. 2, lines 33-38. Claim 11 further recites together “mapping between

devices connected to the first transport medium and implementing access controls for storage

space on the storage devices.” The mapping and implementing access controls, as discussed

above, are tied together as access controls are implemented to “cause certain requests from

F0 Initiators to be directed to assigned virtual local storage.” See, ‘035 Patent, col. 8, lines 61 -

64. Again, access controls are performed by a device (supervisor unit/storage router) where

mapping between devices on the first transport medium and the storage devices occurs,~

allowing for central control of storage space.

The SCSI-to-SCSI implementation of FIGURE 4 of Oeda does not provide for this type

of access controls. In other words, there is no device in the system of FIGURE 4 of Oeda that

manages storage space for hosts using mapping. Instead, in Oeda each host computer is set

by the operating system to be assigned to a particular partition. Thus each host in Oeda

contains flags, or other indications set beforehand, of the target SCSI bus lines corresponding

to target SCSI IDs it can request so that each host can only request those target IDs (e.g., Host

1A is configured so that it can only send re1q1u1es1ts1tc1> SCSI ID 1 and SCSI ID 3). See, Oeda,O
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col. 8, lines 9-14. Because Host 1A is configured not to request SCSI ID 2, it will not

erroneously request partition 42. See, Oeda, col. 8, lines 14-16. The control of the SCSI IDs

and therefore corresponding partitions that hosts can request thus occurs at each of the hosts

and not at a supervisOr unit/storage router or mapping as in the Claims 1, 7 and 11 of the ‘035

Patent.

In contrast to Oeda, Claims 1 and 7 of the ‘035 Patent require a supervisor-unit or

storage router that “implements access controls”. In contrast, Oeda, has no supervisor unit or

storage router connected between the hosts and remote storage devices that implements

access controls. The disk controller 5 of Oeda as shown with reference to LSI 6 of FIGURE 7,

simply forwards requests for a partiCular SCSI ID to the appropriate target. The disk controller

does not process the host IDs, or perform any other mechanism to Iimit'access of any particular

host to any particular storage. The disk controller merely processes “pertinent ones of the

device ID’s (SCSI ID’s=1, 2 and 3) of the respective partitions 41, 42, 43 selected by the host

computer 1A and 1B.” Oeda, col. 8, lines 20-30. Disk controller 5 is completely agnostic as to

which host asserts a specific target ID as it is assumed in Oeda available target IDs are set

beforehand at the hosts. Thus, disk controller 5 does not act as a storage router or supervisor
unit that implements access controls for the storage space to limit a host’s access to portions of

the storage space.

Similarly, Oeda does not have a “mapping between devices connected to the first

transport medium and the storage devices and implementing access control for storage space”

as recited in Claim 11. In the ‘035 Patent, the implementation of access controls is

accomplished in conjunction with the map which maps the host devices to the remote storage

devices. As discussed above, neither the disk controller 5 of Oeda nor any other component of

Oeda utilize a map that maps between devices connected to the first transport medium and the

storage devices. There is, consequently, no component of Oeda that uses a map to provide for

management of storage space by “mapping between devices connected to the first transport

medium and the storage devices and implementing access controls for storage space.” In

other words, there is no teaching in Oeda of implementing access controls by providing a

mapping of what storage access is available and what partition is being addressed by a

particular request such that '“the storage space provided by [storage devices] can be allocated

to [devices connected to the first transport medium] . . . See ‘035 Patent, col. 8, lines 67 -

col. 9, line 5.
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In Oeda, because the hosts are set to know which SCSI IDs they can request and a_ny

host (or other device) that asserts a particular SCSI target ID is granted access to the

corresponding partition, there is simply no mechanism (e.g., supervisor unit, storage router or

mapping) that limits each particular hosts’ access to the storage device _or particular partitions

of the storage device. Therefore, Applicants respectfully request allowance of Claims 1, 7 and

11. '

4. The Ethernet Based Configuration of Oeda Does Not Teach or Suggest Any

Form of Access Controls For Remote Storage

As discussed previously, the storage devices for which access controls are provided are

“remote storage devices” that are remote from the host devices requesting access. The

portions of Oeda cited by the Examiner, namely those associated with of FIGURE 4, as

allegedly providing access controls are discussed entirely within the context of a local, SCSI-to-

SCSI storage implementation. While this host-based mechanism of Oeda is not the claimed

access controls mechanism of the ‘035 Patent (as discussed above), Oeda provides no

teaching or suggestion as to how even that host-based mechanism could be implemented for

remote storage and, indeed, discards entirely that host-based storage allocation mechanism of

FIGURE 4 when moving to the remote storage implementation of FIGURE 6.

As discussed above, Oeda introduces Ethernet to achieve remoteness. As shown in

FIGURE 6, portions of storage are assigned IP addresses based on the operating system that

can access that IP address, not the specific hosts that can access the storage. See, Oeda, col.

10, lines 14-22. Thus, for example, partition 213 is assigned IP address 5002, which is

accessible by MS—DOS based computers. See, Oeda, col. 10, lines 37-39. A_ny computer that

supports MS-DOS can access partition 213; See, Oeda, col. 10, lines 46-54 (explaining how

the network file server handles requests to a particular IP address). The network file server

does not provide any security to prevent hosts using the same operating system from accessing

each other’s data but simply forwards requests to a particular IP address to the proper storage.

While Oeda discloses providing remote storage, this is done using a higher level

network protocol (not using NLLBP) without any access controls as claimed in the ‘035 Patent.

Any computer using the same operating system and higher level network protocols can access

the same partitions of storage. Oeda does not teach or suggest providing access controls for

remote storage that is accessed by a host using NLLBP and, consequently, does not remedy
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the deficiencies of Spring. Applicants therefore respectfully request allowance of Claims 1 and

11.

G. The Combination of Oeda and Spring DoesNot Teach or Suggest the Present

Invention

Even assuming arguendo that Spring and Oeda can be combined as suggested by

Examiner Fleming, these references in combination do not teach or suggest the present

invention. If combined in a SCSI-to-SCSI system, the combination of Spring and oeda fails to

teach or suggest mapping and implementing access controls for the storage space or mapping

and implementing access controls at a supervisor unit or storage router. For remote storage,

both Spring and Oeda teach the use of higher level network protocols and neither teaches

mapping between devices connected to the Ethernet transport medium and the remote storage

devices or implementing access controls for the storage space on the remote storage devices.

Thus, the combination of Spring and Oeda fails to disclose allowing access to remote storage

using a NLLBP in conjunction with providing a mapping between devices connected to a first

transport medium and remote storage in conjunction with implementing access controls for the

remote storage devices.

H. The Jibbe Reference Does Not Address the Deficiencies of Spring and Oeda

Jibbe discloses a SCSI interface that is used to connect a host computer to a SCSI disk

array. The interface of Jibbe allows a host computer to transfer operations to a number of disk

drives configured as a RAID. 1, 2, 3, 4, or 5 disk array. See, Jibbe, Abstract. There is simply no
teaching or suggestion in Jibbe that the disk array should be attached by anything other than a

local SCSI bus and consequently does not teach or suggest remote storage devices.

Moreover, Examiner Fleming did not cite the Jibbe reference as showing, nor does the Jibbe

reference appear to show, mapping between devices connected to the first transport medium'

and the storage devices, implementing access controls or allowing access from hosts to

storage devices using NLLBP.

l. Summary: There is No Prima Facie Case of Obviousness

The ‘035 Patent provides a system and method which allows a host computer to access

remote storage devices using an NLLBP, wfllgfmapping between the host computers and
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remote Storage devices (or portions thereof) and implementing access controls for storage

space on the remote storage devices, Spring and Oeda teach either local SCSI-to-SCSI

systems that do not provide remote storage or Ethernet-to-SCSI systems that rely on higher

level protocols. While the Examiner has attempted to point to access controls in Spring and

access controls and mapping in Oeda, these references show neither access controls nor

mapping. Moreover, the portions in Spring and Oeda relied on for mapping and access controls

(which do not, in fact, show mapping and access controls as discussed above) only apply to the

SCSI-to-SCSI local storage implementations and do not apply to the Ethernet-to-SCSI

implementations of these references that allow for remote storage. Consequently, Spring and

Oeda do not show a system or method that provides access from host computers to remote

storage using NLLBP, while applying access controls that limit a host computer’s access to

specified portions of the remote storage, nor do they teach mapping between the host

computers and the remote storage devices.

None of the additional art cited by the Examiner remedy the deficiencies of Qeda and

Spring. .Jibbe does not address the issue of remote storage, nor does Jibbe discuss access

controls or mapping.

Applicants respectfully submit that the Examiner has failed to establish a prima facie

case of obviousness for Claims 1-14 as the prior art references do not disclose, teach or

suggest all of the claim limitations. Specifically, the prior art cited by Examiner Fleming does

not teach or suggest: i) providing virtual local storage on remote storage devices and allowing

access from devices connected to the first transport medium to the remote storage devices

using a NLLBP; in conjunction with ii) mapping between devices on the first transport medium

and the storage devices; in conjunction with iii) implementing access controls. While Examiner

Fleming provided a thorough analysis of Spring and Oeda, these references simply fail to teach

the claimed limitations. Furthermore, Jibbe does not make up for the deficiencies of Spring and

Oeda. Accordingly, Applicants respectfully request allowance of Claims 1-14.,

ll. Conclusion

Applicants appreciate Examiner Fleming’s consideration of the previous response and

Examiner’s interview when drafting the May 24 Office Action. Moreover, Applicants further

appreciate Examiner Fleming’s careful and detailed review of all of the submitted prior art and

the issuance of a non-final office action. Applicants respectfully submit, however, that Claims
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1-14 are distinguishable from Spring, Oeda and Jibbe for the reasons stated herein. Therefore,

Applicants respectfully request allowance of all claims subject to reexamination.

This Reply was served via First Class Mail on July 22, 2005 to:

Larry E. Severin William A. Blake

Wang, Hartmann & Gibbs, Jones, Tullar & Cooper, PC
PC PO. Box 2226 Eads Station

a 1301 Dove Street, #1050 Alexandria, VA

Newport Beach, CA 92660

The Director of the US. Patent and Trademark Office is hereby authorized to charge

any fees or credit any overpayments to Deposit Account No. 50-3183 of Sprinkle IP Law Group.

Respectfully submitted,

Sprinkle IP Law Group

Attorneysf rA plic

ohn L. Adair

Reg. No. 48,828

 

 

Date: July 22, 2005
1301 w. 25th Street, Suite 408
Austin, TX 78705

Tel. (512) 637-9223

Fax. (512) 371-9088
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tLED
IN THE UNITED STATES ntsrmcr counmper‘v “W‘W‘”

. FOR ma WESTERN DISTRICTarm 23
(D ‘ AUSTIN DIVISION 20215 Jfl 2 \ tit-1H

-- . ,. 5|...
#1:. 3T-"‘c‘i'tn“5‘0;

 

 
 
  

J

CROSSROAD SYSTEMS (TEXAS), INC”
Plainflff’ BY' DEPUTY '

—vs- . . _ _ Case No, A-OS-CA-754—SS"

‘ - _DOT HILL SYSTEMS CORPORATION,' Defendant.

 
Attached hereto is the Special Master's Report and lteeommendation to United States

' District Judge Sam Sparks regarding the construction of claims in United States Patent Nos.

5941.972 (“the ‘972 patent") and 6.425.035 BZ (“the ‘035 patent"). ‘

I The Special Master notes that during the course of the pre-hean'ng and post—hearing

hriefing as well as the Marbnan hearing itself, the parties reached agreement on certain terms

initially identified as being in dispute. For instance. the parties' stipulated definition of the claim

terru "native low level, block protocol." which is'the same in both patents, was incorporated into

their Stipulated Definitions of Claim Terms [#131]. filed with the Court on Augustin, 2004. Also.

O ' although Crossroads initially identified the term “remote storage devices”in the ‘035 patent as one
of the terms requiring the Court’s construction,1t has apparently abandoned thatposition since the
parties' dispute over the meaning of “remote storage devices" may be resolved by the Court's

construction of the word “remo " without the need for a separate construction of the entire

phrase. .

Additionally, in its post-hearing briefing, Crossroads stipulated to Dot Hill’s definition of

the term “allow access" in both‘patents based on the representations of Dot HiIl's counsel at the
hearing and in Dot Hill's briefing that the portion of Crossroads' proposed definition which was

excluded by Dot Hill's definition—“preventing unauthorized communication“—is part of the
. definition of the phrase, “implementing access controls," which also appears in the patents. See ‘
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_ ' Ch-ossmads's Post-Hr'g Markman Br. at 8; Tr. of Markman Hr'g at 119:2—19: Dot Hill's Post-

Q I . Mariana): Hr'g Claim Construction Br. at 22. '
Proposed constructions for the remaining disputed terms are attached hereto. The parties ‘

' may file written objections to the recommendations made in this report within ten (10) days fi-om
the date of their receipt of it pursuant to the Court'g Order ofFebruary'23. 2004.

- SIGNED this theflyof January 2005.

 
SPECIALMASTER
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UNITED STATES DISTRICT COURT.

 

WESTERNDISTETCTOTTEXAS . FIL ED
AUSTINDI‘VISION . _

. 'U JUL2?mm
v Bye. .CROSSROADSSYSTEMS, (TEXAS), mc§ ”Nunewuufir

'vs. - ' . .AOflCAZI?

'CEAPARRALNETWORK -§

.STORAGEmc. . §

chssnoAnssYSTEMS,(TEXAS),mc§
.vs. '- -~ g ' NO. Aoomzdsss ‘ . 4.

. - . ,:. - 39- .
PATHTTGET TECHNOLOGY, INC. §

M- ~s--~-

.BEHWESEDMOEESZS” daybeuIyZODOflmCourgjnamardaneewim

, Wanv. Wmewmm. Tm, $2F;3d 967 (Fed. Sir. 1995), acid, 116 s. @1334 (1996),~

heldaheaflngatwifichtheparfiesappearedbyrepxwemafim ofcomselandmadeodarguments

and!orphrasesinU.S PatentNo. 5,941,972 (“fiTe‘Q’YZ pattern"), and1haton1ytenterms andfor

phmsmmthe‘WmemTemainimfispm. Afiamfidmngmemfiemsefileasawhole,

andthcapplimblelaw,1he Conrtctrtetsthefoflowmgopmlanandorder

1. Standard for Claims Construction

Monumenonofdmmorthedefinlhonofthemsusedmtheclmmgmamaflerof

lawforthe Court. WhmadophngadamconmmfizeComtshouldfirstoonmderflmmmnsm

WWEWWWEWWWM

34 -~ RECENED
' - F EB ,0 .7 2005

A. 00473 ‘ - OFFICE 01.: PETITIONS
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‘ Cap v. Cancepironia Inc.,’90 rams-m. 1582 (Fee. Cir. 1996)(ecp1ainmgthatipeinsic evidence
———~—mflhemmmmtsmmmegally_opmmmmmngofifimdmmgmgefl~m___

smpnsmgly,thestnrhngpomnsalways“fiewordsoffl1eelmmsfiemselvs Id;seedsa Comm-k

Commutation; Inc. 17. Harris Corp, .156 F.3d 1182, 1186 (Fei-Cir 1998). mm ofthe

claims are generally giventheirordinary and eusfimaqmemfingmleesfiepatenmemdedto

use e“specta1definition offieterm clearlystetedmfiepatent speeifieefionorfile‘hismyf’

Vilmnies, 90 F.3d at 1582. Thus, the Court must reviewfieepecifioafionand file history to

determinewhefierthepetenmeintendedtouseanystwh “special“definitaone. See iii. The
. specificmionandfilehtsmry may alsobeeonsulted es galore! guides forcleim interpretation. See‘

some, 156 F.3dat1186. . ' I. i . l ' .
. The efectfieafionandfilelfistory, howevet, atenot substitutes furtheplainWeoffie
- claims. mspecifimemisnocmmenesefibemefim scopeoffiepatent-itinelndes only a

mdesmpuonofthemvennomsufficlemtoenableepmeldlledmflxemttomakeanduse

maswellestheinvenfion’s“bestmode.” See35U;S.C. § 112. Thus.fltecla1msmay bebroeder
‘ fianthespedfimfiomandgenerallyshouldnofbeeonfinedmthemmples offieinvenfionsetfiarth

thespecifimfion. Seecomer}; 156 FJdat 1187 (“Alfioughfie specificationmey aidthe court”

'mmmpzemgfiememnngoffispwdehnnlmguegemmembodimentsmdemplw

ngmmeepwfiuumwmwgenmflybemdmfieclmme”) hdeefifieFederal

WMRpeadeyemphafimdfiatflmmhomfiomfiespemfiedImmmtmbermdmmfie

elatms. Id. $1186. ’
InaddmonmexenunmgfiemtrmsxcevniencefieComtmay, initediswefiomreecive

1 extinsioevidenceregmdingfieproperconsoucfionoffiepatenfstems. SeeKeyPhw-macwficak -
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' an. HermnEabsl Caryn, 1'61 F3d 709,716- (Fem-Cir. 1998) (“mid enningeniemny @hmupm

tesfimonyfurbackgmundiand education on the mahnology implicated by. the presenied claim

eunsmmtiun isms; nameless-intensive brdaddiscrefinfiiriflfis mi”). Theplainfifihas

provided tin-expert smdnvii antlifie'defendanthas pmvidedcxcerprs seem sailerél‘dicfidnafius as
Wéevmenseconcemingfireeonmdiunoffliemrmdffliympmnt

II. “irnplements‘iiecess cent-ulster stdr'i‘i'ge spins on. the SCSI storinge denim» ‘

rhiepinase is used ineisims'i,1o and 11’ of‘llie ‘972 patent. The-parties dispme whcmer

' fliephxsseicscrsmsmcss console" eniyiei‘rcennin subsécfiuns ofiidlvided scsrsmsege'iievicc,

- orwheflier italso includes limiting accessio enfireundivided scsr stemgedcvicce. .Ilreplair'itifi'“ I

arguesthephrase ineludesbuflikinrls ofaeeess console; flieilefendants day the pinescrefeieniny

‘ in ice-ens euntrbls for nesting subs-seams within a single divided scsr smsnge deviée. Tlie
idsfendums alsq' argue'meplainfifi‘s construction islinpruperbeeause; itadbM‘itwfll resultingthe

‘972 putmtbeiii'g invalidfidbyptiorait I

. Theplaintifl’proposesthefullowmgdefimhon. “provideseuritmlswhichlimitaeompmnr’s

' ewe-Stu aspecificsuhsetofstnragedevicos or sections ofasihglestumgedcvicef SeePlaintifi's
Brief, at 20 The defendants profuse the phrase should be defined as ‘fpart'rtions the storagespace

uneach one offlie SCSIstorage devices and definesflie assessibility ofeaeli resulting partition."
scener'endanis Brief, ELZ. ineComtagceswiihthepininsfl: '

1 Themlnnsmevrdenceoftha‘972patentshowsflieplamflfi’smvenhomsmtendedtoresmott

.aeeess boflim subsections ofsSCSI storage device,“ well as to entire-undivided SCSI devices.

Fmthephhilsiiguageoftbisphraserefers‘ontste“sturagespaee”md does notlimitthe space'

A 00475 _

I
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ReoaivedDTIZT/Zflm 12@' 59:25 on line m-tor 0301951 printed mm 32:13 . pg 5,17VJ" \_, .a

onlyto subsectionsofa divided SCSI storage device. Swami; “figure 3 ofthe ‘272 pamguppm

a broadreading Oftliis phrase. Figure 3 shows three SCSI Storagedeviceé, two ofwhich are' '

nndivided(60 and 54; Thethird demetszfis divibdintofoursubs‘ectioos ofstoragespace, From

the simplel‘abelingonFignrc 3,-itiec1wthatflteenfitemdifidedstmgedevtee (ammo -

beacceosedonbrbyasingle workstation (computer) 'I‘hus, P3311183 Expressly showsthatfiie
plainfifl’sinvenfioncontemplatesusing “accesscpntrols"fioraneiifire,imd'rvidedstoragedeviceas

weiiesfotzthe dividedsubsectionswifliin asinglc storagedevice.’ Third,fiie 'lenguageoftlie
specification espressly describes limiting accessto an entire, undivided SCSI storage device.

Specifisally, inreferringtoFigmeS, the specifiesfibnstatesfitoragedeviceflcanbeallocatedas‘
storagefortbrtremamhgworkstafionfl (workstatinnE).” See ‘972Patent, 3:420 —4:21 Attire

. hearingfliedefendams’ cormselflrguwmaLsimplybeeanseFigureB descuibesfliis featnredoesnot

meanfiiefemewasintmdedmbepaitoftheciaimedinvenfion'TheComtsmmdlyrejectsthis

etgtment. FigureS ismeammbeanexampleofhowmeplainfifl’s'claimed'inveufioncanbe

implemented, and the specificsfion clearly describes thisfigure as mfismfing one implementation

offlie claimedinvention. Adopting the defendants’ argumentwoifld ignoresfiindamentalprinciple

ofclaimsWe,ofirepeated indie defendarits’ briefand oral argoments, tharthe specification 7

’is“tiissingiebestgiiidetothenieaningofadis?umdtennf See mees,9orsdet 1582. sherry,
the defiendairts correctly point outthatflié specification also refers to the sing!e, undivided storage
device (64) as a“psrtifion(i.c., logieci storage definition)? See. ‘51an at 4:44- 4:47 Rather
than compel-die defendants’firoposed construction, boWever. firis languageWthe plaintiffs
 

- ’_ rights also discloses-earn! fliedefendants do riotdisplite-etliatme piathtie's invention
contemplateslimifingaeccsstovaiiouss'ubwcfions ofthedivided SCSIstoragedeviee(62).

.‘4,

A 00475
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Wmmheeehgmtediemmitofmge—whemflmmhmschemagedewceme
Menwimmtdeviee—mbemfmedmeeewhmm

Ihcdefendmnsdmmgnemmfivcniffiehfinficefidmwmmpbmfitepldnfifispmposed

definition, this defihifionis nonetheless impmpethecmeeitwmtm.mee the ‘972 patent tuned ,

direcflyuponpfiorarflandfizerefinebeinvafid). Itisuuethat“‘c1eimsehomaheteeeieeweythet'

'wddsmingpfiormifitismflemdo so.”1-Iam'sCmp. v. HI’SCom, 114--F._3d1149,.

1153 (Fed. Cit-.1997). However, thedefendantshavenot shownthatfliepfiorartatissnehthe Lni

patent—wouldbeensured”by adopting flaeplaintiffs definition. Importantlydh: Luipmmwfis

partoffltepn'orartezqnssly considered bythepatentemminerbefiregranfingthe‘972panentI'h;
puemamminerappmenflydianusethehnipathmjectesingledahninflie $172133an The

patentmmimtalso didnotxssnemOEeeAchmmqumngfiieplmnhfftodSUngnmhusnwamOn

:fi'omthemeainntonmconh'ol(oran30flm)gmunds AlthoughthePabeInOfficeisnmthe

mode] efficieneymflimoughhesgits‘ftfilme to cite theLuipatenta'spotentially invalidatingpfior

Ca“ creates a strung pmut’npfionfltat'the Lni patent doeélnnt'md npon the plaintiffs claimed

invention. maesfimitdocsnotappeartothecmfltatflteLnieetentreedeupon'the ‘972

_ 'claiinedinvenfion. Whflethehfipatentdoesd'scloseasystunofFibzeChmelconwntersand

.SCSIswagedefiogseeDe-fendams' Bfiflfl-EX6, 312:53 2.65‘dte51mflannestmdthere The -
' .meatemOoncemsmmvmuonof'rbypasscnchsedeemthefiflmeofanydevme in

thesystem. Seeici, etAbstmct. ‘l'heinventionofflteLuipEtentisnotconoemedwiflnheswifi

tensferofmfizmanmmssammnandflmdowmtdmdosemchmqummppmg,
 

' ‘IheComtexprmslymhowemthammnatdefimngthetennW”infliisorder.
asthattcrmis notusedinthe ‘972c1aimlanguage.

 
A00477
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implememing am controls, ora memory buffer.3 At the hearing, the defendants’ counsel
___._____ suggestedtharFigmeZ ofthe Luipahentdiscloswthe claimedinvention are: ‘952 mm -

Roma;Figure 2 ofthe Lui patent is not a part ofthe Lui invasion; rather-iris an mutation of

a-“eonventionai” network system timtflteLui invention allegeay in‘iproves upon. 'See a: grass;
TheComtrejectsthedefendarnsl argumentthal“oouvenfional”nctmdzsysterns'alsoread dime-fly -

_ uponthe ‘972 claimedinirentiun. ’Iliepalentexamiueunayhmletonepmofpriorart slipby; .

he or she would not have missed‘a “conveulional” network system directly applicable to the

plaintifi‘s claimed hivenlion. - _ I

InmfieCourtwill adopt iheplaintifl’spmposed definitionhmd obnstrue thephrase

“impl-enlsaewss controls” indie. claimsofflt'e ‘972patentto mean “provides controlswhich limit '
a.computer’Saeeesstoa specific suhsetofstorage device: orsecfions of: single storagedevice.”
111. “allocation of subsets ofstorage space to associated Fibre Channel devices;wherem

. each subset is only messy the associated Fibre Chanel seviaéf

Thedisputehexeisessentiallyflle sameas inflrepreceding‘seefion; Ibisphrase isusedin
W2 sand 120ffl1e‘972pshrnt. Asitdid‘wilhthe ”mamm- ms controls .epfiése',

fheplainfifi'arguesihe“allocation. . .”phrasemeansfliatspecific Fibre Channeldewces .canbe .
allocamdsturagespaceonsubseefions ofasingle SCSIslnrage demoeandonenhmmdmrledSCSI

stoiagedevrws. Thedefendantssucktofliexrgenemlargmnentonflusrssue, andcomendthephrase
I

 

3 medefmdamtsmgzrefliesefiénmme‘hnphsrflffoundmtheLm speeifieationaudin

persuadedfli'atthese feauuesme‘impfimflfdisclosedhythebfipatem, and the other-priorart
bneflyrefemneedbythedefiendansmkesmmmhmofmmbmgthmmmmwmemvenhm
offlieLui patent, orifice-verse. .

-5-
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a Q . O

mstorage space cannnly be allocamd on enhsecfions 'ofa singledividedSCSI stnmge device.

' -Bofl1partiesagreefi1is~stnragespaee,-howevet iris defined,mn-onlybenceasedbyfl1espedfied .'

Ernie Channel We). .

_ melainfiff's'psbpnsed defihifibnis9‘sxib'sets ofstmagespaeemeafloeamdm speeificI-‘ibre

‘Chennel-deviees.” Seenew: Bfiefi'at 26.- The defendants-say lh'e'phmse shonldb‘eamto

' mean “one or mote partitions ‘flmbnre only accessible by a s'ingle Fibre Channel device." Size

Defmdams’ BfiefiEx. 2. For the reasons'disenssed inDthe pieceding section, the Count-330153 the

plainfifi’s proposed construction. ‘ h h
IV; “ “supervisor nniP’"

magmas need-in claims 1, 2 mmofthe ‘972 patent The‘jnlhinfifE-eomefids this mm

shouidbe definedasammopmeessorpmgrannnedtopmcmsdmmahuffiermmdermmap

betweenFibxe Channel devices and SCSI devices andvéhihh implements a'eeees controls.” See

Plainfifi’sBfiefiatZS nedefendanismguethetennshuuldbedefinedas“anlnte18096m

processor”withsevem1 specificfiatmes. SeeDefendants’ BfiefiExz.

Thedefendantsargneflzeuoonstrucnemsmandatedbymemeans-p1us-fnnefinnanalysisof

§IlKQofmerntAcLbeeansetheclmmsofflne‘972pamntdonotadequatelydesefibethej

“expervisormfmheused. SeeDefendants‘ Brief, $15-17. 1hep13infifi‘argue:fimt§112(6)
' domnflapplyhemnsethetennheans”zsmtusedmfl1fi1ehem“mpermsmmfandbeczmse

Athetennmeadeqnmlydmbedbyotherdmmlmgngemflm‘mpm See

’ wsmmmmmmas-sst

Section 112(6) offiePatentAetpmwdesflzatwhenaclmmrefersmthe “meemfef'a

-7-
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spedaemmuramwedeqtmydmrnemeeemmme‘memmmmmbedefinedhy

 
inclndethetennM”fimeis hmmpfionflmflhe '5} 112(6)mplns-fimclinnanalysisdoes

not apply. SeeAI-Sfte Corp-v. .I’SUnt'f, Inc, 174 F.3d 130?, 1318 {Fei,Cir..1_999} (“[‘thefi an

eldmentofacl‘nhndos notusethetenn 'means,’ mamas ameans-plus-fnnefién claim elemmt

adeqeetely desan'be the disyntedtexm See. id ("weenie apparemmettheelment invokes

pmelyfimefioeattemsmimeuttheeddtfiohel recital ofapccific structure ermehefielforearm
thatfimefim't, the claim elementmaybe exiteaee-pxns-fimefien eta-emdesfite the tee]; ofeepreee .

mahs-plfis— funefienlanguege’j. Emamiewefflteeleitnlehguegeesamoletheatmw
withthepmfithettheeem “supervisurenie’ismpteehr-fimefienahhutrefets insteedhoh
WQMcmpeflcrm.fl1§tgsksi.spgdficallYHsbéinfie claimlanguage of'thé ‘972~pet-ent.
speeificeuy,e1em1,2matoetflte‘972paehtaeem‘beefsupeevisetmtrthmeam (13mm _ ,
andmaptheéonfigtfiafion efnetwottedfihxecmmelanASCSImgedefieeemimetndemfie
Wmhflm “W W Slime” gPecfiCFflimChaim-11 deviants; (3)-

'hnplementmmistetthescmmeagedeeieeemuomeee‘edetnintheetomgemuters '
. bufi'a‘to flbwmmmbmfiémeml andSCSI-storagedevicés. See ‘972Patmi,

 

_' ‘"Secfion112(6)mndsasfollows: “Andmentinadainforacomlfinafionmaybe
Wedasameansorswpfmped’omingaspecifiedfimcfionwiflmmfimmfimlofstméune,
'matuialwractsinsupportthateofiandsuchclaimshallbeconstmedtowvarthcoorrespondhg
Wmflmmdcmibedinfiespecifimfionandeqfifalm mereof.” 35 U35. 5-
112(6). ' . - . .

'e'A'OO480
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atClaims1.2 and 10; Theoemeflsesametasksdescxibed intheplainfifispmppseddefinifimh 1n-
addifiomfliespdficafionmslydefinesthe"mervisorunit”as“amictoprocessof’ (acompimez

chip) and specifically as “a microprocessor for comm openition ofstotag-e route: 56 and to
mmemappingandseanity mforrequestsbetweenFibteChannelSZ and SCSIbus 54.” See ‘

id. at 5:7- 5:10. However, neitherthespecificution(nortlie claimlanguage) limitsthe ‘97:).th
tothespecificlnnelcompnwrchiprefeteneedbythedefendmls. Althoughthedefendmts correctly 1‘

'pointcutthanhcintci 30960 chipismccnchcmputcrchipmipmsiy'nmhcdinihe ‘972pate'l1tand

. mspccidccsondu-hcs manyfeelmesthis chip,tl1edefendants fail tonote thatthe Intel 36960
. chip is listed as only “one implementation” ofthe claimed.Won’t; microprocessor. See ‘97; .

Patent, 315:63. The defudmgmaflmpfingesncdywhmme FedcxalChcuitprohibits--to limit

theclnimstotheprefei'red embodimentandexnmples offiaespeeificefion. “'I'hiscomthas cautioned

1_.. agdnstlhnifingmeclamiedmvenfimtopmfémcdmbodimenBMsPeqfificmplwmme

specification.” Wk, 155 F.3d dime (quotiog rmbide-1mm inc. v. Hatred Stafes‘fnt’!

Wade comm’n, 805 Fod'isss, 1563 (Fed. Cir-:1988)). The Court will notnse an example of;one

. implementation” in the specification to limit the plain language of the claims. Accordingly, the

Court adopts theplhiniilf’sdcfinifianofWervisorutfit”andwillconstmethattemasusedinthe

'claimsoffliewnpahmttomeonamicropmcessorprogmmmedtoprocessdatamabufi'ermorder

to map between Fihie Channel devices and SCSI devices andwhich implements access camels.”

v.2. “SCSI storage devices” . A . . I
Thistel‘m isusedinclaimsl, 4. 7. 9-11 and 14 ofthe‘972 patent. Theplaiirfifi'arguesthat

fismmanunlly needsnofnrflm'definilionbecausetbetenn SCSI15.30 well-known inthc

indusuy, but pmpcccs dict the-term can be thither defined as “any-storage device including, for ' I
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termshauidte definedas “any smragedevice-thatuss a‘SCSIstandardmdhasa unique

'BUSSI‘ARGETSDN address.” SéeDefendants’Ex-iei and. _ -

TheComiagtecswiflaflaepl'ainfifE Esseirfially, theatrfendantscuutendmeirnmw- '
definifion should be used because it “caluports‘with‘972 specification" 'and its discussion ofSCSI

emergedevieee See Defendant's Brief,- at 14. 'Howevet,’~flle specifieaficnlanguage mféned'to by

the defendante is' only one mplebfWflIESCSI mmgedeficeaddressing scheme L‘eenwe

represented. See wire-rent, er'7-39. Again, the defendants areW13:tryingm limit the
claimlanguageto enexeraele gi'veniridre speeificafien. See Cbmark, 156F.3dat 1'1'86—37. Fdrflle

sakeofeglea daritthe Oothill adopttIdePIeinfifi’smuseddefinifion'forthis term:
. v1. “process data- in newer,"

This pluseiensed in ciaims'l'find IO‘bI-‘the mew Theplamfiarguesiieiehraseic
adegnnre'lydefinedcn 11s MmdhyflxesMng claimlangucge Thedei'mdants comrdthe
phmse'ehouldbe defined a’s‘fi manipulate data infiebufi'erin e'manner’b (ayaehievemapphg

‘ betweenF'bre Chmelmdscmdemeeeand (b)app1yeeeeaeeennolsandrounngfnncuene” See.

, Defendanfi’ Bfiefific.z ‘

'Iheplainlengue'ge ofclairusd and 10'dis'dose1hatthb supermurumt '(fi'n-L hzicmpr‘pceasor)

prbcwswdmhthebufiet“mmerfeeebcMefideibmeChmdmnfihfiermdme SCSI

. eouuenet‘to allow dates: frond Fibre Channelimfiatm devices to SCSI storagedevieesusing the
néfive iow Ievd, block protocol iu accordanéewith'flie caufigtuafiqn.” See ‘972 Patent, at Claims

l'and 1Q. 'I'lfislengnage adequatelymmmfimmp‘mcwedmthforthese
- 10 - ‘

* - A00482
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claims. Simply m the specification may useslighfly difiierent language to describe this

“processing," see id at 5:18 -.5—2b, does not emifle the defendants to adopt the specification

langtmgeoverfire'plainlanguage ofthe claims. 'lheCourtwillnotfurflierdefinethisphmse.

VII. “storage router”

Tlfistenn-isusedinclaims l—7and10ofthe‘972pateut. 'I'heplainfifi‘arguesthemrmneeds V
' nofnrtherdefinrhonforclannsl-dandforclaunhtshouldbedefinedas “adevieewhichprovides 'I

virtual local storage,maps, impl-ents gemscontrols, and allows access using native low 1am
block promcols. .See Plaintifi’s Brief. at 27. The defendants contmd the term shouldmean “a .

' bridge'devicethatccnneels aFihre Channellink directly to aSCSIbus and enablesthe exchange 013

SCSI command set infomaticn between application clients on SCSI bus devices and the Fibre

ChannellinksfSeeDefendauts’ Bfieflfixz.
t x

The defendants do notmaloeany argument fortheirproposeddefinitionintheirbrief, and did '
not dismissthetematflre July 25hearing. Intheirnotebookofexhibilspresentedatflre hearing,

' the defendants include one pagewhichsupports their definition Witherquotefi‘omflae specification.

See Defendants Mai-Janet: Exhibits, Marimt'an Presentation” Tab, at 27. .This argument is

disingenuous. .Thespecification language quoted by the defendants is immediately followed By

severalsemenmfindlerdefiningwragerouter’l Indeedgthenextsenteneebeginswurther, the
storageronierappliesaccmsccnnols” .” Sea‘MPatenLatSSl}. Thedefendants’ attemptto‘ .
lnmttheterm“storagerouler” to oneofsevaaldescdpfivesentenceshrflrespecificafionisnotwell- I.

‘ taken. haddhiontheComtfindslheterm“storagerouter,”asnsedinaflclaimsoffl1e‘972patenn
» lisadequately‘desozibedbytheaddifional'languageoftheclaimswhiehdiselomindetailthevarious

fixuctions andlor qualifies ofthe storage router. 111:: Com will not finlher define this term.
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VIII. “map” ' ' " t ‘ ‘ ‘ .

fistemisusedinclaim'syl 7;!0andllofthe‘973m1‘heMficonmidsghgm

whogreateapafltfromaddfieeonnnesideofthe stomgeromertoadevineon theotherside

. 'offliemuter, in. fiomafibreml defieetn aSCSIdevice {curiae-Verse). A finap’ contains
ampresemation ofdevicec oneach side ofthestoragemmer, so thatwhenadefieeo'n one sideof '

firestomge router wants to communicate-to a define on the other side of'the Storage‘rotrher, the

storagemntermnconhectthedeviies." See Plainfifi’sBrief, at22. 'I'hedefendmusargdetheterm'

' marten translateaddreises.".SeeDei‘endants° Bncfiett 2.

In support oftheiri defirfifiomthedefendants poirrtonlym a dictionary definifimof‘fina’p.”

See Defendants’Briefi-at21'3 and Ex. 4. The'nhintinz onthcnnt'cr hard,- cites tn speeific portions

offlie specincnncn that support its definitions ofmapz'au'nh as a verb and n‘ noun) n used in the,
clnhnscrthe ‘972'patent. See Plainfifl’sBfiefi an: (eifing‘mPam, at 1:66-25 and6:65 - 7:6).
amintrmsicevidence isr‘nr more sahcntthan new definition, 'anahccanae'the Court ‘

agreesflmtthesficifieafimldngfidgecibdbykplainfifi‘Wits construction ofthe term
"1mm:a the Court will adoptthe plairtfifl’s proposed definitionbfthisterm.

ix. “Finn manner protocol unit” and “seer prcmcntnnit” .
These term's are usedtin claims 5‘8hd6 ofthe '972 patent. The plai'mifi‘ caniends‘these

phases shontdhedefined as reporter oftheFihie Characterization-er nrhich connects-tn the‘Fitue '
, Chennel'uanspmtmedium”‘anfl“apdrfion ofthe SCSI controllerwhichintcrtecectcthe SCSI‘mis.” .

seeWearing tat-'2'). Thedet‘endrnnacymcterms mean "block anti equivalents mereornrnt'

. conneclstoflteFibreChmel nnnspcrttnedhnn”ardf‘b1ock andcqnivatentsthcrcofnratconnccts

to tthCSI bustransport mcdinrh.”_ See'Dei'endmts’ BrieCEx. 2. i i

.12-
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Thedeféndansargucthcnteans-phts-fimfionanalysis of§ 1we)shouldppplyhetebecmse

mmmwen-lmownandaxenotdefinedinmdicfigpanesmdtyflmdeendmm. See

hm“shim-.8, 14—15, Ex.4andEx.5. Hummedefmdam donotindicahehowflas '
, mshmfldbe definedinreferencetoflae specification, mummdeme‘m specification

fails to reveal any Wmding to the claimed fimction.” 'See- id at 3 and-.15.. Th: I

. defendants then propose the word ‘hiock” should be used-bdcscfibe thwe 1:sz becahse the
' “promcolunits” meimply'depimdasebtocsfimfinmeaamoffim s” omampsm. -.

‘ see id.‘ Thlsreasnning is wholly} magma Simply because anguish; patent physically

depicts the'pramtunm'ih smock-like shapéfiit does notfoflcwthatthe units should be defiheII '

as “blocks or equivalelmt thereof.” Underthat reasoning, the SCSI storage devices. which at:

fihysicauydepictedas cylindersin the ‘972meantime defined simplyas“cy1ind:m, ail drums

or thankeybmels. 9r equivalents thereoi” As the plainsncamaym (mm language of

clmmsSandfiplamlystntesfithcfirotomlunrflforhothdewccsmpanofthe“c0ntrollcrs"

fcr-thedevioeh, ahdueintmd'edto “cdnnecf’fltedevieesmvarious ‘Wmfih” (13,10

various cables). See ‘972 Patent, atClaims 5 andé. Accordingly, "the Conrt adapts theplainlifl’s

definitions formcscwnns, andwill cmtstmethetemts to memfipmfionoftheFibre Channel
controller which connects to the Fibre Char‘mel transport medium” and “a-portion of-the SCSI

amnuufichmmfiscsx bus.” I J

1.: “him-Inca” _ _

lntheir Joint Stipulafionchlaim Construction, fltcpartiesclaimflienteanin'g ofthe'tetm
“interface” isindispute. Howevuuhtsphrasezsnotdiscussedmanyoftheparuec briefs, and

mflhamdeprecenwdanargummtattheJuIyZSheanngasmwhyfitetemmdispmed Thistcnn
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hasasmndmflandmflinmymeamngrwmwafefimaijndgFmdxheComtwfilfiotfimhfi defing

it. I .

x1. A Unaisltnted Terms. ‘
Finally, in that; Joint Stipulation ofClaim Combustion, théqmfia have stipulatedto the

c'onstkucfion om bthermin meém patent. The Gout will thereforg: adoptthcse sfipfilaied._

constructing-solely fq‘rthbpmposs of-fltis lawsuit. _ i i '
Ambrdirigly, the Com-Lenters the £011th order:

.msoimmnmmemhedmmfionofmpmdmwmbemsmm.5.

ianyjuryinsuucfionsgiveninthiswusehndwiflbeappfiedbytbeCourtinrulingonthem

SIGNED an 11:55.2; day of‘July 2009.
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CONSTRUCTION or cums - - .

‘II.S.mmNO. 5,941,971 ‘

Thephmse ‘implemmnsancessuconnelsforsmmgespmontheSCSIsten-Igedefiees" m’eans

providscontmlswhichfinfitaeompmer’sanewstoaspecificsubsetofstoragedcvicesnrsecfions
ufasinglestoragedeviee. . '

‘Ihephese‘hlbcahmefmbsasofmspmmmmfibmwmmmh
‘ subsetisonty WlebytheassocimdFflneChaneldcvim”meanssubsetsofstmge wane are

annex-tiedtospecific Fibre Channel deities
A‘merfisormifisanfiqoprececsmprogrmntedmproeeas dntainabnfi'erinondertomap
betweenFibre Channel devices andSCSI dcvieesandwlneh implements access eemmls; ' '-

ArtSCSI storage device” is any storage devieeincluding, for example, grapedrive,CD-ROMdrive,
maharddiskdrivedmtmdustandsflmSCSIprMcolHandeanwmmmicateusingtheSCfi

protocol

Thetenn“map" meanstoaeateapathfiemndeueeononemdeoffltestoragemutcrtoadevme
ontheothersideofthe telnet, Le. from aFibreChanneldevicenoaSCSIdevice (cries-verse). A

- “map”containsarepresematinnefdcviee‘s oneaehside of‘diestoragcromer sothntwhenadevice

onenesideofthestmagemlnerwemsmcommtmieatewithadeviceonflieothersideofthestomge
router, the storage rentermn cnnrectthc devices.

A “Fibre Channel protocol imit"IS aportion offlleFflneChannci controller which connects 'to the
Fibre Channel.u'ansport medium. ' ' ,

- A“SCSIprotoeolunit"is aporfion oftheSCSI cont-onerwlfiehinterfaeestotheSCSI 1311's..
W

A ‘hufi‘efisamanory deucethnttsufihmdtotemporanlyholddata.

A “directmemoryacoecsmMAfinterface” isadevrcethntactsmdcrhtfleornomlcmproerssor
centreltemnwmogfordmméfer; ' .

' A"Fibre Channel”as aknownhigh-Speed serial idea-connect the stream andopcrnfionofwhieh
. isdescn'bcd, forample, inI-‘ibre Ctnnnel Physicaland Signnhnglntert‘aoeGC-PI-I),ANSIX3230

Fibre Channel Arbitrated hep CFC-AL), and ANSI X3.272Fibre Channel Private Loop Direct

Attach (FC-PLDA).
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A “Fibre Gianna! connmiler”‘is a device fliatinterfaees with 1: Fibre Channel tansport medium.

A“Fibre Channel deviee’ee’isaoy dance. suehmaempmmmmdshhm Chain-nelprotoeol
—Wmmm

“PihreChannelprotneol”isasetofrn1eathatappiytoFilneChannel.

A “Fibre.Channel transport motions” is a serial optical or electrical coinnnmicafions link that
". connectsdevicwusingFibreChannelprntoooL

A“fimt-in-iirs‘t—outqueue"isamslfiéelemmdatasuuensefmm whichdements cah‘be removed
oniyinthesame order mwhichtheyweremsemd thatigitfallowsafirst'in, first out (FIFO)oonstraint.

Awmmvevsaweuknfitnmgneficmgemas,mmmascsthd‘diskdsve.

An‘initiatordeviee” is adevicethat-issuesrequeatsfordalaorstorage.
“Maintainme a configuration? means keepfing) a modifiable setting ofinformation.

A‘izativelowlevehblookpmtoeol'15 asetofmlesorsmndardsthatenablecomputersto exchange
infimnafion and do not involve the overhead of high level protocols and file systems typically
required by network servers.

[5“SCSI' (Small ComputerSystestntectaeefisahighspeed parallel inmriae'eflmtmaybeusedto
ommectc‘omponents ofa eompmersystem.

A“SCSI bus transpartnmditmiflsa eahle cassisting ofa group ofpmfielwxrea (normally 68)‘lhat
fomsawmmsficafiompafibmemaSCSIstoragedeficeaudanotherdefioqmehasa
computer. i ‘

AfiCSIwmflefmadeueefiiatmterheesmflifileSCSIbustmnspmmedmm.

“Virlmllocalstomg‘e” maspdesubsetofoveralldstastoredmstomgedewcesthathasflxe
appearaneeandchm-acterisficsofloealstorage. ,

A‘Wifir isaruuoteeomptnmgdevmefllatnneolstoflieF'hreChasneLandmayoonsrst

afapersonaloomputer. ' .
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' RECEIVED NOTE: ’Pursuant to Fed. Cir. R. 47.6, this aisfiosition
MAR 1 {l 2003 . ‘ is not citable as precedent it is a public record. This .

. disposition will appear in tables published periodically,

k-Dlsl RlC'l COURTSlj’fiiE‘efiSiatesCow-t of Appeals for the Federal Circuit

02-1158 ' . MAR-‘1 0 20'

 

V.

CHAPARRAL NE'WVORK STORAGE. we, ‘

' Defendant—Appellant ~

FILED

 

 

 
 

 
 

us COURT OF APPEALS FOR
'FHE FEDERALCIRCUlT

_ _._,__._.. _ FEB 1 2 2033

‘ ‘- ' JUDGMENT ' JAN HORBMY
LERK

. ' ’— .

0N APPEAL from the _ United States District Court for §Ouj DJ:
‘ ' the Western District ufTexas. >825] 328

. » . ~ _ n. 02- “-E ..

In CASE NO(S). OO-CV-217 and DO~CV—82‘l 8 ggg g; 32
i , \ ~ _ _ 1:1 0“ a

This CAUSE having been heard and considered, it 15 EE:% 8% i 2
-' ' ‘ ' , _‘*"-l=zE ”-1 . .

- ORDERED and-ADJUDGEDz' AFFIRMED. Siee Fed. Cir, R. 36 ~ 55%;;ng 2%“ g

. Per Curiam (NEWMAN. scHALL. and [WK Circuit Judges). 5‘31? E Q",

ENTERED BY ORDER OF THE COURT ’- 4
 -' FEB '1 2 20133, 

DATED:

ISSUED AS A man: MARCH 5,‘ 2003 |_ > ._
. ' ‘ - ' ' = Goats Against Appellant:

._.,;..._..— ‘ > _ » - ‘ Totél ’ $97-35

03/17/2003 illnhl 17-47 r'm'lpx' un :97!”

~—.—— —.—_.—--r-- —
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UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addrm: COMMISSIONER FOR PATENTS

PO. Box 1450
Alexandria. Virginia 223] 3-14.50www.uspln.gnv

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION N01

 
90/007,125 07/19/2004 6425035 1006—8910 2298

36 ,00 7’ 3( 7

SPRINKLE 1P LAW GROUP F/Cv‘!‘ . '2.1301 w. 25TH STREET ' I ’13) fl' 7‘
SUITE 408 PAPER NUMBER

AUSTIN, Tx 78705 3.1% 1
DATE MAILED: 05/24/2005

Please find below and/or attached an Office communication concerning this application or proceeding.
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UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Office

Address: ASSISTANT COMMISSIONER FOR PATENTS

Washington, DC. 20231

APPLICATION NO./ FILING DATE FIRST NAMED INVENTORI ATTORNEY DOCKET NO.
CONTROL NO. PATENT IN REEXAMINATION

 
90 007,125 07/19/2004 6425035 1006-8910

(Io 0:37, 3 I7

. EXAMINER I
Larry E. Sevenn . .
Wang, Hartman & Gibbs, PC Flemmg, Fntz
1301 Dove Street

Suite 1050 ART UNIT PAPER
Newport Beach, CA 92660

2182

DATE MAILED: 05/24/05

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner of Patents and Trademarks

CC: SPRINKLE IP LAW GROUP

1301 we 25‘h Street
Suite 408

Austin, TX 78705
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" UNITED STATES PATENT AND TRADEMARK OFFICE

Cornmissionerfor Patents
United States Patent and Trademark Office

P.O.Box1450
Alexandria. VA 22313-1450wusnogov

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER‘S CORRESPONDENCE ADDRESS)

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

 
REEXAMINATIONCONTROLNO. 90/007125. mm“; with 1,3a—i‘
PATENT NO. 6425035. '

ART UNIT 2182.

Enclosed is a copy of the latest communication from the United States Patent and Trademark

Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a

reply has passed, no submission on behalf of the ex parte reexamination requester will be

acknowledged or considered (37 CFR 1.550(9)).
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Control No. ‘ Patent Under Reexamination
90/007,125 Marietta 1.7M? 5425035

Examiner Art Unit

Fritz M. Fleming 2182

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

Office Action in Ex Parte Reexamination

aE Responsive to the communication(s) filed on 06 April 2005. bIj This action is made FINAL.
CE A statement under 37 CFR 1.530 has not been received from the patent owner.
 

 A shortened statutory period for response to this action is set to expire g month(s) from the mailing date of this letter.
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

If the period for response specified above is less than thirty (30) days. a response within the statutory minimum of thirty (30) days
will be considered timely. '

  
  
 
 

 

Part | THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. [Z Notice of References Cited by Examiner. PTO-892. 3. D Interview Summary, PTO-474.

2. E Information Disclosure Statement. PTO-1449. 4. CI .  

 Part II SUMMARY OF ACTION

Claims 1—14 are subject to reexamination.

 

  
  
  
  

 

 
 

1a.

1b.

2.

Claims __ are not subject to reexamination.

Claims_ have been canceled in the present reexamination proceeding.

Claims_ are patentable and/or confirmed.

Claims M are rejected.

Claims are objected to.
EDEDDDE3

4

5.

6 The drawings. filed on 7/19/2004 are acceptable.

7. [:1 The proposed drawing correction, filed on_ has been (7a)I:] approved (7b)Ij disapproved.

8. CI Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a)E] All b)[:I Some‘ c)I:] None of the certified copies have

1I:I been received.

2:] not been received. j .

3:] been filed in Application No._

4D been filed in reexamination Control No.

5:] been received by the International Bureau in PCT application No.

' See the attached detailed Office action for a list of the certified copies not received.

9. E] Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte yayle, 1935 C D.
11, 453 0.6. 213.

10. El Other:

cc: Re uester if third
US. Patent and Trademark Office

PTOL—466 (Rev. 04-01) Office Action In Ex Parte Reexamlnaflon Part of Paper No. 20050523
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Application/Control Number: 90/007,125 MJ’. 1'3ch unW 3”qu Page 2
Art Unit: 2182

Reexamination

1. In order to ensure full consideration of any amendments, affidavits or

declarations, or other documents as evidence of patentability, such documents must be

submitted in response to this Office action. Submissions after the next Office action,

which is intended to be a final action, will be governed by the requirements of 37

CFR 1.116, which will be strictly enforced.

Extensions of time under 37 CFR 1.136(a) will not be permitted in these

proceedings because the provisions of 37 CFR 1.136 apply only to "an applicant" and

not to parties in a reexamination proceeding. Additionally, 35 U.S.C. 305 requires that

reexamination proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)).

Extension of time in ex parte reexamination proceedings are provided for in 37 CFR

1.550(c).

2. A shortened statutory period for response to this action is set to expire 2

months from the mailing date of this letter.

1: The patent owner is reminded of the continuing responsibilityrunder 37 CFR

1.565(a) to apprise the Office of any litigation activity, or other prior or concurrent

proceeding, involving Patent No. 6,425,035 throughout the course of this reexamination

proceeding. The third party requester is also reminded of the ability to similarly apprise

the Office of any such activity or proceeding throughout the course of this reexamination

proceeding. See MPEP §§ 2207, 2282 and 2286.

2. Applicant's arguments with respect to claims 1-14 have been considered but are

moot in view of the new ground(s) of rejection.
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Application/Control Number: 90/007,125 qut MW WIN} Page 3
Art Unit: 2182

it is to be noted that each independent claim (i.e. 1,7,11) has the phrase “using

native low level, block protocols”, which per the interview for 90l007127, distinguishes

over the art of record used in the first office action. However, instead of being able to

close out prosecution with this action, a new non—final action is being issued. This is

due to the filing of the IDS after the mailing date of the first office action. Had this

information, namely the Spring (UK GB 2297636), been filed prior to the first office

action, these issues would have been taken into account in the first office action. Since

there was no statement similar to. that of 37 CFR 1.97(e), an action based solely upon

art cited by the patent owner could have been made final, even when the claims are not

amended (see below). Since the art cited by the patent owner led to the discovery of

other references used in this rejection, this action cannot be made final, but does

certainly delay a final action on the claimed subject matter.

MPEP 2171:

III. ART CITED BY PATENT OWNER DURING PROSECUTION

Where art is submitted in a prior art citation under 37 CFR 1.501 and/or 37 CFR 1.555

(an IDS filed in a reexamination is construed as a prior art citation) and the submission is not

accompanied by a statement similar to that of 37 CFR 1.97(e), the examiner may use the art submitted

and make the next Office action final whether or not the claims have been amended, provided that no

other new ground of rejection is introduced by the examiner based on the new art not cited in the prior art

citation. See MPEP § 706.07(a).

Claim Rejections - 35 USC § 103

3. The following is a quotation of 35 USC. 103(3) which forms the basis for all

obviousness rejections set forth in this Office action:
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forthIn section 102 of this title if the differences between the subject matter sought to be patented and

the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skillIn the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

4. The factual inquiries set forth in Graham v. John Deere Co., 383 US. 1, 148

USPQ 459 (1966), that are applied for establishing a background for determining

obviousness under 35 U.S.C. 103(a) are summarized as follows:

Determining the scope and contents of the prior art.

Ascertaining the differences between the prior art and the claims at issue.

Resolving the level of ordinary skill in the pertinent art.

Considering objective evidence present in the application indicating
obviousness or nonobviousness.

FPNT‘
5. This application currently names joint inventors. In considering patentability of

' the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of

the various claims was commonly owned at the time any inventions covered therein

were made absent any evidence to the contrary. Applicant is advised of the obligation

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was

not commonly owned at the time a later invention was made in order for the examiner to

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (9)

prior art under 35 U.S.C. 103(a).

6. Claims 7-9.11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Spring (UK GB 2297636—Spring) in view of Oeda et al. (Oeda).

Starting with the independent claim 7, one finds an apparatus per Figure 1

comprising a plurality of user workstations (USER 1-4 each having15-18), a

corresponding plurality of first transport medium (un-numbered) c0nnecting the USERS

to the storage router (server 20), which in turn is connected to a plurality of storage
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devices in the form of drives 1-5 (21-25) via a corresponding set of second transport

medium (again un-numbered). Thus the storage router (server 20) interfaces between

the workstations and the storage devices, as shown in detail in Figure 2, wherein the

processor 28 controls the USER interface circuits 26 and the disk drive interface circuits

27. The internal memory 29 provides programmed instructions for the processor 28.

The storage router (server 20) is connected to each USER via a SCSI interface, and in

turn to the emulated SCSI drive (drives 21-25). See for example, pages 5-7. Thus, an

apparatus for providing virtual local storage (at drives 21-25) on remote storage devices

(21-25 are remote from workstations 15/16) connected to one transport medium (the

non-numbered connections from the shared file server 20 to the drives 21-25) to

' devices (workstations 15/16, of which 4 are shown) connected to another transport

medium (the un-numbered connections between the workstations 15/16 and the file

server 20) is shown in Figure 1. The method of providing virtual local storage is set

forth at page 3, wherein it is disclosed that a method of storing data at a large storage

volume which emulates (hence makes virtual) a plurality of removable disc drives (the

local storage). See also page 10, lines 1-3, wherein step 34 describes a data transfer in

which the local operating software may read and write to logical drives as if they

were local removable disc drives, thereby anticipating the virtual local storage, as the

drives themselves are remote to the users, but appear to the user’s as the conventional

local removable disc drives, and hence virtual local storage as logical drives emulate

(i.e. virtual) the removable disc drives (the local storage). Thus the storage router

(server 20) interfaces with the first and second transport medium and provides the
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virtual local storage to the USERS. There is a mention of a look up table (68) for each

logical drive, but such is not the mapping between the workstations and storage devices

as claimed, noting that USERS access logical drives. The implementing of access

controls is clearly described throughout the disclosure», especially noting that each

USER has access to a large number of removable disc drives (see page 7, lines 18-27),

thereby teaching the implementation of some sort of access controls, with the storage

router (server 20) determining if the requested drive is available, and if so, granting

access to the requesting workstation (see page 8, lines 10-17). Thus the access is

ultimately controlled and allowed by the storage router (server 20). All of this is done by

native low level, block protocol (NLLBP), as the only protocol used from the USERs to

the storage router and by the storage router (server 20) is that of the SCSI protocol,

such being selected so that the storage router (server 20) will return data back to the

USER via the SCSI protocol (page 8, lines 10-17), as the processor 15 (of a USER)

issues commands over the SCSI interface (page 8 lines 4-9). Per page 12, lines 14-26,

the local operating system of the USER (62) thinks it is accessing a'conventional SCSI

drive via communications over a conventional SCSI interface to the storage router SCSI

interface (65), wherein the communication conforms to establish SCSI protocols without

having'to embed network software within the workstations. Furthermore, the server

Operating system (66) converts the SCSI sector definitions into physical data blocks for

each logical drive, such that the server operating system (60) emulates an SCSI disc

drive per Figure 5. Finally note that the storage router (server 20) grants access to an

emulated logical disc drive (page 9, lines 17-19) via mount and dismount commands
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(pages 9 and 10) and that the storage router (server 20) has to keep track of user

createdgblocks, such that the USER is presented with a user interface allowing existing

logical drives to be selected as well as new logical drives to be defined (page 12, lines

9-13), all via the use of the SCSI NLLBP. Communications between the USERS and

the storage router (server 20) is implemented using established protocols, preferred to.

be SCSl, which is in turn, the claimed use of the NLLBP, as this is used from the USER

to the storage router to the disc drives. While look up tables and keeping track of USER

blocks is mentioned, this does not set forth a mapping between the workstations and

the storage devices, noting that Spring is using logical drives for the USERs.

in the same field of endeavor, Oeda et al. (Oeda) teaches that it is old and well

known per Figure 4 to have a plurality of HOSTs (i.e. 1A,B) connected to a SCSI bus

(2), which is then in turn connected to a disk controller (5) and a disk drive unit (4). Per

Figure 4, it is clearly shown that the disk drive (4) is divided into subsets mapped to the

HOSTs, wherein HOST 1A is only allowed to access its partition (41 ), HOST 1B is only

allowed to access its partition (42), and either HOST is granted a shared read only

access to the shared partition (43). The partitions (41-43) are assigned to the HOSTs

as is shown, with the purpose of the assigned partitions avoiding erroneous partition

access and data destruction (column 7, line 53-column 8, line 30). Thus a mapping

between workstations (in the form of HOSTs) and the assigned partitions (41-43) is

clearly shown, such that a HOST 1A can only request partitions 41 and 43 (the

implementing of storage area access controls), and is prevented from erroneously

accessing the Host 1B partition 42 (see column 8, lines 13-16), which is the ultimate
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allowing of access to only those partitions of the storage area for which access control

has been mapped. Furthermore, the disk controller (5 and functioning as a storage

router) performs exclusive control between the HOSTs and the drive per Figure 2,

wherein the SCSI CONTROL LSI has the ID REGISTERS (71-73) which contains the

DEVICE IDs and thus compares the requested device ID by a HOST to the stored IDs

and grants or denies access based upon the mapping of Figure 4. Since each partition

has a SCSI ID, each partition is a seen as a logical drive (and can be assigned different

logical unit numbers — LUNs — column 6, lines 34-37), as the HOST sees three separate

disk storage devices. The protocol used is that of the SCSI standard, with the 7 phases

set forth at column 5, again showing that access from the HOSTs to the storage router

(i.e. the disk controller 5 as it performs the,mapping, access controls, and granting of

access) to the disk drive unit (4) is exclusively SCSI, thus exhibiting the use of a NLLBP

as claimed.

Therefore it would have been obvious to one having ordinary skill in the art at the

time that the invention was made to modify Spring 636 in view of Oeda for the express

purpose of providing a plurality of USERs/HOSTs mapped and controlled access to

assigned partitions in order to avoid erroneous disk access and data destruction. In

combination, each USER/HOST is granted access to only its subset partition (i.e. logical

disk) to which it is mapped. The USERs are a plurality of workstations, and the storage

devices are a plurality of disc drives, noting that Oeda supports an array of drives (17)

divided into partitions (171-173) such that it performs as a RAID, as does SPRING ‘636,

with each device seen by a HOST independent from one another (Oeda columns 6 and
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7). Thus when combined, the plurality of disc drives are divided into partitions mapped

to specific USERS/HOSTS, so that access is controlled and granted via the mapping,

performed by the storage router (the combined server 20 and disk controller 5).

As far as claims 11-14 are concerned, the method limitations are rendered

obvious by the combined teachings of Spring ‘636 in view of Oeda. For example, the

preamble to claim 11 sets forth “one” and “another” transport medium, while the body of

the claim only refers to “first” and “second” medium, which only enumerates the

medium, but does not require them as being different. Combined, Spring ‘636 in view of

Oeda sets forth the method by which the USERS/HOSTS are interfaced with the disk

drives (storage) such that the storage router (the combined teachings of the server 20

and the disk controller 5) provides the claimed mapping, implementing of the access

controls, and the allowing access using only the SCSI protocol, which is a NLLBP.

7. Claims 1-6 and 10 are rejected under 35 U.S.C. 103(3) as being unpatentable

over Spring ‘636 in view of Oedaas applied to claims 7-9 and 11-14 above, and further

in view of Jibbe et aI. (Jibbe).

Spring ‘636 in view of Oeda set forth the use of a storage router to provide

mapping, access control and access granting of USER/HOST requests to the storage

disks. Per Spring ‘636, the server (20) has interfaces (26,27), a CPU (28) connected to

the interfaces, and a memory for CPU instructions (29), using SCSI protocol (a NLLBP)

end to end. See Figure 2. Per Oeda, the disk controller (5) provides mapping and

access control and granting based upon the SCSI CONTROL LSI (6) and the ID

REGISTERS (71-73) from the HOSTs (MB) to the disk(s) (either 4 or the array17)
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using the SCSI protocol (a NLLBP) end to end. What is lacking is the specific detail of

the SCSI HOST to SCSI DISK controller.

In the same field of endeavor, Jibbe teaches that it is old and well known to use a

SCSI-SCSI controller for HOST to disk array access. See for example, Figure 1, which

sets forth the use of a microprocessor (51) coupled to the HOST SCSI interface

controller 14 and the SCSI disk drive interface controllers (31-35), such that the

microprocessor controls the interfaces (column 4, lines 1-9). The SCSI Array Data Path

Chip (ADP 10) interconnects the SCSI data bus (16) with the SCSI data busses (21-25),

and is also under the control of the microprocessor controller (51 ). The DMA FIFO

BLOCK 70 holds data received from the host until the array is ready to accept it and to

hold data from the disk array until the host is ready to accept it (column 5, lines 14-21).

The DMA interface (14) is coupled to the FIFO (70) as well as the first protocol unit

(SCSI adapter 14), such that the HOST SCSI adapter (Le. a first controller) is operable

to pull data from and place data into the FIFO (70), with the second controllers (SCSI

interfaces 31-35) operable to pull data from and place data into the FIFO (70), under the

control of the supervisory unit (microprocessor 51) and its bus (53) that couples it to the

interface controllers (14 and 31-35). The memory (36) is a 64kByte SRAM that provides

memory workspace during read/modify/write operations of RAID 5 and is also coupled

to the microprocessor/supervisor (51) via the ADP (10). Thus the memory (36) and the

FIFO (70) provide memory work space for the array controller and allows the

microprocessor/supervisor (51) to process data stored therein to allow a HOST to

interface with the disk storage. It is also expressly taught that the data path architecture
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can be constructed with ESDI, IPI or EISA devices rather than with SCSI devices

(column 11, lines 40-43). In summary, Jibbe teaches a supervisor unit 51 coupled to

first and second controllers (14 and 31-35), an ADP (10) and buffers (36 and 70), such

that the supervisory unit controls the controllers and buffers and the ADP for the

express purpose of configurability between RAID 1,3-5 levels, as well as the use of the

FIFO buffers for holding data until the host/disk drives are ready. The Host DMA

interface (14) is coupled to the SCSI controller (14) and the FIFO buffers/queues

(70/101-105) and the buffer (BB—internal to the Figure 1 disk array controller).

Therefore it would have been obvious to one having ordinary skill in the art at the

time that the invention was made to modify Spring ‘636 in view of Oeda by the

teachings ofJibbe in order to provide for increased RAID functionality via the SCSI disk

array controller details, which in turn provide for configurability between various RAID

levels (certainly desirable as both Spring ‘636 and Oeda are concerned with various

RAID levels), as well as the ability to buffer data until the host/disks are ready. The

combination is proper as Spring '636 and Oeda use SCSI controllers between the host

and disk(s) and RAID configurations. Spring ’636 even lays out the same basic

functionality as Jibbe’s array controller in the storage router (server 20), with the

required ability to interface with the host and disks via the SCSI protocol. Oeda also

proVides host to disk interfacing with mapping, access control and access granting in a

SCSI protocol environment. It is also to be noted that claims 5 and 6 each depend from

claim 1, and thus the single DMA interface of Jibbe that is coupled to the SCSI

controller (14) and the disk drive controllers (31-35) meets the claims, because at most,
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only one DMA interface is needed at a time via the claim structure. Thus Jibbe provides

the details of a SCSI disk array controller needed by Spring ‘636 and Oeda, and the

combined teachings of Spring ‘636 and Oeda and Jibbe render the claims obvious per

the above analysis.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Fritz M. Fleming whose telephone number is 571-272-

4145. The examiner can normally be reached on M-F, 0600-1500.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Jeffrey Gaffin can be reached on 571-272-4146. The fax phone number for

the organization where this application or proceeding is assigned is 703-872-9306. Any

fax should be sent to the CRU at 571-273-0100.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free). " ..
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2

IN THE CLAIMS:

1'. A storage router for providing virtual local storage on remote storage devices to devices, '

comprising:

a buffer providing memory work space for the storage router; '

a first controller operable to connect toand interface with a first transport medium;

a Second controller operable to connect to and interface with a second transport medium; and

a supervisor unit coupled to the first controller, the second controller and the buffer, the

supervisor unit operable to map between devices connected to the first transport

medium and the storage devices, to implement access controls for storage space on the

storage devices and to process data in the buffer to interface between the first controller

and the second controller to allow access from devices connected to the first transport

medium to the storage devices using native low level, block protocols.

2. _ The storage router of claim 1, wherein the supervisor unit maintains an allocation of»

subsets of storage space to associated devices connected to the first transport medium, ‘

wherein each subset is only accessible by the associated device connected to the first transport

medium.

3. _ The storage router of claim 2, wherein the devices connected to the first transport

medium comprise workstations.

4. The storageyrouter of claim 2, wherein the storage devices comprise hard disk drives.

5. V The storage router of claim 1, wherein the first controller comprises:

a first protocol unit operable to connect to the first transport medium;

a first-in-first-out queue coupled to the first protocol unit-and

a direct memory access (DMA) interface coupled to the first-in-first-out queue and to the buffer.

6. -The storage router of claim 1, wherein the second controller comprises:

a second protocol unit operable to connect to the second transport medium;

an internal buffer coupled to the second protocol unit; and
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a direct memory access (DMA) interface coupled to the internal buffer and to the buffer of the
storage router.

7. A storage network, comprising:

a first transport medium;

a second transport medium;

a plurality of workstations connected to the first transport medium;

a plurality of storage devices connected to the second transport medium; and l

a storage router interfacing between the first transport medium and the second transport

medium, the storage router providing virtual local storage on'the storage devices to the

workstations and operable:

to map between the workstations and the storage devices;

to implement access controls for storage space on the storage devices; and

to allow access from the workstations to the storage devices using native low level,

block protocol in accordance with the mapping and access controls.

8. The storage network of claim 7, wherein the access controls include an allocation of '

subsets of storage space to associated workstations, wherein each subset is only accessible by

the associated workstation.

9. The storage network of claim 7, wherein the storage devices comprise hard disk drives.

10. The storage network of claim 7, wherein the storage router comprises:

' a buffer providing memory work space for the storage'router;
a first controller operable to connect to and interface with the first transport medium, the first

controller further. operable to pull outgoing data from the buffer and to place incoming

data into the buffer; ' y

a second controller operable to connect to and interface with the second transport medium, the

second controller further operable to pull outgoing data from the buffer and to place

incoming data into the buffer; and

a supervisor unit coupled to the first controller, the second controller and the buffer, the g
supervisor unit operable: ‘
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to map betvveen devices connected to the first transport medium and the storage devices, to

implement the access controls for storage space on the storage devices and to process

data in the buffer to interface between the first controller and the second controller to

allow access from workstations to storage devices.

11. A method for providing virtual local storage on remote storage devices connected to one

transport'medium to devices connected to another transport medium, comprising:

interfacing with a first transport medium; ‘

interfacing with a second transport medium;

mapping between devices connected to the first transport medium and the storage

devices and implementing access controls for storage space on the storage devices;

and

allowing access from devices connected to the first transport medium to the storage

devices using native low level, block protocols.

12. The method of claim 11, wherein mapping between devices connected to the first

transport medium and the storage devices includes allocating subsets of storage space to

associated devices connected to the first transport medium, wherein each subset is only

accessible by the associated device connected to the first transport medium.

13. The method of claim 12, wherein the devices connected to the first transport medium

comprise workstations. V

14-. The method of claim 12, wherein the storage devices comprise hard disk driVes.
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1. Overview of Claim 1

2. Petal Does Not Disclose “A|low[ing]' Access” From A Workstation

Using NLLBP

3. Petal Does Not Disclose a “Map” Between Devices On The First '

Transport Medium and Storage Devices

.4. Petal Does Not Disclose. Teach or. Suggest the “Access Controls”

Limitation Of Claim 1 ‘

5. There Is No Showing That The Remainder Of The References

Contain The Limitations Missing From Petal

C. Claim 2 '

D. .Claims 3-6 and 10

E. Summary ' I

III. Conclusion
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REMARKS

Applicants appreciate the time taken by the Examiner to review the claims under

reexamination and the thoroughness of the remarks provided by the Examiner in the Office

Action mailed February 7, 2005. The ‘035 Patent has been carefully reviewed in light of that

Office Action. Based on that review and the remarks made below, Applicants respectfully

request reconsideration and favorable action in this case.

I. Rejections Under 35 u.s.c. §102(b)

A. Introduction g

Claims 7-9 and 11-14 are rejected-under 35 U.S.C. 102(b) as being anticipated by

“Petal: Distributed Virtual Disks” (“Petal”). ,

Anticipation under § 102 requires that “each and every element as set forth in the claim

is found, either expressly or inherently described in a single prior art reference.” See,

VerdegaalBros. v. Union Oil Co. of California, 814 F.2d 628, 621, 2 USPQZd 1.051, 1053 (Fed.

Cir. 1987). The identical invention must be shown and the elements must be arranged as

required by the claim. See, Richardson v. Suzuki Motor Co. 868 F.2d 1226, 1236, 9 USPQ 2d

1913, 1920 (Fed. 'Cir. 1989) and In re Bond, 910 F.2d 831, 15 USPQZd 1566 (Fed. Cir. 1990).

See also, MPEP 2131. However, a reference must be enabling to be anticipatory. See,

Arngen, Inc. v. Hoechst Marion Roussel, Inc., 314 F.3d 1313, 1354, 65 USPQZd 1385, 1416

(Fed. Cir. 2003) (“A claimed invention cannot be anticipated by a prior art reference if the

allegedly anticipatory disclosures cited as prior art are not enabled”).

As detailed'more fully below, Applicants respectfully submit that neither independent

Claim 7 nor independent Claim; 11 is anticipated (or rendered obvious) by Petal,-as Petal does

not disclose, teach or. suggest certain limitations of these claims, including: i) allowing devices

(e.g., workstations) connected to afirst data transport medium to access storage devices using

native low level block protocols, ii) mapping between devices (e.g., workstations) connected to

the first transport medium andthe storage devices and'iii) implementing access controls.

A B. Claims 1 1-14

The Examiner devoted a Iarge'portion of the Office Action toCIaim 11. Accordingly, .

Applicants will first show how Claim 11 differs from the Petal reference cited by the Examiner,

‘ and then address the other Claims.
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1. Overview of Claim 11

Claim 11 recites:

A method for providing virtual local storage on remote
storage devices connected to one transport medium to devices

connected to another transport medium, comprising:
interfacing with a first transport medium;

interfacing with a second transport medium;
mapping between devices connected to the first

transport medium and the storage devices and that implements

access controls for storage space on the storage devices; and
allowing access from devices connected to the first

transport medium to the storage devices using native low level,
block protocols. [emphasis added].

- Claim 11 includes the limitations of (_i) “mapping between devices connected to a first

transport medium and storage devices”, (ii) “implement[ing] access controls” and (iii) “allowing
access from devices connected to the first transport medium to the storage devices using

native low level bloCk protocols”. These features of the present invention allow a host (e.g.,

workstation) connected to the first transport medium (e.g., Fibre Channel (FC)) to access only

that portion (or portions) of the storage devices associated with that particular host. These

features also allow a host (or hosts) to communicate with storage devices using m native low

level block protocols (“NLLBPs”). I

2. Fetal Does Not Disclose “Allowing Access" From A Workstation Using NLLBP

Claim 11, as discussed above, recites “allowing access from devices connected to the

first transport. medium to the storage device using native low level block protocols." The

“devices connected to the first transport medium” may comprise computer workstations in one

exemplary embodiment of the present invention. A NLLBP is a protocol that enables

workstations and network servers to exchange information with storage devices without the

overhead of high-level protocols and file systems typically required by network servers. As

explained below, this definition for NLVLBP is supported by both the Specification of the"035
Patent, and the judicial interpretation of _a similar limitation by Judge Sparks of’the U.S. District
Court for the Western District of Texas (an interpretation upheld on appeal by the Court of 1

Appeals for the Federal Circuit). '

ln systems prior to the present invention, when a computer workstation would make a

storage request to a storage device (e.g., disk drive) through a network server, the workstation
' ‘182 of 411
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first had to translate the request from its file system protocols to higher level network protocols

to communicate with the network server. The network server then would translate these high

level protocols into low level requests to the storage device(s). See ‘035 Patent Specification,

col. 1, lines 50-60 and col. 3, lines 14-15 (distinguishing an NLLBP from higher-level protocols

by contrasting the present invention to prior art-solutions). This high level to low level

translation wastes valuable time and makes the access of information occur at a much slower

. rate. See ‘035 Patent Specification, col. 1, lines 50:60.

Further, in Crossroads v. Chaparral'Network Storage, Inc., Western District of Texas,

Civil. Action No. A-OO-CA-217-SS and Crossroads Systems (Texas), Inc., v. Path/ight

Technology, Inc., Western District of Texas, Civil Action No. A-OOCA-248—JN (collectively, the

“Chaparral Litigation”), the US. District Court for the Western District of Texas issued a Joint

Markman Order (the “Markman Order”) interpreting the term NLLBP for the purposes of United

States Patent No. 5,941,972 (the “’972 Patent”), the parent of the ‘035 Patent, as follows:

a set of rules or standards that enable computers to exchange

information and do not involve the overhead of high level

protocols and file systems typically required by network servers.

A copy of the Markman Order is attached hereto as Exhibit A. This construction, and

the validity of the ‘972 Patent, was upheld by the Federal Circuit on appeal. .A copy. of the-

Federal Circuit decision affirming the decision of the lower court is attached hereto as Exhibit B.

Thus, based on the Markman Order, an NLLBP is a protocol that enables computers to

exchange information without the Overhead of high-level protocols and file'systems typically

required by network servers. _ i

As discussed in the ‘035 Patent, allowing access from host devices (e.g., workstations)

to storage devices is done using NLLBPs in the present invention. Using the example of a first

transport medium of Fibre Channel (“FC”) and second transport medium of Small Computer
System Interface (“SCSI”), a FC-connected workstation can communicate low level SCSI

commands directly to a storage device using NLLBPs. For this example, the present invention

accomplishes this by encapsulating the low level SCSI commands in an FC ‘Wrapper’ or ‘Iayer.’

_ Therspecification of the ‘035 Patent discusses an exemplary embodiment where a Fibre
Channel attached initiator (e.g., a workstation) iSsues SCSI-3 FCP commands, and an

associated SCSI target storage device operates on a SCSI-2 protocol (See ‘753, col. 6, lines

33-45). In this case, a storage router connected between the host device and the storage

device receives the FC-encapsulated low level SCSI commands, removes the FC
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encapsulation, and fonNards the low level SCSI commands to the storage devices (provided the

workstation is allowed to have such access, as will be discussed more fully below). 'In this

example, there is no translation of the commands from a higher. level protocol to a low level

protocol. In other words, the storage router is not required to translate some high level .

. command from the workstation (e.g., a file system command, or function call with arguments)

into a'low level SCSI command. Rather, the storage router simply strips the FC ‘layer’ off of the

existing SCSI command, and fon/vards the SCSI command to the storage device without any

high-to-low level translation (because no such high level to low level translation is needed).

Thus, when a host workstation is allowed to have access to a storage device, that access is

accomplished using only NLLBPs.

Petal, on the other hand, discloses a system in which Petal clients (i.e., workstations)

send higher-level protocol commands to the Petal Server that, in turn, transforms these higher—

level, higher overhead commands into low-level SCSI commands that are fon/varded to the

storage devices (i.e., at least one high level to low level translation takes place between the

workstation and the storage device). Petal clients are configured with a Petal device driver in

the kernel layer of the Petal client. See, Petal page 88, col. 2, section 3. Higher level

applications (i.e., user space applications) see virtual disks (representations of the storage

I devices) through the Unix File System. See Petal, page 90, col. 1, section 3.2. When a Petal

client wishes to access a storage device behind the Petal server, the client issues a file system

command to the virtual disk which is passed through the class layer to the Petal device driver

(i.e., the kernel layer process for accessing the virtual disk). The Petal device driver then

issues a remote procedure call (“RPC”) using the User Datagram Protocol (“UDP”) to the Petal

server to read or write data. See, Id at page 88, col. 2, sectio‘n3 (describing the RPC interface)"

and page‘89, col. 1, section 3.1 (describing handling read and write requests). The Petal I

device driver acts as a filter driver to translate the command to the virtual disk seen by the user

space application into an RPC that is sent out in UDP packets. ‘

An RPC is awell known mechanism. in networked operating systems and is essentially a
function call to the Petal Server. In issuing an RPC, a clientwillprovide a server with the

appropriate arguments in a UDP paCket so that theserver can perform some process. 'The

Petal Server performs a transformation when receiving theRPC in the UDP packet by

processing the RPC in the UDP packet to execute the called process and generate the . _

appropriate low level SCSI READ and WRITE commands. Thus, the Petal client uses the

traditional network mechanism of issuing a higher level command (e.g., an RPC in a UDP
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packet) to the network server that the network server processes to call a function. The Petal

server must execute the appropriate functionto transform the information in the UDP packets to

the appropriate low level SCSI command.

Thus, the Petal system does not allow the-client (i.e., workstation) to access the storage

devices using an NLLBP. Instead, the Petal client uses a scheme in which high level file

system commands to virtual disks are translated into RPCs which are packaged in UDP

packets and transported to the Petal server for transformation into low level commands. Unlike

the NLLBP commands described and claimed in the ‘035 Patent, these RPC in UDP packets

contain additional higher level overhead and require transformation to low level SCSI ‘

commands at the Petal Server. As noted above, the Petal server executes the called

procedure to translate the RPC in UDP to the appropriate low level SCSI command.

The process of Petal therefore requires first creating an RPC, and then encapsulating

the RPC in UDP at the Petal client, and further executing a procedure to transform the RPC in

UDP to a low level SCSI command. Consequently, while the Examiner has pointed out various

portions of Petal that discuss using block-level (i.e., low level) storage protocols (e.g., SCSI I
commands), it is only in the context of the time period after high level RPCs have been

transformed to low level SCSI commands. The system of Petal is the type of system that the
present invention was designed to overcome, because the system of Petal m involve the

overhead of high level protocols (i.e., RPCs) typically required by network servers (i.e., RPCs),

and requires a transformation of the high level protocols into low level SCSI commands at the

Petal server.

Therefore, Petal does not disclose, teach or suggest a system for “allowing access from

devices connected to the'first transport medium to the storage devices using native low level,

block protocols,” as recited in independent Claim 11.

3. Petal Does Not Disclose “Mapping Between Devices Connected To The First '

Transport Medium And The'Storage Devices” I
Claim 11 also recites “mapping between devices connected to the first transport medium

and the Storage devices.” Mapping between devices connected to the first transport medium

and storage devices in the present invention refers'to a mapping between the workstations and

storage devices such that a particular workstation on the first transport medium is associated

with a storage device, storage devices,'or' portions thereof, on the second transport medium.

As discussed in the ‘035 Patent Specification, the mapping provides a correlation between
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devices on the first data transport medium (e.g., workstations) and the storage devices through

one or more steps. See, ‘035_ Patent col. 1, lines 6 through col. 2, line 5 and col. 8, lines 67 —

col. 9, line 5. '

In the Chaparral Litigation, the U.S. District Court for the Western District of Texas

adopted the definition that a “map” contains a representation of a device on one side of the

storage router to a storage device on the other side (e.g., from a Fibre Channel host device to a

SCSI storage device). See, Markman Order, Exhibit A, page 12. The mapping of the ‘035

Patent associates the host device(s) on the first transport medium (e.g., workstations) with

storage devices on the second transport medium. Thus, the mapping can include mapping

from a host workstation identifier (e.g., address or other identifier) to a virtual representation of

a storage device (e.g., a virtual Logical Unit Number (LUN)), and potentially even further from

the virtual representation of the storage device to a physical representation of the storage

device (e.g., a physical LUN).

It should be expressly understood that the ‘mapping’ of the present invention is not

identical to the concept of “virtualization.” In virtualization, a storage device (or portion thereof)

. , is presented with a particular logical address to the'hosts or workstations. While it is clear that

the present invention can include virtualization as part of the mapping (e.g., the map can

include the mapping from a virtual representation of the storage (virtual LUN) to a physical

representation of the storage (physical LUN)), such virtualization is not, in and of itself, a

mapping between devices on the first and second data transport media as defined in the ‘035

Patent. See, ‘035 Patent, col. 8, line 65-67. In fact, this type of virtualization was available in a

number of. RAID systems at the time Petal was written. Virtualization does not require that -

representations of workstations on one side of the storage router be mapped to a storage

device(s) on the other side of the storage router. ’

' Petal does not disclose, teach or suggest a map that maps between devices connected

to the first transport medium (e.g., workstations) and storage devices connected to the second

transport medium as recited in Claim 11 of the ‘035 Patent. ln Petal there is simply no map that

associates host devices (i.e., the Petal clients) with the storage devices or representations of .

the storage devices. At best, Petal teaches “virtualization” of storage devices. In other words,

Petal discusses a virtual to physical mapping .of the storage devices rather than a mapping from

the device making a request (e.g., workstation) to the storage device for which the request is
intended. Petal states:
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The basic problem is to translate virtual addresses of the form
<virtual-disk-identifier, offset> to physical addresses of the form

<server-identifier, disk-identifier, disk-offset>.

See Petal, page 85-86, sections 2.1-2.3 and Figure 4 (entitled “Virtual to Physical Mapping”).

. .ln Petal, a virtual disk directory of virtual disks is mapped to a global directory which is
mapped to physical disks. Id. A client workstation provides a virtual disk identity which is

translated into a global map identifier. Id. The global map determines the server responsible for

translating the given offset. Id. The physical map of the specified server translates the global

map identifier and offset to a physical disk and an offset within that disk. See Id., page 86, col.

1, section 2.1. Thus, the mapping of Petal only represents the virtualization mapping of storage

devices and does not correlate or associate the storage devices (either virtUaI or physical) to

particular Petal clients (e.g., workstations) on the other side of the Petal server. In fact, the

virtualization-type mapping described in Petal is simply a description of the virtualization

technique generally used in RAID systems at the time of Petal.

_ The Examiner correctly points out that, in Petal, a disk identifier used by clients to

reference a particular virtual disk is “mapped” to a physical identifier. However, this is simply

virtualization-type mapping. There is no correspondence (or map) made from the Petal clients

, to the storage devices (or portions thereof) behind the Petal Server. Put another way, there is ' '

no mechanism disclosed in Petal to perform the function of mapping a particular client
. workstation to a particUIar storage device (or portion); Consequently, Petal teaches a

virtualization scheme, D91 a “mapping between devices connected tothe first transport medium
and storage devices” as recited in Claim 11 of the ‘035 Patent.

4. Petal Does Not Disclose Implementing “Access Controls”

a. Implementing Access Controls Requires Allowing Access Using

NLLBPs '

Claim 11 recites “implementingaccess controls” which requires allowing access using

NLLBPs. As described in the ‘035 Patent, “access controls” are a particular form of "security

measure designed to prevent unauthorized access to particular storage devices or portions of

storage devices by certain workstations. When “access controls” are implemented, particular
workstations may be permitted access to particular storage devices or subsets of storage

devices. See, e.g., FIGURE 3 of the ‘035 Patent (permitting access from particular

workstations to undivided storage devices as well as divided subsections within a single storage
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device). According to the previously mentioned Markman Order, “access controls” means

“providing controls which limit a computer’s access to specific subset of storage devices or

sections of a single storage device.” See, Markman Order, Exhibit A, page 6. V

The “access controls” of the ‘035 Patent allow access using a NLLBP such that requests

from devices connected to the first transport medium (e.g., workstations) are directed to

assigned virtual local storage on the storage devices. See, col. 8, lines 61-65.. The ‘035 Patent

recites:

The router can. . .map, for each initiator, what storage access is

available and what partition is being addressed by a particular

request. In" this manner, the storage space provided by [storage
devices] can be allocated to [devices connected to the first

transport medium] to provide virtual local storage...

See ‘035 Patent, col. 8, lines 67 — col. 9, line 5.

Thus, the “access controls” described in the ‘035 Patent are device-centric in that they

permit or deny access from particular devices connected to the first data transport medium

(e.g., workstations) to particular storage devices (or subsets thereof) according to the map.

The access controls are thus part of the configuration for routing commands from a device

connected to the first transport medium to defined storage location(s) using NLLBPs (i.e.,

without requiring the overhead of high level protocols typically required by network servers)

according to the map.

b. Petal Is Not an Anticipatory Reference Because Petal Does Not Enable

Access Controls ' .

ln rejecting the limitation of “implementing access controls” the Examiner points to Petal,

page 90, col. 2, section 4, which states in pertinent part:

...currently we do not provide any special support for protecting a

client’s data from other clients; however, it would not be difficult to
provide security on a per virtual disk basis.

Applicants submit, however, that thestatement “it would not be difficult to provide

security on a per virtual disk basis,” without more, does not enable security on per virtual disk

‘basis in the UDP environment of Petal. UDP is primarily a broadcast protocol in which the

computer issuing a UDP communication typically places UDP packets on a network without

regard to the device that receives the packets.
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Petal provides no support as to how to implement its “security on a per virtual disk

basis" for UDP broadcast packets communicated over an ATM transport medium. For

example, a common security method in packet based networks is the use of access control lists

(“ACLs”). lWhile ACLs may be used to entirely block UDP communications (e.g., as in a

firewall), Petal provides no suggestions on how to implement ACLs in a UDP environment to

limit access to a portion of a server file system (e.g., a particular virtual disk). As Petal provides

no support for providing security in the UDP/ATM environment, Applicants respectfully submit

that Petal does not enable security and therefore cannot anticipate the limitation of “access

controls” recited in Claim 11.

c. There Is No Disclosure or Teaching In Petal That The ‘Security’

Referenced Therein Would Allow Access Using NLLBP

Even though the Petal article states that “it would not be difficult to provide security on a

per virtual disk basis” there is no teaching or suggestion as to how such security would be

provided. Certainly, there is no teaching or suggestion in Petal that a ‘security’ feature could be
implemented to allow access using an NLLBP. It simply is unclear what type or manner of

‘security’ Petal references. For example, security can be a simple password-based security

scheme, or something much more complex.

Moreover, even if security were implemented in Petal, there is no teaching or suggestion

that such security would be implemented to allow access using a NLLBP. It would appear that

any security implemented would be on top of the high level RPC over UDP scheme of Petal.

Again, this would appear to require the high—level protocols and Would not provide access using

an NLLBP. ‘Thus, even if security were applied to the system of Petal, this does not suggest
access controls that allow access using an NLLBP. '

d. Petal Does Not Render The Access Controls Limitation Of Claim 11 ' ‘

Obvious I . ,

Applicants note that that a non-enabling reference may qualify as prior art for the

purpose of obviousness under 35 U.S.C. §103. See, Symbol Technologies, Inc. v. Opticon,

935' F.2d. 1569, 1578 (Fed. Cir. 1991) (“while a reference must enable someone to practice the

invention in order to anticipate under §102(b),- a non-enabling reference may qualify as prior art

. for the purpose of determining obviousness under §103(a)”). However, even if the rejection of

“implementing access controls” is read as an obviousness type rejection under 35 U.S.C. §103,. g
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Applicants assert that the rejection must fail because Petal, at best, only makes it ‘obvious to

try’ some unspecified form of security.

“An ‘obvious-to-try' situation exists when a general disclosure may pique the scientist’s

curiosity, such that further investigation might be done as the result of the disclosure, but the

disclosure itself does not contain a sufficient teaching of how to obtain the desired result, or that

the claimed result would be obtained if certain direction were followed.” In re Eli Lilly &

Company, 902 F.2d 943, 945, 14 USPQ.2d 1741 (Fed Cir. 1990). “Obvious-to—try”, however, is

not the standard for obviousness under §103. See, In Re O’Farrell, 853 F.2d 894, 902, 7

USPQ.2d 1673 (Fed. Cir. 1988). For example, the statement in a patent that “the user of the

external field canceling method . . . can allow for gradient fields to be produced with greatly

reduced problems” provided only general guidance as to the form of the claimed invention and

how to achieve it but did not provide sufficient guidance to render the claimed invention

obvious. See, In Re Roemer, 258 F.3d, 1303, 1309-10, 59 USPQ.2d 1527 (Fed. Cir. 2001).

Similarly, the Petal reference does not provide sufficient guidance as to what is meant by

“security” or how to implement such a “security” feature; and certainly does not provide any

guidance on how to implement “access controls” as recited in Claim 11 of the ‘035 Patent.

At best, the statement in Petal that “currently we do not provide any special support for

protecting a client’s data from other clients; however, it would not be difficult to provide security

on a per virtual disk basis” is an invitation-to-try to implement some unspecified security feature

on a per virtual disk basis. The statement does not provide any teaching or suggestion as to

how the security feature would be achieved, much less how “access controls” to allow access

usingNLLBPs would be achieved: Thus, while it may be ‘obvious—to-try’ some unspecified

security feature based on the above-cited statement, one is left completely in the dark as to

how such security would be achieved.

Moreover, the Examiner has not pointed to any art or other evidence in the record such

that one of ordinary skill in the art would have a reasonable expectation of success in

implementing the claimed “access controls” to allow access using an NLLBPin a UDP/ATM

environment to limit access to a particular virtual disk. If the Examiner is relying on his own

knowledge that one of skill in the art would know how to implement “access controls" to allow
acceSs using an NLLBP on a per virtual disk basis in the Petal environment, then Applicants

respectfully request that the Examiner provide an affidavit detailing the data on Which the

Examiner relies for this position, or alternatively allow Claim 11. See 37 CFR 1.107(b) and

MPEP 707.05. '
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5. Claim 12

Claim 12 depends from Claim 11 and recites that “the mapping between devices .

connected to the first transport medium and the storage devices includes allocating subsets of

storage space to associated devices connected to the first tranSport medium, wherein each

subset is only.accessib|e by the associated device connected to the first transport medium.”

Thus, in Claim 12, hosts on the first transport medium are allocated storage devices (or

subsets of storage deviCes) in the mapping such that the allocated storage only is accessible by

those associated hosts on the first transport medium. In other words, storage is allocated to

specific hosts on the first transport medium. This is supported by the Markman Order in which

the court adopted the construCtion that “allocation of subsets of storage space to associated

Fibre Channel devices, wherein each subset is only accessible by the associated Fibre Channel

device” means that subsets of storage are allocated to specific fibre channel devices for

purposes of the ‘972 Patent. See, Markman Order, Exhibit A, pages 6-7.

As discussed above in more detail, the mapping of Petal does not allocate storage to

particular Petal clients, but simply provides a mapping between a virtual disk identification and

physical disk identification. Consequently, Petal does not anticipate Claim 12.

6. Summary

In sum, Petal fails to teach: (1) f‘allowing access from devices connected to the first

transport medium to the storage device using nativelow level block protocols," (2) “mapping

between devices connected to the first transport medium and the stOrage devices” and (3)

“implementing access controls.”

Instead, Petal teaches a system in which‘high level RPC calls in UDP packets must be
transformed into low-level SCSI commands by the Petal server. Further, there is no disclosure, ’

teaching or suggestion in Petal that clients on one side of the Petal server should be mapped to

storage deviceson the other side of the Petal server. Moreover, access controls to allow

access using NLLBPs are not disclosed, taught or suggested in Petal nor is any other security

method. At most, Petal suggests that it would be ‘obvious—to-try’ adding an undefined security

measure, withdut providing any direction as to how to do so with a reasonable expectation Of
success. Therefore, Applicants submit that Petal does not anticipate (or render obvious) the
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present invention as recited in Claim 11, and respectfully requests allowance of such claim.

Applicants also respectfully request allowance of Claims 12-14 as representing further

limitations on Claim 11.

C. Claims 7-10

Applicants respectfully submit that independent Claim 7 is distinguishable from Petal for

similar reasons as discussed above with reference to Claim 11, as well as additional reasons.

For completeness, the Applicants will review the differences discussed above with respect to

Claim 11, but for the sake of brevity will summarize the explanations of these differences rather

than repeating entire arguments already presented.

1. Overview of Claim 7

Claim 7 recites:

A storage network, comprising:
a first transport medium;
a second transport medium;

a plurality of workstations connected to the first transport
medium; .

a plurality of storage devices connected to the second
transport medium; and ; '

_ a storage router interfacing between the first transport
medium and the second transport medium, the storage router

providing virtual local storage on the storage devices to the
workstations and operable:

to map between the workstations and the storage
devices;

to implement access controls for storage space on the
storage devices; and

'to allow access from the workstations to the. storage

devices using native low level, block protocol in accordance with
the mapping and access controls.

Claim 7, thus, specifies a “storage router” that maps between workstations and storage

devices, implements access controls and allows access from workstations to the storage

devices using NLLBP in accordance with the mapping and access controls. . As with Claim 11,

Applicants submit that the system of Petal does not disclose, teach or suggest i) “allow[ing]
access from the workstations to the storage devices" using NLLBP, ii) “map[ping] between the

workstations and the storage devices, and iii) “implement[ing] access controls".
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2. Fetal Does Not Disclose “Allow[ing] Access” From A Workstation Using

NLLBP

The present invention, in accordance with Claim 7, allows workstations to access

storage devices using a NLLBP. A NLLBP, as discussed above, is a set of rules or standards

that enable computers to exchange information and do not involve the overhead of high level

protocols and file systems typically required by network servers. Thus, the workstations

described in Claim 7 can access the claimed storage devices using low level NLLBP commands

which have not been translated from high level commands. '

Petal, on the other hand, teaches a system in which a Petal client issues high level

commands as RPCs in UDP packets, where the RPC calls a function of the Petal server Unix

operating system. The Petal server must transform the high level RPC in UDP into a low level

SCSI command by implementing the called procedure to generate the appropriate SCSI

command(s). Petal, thus, uses a traditional RPC scheme that involves the overhead of high

level protocols typically required by traditional network servers. Consequently, the Petal server

does not allow the Petal clients to access the storage devices using an NLLBP.

3. Fetal Does Not Disclose a “Map” Between Workstations And Storage Devices

The storage router of Claim 7 maps between workstations connected to the first *

transport medium on one side of the storage router and the storage devices located on the

other side of the storage router. This mapping is more than mere virtualization as the storage

router associates workstations with particular storage devices or subsets of storage devices.

Petal does not disclose, teach or suggest a map thatassociates particular devices

connected to the first transport medium with particular storage devices (or subsets thereof).
Rather, Petal teaches that a virtual to physical mapping (i.e., virtualization of the storage

device) takes place. There is, however, no correspondence 'made between the clients and

storage devices (or portions thereof) in the mapping of Petal; i.e., there is no mechanism

disclosed to say,“this client maps to that storage device” on the other side of the Petal server.

4 Consequently, Petal teaches a virtualization scheme n_ot a “mapping" between workstations and

storage devices.
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4. Petal Does Not Provide Access Through “Access Controls”

As discussed above with respect to Claim 11, the sole statement in Petal relevant to

access controls is “currently we do not provide any special support for protecting a client’s data

from other clients; however, it would not be difficult to provide security on a per virtual disk

basis,” does not in fact disclose or teach “access controls" in any anticipatory manner. This

statement provides, at best, a suggestion that it is ‘obvious-to—try’ an undefined security

measure in the UDP/ATM system of Petal. Applicants therefore submit that Petal does not

disclose, teach or suggest a supervisor unit that implements “access controls.”

5. Claim 8 _

Claim 8 depends from Claim 7 and recites that the access controls “include an allocation

of subsets of storage space to associated workstations, wherein each subset is only accessible

by the associated workstation." Thus, the claimed access controls allocate subsets of storage

to particular workstations. Applicants respectfully submit that Petal does not teach this feature

of Claim 8 as Petal does not describe or suggest allocating storage or subsets of storage to

particular clients.

6. Summary

Petal fails to disclose, teach or suggest a storage router which performs the functions of

i) “allow[ing] access from the workstations to the storage devices” using NLLBP, ii) “map[ping]

between the workstations and the storage devices, and iii) “implement[ing] access controls."

Instead, Petal teaches a Petal server that transforms higher level RPC calls in UDP

packets to generate low-level SCSI commands for communicating with storage devices. Also,

there is no disclosure, teaching or suggestion that the Petal server should map clients on one

side of the Petal server to storage devices on the other side 'of the Petal server. Moreover,

Petal does not disclose or suggest prbviding “access controls" as claimed, nor any other

schrity method. At most, it is suggested that it would be ‘obvious-to-try’ adding security

without providing any direction as to how to do so with a reasonable expectation of success.

Therefore, Applicants submit that Petal does not anticipate or render obvious the present

invention as recited in Claim 7, and respectfully requests allowance of Claim 7. Applicants also

respectfully request allowance of Claims 8-10 as representing further limitations on Claim 7.
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ll. Rejections Under 35 u.s.c. §1o3 '

A. Introduction

Claims 1-6 and 10 are rejected under 35 U.S.C. §103(a) as being unpatentable over

Petal in view of Quam, Cummings, Crouse et al., and Piselio et al.

As discussed aboVe, with reference to independent Claims 7 and 11, Petal fails to

disclose, teach orsu’ggest i) “alloW[ing] access from the workstations to the storage devices”

using NLLBP, ii) “map[ping] between the workstations and the storage devices, and iii)

“implement[ing] access controls.” ‘
In order to establish a prima facie case of obviousness, the Examiner must show: that

(1) the prior art references teach or suggest all of the claim limitations, (2) that there is some

suggestion or motivation in the references (or within the knowledge of one of ordinary skill in the

art) to modify or combine the references and (3) that there is a reasonable expectation of

success. M.P.E.P. 2142, 2143; In re Vaeck, 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir.

1991 ). The Examiner must explain with reaSonable specificity at least one rejection —

othenIvise, the Examiner has failed procedurally to establish a prima facie case of obviousness.

M.P.E.P. 2142; Ex parte Blanc, 13 U.S.P.Q.2d 1383 (Bd. Pat Application. & Inter. 1989). When '

the motivation to combine the teachings of the references is not immediately apparent, it is the

duty of the Examiner to explain why the combination of the teachings is proper. Ex parte

Skinner, 2 U.S.P.Q.2d 1788, 1790 (Bd. Pat. App. & Inter. 1986).

Applicants respectfully submit that the Examiner has failed to establish a prima facie

case of obviousness as the references do not disclose, teach or suggest all of the claim

limitations of Claims 1-6 and 10. More particularly, the references do not disclose, teach or

suggest a “supervisor unit” operable to i) “map between devices connected to the'first transport

medium and the storage devices," ii) “implement access controls for the storage space on the

storage devices” and iii) “allow access from devices connected to the first transport mediumto

the storage devices using a NLLBP.” Furthermore, Applicants submit that one‘of ordinary skill

in the art would not be motivated to combine Petal with Quam, Cummings, Crouse or Piselio.

B'. Claim1 _

In rejecting Claim 1, the Examiner relies on the previously discussed rejections under 35

.U.S.C'. §102(b).to identify where various features of Claim 1 are found in the Petal reference.

’ Applicants respectfully submit, however, that. several of the features of Claim 1 which are
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rejected under Petal are not disclosed, taught or suggested by the reference, as discussed

above with respect to Claims 7 and 11. Again, for the sake of brevity the Applicants will

summarize the previously presented arguments rather than repeating them in their entirety.

1. Overview of Claim 1

Claim 1 recites:

A storage router for providing virtual local storage on remote

storage devices to devices, comprising:
a buffer providing memory work space for the storage router;
a first controller operable to connect to and interface with a first

transport medium; _
a second controller operable to connect to and interface with a

second transport medium; and

a supervisor unit coupled to the first controller, the second
controller and the buffer, the supervisor unit operable to map between

devices connected to the first transport medium and the storage devices,

to implement access controls for storage space on the storage devices
and to process data‘in the buffer to interface between the first controller
and the second controller to allow access from devices connected to the

first transport medium to the storage devices using native low level, block
protocols.

Thus, Claim 1 recites a “storage router” with a “supervisor unit” operable to i) “map

between devices connected to the first transport medium and the storage devices,” ii).

“implement access controls for storage space on the storage devices,” and iii) “allow access

from devices connected to the first transport medium the storage devices using NLLBP.” As

discussed above, these claimed features of the present invention allow each host connected to

the first transport medium to access some portion of storage on the storage devices associated

with that host using an NLLBP. ’

2. Petal Does Not Disclose “Allow[ing] Access” From A Workstation Using

NLLBP. ‘ V

' .The present invention, in accordance with Claim 1, allows workstations (or other host

devices) to aCcess storage devices using an NLLBP. , An NLLBP, as discussed above is a set

of rules or standards that enable computers to exchange information and do not involve the

overhead of high level protocols and file systems typically required by network servers. Thus,
the devices of Claim 1 connected to the first data transport protOcol can access the storage

devices using commands that do not'require translation from a high level protocol to a low-level

protocol. ‘
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The Examiner again relies on Petal for the rejection of this limitation of Claim 1. Petal,

however, teaches a system in which'a Petal client issues high level commands as an RPC in

UDP packets. The RPC subsequently calls a function of the Petal server Unix operating

system. The Petal server must then transform the RPC in UDP to generate the appropriate

SCSI READNVRITE commands. Thus, Petal uses a traditional RPC scheme that, like the prior

art systems the invention of the ‘035 Patent was designed to overcome, involves the overhead

of high level protocols typically used by traditional network servers. Consequently, the Petal

server does not allow the Petal clients to access the storage devices using an NLLBP. Thus,

Petal does not (and cannot) show a “supervisor unit" operable to “allow access from devices

connected to the first transport medium the storage devices” using NLLBPs.

Moreover, the Examiner does not particularly point out where this feature of the present

invention can be found in the other references. Therefore, Applicants respectfully request that

the Examiner allow Claim 1. I

3. Petal Does Not Disclose a “Map" Between Devices 0n The'First Transport .

Medium and Storage Devices

The “supervisor unit” of Claim 1 maps betWeen devices located on one side of the .

storage router and the storage devices located on the other side of the storage router. This

mapping is more than mere virtualization as the supervisor unit associates workstations or other

devices on one side of the storage router with particular storage devices.

The Examiner again relies on Petal in rejecting this limitation of Claim 1. Applicants

respectfully submit, however, that Petal does not disclose, teach or suggest a unit that maps

between devices connected to the first transport medium and storage devices connected to the

second transport medium. Rather, Petal teaches that a virtual to physical mapping of the

storage itself (i.e., virtualization of the storage devices). There is no association made between

the clients and storage devices (or portions thereof) in the mapping of Petal. In other words,

there is no mechanism disclosed to say “this Vclient device maps to that storage. device” on the

other side of the Petal server). Consequently, Petal teaches a Virtualization scheme, mat a '_

mapping between workstations and storage devices. .

Applicants further submit that Examiner has not pointed out where this feature of the

present invention can be found in the other references and therefore has not'made out a ‘prima
facie case of obviousness. Therefore, Applicants respectfully request withdrawal of the

rejection and allowance of Claim 1.
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4. Petal Does Not Disclose, Teach or Suggest The “Access Controls" Limitation

Of Claim 1 .

As discussed above, the statement in Petal that “currently we do not provide any special

support for protecting a client’s data from other clients; however, it would not be difficult to

provide security on a per virtual disk basis” is, at best, an ‘invitation to try’ to a security feature,

and not necessarily providing “access controls” to allow access using NLLBPs on a per virtual

disk basis. The statement does not by itself provide any teaching or suggestion as to how the

-“access controls" recited in Claim 1 can be achieved._

Thus, while it may have been ‘obvious-to-try’ a security feature based on the above-

cited statement, one of ordinary skill in the art is left completely in the dark as to how such

security feature would beachieved, much less how one would achieve “access controls” using

NLLBPs as recited in Claim 1. As the cited case law points out, an invitation to try afeature is

not enough in an of itself to render a claimed invention obvious. I

Moreover, the Examiner has not pointed to any art or other evidence on the record such

that one of skill in the art would have a reasonable expectation of success in implementing

access controls for a UDP/ATM environment. I V

5. There Is No Showing That The Remainder Of The References Contain The

Limitations Missing From Petal I

The Examiner relieson Quam, Cummings, Crouse and Pisello in rejecting protocol and

hardware Specific features of the claimed’invention. Applicants note, however, that the

Examiner has not pointed out where these cited references make up for the deficiencies of

Petal with respect to allowing access from a device connected to the first transport media to a

storage device using a NLLBP, mapping, and access controls. As these features are not

disclosed or taught in Petal, as discussed above, and are not pointed to in the other references,

the burden of making out a prima facie case of obviousness has not been met. Therefore, A

Applicants respectfully request allowance of Claim 1.

C. Claim 2 _

Applicants respectfully submit that Claim 2 depends from Claim 1 and represents further
limitations thereon. With respect to Claim 2, the claim recites that the “supervisor unit”

“maintains and allocation of subsets of storage space to associated devices connected to the
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first transport medium, wherein each subset is only accessible by the associated device

connected to the first transport medium.” As discussed above in conjunction with Claims 8 and

12, the access controls allocate subsets of storage to particular devices on the first transport

medium (e.g., workstations). Applicants respectfully submit that Petal .does not disclose, teach

or suggest this feature of Claim 2 as Petal does not describe or suggest allocating storage

devices or subsets of storage devices to particular clients. Therefore, Applicants respectfully I

request allowance of Claim 2. V ' '

D. Claims 3-6 and 10

Applicants respectfully submit that Claims 3-6 and 10 depend directly or indirectly from

Claims 1 and 7, respectively. Therefore, Applicants respectfully request allowance of these

claims as representing further limitations on the respective independent claims and any

intervening claims.

E. Summarylehere is No Prima Facie-Showing of Obviousness

Applicants respectfully submit that the Examiner has failed to establish a prima facie'

case of Obviousness for Claims 1-6 and 10 as the prior art references do not disclose, teach or

suggest all of the claim limitations. Specifically, the prior art cited by the Examiner does not

appear to teach a “supervisor unit” that is operable to i) “map between devices connected to the

I first transport medium and the storage devices,” ii) to “implement access controls for the

storage space on the storage devices" and iii) to “allow access from devices connected to the

first transport medium to the storage devices using a NLLBP.” While the Examiner has

provided a detailed discussion of Petal to attempt to show where these features are found,

Applicants respectfully submit that Petal does not disclose or teach the claimedlimitations, as

discussed above in relation to the § 102 rejections. Furthermore, the remaining cited

references (QUam, Cummings, Crouse and Pisello) do not make up for the deficiencies in Petal.

Accordingly, Applicants respectfully request allowance of Claims 16 and 10.

Ill. Conclusion

' Applicants appreciate the Examiner’s diligence in issuing thorough office actions in

multiple reexamination cases so quickly. Applicants respectfully submit, however, that Claims
.7-9 and 11-14 are distinguishable from the prior art Petal reference, and that Claims 1—6 and 10 .
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are distinguishable from the Petal, Quam, Cummings, Crouse and Pisello references.

Therefore, Applicants respectfully request allowance of all claims subject to reexamination.

Applicant has now made an earnest attempt to place this case in condition for

allowance. Other than as explicitly set forth above, this reply does not include an acquiescence

to statements, assertions, assumptions, conclusions, or any combination thereofin the Office
Action.

For the foregoing reasons and for other reasons clearly apparent, Applicant respectfully

requests full allowance of Claims 1-14. The Examiner is encouraged to telephone the _

undersigned at the number listed below for any questions or issuesthat arise during this

procedure, and specifically for discussion and/or prompt action in the event any issues remain. -

This Reply was served via First Class Mail on April 6, 2005 to Larry E. Severin, Wang,

Hartmann& Gibbs, PC, 1301 Dove Street #1050, Newport Beach, CA 92660 and William A.

Blake, Jones, Tullar & Cooper, PC, PO. Box 2226 EADS Station, Alexandria, VA 22202.

The Director of the US. Patent and Trademark Office is hereby authorized to charge

. any fees or credit any overpayments to Deposit Account No. 50-3183 of Sprinkle IP Law Group.

Respectfully submitted,

Sprinkle IP Law Group

Attorneys for Applicant

ohn L. .Adair

Reg. No. 48,828

Date: April 6, 2005

1301 W. 25‘h Street, Suite 408

Austin, TX 78705

Tel. (512) 637-9223

Fax. (512) 371-9088
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UNITED STATES DISTRICT COURT.
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- CEAPARRAL NETWORK .§

. STORAGE, INC. (5

CROSSROADS SYSTEMS, (TEXAS), INC. §

vs. ' ' § N0. A 00 CA' 24's SS . .

PATHLIGHT TECHNOLOGY, INC. §

.. .ORDER. ..~..' e

BE IT REMEMBERIE) mm on the 25" day of July 2000 the Court, in accordance with

, Mariam v. Westview Instruments, 11:01.52 Fad 967 (Fed. Cir. 1995), amt, 116 S. Ct. 1334 (1996),-

held a‘ hearing at which the parties appeared by representation ofcounsel and made oral arguments

-. on their prooosed. claims construction. At the hearing, the parties presented a Joint Stipulation of

Claim Construction, indicating thatthe parties have agreed uponthe definitions far seyenteen terms .

I'andlor phrases in. U.S. Patent No. 5,941,972 (“the ‘972 pateru”), and that only ten terms and/or

phrasesInthe ‘972 patent‘remain in dispute. After considering thebriefs, the case file as a whole,

andtheapplicable law, the Court enters the following opinion andorder. I

1. Standard for Claims Construction

The construction of claims, or the definition of the terms used in the claims, is'a matter of

lawforthe Court. When adopting a claim construction. the Court should first consider'theintrinsic

evidence,whichmcludec‘the‘clmrngthe'spemfieatwn,andtheprosecutionhistornyee—Vitronfcs

34 ' ‘ RECEIVED
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Corp. v. Canceptronic. Inc, 90 F.3d 1576, 1582 (Fed. Cir. 1996) (explainingthat intrinsic evidence

—-~—-—— --——,——is:‘the.mostsignificant.someoflthelegallympemfiyemeaning.oidispuied,claiin_languggefj)__-Nm__________:

surprisingly, the startingpoint is always “the words oftheclaimsthemselves.” Id: see also Comark

.Corizmuriicatianr, Inc. v. Harris Corp, .156 F.3d 1132, 1186 (Fed-Cir. 1998). The words of the
- claims are generally given their ordinary and customary meaning, unless the patentée intended to

use a “special definition of the term clearly stated in the patent speeification or file history”

Vitmm’cs, 90 F.3d at 1582. Thus, the Court must reviewthe specification and file history to
determine whether the patentee intended to use any such “special” definitions. See id. The

. specification and file history may also heconsulted as general guides forclaim interpretation. See

.Comark,156 F.3dat 1186. ' i '

The specification and file history, however, are not substitutes forthe plain language ofthe

claims. The specification is not mu’uit to describe the full scope ofthe patent— it includes only a

written description ofthe invention, sufficient to enable a-persori skilled in the art to make and use

it as well as the invention’s “best mode.” SeedS U’.S.C. § 112. Thus, the claims'may be broader

thanthespecification, and generally shouldnotbe Confincdto tlieexamples orthe inventionset forth

in the specification. See Comark, 156 F.3d at 1187 (“Although the specification may aid the court
in interpreting the meaning of disputed claim language, particular embodiments and examples
appearing in' the specification will not generally be read into the claims”) Indeed, the Federal

Circuit has repeatedly emphasimdthat “limitations from the mification are not to bereadinto the

claims.” Id at 1186.

" In addition to examining the intrinsic evidence the Court may, in its discretion, receive
extrinsicevidence regarding the properconstructionofthepatent’5 terms. SeeKeyPharmaceuticals

-2.
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s v. Herc-on Labs; Corp, 1'61 F.3d 709,716 (Fed;Cir. 1998) (“mrial courtsgenetally canhear expert

testimony-for. background and education on the technology implicated by the presented claim
construction issues, and trial courts have broad discretion in this regard”). The plaintifi‘ has

i provided an expert aflidavit and the'defendant has provided excerpts from Several dictionaries as

extrinsic evidence concerning the construction ofthc terms of the ‘972 patent.

II. “implements‘accecs controls'for storage space on the SCSI storage devices”

this phrase is used in claims“ 1, 10 and 11‘ ofthe ‘972 patent. The parties dispute whether

' the phrase refers to é‘a<:cess comm I” only r6: certain subsections ofa divided SCSI storage device,
4 or whether it also includes liniiting access to entire undivided SCSI storage devices. The plaintifi"

argues thephrase includes hath kinds ofaccess controls; the defendants say the phrase refers only
' to access contrbls for varietis' subsections within a single divided SCSI storage device. The

defendants alsoargue'theplaintifi’s constiii’ction is improperbecause, ifadopted, it will resulthim

‘972 patent being invalidated by prior art.

The plaintifi“proposes the following definition: “provides controlswhichlimitacompiiter’s
' access to a specific subset of storage devices or sectitms ofa single storage device.” See Plaintiffs

Bnef, at 20. The defendants propose the phrase shoiild be defined as ‘jiartifions the storagespace i
on each one ofthe SCSI storage devices and defines the accessibility ofeach resulting partition.’

see Defendants’ Brief, R2. The Court agteeswiththeplajntin. '

The intrinsic evidenceofthe ‘972 patent showsthe.plairitifi"s inventionis intendedlto restrict

access both to subsections ofa SCSI storage device, as well as to entirqundivided SCSI devices.

First, the plain language of this phrase refers onlv'to‘storage space” and does not limit the space

’“"—f“—-T3-—’—__—._'_—'~_—M-
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only to subsections ofa divided SCSI storage device. Second; Figure 3 ofthe ‘972 patent Supports
a broadreading of this phrase. Figure 3 shows three SCSI- storage devices, two of which are  

undivided (60 and 64). The third device'(62) is divided into foursllhsietifions ofstorage space. From

the simple labeling on Figure 3,. it is clear thattheentire, undivided storage device (64) is meant to

be accessed only by a single workstation (computer :13). Thus, Figure 3 expressly shovvs that the

plaintifi’s invention contemplates using “access controls” for an entire, undivided storage device as
well as for the divided subsections wrth-in a single storage device.1 Third, the language of the

specification expressly describes limiting access to an entire, mdivided SCSI storage device.

Specifically,1n refen-ing to Figure 3, the specificatiOn states “storage device 64 can be allocated as
storage for the remaining workstation 58 (workstation 5).” See ‘972 Patent, at 4:20—4“21 At the

. hearing, the defendants“ counsel arguedthat, simplybecause Figure 3 describes this feature does not

mean the feature was intended to be part ofthe claimed invention. The Court soundly rejects this

argument. Figure 3 is meant to be an example of how the plai'nfifl’s cla'imedinvention can be

.implemented. and the specification clearly describes this‘figure as illustrating one irnplementation
ofthe claimed invention. Adopting the defendants’ argument would ignore a fiJndamental principle

ofclaims consuuetiom oftrepeated inthe defendants’ briefand oral arguments, thatthe specification '

'is “the single best guide to the meaning ofadisputed term.” see Vin-antes, 90 F.3d at 1582. Finally,

the defendants correctly point out that the specification also refers to the single, undivided storage
. device (64) as a “partition (i.e.,logieol son-age definition)? See ‘972 Patent, at 4:-44 4:47. Rather

than compel‘the defendants’propose-d consmlction. however. this language supports the plaintiffs

I rigwne'a also discloses 4 and the defendants do not dispute 4' that the plaintifi’s invention
contemplates limiting access to various subsections of the divided SCSI storage device (62).

' - 4,. i '
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argument at the hearing that a discrete unit ofstorage— whether an entire SCSI storage device or a
subsection within that device — em be refer to ma “partition."

The defendants also argue that,even ifthe intrinsic evidence suppbrts the plaintifi‘s proposed

definition, this definition"is nonetheless'improper because it' would. cause the ‘972 patent toread

directlyuponpriorart(and therefore beinvalid). Itisu'uethat“claims should beread inawaythat '-
‘avoids ensnaring prior art if it is possflile to do so.” Ham‘s Corp. v. IXI’S Com, 1-14~F.~3d 1149,

:1153 (Fed. Cir. 1997). However, the defendants have not shown that the prior art at issue '—the Lui

patent —would bef'ensnared” by adopting the plaintifi’s definition. Importantly, the Lui pate'ntwas

partofthepriorart expressly considered by thepatent examiner before grantingthe ‘ 972 patent. The "

patent examiner apparently didnotuse the Lui patent to rejectasingle claim inthe ‘972 patent. The

patent examineralso did not issue anOfficeActionrequiring'the piainiirrio distinguish itsmention .

__ from the Lui patent on-access control (or any-other).grounds. Although the Patent Office is not the

model ofefficiency or flioroughness, itsfailure to eite the Lui patentas potentially invalidating prior

' art creates a strong presiunption that-the Lui patent does not read upon the plaintifi’s claimed
invention. In addition, it does not appear to the Court that the Lui patent reads upon the ‘972

p . claimed invention. While the Lui patent does disclose asystem ofFibre Channel computers and
_SCSI storage devices, see Defendants' Briefi-Ex. 6, at 2:53 - 2:65, the similarities and there. The

Lui patent eoncems an invention of“bypass circuits" used to “prevent the failure ofany device” in

the system. See id, at Abstract. The invention of the Lui patent is not concerned with the swifi

transfer of information across a router, and thus does not disclose techniques formapping,

. I 2 The Court eaqiresslynotes, however, thatitisnotdefimngtheterm"partition” inthisorder,
asthat term is not usedin the ‘972 claim language. -

-51
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implementing access controls, ore memory buffer.3 At the hmring, the defendants’ counsel

suggested that Figure 2 of the Lui__patent discloses the claimed invention of the ‘972 pate
HoWever, Figure 2 ofthe Lui patent is not a part of the Luiinvention; ratherit is an intimation of

a«“conventional” network system thatthe Lui invention allegedly improves upon. See id at 3:66;

TheCom-t rejects the defendants’ argument that “conventio " network systems also read directly

upon the ‘972 claimed invention. The patent examiner may have let one piece ofpriorart slip by; _

he or she would not have missed a “conventional” network system directly applicable to the

plnintifi‘s claimed invention.

In sum, the Court will adopt the plaintiff’s proposed definition~ and construe the phrase

"implementsaccess controls” inth‘e, claimsofthe ‘972patent .to menu “provides controls which limit

encomputer’s access to a specific subset of storage devices or sections ofin single stomge‘device.”
III. “allocation‘of subsets of storage space to associated Fibre Channel devices; wherein

‘ each subset is only accessible hy the associated Fibre Chanel device;

The dispute here is essentially the same as in thepreceding'section. This phrase is used in

claims 2, 8 and r2 ofthe ‘972 patent. As it did 'with the “implements access controls . . ." phrase;

the plaintiff argues the "allocation. . .” phrase means that specifierFibre :Chamteldevrcesmnhe -

allocated storage spaceonsubsections ofasingle SCSI storage device and on entire, undivided SCSI
storage devices. Thedefendants sticktotheirgeneral argmnent onthis'issue, and contendthe phrase '
 

3 The defendants arguethese features are‘“implicitly”found inthe Lui Specification 'andm '

______._...____any_event_wmcfiisclosed.in”otherprior.art._See_Defendantsjrief.at-12andn.1.Jim.Court}rs.not
persuaded that these features are “implicitly” disclosed by the Lui patent, and the other prior art
briefly referencedby the defendantsmakes nomentionofcombining that prior artwith the invention
ofthe Lui patent, or vice-verse.

-5-
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means storagerspaee canonly be allocabd on subsections 'ofa singlediVided SCSI storage device.

Both parties agree this-stomgespaee, however it is defined, can only be accessed by the specified - '

Fibre Channel devicets).

The plaintifl’s preposed definition is “sdb'sets ofstorage space are allocawd to specific Fibre

‘Channeldevimeef' See Plaintiffs Brieflat 26; The defendmits-say the phrase shouldbe defined to

mean “one or more partitions thatare only accessible by a single Fibre. Channel device};- See
Defendants’ brief, Ex. 2. For the reasonsdiseussed inthe preceding section, the Court-adopts the

plaintiffs proposed constriction.- .
IV." “supervisor'unit” -

Thisterm is used in claims 1, 2 and-1'0 ofthe. ‘972 paten't.‘ The‘plaintifi'eontends-this term

should be defined as ~“a'mieroprocessor programmed to proCess data in'a buffer in'brdef tojmap

between Fibre Channel devices and SCSI devices and Which implements access controls.” See

Plaintiff’s Brief, at 25. The defendants argue the term should be defined as “an Intel 809mm

processor” with several specific features. See Defendants’ Brief, Ex. 2.

The defendants arguetheir consttuetion is mandated by the means-plus-function analysis 'of

§ 112(6) of the Patent Act, because the claims of the ‘972 patent (lo-not adequately describe the

“supervisor unit” to'be used. See Defendants‘ Brief, at 15717; The plaintiff argues that .§ 112(6)

does not apply because the term “means” is not used withthe term f‘suoervisor unif’and because
theterm “superviSor imit” is adequately described by other claim language in the ‘972 patent See

Plainuffs.MarbnanExh1'bits,at35-39J ‘ I
Section 112(6) of the Patent Act provides that when ,a damrefers Itoithe sham for” a

-7;
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specific set, but fails to adeqira‘tely- describe these means, the'means then must be defined by
  

includethe term“means,” there'18 apresumptionthat the § 1 12(6) means-plus-function analysis does

not apply. See Al-Site Corp. v. .VSIInr'I, Inc, 174 F.3d-1308, 1318 (Fed..Cir. .1999) (“[W]hen an

element ofaclaim does not use the term ‘means,’ treatment as ameans-plus—fimction claim element

is generally not appropriate"). To overcome this presumption, the party seeking to apply § 112(6)

. must show the claim language at issue is purely functional and thatother claim language does not

adequately describe the disputed term. See. id ("When-it is apparent that the element invokes

purely functional terms,withouttheadditional recital ofspecific structure ormaterial forperforming .
that function, the claim element maybe a rheans-plus-funetion elementdespite the lack ofexpress .

means-plus- functi’on language”). From a reviewofthe claim language as a whole, the Court agrees

with the plaintifi' that the .term “supervisor unit” is not purely functional, but refers instead to 'a
geese that can performthe tasks. specifically listed in the claim language of the “972- patent.

Specifically, claims 1,2and 10 ofthe ‘972 patentdescn'bea“supervisorunit”thatcan: (1) maintain

andmap the configuration ofnetworked Fibre Channel and SCSI storagedevices; (2) include in this ~

configuration. an allocation of specific storage space .to Specific Fibre Chmel devices; (3) .
implementaccess controls for the SCSI storage deirices; .md (4) process data in the storage router’s

buffer to allow an exchange between theFibre Channel and SCSI storage devices. See ‘972 Patent,

 

" Sech'on 112(6) reads as follows: “An element in a clairn for a combination may be
expressed as a means or step for per-fanning a specified function without the recital of structure,
material, or acts in support thereof, and such claim shall be construed to cover the corresponding
structure, material, or acts described'in the specification and equivalents thereof.” 35 U.S.C. §

112(6).

-s-'
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atClairns 1, 2 and 10. Thesearethesametasksdescribedintheplainfifl’s pmppseddefinition. In‘

addition, the specificatiOnexpresslydefines the “supervisorunit” as “amicroprocessof’ (acomputer
chip) and specifically as “a microprocessor for contrOlling operation of- storage router 56 and to
handle mapping and security access forrequests between Fibre Channel 52 and SCSI bus 54.” See

id at 5:7- 5:10. However, neither the specification (nor the claim language) limits the ‘972 patent
to thespecific Intel computer chip referenced by the defendants. Although the defendants correctly ‘

v point out that the Intel 80960 chip is the only computer chip expressly named in the ‘972 patent and
the specification describes many features this chip, the defendants fail to note that the Intel 80960~..

, chipIS listed as only“one implementation” ofthe claimedinvention’5 microprocessor.See ‘972 '
Patent,- at 5:63. The defendants are attempting cxactlywhat the Federal Circuit prohibits — to limit

the claims'to thepreferred embodiment and examples ofthespecification. “This courthas cautioned

against limiting the claimed invention to preferred embodiments or specific examples in the

specification.” Comark, 156 F.3d at 1186 (quoting Texas Instruments, Inc. v. United Staies‘Int’l

Trade Comm 'n, 805 F.2d 1558, 1563 (Fed. Cir. 1988)). The Court will not use an example of“one

_ implementation” in the specification to limit the plain language of the claims.Accordingly, the .
Court adopts the plaintifi’5 definition of“supervrsorunit” and will construe that term asusedmthe

claimsofthe ‘972 patentto mean “a microprocessorprograinmed to process data inahufi'erinorder

I to map between Fihre Channel devices and SCSI devices and which implements access controls.”

5 V. ‘ “SCSI storagedeyices? ,

This term, is usedin‘claims 1,4, 7. 9-11 and 14 ofthe ‘972 patent. The plaintiftargues that

this term essentially needs no further definition because the term SCSI is. so well-known in the

industry, but proposes that the-term can be further defined as “anystora'ge device including, for ‘

A 00481
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examplea'mpe drive, CD-ROM drive, or a hard disk drive that understands the'SCSI protocol and

_c_an_cormmmicate__’_using,tm_S_C_Si.11r_OLQ§0L-:_Sgflai_ltfifls_Bficflat 1.8;,_.'I.‘he_defendantsargue_the_
term should be defined as “any storage device that uses a SCSI standard and has a unique

BUSTARGET:LUN address.” SeeDefenda'nts’ Brief, Ex. 2. .

The Court agrees with the plaintiff. ' Essentially, the defendants 'eontend their narrow
definition should be used because it “comparts‘with‘972 specification” and as discussion ofSCSI

storage devices. See Defendant’s Brief,- at 14. However, the specifieation'language referred'to by V
the defendants'is only one example of how the SCSI storage device addressing scheme “can” be
represented. See ‘972 Patent, at 7:39. Again, the defendants are impermissibly trying to limit the

claim language to an example given in the specification. See Comark, 156 F.3d at l186—8’L Forthe

sake ofextra clarity, the Court will adopt the plainfifi’s proposeddefinition for this term.‘

VI. “process data in‘the‘bufierk I

This phrase is ”used in claims land marine ‘972 patent. The pleadeagues the balm is

adequately defined on its own and by the surrounding claim language. The defendants contend the
phrase'should be defined as “to ”manipulate data in the bufi'er in a'manner’to (a)achieve mapping

‘ betWeen Fibre Channel andSCSI devices, and (b) apply ac‘cess'controls‘and routing functions.” See

Defendants’ Brief,Ex. 2.

The plain language ofclaims 1 and 10disclosethatth‘esupervisorunit (the microprocessor)
processes data'in the buffer “to interface between the Fibre Channel controller and the SCSI

. controller'to allow aceess from Fibre Channel initiator devices to SCSI storage devicesusing the -

native low level, block protocol in accordance with the configuration” See ‘972 Patent, at Claims ‘

l and 10. This language adequately deseribes what it means to “presses data in the bufl‘er" for these V
' - 10 -
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claims. Simply because the specification may useslightly different language to describe this

“processing," see id at 5:18 - 5:20, does not entitle the def-dams to adopt the specification

language over dieplain language ofthe claims. The Court will not further define this phrase.

VII. “storage router”

'Thiswtennisusedin claims 1-7 and 10 ofthe ‘972 patent. The plaintiffargues theta'm needs

‘ no further definitionforclaims 1-6, and for claim 7 it should be defined as “adevice which provides

virtual local storage,- maps, implements accesscontrols, and allows access using native low level

block protocols.” See Plaintifi’s Brief, at IL The defendants contend the term should mean “a

bridgedevice that connects eFibre Charmellink directly to a SCSI bus and enables the exchange oi
SCSI commandset infatuation between application clients on SCSI bus devices and the Fibre

Channel links.’_' See Defendants’ Brianne 2. x

i Thedefendantsdonotmake any argument fortheirproposeddefinitionintheir brief, and did ‘
not discuss the tenn at the July 25 hearing. In their notebook of exhibits presented at the hearing,

the defendants include one page which supports their definition with'a quote fi'om the specification.
See Defendants’ Mariana): Exhibits, “Markm'ah Presentation” Tab, at 22. This argument is

disingenuous. The specification language quoted by the defendants is immediately followed by

several sentences furtherdefining “storage routers? Indeed; the next sentence begins “Further, the

storage router applies access controls .‘ ."‘ See ‘972 Patent, at 5:30. The defendants’ attempt to

limit theterm“storagerouter” to one ofseveral descriptive sentences in the Specification is notwell- .

. taken. In addition, the Court finds the term “storage router,?’ as used in all claimsofthe ‘972 patent.

isadequ'ately’descn’bedby theadditional'languageofthe claims, which discloses indetail the various

functions and/or qualifies ofthe storage router. The Court will not further define this tenn.

___...___-___.______._.__._1.1__‘
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V111. “map” ‘ - o '.

  

means “to .create a path from .a- deuice on one side ofthe storage router to a deviceon the other side

'ofthe router, ie. from :1me Channel dew/ice to a SCSI device (or vice-Versa). A ‘map’ contains

a representation ofdevices on each side ofthe storage router, so that when n device on one side of

thestorage router wants to communicate to a detiee on the other side of'the storage-router, the

. storage routercan connect the devices." See Plaintifi’s Brief, at 22. The defendants argue the term

I means {to translate addresses”. See Defendants” Brief," Ex. 2.

In support oftheir’. definition,‘ the defendants point only to a dictionary definitioniiotidma'pi"

See Defendant‘s" Briefiat 2'1‘3 and Ex. 4. Theplaintifi‘, on the other hand, cites to specific portions

of the specification that support its definitions ofman-(both as a verb and a. tram) as uséd in the

claims ofthe ‘972patent. SeePlaintiff’s Brief; at22 (citing ‘972 Patent, at l’ :66 -.2:5 and 6:65 - 7:6).

Because intfinsicevidence is'far more salient than odietionmy definition, and because the Court _

agrees that the specification langnnge cited by the plaintifi‘ supports its construction of the terrn

“map,” the Court will adopt’the plainfifi’s proposed definition 'ofthis term.

lX. ' “Fibre Channel protocol unit” and “SCSI protocol unit” I

V These terms are usedrin clainis Sondfi {tithe ‘972 patent. The plaintifl‘ contends‘these -
pioneershonld be defined as 4aportion ofthe‘ Fibre Channel controller which connects to the’Fihre

. Channel transport medimn”'an'd “a not-(ion ofthe SCSI controller which interfaces to the SCSI bus.”

See Plaintiff‘s Brief, at 27. The defendant's say the terms mean “lilock and equivalents thereofthat

I connects to the Fibre Channel tronsport medium” and .“block andequivaienis thereofthat connects '

to the SCSI bus transport medium.” Seé‘Defendants’ Briers; 2.

tn-
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The deféndantsarguetherneans-plus—fimcfion analysis of§ 112(5) shouldnpplyherebecause .

the items are well-known and are not defined in two dictionaries cited by the defendants. See

_ Defendants" Brief, at 7-8, 14-15, Ex. 4 andEx. 5. However, the defendants do not indicate‘how the

. tennshould be defined-in reference to the specification, and in fie! contend “the ‘97-2 specification

fails to reveal any struetureieorresponding to the claimed fimction.”~ See id at 8 and-15. Ille

- defendants then propose the word “block” should be used try-describe these terms because the

“protocol units” are “simpbt depicted as a block within the diagram ofFigure 5” ofthe"972 patent. ‘

See id. This reasoning is wholly unpersuasive. Simply because a figurei'n the patent physically

depicts the protocol with a block-like shapeglt does not follow that the units should be defined-

as “blocks or equivalents thereof.” Underthat reasoning. the SCSI storage devices, Which are

ohysicauydepioted ns cylinders in the ‘972 patent'oonldrhe defined simply as “cylinders, oil drums

or monkey barrels, or equivalents thereofi” As the plaintifi'correctly points out, the language of

claims 5 and 6 plainly states that thef‘prohoeol units” for both devices are part ofthe “‘c'ontrollers”

for, the devices, and areintfided to “connect” the deviees to various “transport media” (Leno

various cables). See ‘972 Patent, at Claims 5 and 6. Accordingly, the Court adOpts the pl-ainfifi’s

definitions for these tenns, and will construe the terms to mean “a portion of the Fibre Channel‘

controller which connects to the Fibre Channel transport medium” and “a portion of the SCSI

controller which interfaces to the SCSI bus.” I

X... “interface”

In their Joint Stipulation ofClaim Consnnction, the parties claim the meaning ofthe term

“interface” is in dispute. However, this phrase is not discussed‘in any of the parties' briefs, and

neither side presented an argument at the July 25 hearing as to why the term is disputed. Thisterm
.—'_13:——_-—~——~—————
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has ésmdard and mdinary meaning—even boa fedm'al judge4and tthourt Will'not filrthér define

it-

Xl. Undfipnted Terms . I

Finally, in their. Joint Stipulation ofClaim Construction, th'étpartiw have siipulatedm the

obnsfrucfion of 17 Other terms in the ‘972 parent. The Com will thereforg Adapt these stipfilaied.

constructions, solely for the-pmpose ofthis lawsuit.

Acobrdingly, the Court-enters the following order:

‘ITIS ORDEREDthattheattached‘consuuction ofthepatentclaimswillbe incorpbranedinto.a

any jury instructions giv- in this cause and will be applied 'by the Court in ruling on the issue;

raised in summary judgment.

SIGNED onMday ofJuJy 2000.

 

  STATES . TRICT JUDGE

-14-
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CONSTRUCTION or CLAIMS " , -

U.S.PATENT N0.5,941,9‘72' ‘

i Terms

The phrase “implnents accesscontrols for storage space on the SCSI storage devices“ means

provides controls which limit a computer’5 access to a specific subset ofstorage devices or sections
ofasingle storage device.‘ _

‘ The phrase “allocationofsubsets ofstorage space to associatedFibre Channel devices, whereineach
subset15 only accessible by the associated Fibre Chanel device” means subsets ofstorage space are

allocated tospecific Fibre Channel devices. .

‘supervisor unit” is a microprocessor programnedto process data'm a bufferm order to map
between Fibre Channel devicesand SCSI devices and which implements access controls '

A “SCSI storage device” is any storage device including, for example,atape driveCID-ROM drive;
or a hard disk drive that understands the SCSI protocol and can communicate using the SCSI
protocol.

The term “map” means to Greater! pathfrom a device on one side ofthe'storag‘e router to a device
on theother side ofthe router, Le. fiom a Fibre Channel'device to a SCSI device (orvicewersa), A

.__..__.I “map” contains a representation ofdevices on each side ofthe storage router, so thatwhen adevice
on one side ofthe storage routerwants to communicate with adevice on the other side ofthe storage
router, the storage router can connect the devices. .

A “Fibre Channel protocol 1111i?"15 a portion ofthe'F1bre Channel controller which connects to the
Fibre Channeltransport medium.

A “SCSI protocol unit”15 a portion ofthe SCSI controller which interfaces to the SCSI bus.
Stipulated-l Undisputed Tm

A “butter” is amemory- device that is utilized to temporarilyhold data...

A “direct memory access (DMA) interface” is a'device that acts under little or no microprocessor
control to access memory for data transfer; '

A “Fibre Channel” isa known high—speed serial interconnect the structure and operation ofwhich ’

isdescribed, forexample,’1nFibre Channel Physical and Signaling Interface(FC-PH). ANSI X3 .230
Fibre Channel Arbitrated Loop (PC-AL), and ANSI X3.272 Fibre Channel Private Loop Direct

Attach (FC-PLDA)

 
We_._l_,. _
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A “Fibre Channel contmiler”is a device thntinterfaces with 3 Fibre enamel n‘ansport medium

A“Fibre Channel device”is any device, suchasacomputer, thatunderstands Fibre Channelprotocol
““—‘—""""*“andcan'€ofif”ummte’“‘fis‘m—gFib’fEChann—T: 35556617”

“Fibre Channel protocol” is 'a. set ofrules that apply to Fibre Channel.

A “Fibre Channel transport medimn” is 21 serial optical or electrical commtnficetion‘s link that
connects devices using Fibrc'Channel protocol.

A “first-in—firfi-outqueuéis’a mhlfi-‘elerrient data structure from which elements can be removed
only in the same order in-which they were inserted; that is, it follows a first‘in, first out" (FIFO)
constraint. 1 -

A "hard disk ”drive” is a well been magnefic storage media, and includes a SCSI hard disk drive. ‘

An. “initiator device" is a device that-issue's requests for data or storage.

_“Maintain(ing) a configuration”. means keepfing) a modifiable setting ofinformation. -

A“native low level, block protocol” is a set ofrules or standards that enablecomputers to exchange
' information and do not involve the overhead of high level protocols and file systems typically

required by network servers. . ‘ 1

A “SCSI" (Small computer System‘lnterface) is ahigh speed parallel interface that may be usedto
connect Components ofa computer system

_ A “SCSI bus transport medium"is a cable consisting ofa group‘ofparallel wires (normally 68}“that
forms a- communications path between a SCSI storage device and another device, such as a

A “SCSI controller” is a device that interfaces with the scsi bus transport medium. 1

“Virtual local storage" is a specific subset of overall data stored in storege devices that§has the
appearance and‘characteristics oflocalstorage. - ‘

A“workstation" is aremote computing device that'connects to the Fibre Channel, and may consist
. of o. personal computer. '

:16-
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the United States Postal Service as First Class MailIn an

PO. BOX 1450 envelope addressed to Commissioner for Patents. P. O. Box
1450 Alexandria VA 22312-1450 on Marchm 2005

Alexandria, VA 22313-1450 P 7
Janice Pampell

Dear Sir:

 
This notification is filed for the sole purpose to inform the Examiner of status of ongoing

litigation involving United States Patent No. 5,941,972 (the “972 Patent’) and United States

Patent No. 6,425,035 (the “’035 Patent”).
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Attorney Docket No. Customer No. 44654
CROSS1 123-17 I Appln. No. 90/007,125

CROSS1123-19 Appln. No. 90/007,317

ONGOING LITIGATION

Attached hereto as Exhibit “A" Is a March 17, 2005 Order from the United States District

Court for the Western District of Texas. The Court ordered Crossroads to file a copy of this

Order with the US. Patent Office in the reexamination proceedings involving US. Patents

5,941,972 and 6,425,035 82.

This notification was served via first class mail on March2,_2005 to:

Larry E. Severin

Wang, Hartmann & Gibbs, PC
1301 DoVe Street, #1050

Newport Beach, CA 92660

and

William A. Blake

Jones, Tullar & Cooper, PC
PO. Box 2226 Eads Station

Alexandria, VA 22202

Respectfully submitted,

Sprinkle IP Law Group

Attorneys for A icant 
 

  ohn L. Adair

Date: March g, 2005 Reg. No. 48,828
1301 w. 25“ Street

Suite 408

Austin, Texas 78705

Tel. (512) 637-9220

Fax. (512) 371-9088
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FILED
. . ‘ {'IIIT'H glViSlON[N THE UNITED STATES DIST RICT COURT

FOR THE WESTERN DISTRICT OF TEXAS 2005 HRZZ PM 2: 03
AUSTIN DIVISION . * 575m olst ‘

u.s'. email-(firm:

CROSSROADS SYSTEMS (TEXAS), lNC., "k‘
Plaintiff, WU"

-vs- Case No. A—OB-CA-7S4-SS

DOT HILL SYSTEMS CORPORATION,
' Defendant.

O R D E R

BE IT REMEMBERED on the l7th day of March 2005, the Court called the above-styled »

cause for hearing on Defendant’s Motion for a Limited Six-Month Abatement [#256]. Having

considered the motion and response, the relevant law, the case file as a whole, and the arguments of

counsel at the hearing, the Court now enters the following:

In this action, Plaintiff Crossroads Systems (Texas), Inc. (“Crossroads”) Sues

Defendant Dot Hill Systems Corporation (“Dot Hill") for infringing the claims of two of its

' patents, United States Patent No. 5,941,972, entitled “Storage Router and Method for

Providing Virtual Local Storage}; and United States Patent No. 6,425,035 82, which bears

the same title and is a continuation of the ‘972patent. Dot Hill now seeks a stay of the

proceedings in this case based on reexaminations of the patents-in-suit that are currently

taking place in the United States Patents and Trademark Office (“USPTO”). The Court has

previously declined to stay this action because of its inability to predict the amount ol‘time

it will takethe USPTO to conclude its reexamination proceedings.

03/23/2005 WED 15:52 [TX/RX N0 6412]
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However, the Court is now advised the USPTO has issued an initial office action

canceling all ofthc claims ofthe patents-in-suit. Although the uncertainty about the length

of time it will take the USPTO to make a final determination on the claims of the

patents—in—suit remains. the COurt finds it appropriate to enter a short stay ofthe case to give

. it an opportunity to do so. After all, ifthe USPTO ultimately cancels all ofthe claims in the

patents, Crossroads would no longer have a basis for its infringement allegations. Slip Track

Sys., Inc. v. Metal Lite. Inc, l59 F.3d 1337, 134l.(Fed. Cir. 1998) (noting that a stay may

be justified when “the outcome of the reexamination would be likely to assist the court in

determining patent validity and, if the claims were canceled in the reexamination, would

eliminate the need to try the infringement issue”). Moreover, if the reexamination

proceedings were to result in an amendment of the patent claims, the issues raised by the I

claim construction proceedings and pending motion for summaryjudgment could 'be

substantially altered.

Thus, the Court agrees with Dot Hill that under the circumstances, a stay is justified

in this case. Bearing in mind Crossroads’s interest in moving this case forward, however,

the Court declines to staythis case indefinitely, or even for six months, as requested, Instead,

the Court considers it appropriate to stay the case from now until ninety (90) days following

April 7, 2005 (the date on which Crossroads must file its answer to the USPTO's initial

office‘action in the reexamination proceedings). The Court finds this period oftime strikes

the appropriate balance between the general interest in affording the USPTO an opportunity

to reach a final detenninalion on the status of the claims of the patents-in-suit, and the

plaintiff’s interest in moving the case forward.

-2-
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Because the Court is convinced there is an appreciable probability that the issues in '

the now-pending motion for suntmaryjudgmcnt will no longer require resolution .by the

Court at the conclusion of the reexamination proceedings, the Court will dismiss the motion

without prejudice to the filing ofa renewed motion For sutnmatyjudgment on any and all live

.issues remaining at the conclusion of the stay.’

In accordance with the foregoing:

IT IS ORDERED that Defendant’s Motion for Leave to Supplement its

Motion for a Limited Six-Month Abatement [#263] is GRANTED;

IT IS FURTHER ORDERED that Defendant’s Motion for a Limited Six-

Month Abatement [#256] is GRANTED IN PART and DENIED IN PART as set

forth herein;

IT IS FURTHER ORDERED that this case is STAYED until July 5, 2005;

IT IS FURTHER ORDERED that Plainti ffCrossroads shall fi le 21 copyol‘this

order in the reexamination proceedings involving the patents-in-suit so that the

USPTO may assign those proceedings as high a priority as the law, practicability, and

justice will permit;

IT IS FURTHER ORDERED that PlaintiffCrossroads shall notify the Coun’ ‘
of the status of the reexamination proceedings within ten (10) days of either the

I The Coun notes the parties have already filed substantial amounts of paper with respect to the summary
judgment issues. The Court also notes the parties have a tendency to submit duplicate copies ofevidentiary submissions

already on filcvwhenever they file a new pleading. Since the file in this case appears to be growing unnecessarily thick.
the Court would advise the parties of the following. In the event 'either the evidence or the arguments contained in the
parties’ now-moot summary judgment pleadings remain relevant to the issues in this case at the conclusron ot‘thc stay.
the parties should feel free to incorporate them by specific reference in any post-stay pleadings they may ultimately tile
with the Court.

-3-
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conclusion ofthe stay, or the date on which the USPTO issues a final determination

in the reexamination proceedings, if a conclusion is reached prior to the expiration

of the stay; and

IT IS FINALLY ORDERED that Defendant‘s Motion for Summaryludgmcnt

that US Patent No. 6,425,035 and US Patent No. 5,94l,972 are Invalid Pursuant

to 35 U.S.C. § 102 and/or 103 in View of the Prior Development of Digital

Equipment Corporation HSZ70 Controller [#85] and Defendant’s Request for

Judicial Notice in Support of its Motion for Summary Judgment [#86] are

DISMISSED WITHOUT PREJUDICE to refiling as set forth herein.

SIGNED this the 22nd day ofMarch 2005.

SAM SPARKS

UNITED STATES DISTRICT JUDGE

03/23/2005 WED 15:52 [TX/RX N0 6412]
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Chaoarral Exhibits D036).

CB7 Memo Dated 8/15/97 to AEC-7312A Evaluation Unit Customers re: 8/15/1997
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Adaptec MCS ESS Presents: Intelligent External l/O Raid Controllers 2/6/1996
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AEC-4412B, AEC7412/3B External RAID Controller Hardware OEM ' 8/25/1997

Manual, Revision 3.0. (Lavan Ex 17 (CNS 177124-165))(CD—ROM
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Bridge Phase II Architecture Presentation (Lavan Ex 2 (CNS 182287- . 4/12/1996
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Viking RAID Software (Davies Ex 3 (CNS 180969-1 81026)) (CD-ROM
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018)) (CD-ROM Chaoarral Exhibits D049). .

75 C++ SourceCode for the SCSI Command Handler (Davies Ex 5 (CNS , 8/8/1996
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C76 Header File Data Structure (Davies Ex 6 (CNS 179997-180008)) (CD- 1/2/1997
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--SCSI Command Handler (Davies Ex 7 (CNS 179676-719» (CD-ROMChaoarral Exhibits D052).

C78 Coronado: Fibre Channel to SCSI Intelligent RAID Controller Product
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--Bridge Product Line Review (Manzanares Ex 3 (CNS 177307-336» -(CD-ROM Chaoarral Exhibits 0058). ‘
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-m Distribution Agreement Between Hewlett-Packard and Crossroads -

  

   Products Pre-Release Draft, v.6 (Manzanares Ex 4 (CNS 174632-

 653)). (CD-ROM Chaoarral Exhibits D059).
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HPFC-5000 Tachyon User’s Manuel, First Edition (PTI 172419-839) 5/1 /1 996
(CD-ROM Cha-arral Exhibits 0084).

 
 

X3T10 9940 - (Draft) Information Technology: SCSI-3 Architecture  

 
 Model, Rev. 1.8 (PTI 165977) (CD-ROM Chaoarral Exhibits 0087).
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X3T10 995D- (Draft) SCSI-3 Primary Commands, Rev. 11 11/13/1996
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VBAR Volume Backup and Restore (CRDS 12200-202) (CD-ROM _Chaoarral Exhibits 0099).
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Preliminary Product Literature for Infinity Commstor’s Fibre Channel

to SCSI Protocol Bridge (Smith Ex 11; Quisenberry Ex 31 (SPLO 428—
30) (CD-ROM Chaoarral Exhibits 0143).
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ROM Chaarral Exhibits D144).
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CrossPoint 4400 Fibre Channel to SCSI Router Preliminary Datasheet 11/1/1996

(Bardach Ex. 9, Quisenberry Ex 33 (CRDS 25606-607)) (CD-ROM
Cha narral Exhibits D153).

Fax Dated 07/22/96 from L. Petti to B. Smith re: Purchase Order from

Data General for FC2S Fibre to Channel SCSI Protocol Bridge Model

11 (Smith Ex 25; Quisenberry Ex 23; Bardach Ex 11 (CRDS 8552-55;
8558) (CD-ROM Cha-arral Exhibits D155).

Email Dated 12/20/96 from J. Boykin to B. Smith re: Purchase Order

 
 

   

for Betas in February and March (Hoese Ex 16, Quisenberry Ex 25;

Bardach Ex 12 (CRDS 13644-650) (CD-ROM Chaparral Exhibits
 

D156).

Infinity Commstor Fibre Channel Demo for Fall Comdex, 1996 (Hoese

Ex 15, Bardach Ex 13 (CRDS 27415) (CD-ROM Chaparral Exhibits
D157).

Fax Dated 12/19/96 from B. Bardach to T. Rarich re: Purchase Order

Information (Bardach Ex. 14; Smith Ex 16 (CRDS 4460)) (CD-ROM

 
 

 
Cha-arral Exhibits D158).

Miscellaneous Documents Regarding Comdex (Quisenberry Ex 2
(CRDS 27415-465» (CD-ROM Cha-arral Exhibits D165).

CrossPoint 4100 Fibre Channel to SCSI Router Preliminary Datasheet

  (Quisenberry) Ex 3 (CRDS 4933-34) (CD-ROM Chaparral Exhibits
D166) (CD-ROM Cha-arral Exhibits D166). '
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  CrossPoint 4400 Fibre to Channel to SCSI Router Preliminary

Datasheet; Crossroads Company and Product Overview (Quisenberry
Ex 4 (CRDS 25606; 16136)) (CD-ROM Chaoarrai Exhibits D167).  
Crossroads Purchase Order Log (Quisenberry Ex 9 (CRDS 14061 -
062)) (CD-ROM Chaarral Exhibits D172).

-m RAID Manager 5 with RDAC 5 for UNIX v.4 User’s Guide (LSI-O1854)(CD-ROM Cha-arral Exhibits P062).

Letter dated May 12, 1997 from Alan G. Leal to Barbara Bardach

enclosing the original OEM License and Purchase Agreement

between Hewlett-Package Company and Crossroads Systems, Inc.
(CRDS 02057) (CD-ROM Cha-arral Exhibits P130).

Exhibits P267).

C107 Symbios Logic — Hardware Functional Specification for the Symbios

Logic Series 3 Fibre Channel Disk Array Controller Model 3701

(Engelbrecht Ex 3 (LSI—1659-1733) (CD-ROM Pathlight Exhibits . .

w Computing; Department of Computer Science Duke University: 08- -
1996-21 (PTI 173330-347). (CD-ROM Pathlioht Exhibits D098).

m___132)) (CD-ROM Pathlic ht Exhibits D201).

_

_

  
  

  
  
 
 

 

 
 

 Report of the Working Group on Storage I/O for Large Scale

 

 

  

 

D074).

Brooklyn SCSI-SCSI Intelligent External RAID Bridge Definition Phase
External Documentation (CD-ROM Pathlioht Exhibits D129).
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ARTIFACT SHEET

Enter artifact number below. Artifact number is application number +

artifact type code (see list below) + sequential letter (A, B, C. ...) The first
artifact folder for an artifact type receives the letter A, the second B, etc.. '

Examples: 59123456PA, 591 3456PB, 59123456ZA, 59123456ZB
o 0 7 I :25 VA

Indicate quantity of a single type of artifact received but not scanned. Create
individual artifact folder/box and artifact number for each Artifact Type.

CD(s) containing: l:l
computer program listing
Doc Code: Computer Artifact Type Code: P

pages of specification
and/or sequence listing [:1
and/or table

Doc Code: Artifact Artifac 6 Code: S
content unspecified or combined l?
Doc Code: Artifact -~ Artifact Type Code: U

Stapled Set(s) Color Documents or B/W Photographs
Doc Code: Artifact Artifact Type Code: C

Microfilm(s)
Doc Code: Artifact Artifact Type Code: F

Video tape(s)
Doc Code: Artifact Artifact Type Code: V

Model(s)
Doc Code: Artifact Artifact Type Code: M

Bound Document(s)
Doc Code: Artifact Artifact Type Code: B

Confidential Information Disclosure Statement or Other Documents

marked Proprietary, Trade Secrets, Subject to Protective Order,
Material Submitted under MPEP 724.02, etc.

Doc Code: Artifact Artifact Type Code X

Other, description:
Doc Code: Artifact Artifact Type Code: Z

 

DDDDDDE
March 8, 2004
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UNITED STATES PATENT AND TRADEMARK OFFICE
UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addm: COMMISSIONER FOR PATENTSPO. Box I450

Alexandria, Virginia 223l3- I450www.uspln.gnv

APPLICATION No. w FIRST NAMED INVENTOR ATTORNEY DOCKET No. CONFIRMATION N0.90/007,125

 

07/19/2004 6425035 1006-8910 2298

SPRINKLE IP LAW GROUP F)em “‘6 FIAT-L1301 w. 25TH STREET /

sum 408 m—
AUSTIN, TX 78705 :34 30..

DATE MAILED: 03/17/2005

Please find below and/or attached an Office communication concerning this application or proceeding.

pro-90c (Rev. 10/03) 235 of 411
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UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Office

Address: ASSISTANT COMMISSIONER FOR PATENTS

Washington, DC. 20231

APPLICATION NO] FILING DATE FIRST NAMED INVENTORI ATTORNEY DOCKET NO.

CONTROL NO. PATENT IN REEXAMINATION

 
90/007,125 07/19/2004 - 6425035 ' 1006-8910

I EXAMINER i
Larry E. Servin _ . .
WANG, HARTMANN & GIBBS, PC Fleming, sz
1301 Dove Street, #1050

Newport Beach, CA 92660 ART UNIT PAPER

2182

DATE MAILED: 03/17/05

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner of Patents and Trademarks

cc: SPRINKLE [P LAW GROUP

1301 w. 25‘h Street
Suite 408

Austin, TX 78705
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UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Office

Address: ASSISTANT COMMISSIONER FOR PATENTS 
Washington, DC. 20231

APPLICATION NOJ FILING DATE FIRST NAMED INVENTORI ATTORNEY DOCKET NO.

CONTROL NO. PATENT IN REEXAMINATION

90/007,125 07/19/2004 6425035 1006-8910

. . EXAMINER
William A. Blake . .
JONES, TULLAR & COOPER, PC Fleming, Fntz
PO. Box 2226 Eads Station

Alexandria, VA 22202 ART UNIT PAPER

2182

DATE MAILED: 03/17/05

Please find below and/or attached an Office communication concerning this application or

proceeding. ‘

Commissioner of Patents and Trademarks

CC: SPRINKLE [P LAW GROUP

1301 W. 25““ Street
Suite 408

Austin, TX 78705
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Steven R. Sprinkle

Sprinkle Law Group
1301 w. 25‘h Street

Suite 408

Austin, Texas 78705

Larry E. Severin

Wang, Hartmann & Gibbs, PC

1301 Dove Street, #1050

Newport Beach, California 92660

William A. Blake

Jones, Tullar & Cooper, PC
PO. Box 2226 Eads Station

Alexandria, Virginia 22202

In re Hoese et al.

Reexamination Proceeding

Control No. 90/007,125

Filed: July 19, 2004

For: US. Patent No. 6,425,035

In re Hoese et al.

Reexamination Proceeding

Control No. 90/007,317

Filed: November 23, 2004

For: US. Patent No. 6,425,035

VVVV.vvvvVVVVV
VVVVV

UNITED STATES PATENT ANDTRADEMARK OFFICE 
Commissioner for Patents

United States Patent and Trademark Office
PO. Box 1450

Alexandria, VA 22313-1450

' FOR OWNER

FOR FIRST THIRD PARTY

REQUESTER

FOR SECOND THIRD PARTY

REQUESTER

DECISION SUA SPONTE,

MERGING REEXAMINATION

PROCEEDINGS

www.usplo.gov

The above noted reexamination proceedings are before the Director ofTechnology Center 2100 for
consideration of merger of the proceedings under 37 CFR § 1.565(0).

BACKGROUND

1. Patent No. 6,425,035 issued on July 23, 2002.
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Reexamination Proceeding Control No. 90/007, 125
N

Reexamination Proceeding Control No. 90/007, 3 1 7

Decision Merging Reexamination Proceedings

10.

11.

‘7125 Proceeding

A first request for reexamination, Control No. 90/007,125 (‘7125) was filed by the Third

Party Requester on July 19, 2004.

Reexamination was ordered in the ‘7125 reexamination proceeding on September 22, 2004.

A Notification of litigation under 37 C.FR. §1.565 filed by Patent Owner was received in
the USPTO on December 13, 2004.

A Notification of concurrent proceedings under 37 C.F.R. §1.565 filed by Patent Owner was

received in the USPTO on January 14, 2005.

A revocation and appointment of attorneys was filed on December 8, 2004.

A first Office action was mailed on Februaly 7, 2005 .

A Change of correspondence address for third paity requester was filed on February 24,
2005.

‘73] 7 Proceeding

A second request for reexamination, Control No. 90/007,317 (‘73 17) was filed by another

Third Party Requester on November 23, 2004.

Reexamination was ordered in the ‘7317 reexamination proceeding on December 16, 2004.

A Notification of concurrent proceedings under 37 C.FR. §1.565 filed by Patent Owner was
received in the USPTO on January 14, 2005.

DISCUSSION

37 CFR § 1.565(c) states:

“If reexamination is ordered while a prior reexamination is pending, the reexamination

proceedings will be consolidated and result in the issuance ofa single certificate under section 1.570. ”
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Reexamination Proceeding Control No 90/007,125 3

Reexamination Proceeding Control No. 90/0073] 7

Decision Merging Reexamination Proceedings

DECISION

I. Merger of Proceedings

In accordance with 37 CFR 1.565(0), the ‘7]25 and ‘73 l 7 reexamination proceedings are merged.

The merged proceeding will be conducted in accordance with the following guidelines and
requirements.

1]. Requirement for Same Amendments in all Proceedings

The Patent Owner is required to maintain the same claims and specification in both files. '

HI. Conduct of Merged Proceeding

All papers mailed by the Office will take the form of asingle action which applies to all proceedings.
All papers issued by the Office or filed by the patent owner will contain the identifying data for both

files and will be physically entered in each reexamination file. All papers filed by the patent owner

must consist of a single response, filed in duplicate, each bearing an original signature, for entry into

each file. All papers filed by the patent owner must be served on the requester and requester will be
sent copies of all papers mailed by the Office.

 
Pinchus M. Laufer

Special Programs Examiner

Technology Center 2100

Computer Architecture, Software, and Information Security
(571) 272—3599

cc: DLA Piper Rudnick Gray Cary US, LLP
Attn: Mark Berrier

2000 University Avenue

E. Palo Alto, California 94303-2248
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

CHANGE OF POWER OF ATTORNEY AND Afly- Docket No.

CORRESPONDENCE ADDRESS CROSS11Z3-17

Applicant

Geoffre B. Hoese, et al.

Application Number

90/007,125 07/19/2004

Title

Storage Router and Method for Providing Virtual
Local Stora - e' -

7590 Flemin -, Fritz

2298

Applicant hereby served the attached Revocation and Power of Attorney and Change of

  

  
  
 

  

 

 

Mailing Address on Third Party Requester at the address listed below:

Wang and Patel, PC

1301 Dove Street, Suite 1050
Newport Beach, CA 92660

As per 35 U.S.C. §1.248 service was made via first class mail on February 18, 2005. '

Respectfully submitted,

Sprinkle IP Law Group

M
John L. Adair

" Reg. No. 48,828

Dated: FebruaryZi, 2005

1301 w. 25th Street, Suite 408

Austin, Texas 78705 ‘

Tel. (512) 637-9220

Fax. (512) 371-9088

Enclosures
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February 18, 2005

New J. Patel, Esq.

Wang & Patel PC
1303 Dove Street

Suite .1050

Newport Beach, CA 92660

Re: U.S.I Reexam No. 90/007,123 filed ,07/19/2004 (Our No. CROSS1120—14)
' U.S. Reexam No. 90/007,124 filed 07/19/2004 (Our N0. CROSS1121-15)

U.S. Reexam No. 90/007,126 filed 07/19/2004 (Our N0. CROSS1122-16)

U.S. Reexam No. 90/007,125 filed'07/19/2004 (Our No. CROSS1123-17)

U.S. Reexam No. 90/007,127 filed 07/19/2004 (Our No. CROSS1 128-18)

Dear Mr. Patel:

Applicant hereby serves the Revocation and Powers of Attorney in the above-referenced,
cases on: ' ' ' ‘

Wang & Patel PC
1303 Dove‘Street

Suite 1050 '

Newport Beach, CA 92660

As per U.S.C. § 1.248, service is made via first class mail on February 18, 2005; These
documents give Sprinkle IP Law Group the authority to transact all business with the US. Patent
Office in connection with the above matters. - .

1 Sincerely, ’

Sprinkle IP L Group 
 
  

 

John L. Adair

iadair@sprinklelaw.com

I JLA/jp-
Enclosure

l30l‘W. 251h STREET/,24Q5Hfl1E 408, Aus
- [p] 512.637.9220 “1512.37
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DEC 08 2004 5:39PM CEQSSRDHDS SYSTEMS, INC.
1—52-leSRCADS‘SVS'TE‘is-T‘lric'. " ‘  ' F? i. iS‘EZfiT.‘ ’fi

 

' DEC-03-2DD4 FR] 04:09 Pli Sprinkle 1? Law Group FAX N0. 5123719088 P.

IN THE UNITED STATES PATENT‘AND TRADEMARK OFFICE

REVOCATION AND POWER OF ATTORNEY AND Afiy- Docket-No.
CHANGE or MAILING ADDRESS ”055112347

Applimnts
Gaoffre B. ste. at al. _

Application No. ’ Filing Date
90/007 125 07/19I2004
For

Storage Router and Method for Providing Virtual
Local Stora- e

Group Art Unit . Examiner
7590 FIemin Fritz

Confirmation No. .
2293

69311153195 Ungnv 37 C,F.R. 51.9

I hereby entity that Ms dowmeni is being tnnamluadm the
COMMISSIONER FDR PATENTS via facsimile on ' .2004.

tiny)!” £25fl¥&' 4' JantaPampell ' .

Crossroads Systems. the. 100% owner of the above-identified patent application, as evidenced

by the Assignment recorded in the parent application on December 31, 1997 on ReellFrame:
8929/0290. hereby revokes all previous Powers of Attorney and appoints the following attorneys
Under Customer No. 44654, all of the firm of SPRINKLE IP LAW GROUP. to prosecute the above-

iden’dfied Patent and to transact all business in the Patent and Trademark Office connected

  

 
  
  
  

  
 

 
 
 

  

   
  
 

 

  

  
  

Commissioner for Patents
PO. Box 1450

Alexandria. VA 22313-1450

Dear Sir:

therewith.

.' . STEVEN R. SPRiNKLE ‘ Registration ND.,4D.BZS
_ JOHN ADAlR _ Registration No. 48,828 _

' - ARI AKMAL . Registration No. 51.388

Direct all telephone calls and correspondence to:

Customer No. 44654

SPRlNKLE iP LAW GROUP
1301 W. 25" Street. Suite 405

Austin, Texas 78705 '
Attn: Steven Sprinkle

Tel. (512) 537.9220 I Fax (512) 371.9086

‘ l hereby state i am authorized to act on behalf of Crossroads Systems. Inc.-

ReSpectfully submitted,
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

CHANGE OF

CORRESPONDENCE ADDRESS OF

THIRD-PARTY REQUESTER FOR

EX PARTE REEXAMINATION

Reexamination Appl. No.: 90/007,125

Reexam. Request Filed: July 19, 2004

Patent No.: 6,425,035

Issued: July 23, 2002

   
  
   

  

 

 

Inventor: Hoese, et al.

Group Art Unit: 2182 
 Examiner: Fleming, Fritz M.

Attorney Docket No.: 1006-8910

 

 

Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

CHANGE OF CORRESPONDENCE ADDRESS OF

THIRD-PARTY REQUESTER FOR EX PARTE REEXAMINATION

Dear Sir:

Please change the correspondence address for notifications sent to the third-party

requester in the above-referenced patent reexamination proceeding to:

Larry E. Severin

Wang, Hartmann & Gibbs, PC

1301 Dove Street, #1050

Newport Beach CA 92660

Telephone: (949) 833-8483

Fax: (949) 833-2281

The individual who originally requested this ex parte reexamination, Natu J. Patel,

is no longer with our firm. Our firm does, however, continue to represent the parties

upon whose behalf this request was made. Accordingly, our firm retains the right to
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receive copies of Office Actions or other correspondence from the Patent and Trademark

Office that is sent to the third party requester in an ex parte reexamination proceeding

under 37 C.F.R. §1.550.

A copy of this letter, including the certification of service, has been sent to the

attorney of record of the patent owner, per 37 CPR. §1.33(c). Certification of service is

enclosed.

February 18, 2005 Respectfully submitted,

Wang, Hartmann & Gibbs, PC

1301 Dove Street, #1050

Newport Beach CA 92660

(949) 833-8483

Larry E. Severin

Reg. No. 54606

Enclosures:

0 Certificate of Service to Patent Owner

I hereby certify that this is being deposited with the United States Postal Service with sufficient postage as
first class mail on the date indicated above in an envelope addressed to Commissioner for Patents, PO. Box
1450, Alexandria, VA 22313-1450..

Dated: Q/‘WIDB Signed @124
Print Name: Faiza An
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CERTIFICATE OF SERVICE

I hereby certify that a true copy of the attached Change Of Correspondence

Address 0f Third-Pam Reguester For Ex Parte Reexamination was served upon
counsel of record at each of the addresses below via US. Postal Service first class mail

on February 18, 2005:

DLA PIPER RUDNICK GRAY CARY US, LLP

Atn: Mark Berrier

2000 University Avenue
E. Palo Alto CA 94303-2248

SPRINKLE IP LAW GROUP

1301 W. 25TH Street

Suite 408

Austin TX 78705

Date: February 18,2004 $13fig
Faiza Anw
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UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

v.0. Box 1450 _
Alexandria, Virginia 223l 3-1450www.uspm.gnv

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION N0.

90/007,125 07/19/2004 6425035 1006-8910 2298

 

44654 7590 02107/2005 EXAMINER

SPRINKLE IP LAW GROUP
1301 W. 25TH STREET

SUITE 408 PAPER NUMBER

AUSTIN, TX 78705

DATE MAILED: 02/07/2005

Please find below and/or attached an Office communication concerning this application or proceeding.

PTO-90C (Rev.10/03) 247 Of 411
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UNITED STATES PATENT AND TRADEMARK OFFICE

Commissioner for Patens
United States Patent and Trademark Office

PO. Box1450
Alexandria, VA 22313-1450wusmonou

DO NOT USE IN PALM PRINTER

(THIFD PARTY REQUESTER’S CORRESPONDENCE ADDRESS)

Natu J. Patel

WANG & PATEL, PC
1301 Dove Street, Suite 1050

Newport Beach. CA 92660

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/007 125.
 

PATENT NO. 6425035.
 

ART UNIT 2182.

Enclosed is a copy of the latest communication from the United States Patent and Trademark

Office in the above-identified ex parte reexamination proceeding (37 CFR 1.550(f)).
‘

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a

reply has passed, no submission on behalf of the ex pan‘e reexamination requester will be

acknowledged or considered (37 CFR 1.550(g)).

PTOL-465 (Rev.O7-04) 248 of 411
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Control No. Patent Under Reexamination

90/007,125 6425035

Office Action In Ex Parte Reexamination Examiner . Art Unit
Fritz M Fleming 2182

- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address --

at] Responsive to the communication(s) filed on . b[:] This action is made FINAL.
cIX] A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutory period for response to this action is set to expire g month(s) from the mailing date of this letter.
Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).
If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days
will be considered timely.

Part I THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. [Z Notice of References Cited by Examiner, PTO-892. 3. E] Interview Summary, PTO-474.

XI Information Disclosure Statement, PTO-1449. 4. E] .

SUMMARY OF ACTION

IE Claims w are subject to reexamination.

E] Claims_are not subject to reexamination.

[:I Claims_ have been canceled in the present reexamination proceeding.

. [:I Claims _ are patentable and/or confirmed.

XI Claims 114 are rejected.

E] Claims_are objected to.

. IE The drawings, filed on 7-19-2204 are acceptable.

. [I The proposed drawing correction, filed on_has been (7a)El approved (7b)l:] disapproved.

. [:I Acknowledgment is made of the priority claim under 35 UfiSC. § 119(a)—(d) or (f).
a)|:] All b)[:] Some* c)I:] None of the certified copies have

1E] been received.

2:] not been received.

3[:] been filed in Application No.

4|:I been filed in reexamination Control No.

5B been received by the International Bureau in PCT application No.

* See the attached detailed Office action for a list of the certified copies not received.

9. [:1 Since the proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parte Quayle, 1935 0.0.
11,453 0.6. 213.

10. C] Other:

 
cc: Rec uester ifthird

U.S. Patent and Trademrk Office

PTOL-466 (Rev. 04-01) Office Action in Ex Parte Reexamination Part of Paper No. 01212005
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Application/Control Number: 90/007,125 Page 2

Art Unit: 2182

Reexamination

1. The patent owner is reminded of the continuing responsibility under 37 CFR

1.565(a) to apprise the Office of any litigation activity, or other prior or concurrent

proceeding, involving Patent No. 6,425,035 throughout the course of this reexamination

proceeding. The third party requester is also reminded of the ability to similarly apprise

the Office of any such activity or proceeding throughout the course of this reexamination

proceeding. See MPEP §§ 2207, 2282 and 2286.

Claim Rejections - 35 USC § 102

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreign country or in public
use or on sale in this country, more than one year prior to the date of application for patent in the United
States. '

3. Claims 7-9,11-14 are rejected under 35 U.S.C. 102(b) as being anticipated by

Petal: Distributed Virtual Disks (“Petal”).

Petal is competent art under 102(b) as its publication date is September 1996,

more than one year prior to effective filing date (12/31/1997) of the instant patent.

Addressing claim 11 (the broadest independent claim), Petal provides virtual

local storage (page 5, section 3, “This allows clients to access Petal virtual disks just

like local disks." And page 7, section 3.2 “Petal provides clients with a large virtual disk

that is available to all clients on the network") in the form of the Figure 1 virtual disks in

the form of Figure 6 SCSI disks (connected to one transport medium—SCSI) to devices

connected to another transport medium in the form of the Petal clients connected to the
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Application/Control Number: 90/007,125 Page 3
Art Unit: 2182

Digital ATM Network. The method is shown to interface to the first transport medium

(Digital ATM Network for the clients) and the second transport medium (SCSI for the

disks) per Figure 6 via the overall Petal Virtualeisk storage servers of the Figure 2

physical view, which provides the actual interface between the two media. A mapping is

shown per Figure 4 and the virtual to physical mapping and the section 2 discussion.

Page 3 shows the 3 step mapping process to translate a client supplied virtual disk

identifier into a global map identifier, to a given offset, to the physical mapping at the

actual disk. Thus there is a mapping of the client devices to the storage devices in

order to use the storage space. As far as “implements access controls for storage

space on the storage devices” is concerned, this limitation is very broad in that it

provides no specifics as to exactly what these Controls are to be. Given this, page 7,

column 2 sets forth ‘We currently do not provide any special support for protecting a

client’s data from other clients; however, it would not be difficult to provide security on a

per virtual disk basis", which is anticipatory, as this teaches an implementation of

security access controls on a per virtual disk basis, if and when desired. Thus there is a

clear teaching of an implementation of a security access control per virtual disk basis by

protecting a client’s data from other clients. Given a plain reading of this passage, it

clearly teaches that a client is only able to access its own virtual disk. Finally, this

access is allowed from the client devices to theistorage devices “using native, low level,

block protocolS”, as page 7, section 4, column 2 provides “Petal provides a disk-like

interface that allows clients to read and write blocks of data." Section 3.2 provides “In

all cases but one, the file system level performance of the Petal virtual disk is
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Application/Control Number: 90/007,125 Page 4

Art Unit: 2182

I!

comparable to locally attached disks. Section 3, column 2, page 5 sets forth that

access to the disks is provided using the UNIX raw disk interface. Page 1, column 2+,

sets forth the concept of a “lower level service" and “block level storage system” and

“An additional benefit is that the block—level interface is useful for supporting

heterogeneous clients and client applications”, ‘Section 2, column 1, page 2 explicitly

sets forth “As shown in Figure 2, Petal consists of a pool of distributed storage servers

that cooperatively implement a single, block level storage system. Clients view the

storage system as a collection of virtual disks “which anticipates the breadth of the

claim language, as it only requires the use of “native, low level, block protocols." Also

note page 8, column 2, which clearly states “Petal provides block level rather than a file

level interface." Finally, page 1, column 1, sets forth specifically “To a Petal client, this

collection appears as a highly available block-level storage system that provides large

abstract containers called virtual disks. A virtual disk is globally accessible to all Petal

clients on the network. A client can create a virtual disk on demand to tap the entire

capacity and performance of the underlying physical resources." Thus the reference

anticipates the native, low level, block protocols, as the clients view the storage as block

level and hence access it using such protocols accordingly. Per claim 12, anticipation

is provided by the previously mentioned “for protecting a client’s data from other '

clients...to provide security on a per virtual disk basis." As a client creates a virtual disk,

and such can be kept private from other clients, then each virtual disk, which is a subset

of the entire storage, is only "accessible by that client to‘which it is mapped. Per claim

13, workstations are the clients. Per claim 14, hard disk drives are the storage devices.
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Application/Control Number: 90/007,125 Page 5

Art Unit: 2182

Turning to claims 7-9, claim 7 adds a storage router interfacing the media. When

viewed per the Figures, Petal provides a storage router via the mapping of Figure 4.

Figure 4 provides for the mapping and thus the storage routing of the translation of the

client supplied virtual disk identifier to the actual physical disk. Per column 2, section 2,

clients maintain minimal high level mapping information so as to properly route read and

write requests to the “most appropriate” server. Thus “routing” is used to get the

mapping from the client to the actual disk, and the mapping of Figure 4, which is the

Petal servers taken as a whole, thus meeting the claimed “storage routef’ limitation. It

is to be noted that the “storage router” is not further defined in any sort of a structural

manner, therefore the Petal servers acting per Figure 4, anticipate what is claimed.

Also note that claim 7 only requires “and operable”, “to map”, and “to implement” and “to

allow", all of which are provided by the‘ “storage router” of the Petal system, interpreted

to be all of the Petal system of Figure 6, absent the disks. Thus the access is allowed

via block level protocols in accordance with the mapping and access controls.

Note that the “to allow" and “allowing” limitations of claims 7/11 are very broad.
i! (I

Claim 7 only requires that the “storage routed-be “operable to allow access...using

without further specifying how or whatl“uses" these protocols. As the Petal system

uses a block-level interface and blocks of data are read and written (i.e. section 3.1 ), the

native, low-level block protocols are used, at least to the extent claimed. The same

applies to the limitations of claim 11. NOte also that per section 3, that both the Petal

servers and clients run Digital Unix, so that the client is able to access Petal virtual disks

just like local disks, which per section 4, page 7, column 2 results in “Petal provides a
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disk-like interface that allows clients to read and write blocks of data", and per section 6,

column 2, page 8 has “Petal provides a block level rather than a file level interface”,

thereby teaching the use of native, low level, block protocol. Finally, not section 1,

which reads “A Petal virtual diSk is a container that provides a sparse 64-bit byte

storage space. A8 with ordinary magnetic disks, data are read and written to Petal

virtual disks in blocks”, thereby providing for clear anticipation of what is claimed.

Claim Rejections - 35 USC § 103

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set

forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the

invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

5. The factual inquiries set forth in Graham v. John Deere C0,, 383 US. 1, 148

USPQ 459 (1966), that are applied for establishing a background for determining

obviousness under 35 U.S.C. 103(a) are summarized as follows:

1. Determining the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the claims at issue.

3. Resolving the level of ordinary skill in the pertinent art.

4. Considering objective evidence present in the application indicating
obviousness or nonobviousness.

6. This application currently names joint inventors. In considering patentability of

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of

the various claims was commonly owned at the time any inventions covered therein

were made absent any evidence to the contrary. Applicant is advised of the obligation

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
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not commonly owned at the time a later invention was made in order for the examiner to

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. '102(e), (f) or (g)

prior art under 35 U.S.C. 103(a).

7. Claims 1-4 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Petal in view of Quam and Cummings and Crouse et al.

Petal, as discussed in detail above, teaches a storage router for providing local

storage on remote storage devices, but does not detail a buffer or supervisor connected

to the two controllers. Note that the network used to connect the clients to the virtual

local storage is an ATM protocol based (network.

Quam, as a whole, compares and contrasts ATM to Fibre Channel. Per pages

651-2, “Fibre Channel vs. ATM”, it is clearly taught that Fibre-channel is better suited is

better suited for a channel where large blocks of data are transferred between users,

while ATM is suited for high speed switching with low latency.

Cummings, as a whole, teaches the use of Fibre-Channel so that the Disk Array _

and Tape Library are accessed using the same protocols (eg. SCSI) as if they were

connected to the user’s local workstation, such that remote disk storage is regarded as

4 private and can be accessed at the same level of performance and with comparable

latency as any local disk, per pages 253-254 and Figure 2.

Finally, Crouse et al. show the specifics of a UNIX running network data server

14, that provides an interface between a Fibre Channel network 12b and the SCSI

storage 46. Thus, per Figures 3 and 4, note a‘first controller 54 operable to connect to

the Fibre Channel medium 12b, a second controller 68 connected to the SCSI bus and

255 of 411
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storage, with a buffer 64 providing memory work space to facilitate block transfers. A

supervisor unit is seen as 60, to include the device microprocessor of Figure 4, and is

thus operably coupled to both controllers 54 and 68, so that block oriented l/O

operations can be carried out at maximum transfer rates to and from the storage 16, the

controller 68, the buffer 64, the processor 54, and network 12.

Therefore it would have been obvious to one having ordinary skill in the art at the

time that the invention was made to modify Petal per the teachings of Quam, Cummings

and Crouse et al. for the express purpose of using Fibre-Channel in place of ATM to

take advantage of Fibre-Channel’s ability to better transfer large blocks of data, to then

use the Fibre Channel to obtain the same advantages of Petal in the form of Fibre

Channel’s ability to access a disk array using a SCSI protocol as if they were attached

to the local workstation with access and latency comparable to local disk access per

Cummings, with the specifics of controllers and buffer and supervisor running on a

UNIX based network data server in order to carry out block transfers at maximum

transfer rates per Crouse et al.

8. Claims 5,6 are rejected under 35 U.S.C.. 103(a) as being unpatentable over Petal

in view of Quam and Cummings and Crouse et al. as applied to claims1-4 and 10

above, and further in view of Pisello et aI.

Petal in view of Quam and Cummings and Crouse et al. set forth the specifics of

the Fibre-Channel to SCSI interface to include DMA transfers at both controllers at 66,

but lacking the FIFO queue and the internal buffer.
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Pisello et al., in the same art of network to SCSI interfacing, shows a supervisor

44 coupled to the first controller 38 and the second controller 42, with a FIFO queue

RAM buffer 48 that is coupled to the first controller 38 and a second controller 42 when

the other buffer 40 has data on its way through 42 onto bus 30. See column 3, lines 28-

44. The purpose is to provide a direct connection for a SCSI device to a LAN/network,

thereby precluding another LAN server, whichis consistent with the teachings of the

other references. I

Therefore it would have been obvious to one having ordinary skill in the art at the

time that the invention was made to modify the teachings of Petal in view of Quam and

Cummings and Crouse et al. by the teachings .of Pisello et al. for the purpose allowing

for a direct connection of a SCSI device to the network, with the ability to queue SCSI

data in a FIFO buffer. Thus combined, the buffers 48 and 40 of Pisello et al. interact

with the DMA of Crouse et al. coupled thereto, in order, to maximize transfer rates while

directly coupling the first and second protocol units 54/60 of Crouse et al. to their

respective transport media. Thus the DMA interfaces 66 of Crouse et al. are

analogously coupled to the buffers of Pisello et al. for the purpose of being able to

queue SCSI data.

Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Fritz M Fleming whose telephone number is 571-272-

4145. The examiner can normally be reached on M-F, 0600-1500.
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Jeffrey Gaffin can be reached on 571-272-4146. The fax phone number for

the organization where this application or proceeding is assigned is 703-872-9306.

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).
r

Fritz leming

Primary Examiner
Art Unit 2182

fmf
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Certificate of Mailing Under 37 C.F.R. 51.8

I hereby certify that this correspondence is being deposited with
the United States Postal Service as First Class Mail in an

envelope addressed to Commissioner for Patents, PO. Box

1450, Alexandna, VA 22312-1450 on f- lb QLS
Janice Pampell g ' 

purpose to inform the Examiner of concurrent

. reexamination proceedings involving United States Patent No. 6,425,035 (the T"035 Patent”) as
required under 35 CFR 1.565. This is not and should not be construed as a submission under
35 CFR 1.530 as itdoes notdiscuss why

anticipated nOr rendered obvious.

the subject matter as claimed in these patents is .not
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Attorney Docket No. _ . 90/007,125
CROSS1123-17 . - ‘ Customer ID: 44654

2

ONGOING LITIGATION AND CONCURRENT REEXAMINATION PROCEEDINGS
In addition to the ongoing litigation noted in a previous submission, the ‘035 application

is currently subject to reexamination under Reexamination Control No. 90/007,317. The order

granting reexamination» is dated December 16, 2004. _
This notification was served via first class mail on January _'L 2005 to Natu J. Patel at

Wang and Patel, PC, 1301 Dove Street, Suite 1050, Newport Beach, CA 92660.

Respectfully submitted,

Sprinkle IP Law Group
Attorneys forvApplicant

 
  
 

ohn L. Adair

Reg. No. 48,828Date: - x //by
1301 W. 25m Street
Suite,408 ,

Austin, Texas. 78705
Tel. (512) 637-9220
Fax. (512) 371-9088
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Re, Re 260%
 

 
 

  

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TIFICATE OF SERVICE UNDER 37 ‘C.F;R.

1.248

 Atty. Docket No.
CROSS1123-17

Applicant

90/007,125 07/19/2004
Title

Storage Router and Method for Providing Virtual
Local Stora - e

Group Art Unit Examiner

7590 Flemin-, Fritz
Confirmation Number:
2298

Applicant hereby serves the Notification of Litigation Under 37 C.F.R. 1.565 in the above
referenced case to:

 

 
  

 
 

 
 

 

 
 

Wang and Patel, PC
1301 Dove Street, Suite 1050

Newport Beach, CA 92660

As per 35 U.S.C. §1.248 service is made via first class mail on December 8, 2004. 7

o ' Respectfully submitted,

  
ohn L. Adair

Reg, No. 48,828
Dated: December 2 2004

1301 w. 25‘h Street, Suite 408
Austin, Texas 78705

Tet. (512) 637—9220

Fax. (512) 371-9088

Enclosures

274 of 411

 



275 of 411

 

 

 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TIFICATION OF LITIGATION UNDER 37 C.F.R.
1.565

 
 

 
  

Atty. Docket No.
CROSS1123-17

  
 

Applicant

Geoffre B. Hoese, et al.

Application Number Date Filed
90/007,125 07l19/2004
Title

Storage Router and Method for Providing Virtual
Local Stora e

Group Art Unit Examiner

7590 FIemin-, Fritz
Confirmation Number:
2298

  
  

  
 

 
 

 Certificate of Mailing Under 37 C.F.R. §1.8
 

  
Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

I hereby certify that this correspondence is being deposited with
the United States Postal Service as First Class Mail in an
envelope addressed to Commissioner for Patents, PO. Box

1450, Alexandria, VA 22312:1450 on December 8, 2004.r

 

  

  

 I Janice Pampell I Dear Sir:

This notification is filed for the sole purpose to inform the Examiner of prior and

concurrent litigation involving United States Patent No. 5,941,972 (the “’972 Patent”) and United

States Patent No. 6,425,035 (the “’035 Patent”) as required under 35 CFR 1.565. This is not

and should not be construed as a submission under 35 CFR 1.530 as it does not discuss why

the subject matter as claimed in these patents is not anticipated nor rendered obvious.
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.‘ Attorney Docket No. CROSS1123-17
90/007,125 Customer ID: 44654

PRIOR AND ONGOING LITIGATION

The ‘972 Patent was held valid and infringed in Crossroads Systems (Texas), Inc. v.

Chaparral Network Storage, Inc., Western District of Texas, Civil Action No. A-OO-CA-217-SS

(the “Chaparral Litigation"). In the Chaparral Litigation, Crossroads Systems, Inc.

 

(“Crossroads”) alleged that storage router and RAID controller products by Chaparral Network

Storage, Inc. (“Chaparral”) infringed the ‘972 Patent. The district court found that the ‘972

Patent was valid; the jury found that Chaparral’s storage router and RAID controllers infringed

the '972 Patent and also subjected the defendant Chaparral to treble damages for willful

infringement of the ‘972 Patent. A copy of the judgment is attached hereto as Exhibit A. The

validity of the ‘972 Patent, the infringement of the ‘972 Patent by Chaparral’s RAID controllers

and the willful infringement finding were all upheld by the Federal Circuit. A copy of the Federal

Circuit decision affirming the decision of the lower court is attached hereto as Exhibit B.

Another defendant paid Crossroads $15,000,000 to settle a patent infringement case

involving the ‘972 Patent. In Crossroads SyStems (Texas), Inc., v. Pathlight Technology, Inc.,

Western District of Texas, Civil Action No. A—OOCA—248-JN, Crossroads asserted that Pathlight

Technology, lnc.’s (“Pathlight") storage router products infringed the “972 Patent. During the

course of thelitigation, Pathlight was acquired by a company named ADIC. ADIC settled the

case with payment to Crossroads of $15M after closing arguments but before the jury returned
its verdict.

Currently, there is ongoing litigation in which Dot Hill Systems Corporation’s (“Dot Hill”)

RAID controller products are accused of infringing the ‘972 and ‘035 Patents. See, Crossroads

Systems, Inc. v. Dot Hill Systems Corporation, Western District of Texas, Case Number A-O3-

CV-754(SS). This litigation is pending.

A This notification was served via first class mail on December 8, 2004 to Natu J. Patel at
Wang and Patel, PC, 1301 Dove Street, Suite 1050, Newport Beach, CA 92660.

Respectfully submitted,

Sprinkle IP Law Group

. ' , John L. Adair

Date: December i, 2004 Reg. No. 48,828
1301 W. 25"1 Street
Suite 408

Austin, Texas 78705

Tel. (512) 637-9220

Fax. (512) 371-9088
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IN THE UNITED STATES DISTRICT COURT er “m?” We???” no
FOR THE WESTERN DISTRICT OF TEXAS °“

AUSTIN DIVISION

U

7‘:fo

CROSSROADS SYSTEMS, (TEXAS), INC.,

Plaintiff,

-vs- ' Case No. A—OO-CA-Z l 7.55

CHAPARRAL NETWORK STORAGE, lNC.,

Defendant.

M

“\-.

W

BE IT REMEMBERED on the 4th day of September 200], the Court called the above-

captioned matter, and all parties appeared through their appropriate representatives and counsel of

record and announced ready for trial, and ajury composed of seven legally qualified jurors having

been empanelcd and this case proceeded to trial on September 4, 2001, and on September 6, 2001,

the plaintiff rested its case and the defendant filed a motion for judgment pursuant to Rule 50 ofthe

Federal Rules ofCivil Procedure and the Court overruled said motion with the exception ofthe issue

of“contributory inducement,” and the trial proceeded until September 1 l, 2001 , when the defendant

rested, and thereafter the plaintiff filed its motion for judgment as a matter of law pursuant to Rule

50 of the Federal Rules of Civil Procedure and the defendant renewed its Rule 50 motion and the

Court overruled all motions with the exception ofplaintiff S motion on the defense of“definiteness”

and the case proceeded with all parties closing on September 1 l , 2001, and all parties renewing their

motions, and the Court overruling all Rule 50 motions, and after the Court had instructed the jury

H?
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and all counsel had made their final arguments, the case was submitted to the jury on the 12th day

of September 2001, and on that said day, the jury returned its verdict ansWering the questions as

follows:

Question No. 1: Yes

1-14

Question 2: Not answered

Question 3: Yes

7-14

Question 4: Yes

7- 14

Question 5: Router RAID
167,247 1,371,693
5% 3%

8365.00 41,150.79 49,515.79

Question 6: Yes

1-14

Question 7: No

Question 8: No

Question 9: No

Said verdict was signed by the presidingjuror who advised in open court it was a unanimous

verdict and the verdict was accepted by the Court and filed by the Clerk. Thereafier, the parties filed

motions and on this date the Court has entered its orders disposing ofall motions pending and, based

upon the pleadings, trial record, and the law, enters this final judgment:

 M . .. ..——~.__- -» ._.~~fi_._. . _ W,
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IT IS ORDERED, ADJUDGED and DECREED that the plaintiffCrossroads Systems

(Texas), Inc., do have and recoverjudgment ofand against the defendant Chaparral Network

Storage, Inc., for the total sum of$ 148,547.37 with interest as ofJuly 11, 2001, in the amount

of2.40 percent per annum until paid, plus all costs of suit.

IT IS FURTHER ORDERED, ADJUDGED and DECREED that:

l. Chaparral Network Storage. Inc., has infringed claims 1-14 ofthe ‘972 patent

in making, using, offering to sell, and selling certain routers and RAID controllers, including but not

limited to the models listed in Exhibit 1 attached hereto and incorporated by reference and including

any other products that provide access controls in a way that is substantially similar to any product

listed in Exhibit 1.

2. ' Claims 1-14 ofthe ‘972 patent are valid.

3. Pursuant to 35 U.S.C. § 154, Crossroads Systems (Texas), he, has the

exclusive right in the United States to make, have made, use, sell, ofi'er for sell, and import products

covered by, or coming within the scope ofany ofclaims 1-14 of the ‘972 patent.

4. Chaparral has infringed Crossroads’ rights in making, offering to sell, and

selling router and RAID controller products that use, embody, or perform the inventions of claims

1-14 of the ‘972 patent.

5. Chaparral has contributorily infringed and induced the infringement ofclaims

7-14 of the ‘972 patent by providing third parties with the means of infringing claims 7-14 of the

‘972 patent and by instructing third parties to infringe claims 7-14 ofthe ‘972 patent.

6. By reason ofthe infringement ofthe ‘972 patent, Chaparral Network Storage,

Inc., its ofiicers, directors, agents, servants, employees, attorneys, and all persons acting in concert

-3;
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or participation with them who receive actual notice ofthis order by personal service or otherwise,

are enjoined as ofthis date from infringing any ofclaims 1-14 ofCrossroads Systems (Texas), Inc.’s

‘972 patent, including but not limited to the router and RAID controller models identified on Exhibit

1 and including any other router or RAID controllers that are substantially similar to any product

listed in Exhibit 1.

7. Chaparral Network Storage, Inc, its officers, directors, agents, servants,

employees, attorneys, and all persons acting in concert or participation with them who receive actual

notice ofthis order by personal service or otherwise are enjoined as ofthis date from contributorily

infringing or inducing the infringement ofany ofclaims 7-14 ofCrossroads Systems (Texas), Inc’s

‘972 patent.

8. IT IS FURTHER ORDERED that Chaparral Network Storage, Inc, will, no

later than 30 business days from the date of the entry of this injunction obtain from any dealers,

distributors, or sales agents within the United States and take into Chaparml’s possession all products

which are owned by Chaparral but which are now or will be in the possession or under control of

such dealers, distributors, or sales agents and which infringe any ofthe claims 1 - l 4 ofthe ‘ 972 patent

(including but not limited to the products identified in Exhibit 1 and any other router or RAID

controllers that are substantially similar to any product listed in Exhibit 1).

9. The United States District Court for the Western District of Texas, Austin

Division, retains jurisdiction to enforce the terms ofthis injunction.
*-

IT IS SO ORDERED this the /fi—day of November 2001.

W
UNIT ‘D STATE [STRICT JUDGE

-4-
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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TEXAS

AUSTIN DIVISION

CROSSROADS SYSTEMS, (rEXAS), [NC.,

Plaintiff, I

-vs- ' Case No. A-OO-CA—2l7—SS

CHAPARRAL NETWORK STORAGE, 1Nc.,

Defendant.

 

EXHIBIT 1 T0 PERMANENT INJUNCTION

Chaparral Router Progucts that Infiinge U. S. Paten; No. 5,951,222

FS 1220

FS 2620

Chaparral RAID Cogtroller Products that Infringe US. Patent No. 5,941,972

G7313

G7324
G8324

K7313

K7413

A8526
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99. '
R EC E I V E D NOTE: 'Pursuant to Fed. Cir. R. 47.6, this disposition

MAR 1 0 2003 is not citable'as precedent. It is a public record. This
disposition Will appear In tables published periodically.

BQESTE‘”"/7ilslgfi§%§g§tates Court of Appeals for the Federal Circuit
FILED

02-1158 MAR 1 0 200,3
w K —S. o .

, C_' s

CROSSROADS SYSTEMS, (TEXAS), INC., 0 PM CLERK

Plaintiff-Appellee,

‘/

V.

CHAPARRAL NETWORK STORAGE. INC.

Defendant—Appellant.

 

FILED
us. COURT OF APPEALS FOR

THE FEDERALClRCUtT

, FEB l 2 2003

JUDGMENT JAN HORBALY
CLERK

‘ Ea: g Q
ON APPEAL from the United States District Court for gold nJ:

the Western District of Texas >_ SEE 3’8
41, 002- “—5 ..

ln CASE NO(S). OO—CV-217 and OO-CV—621 8 gaggg g; 2::Q 0‘c a

This CAUSE having been heard and considered. it is {UL-Jiffy 83 2
. "-FZE mm .

ORDERED and ADJUDGED: WI; $3 Fed. Cir. R. 36 @3533 gt: '
053.2 5E
-m““ no
¢<0 EmIUUJ _ '

E“ g RPer Curiam (NEWMAN. SCHALL. and DYK, Circuit Judges).
.>.‘m

ENTERED BY ORDER OF THE COURT

DATED: FEB 1 2 2303 . W,- Jan Hor . C erk

ISSUED AS A MANDATE: MARCH 5, 2003

Costs Against Appellant:
Total. $97-35

m0 ' M..-
___________ I 03/17/2003. mm 17.47 r'm'zm' run «0711
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UNITED STATES DEPARTMENT OF COMMERCE

Patent and Trademark Office

Address: ASSISTANT COMMISSIONER FOR PATENTS

Washington, DC. 20231
 
 

 

 

APPLICATION NO] FILING DATE FIRST NAMED INVENTORI l ATTORNEY DOCKET NOT!CONTROL N0. PATENT IN REEXAMINATION
90007125 07/19/04 6425035 [006-8910

. . EXAMINER
Gray Cary Ware & Fnedennch LLP

122] S. MoPac Expressway Suite 400 A Fleming, Fritz
Austin, Tx  

i ARTUNIT J PAPER 1  
2182 5

DATE MAILED: 09/22/04

Please find below and/or attached an Office communication concerning this application or
proceeding.

Commissioner of Patents and Trademarks

CC: Natu J‘ Patel

Wang & Patel, PC
1301 Dove Street, Suite 1050

Newport Beach CA 92660
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Commissionerfor Patents
' United States Patent and Trademark Office

P.0. Box 1 450
Alexandria. VA 22313-1450wwwuspvogov

 

DO NOT USE IN PALM PRINTER

(THIRD PARTY REQUESTER'S CORRESPONDENCE ADDRESS)

EX PARTE REEXAMINATION COMMUNICATION TRANSMITTAL FORM

REEXAMINATION CONTROL NO. 90/007 125. 

PATENT NO. 6425035.

ART UNIT 2182.

Enclosed is a copy of the latest communication from the United States Patent and Trademark

Office in the above identified ex parte reexamination proceeding (37 CFR 1.550(f)).

Where this copy is supplied after the reply by requester, 37 CFR 1.535, or the time for filing a
reply has passed, no submission on behalf of the ex pan‘e reexamination requester will be
acknowledged or considered (37 CFR 1.550(9)).

PTOL-465 (Rev.07—04) 284 of 411
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Patent Under Reexamination

6425035

Control No.

90/007,125

Examiner

  

 
  
 

  

 
 

 
 

 

 

Order Granting / Denying Request For
Ex Parte Reexamination

Fritz M Fleming 

--The MAILING DA TE of this communication appears on the cover sheet with the correspondence address--

The request for ex parte reexamination filed 19 July 2004 has been considered and a determination has

been made. An identification of the claims, the references relied upon, and the rationale supporting the
determination are attached.

Attachments: a)I:I PTO-892, b)I:I PTO-1449, c)I:I Other:

1. XI The request for ex parte reexamination is GRANTED.

RESPONSE TIMES ARE SET AS FOLLOWS:

For Patent Owner's Statement (Optional): TWO MONTHS from the mailing date of this communication

(37 CFR 1.530 (b)). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

For Requester's Reply (optional): TWO MONTHS from the date of service of any timely filed

Patent Owner's Statement (37 CFR 1.535). NO EXTENSION OF THIS TIME PERIOD IS PERMITTED.

If Patent Owner does not file a timely statement under 37 CFR 1.530(b), then no reply by requester
is permitted.

2. D The request for ex parte reexamination is DENIED.

This decision is not appealable (35 U.S.C. 303(c)). Requester may seek review by petition to the

Commissioner under 37 CFR 1.181 within ONE MONTH from the mailing date of this communication (37

CFR1.515(c)). EXTENSION OF TIME TO FILE SUCH A PETITION UNDER 37 CFR 1.181 ARE
AVAILABLE ONLY BY PETITION TO SUSPEND OR WAIVE THE REGULATIONS UNDER

37 CFR 1.183.

In due course, a refund under 37 CFR 1.26 (c ) will be made to requester:

a) I:| by Treasury check or,

b) [:1 by credit to Deposit Account No. , or
 

c) D by credit to a credit card account, unless otherwise notified (35 U.S.C. 303(c)).

Fritz leming

Primary Examiner
Art Unit: 2182

 
cczReguesteri if third pagy reguester )US. Patent and Trademark Office

PTOL-471 (Rev. 0401) Office Action in W69Eeqxamination Part of Paper No. 09162004
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Application/Control Number: 90/007,125 Page 2

Art Unit: 2182 “

l. , A substantial new question of patentability affecting claims 1-14 ofUnited States Patent

Number 6,425,035 is raised by the request for ex parte reexamination.

Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings

because the provisions of 37 CFR 1.136 apply only: to "an applicant" and not to parties in a

reexamination proceeding. Additionally, 35 U.S.C. 305 requires that ex parte reexamination

proceedings "will be conducted with special dispatch" (37 CFR 1.550(a)). Extensions of time in

' ex parte reexamination proceedings are provided for in 37 CFR 1.550(0).

0 The threshold for determining whether or not to grant a re—examination is set forth in MPEP

2242, quoted below:

For "a substantial new question ofpatentability” to be present, it is only necessary that: (*>A<) the

prior art patents and/or printed publications raise a substantial question ofpatentability regarding at least

one claim, i.e., the teaching of the (prior art) patents and printed publications is such that a reasonable

examiner would consider the teaching to be important in deciding whether or not the claim is. patentable;

and (*>B<) the same question of patentability as to the claim has not been decided by the Office in a

previous examination >or pending reexamination< of the patent or in a final holding of invalidity by the

Federal Courts in a decision on the merits involving the claim. It is not necessary that a “prima facie” case

of unpatentabi/ity exist as to the claim in order for “a substantial new question ofpatentability” to be

present as to the claim. Thus, “a substantial new question ofpatentability” as to a patent claim could be

present even if the examiner would not necessarily reject the claim as either fully anticipated by, or

‘ obvious in view of, the prior >an‘< patents or printed publications. As to the importance of the difference

between “a substantial new question ofpatentability” and a “prima facie” case of unpatentability see

generally In re Etter, 756 F.2d 852, 857 n.5, 225 USPQ 1, 4 n.5 (Fed. Cir. 1985).
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Application/Control Number: 90/007,125 Page 3

Art Unit: 2182

Thus it is clear, that a granting of a re-examination does not necessarily mean

that a prima facie case of unpatentabiiity exists, just that the teachings be important

when deciding claim patentability.

o The manner in which the art is to be applied in the request is discussed in MPEP 2217,

quoted below:

The third sentence of 35 U. S. C. 302 indicates that the “request must set forth the pertinency and

manner of applying cited prior art to every claim for which reexamination is requested.” 37 CFR

1.510(b)(2) requires that the request include “[a]n identification of every claim for which reexamination is

requested, and a detailed explanation of the pertinency and manner of applying the cited prior art to every

claim for which reexamination is requested. ” If the request is filed by the patent owner, the request for

reexamination may also point out how claims distinguish over cited prior art.

Where substantial new questions ofpatentability are presented under 35 U. S. C. 102(0

or (g), the prior invention of another must be disclosed in a patent or printed publication. Substantial new

questions of patentability may also be presented under 35 U. S. C. 103 which are based on the above

indicated portions of 35 U. S. C. 102. Substantial new questions ofpatentability may be found under 35

U. S. C. 102(0 / 103 or 102(g)/ 103 based on the prior invention of another disclosed in a patent or printed

publication if the, reference invention and the claimed invention were not commonly owned at the time the

claimed invention was made. See, 35 US. C. 103(c) and MPEP § 706. 02(I). See MPEP § 706.02(l)(1)

for information pertaining to references which qualify as prior art under 35 U. S. C. 102(e)/103.

The mere citation of new patents or printed publications without an explanation does not comply

with 37 CFR 1.510(b)(2). Requester must present an explanation of how the cited patents or printed

publications are applied to all claims which requester considers to merit reexamination. This not only sets

forth the requester’s position to the Office, but also to the patent owner (where the patent owner is not the

requester).
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Application/Control Number: 90/007,125 5 ' Page 4

Art Unit: 2182

Given the above, requestor has, at a threshold minimum, provided a substantial

new question of patentability, albeit not in a clear and concise manner. For example,

requestor has dedicated pages 5-41 to various “substantial new questions of

patentability", which are not entirely clear. Pages 5-11 allege anticipation by the

MAXSTRAT GEN5 PRODUCT, but such an analysis seems to rely upon two printed

publications in the form of Exhibits 10—12 interpreted in light of an additional declaration

in the form of Exhibit 13. Pages 12-13 allege other controllers detailed in Exhibits 14-

16. Pages 13—14 allege anticipation over the ‘209 Patent. Pages 15-20 combine the

material of pages 5-13 with admissions, Haugdahl, and Bursky. Pages 20-23 appear to

combine admissions/testimony with at least patents to Oeda et al.,Yung, Hefferon et

al., DeKoning et al., Abadi et al., Hunnicutt et al., Raz et al., and Dauerer et al. Pages

23-26 then add Derby et al., lsfeld et al., Sheu and Jones et al. Pages 26-39 then

address some of the above and Llorens, while pages 40-41 seem to summarize such.

In. order to grant the request for re-examination, the request indicates, at least, that the

requestor considers claims 1—14 as being unpatentable over the MAXSTRAT GEN5

manuals of Exhibits 11-12. It is agreed that the consideration of the MAXSTRAT GEN5

manuals of Exhibits 11-12 raises a substantial new question of patentability, as to at

least the patentability of claims 1-14 of the Hoese et al. patent. As pointed out in Exhibit

10, MAXSTRAT GEN5 manuals of Exhibits 11-12 teach the use of, amongst other

things, of a network routing table, a buffer, the host interface ports, the device module

controller, the two general purpose CPUs, the volumes, the ifp, and the internal file

system which were not present in the prosecution of the application that became the
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Application/Control Number: 90/007,125 Page 5
Art Unit: 2182

Hoese et al. patent. Further, there is a Substantial likelihood that a reasonable

examiner would consider these teachings important in deciding whether or not the

claims are patentable. Accordingly, the MAXSTRAT GEN5 manuals of Exhibits 11 and

12 raise a substantial new question of patentability as to claims 1-14, which question

has not been decided in a previous examination of the Hoese et alpatent. Thus claims

1-14 will be re-examined.

Addressing the other art cited in the request for re-examination, it is clear that the

request for the re-examination should clearly and concisely set forth the cited prior art

and the manner in which it is to be applied to the identified claims. Requestor has

instead set forth a voluminous citation of prior art, with an inordinately‘large number of

possible combinations of cited art, placing the burden of “explanation” on the examiner.

Appendix C is described by the requestor as “Listing of possible prior art combinations

showing obviousness." Turning to Appendix 0, one finds a generic explanation that

summarizes claim 1 (only claim 1) into elements A-G, and refers to the chart of

Appendix B and Exhibit 22 for an accounting of what elements are found where. The

explanation of Appendix C seems to conclude with the opinion that the mere fact that

two references that teach all of the elements render a claim as obvious. The examiner

would like to point to MPEP 2143.01, Suggestion or Motivation To Modify the

References, where one finds:

The mere fact that references can be combined or modified does not render the resultant

combination obvious unless the prior art also suggests the desirability of the combination.

In re Mills, 916 F.2d 680, 16 USPQ2d 1430 (Fed. Cir. 1990) (Claims were directed

to an apparatus for producing an aerated cementitious composition by drawing air into
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Application/Control Number: 90/007,125 ‘ Page 6

Art Unit: 2182 ‘

the cementitious composition by driving the output pump at a capacity greater than the

feed rate. The prior art reference taught that the feed means can be run at a variable

speed, however the court found that this does not require that the output pump be run at

the claimed speed so that air is drawn into the mixing chamber and is entrained in the

ingredients during operation. Although a prior art device “may be capable of being

modified to run the way the apparatus is claimed, there must be a suggestion or

motivation in the reference to do so.” 916 F.2d at 682, 16 USPQ2d at 1432.). See also

in re Fritch, 972 F.2dv1260, 23 USPQ2d 1780 (Fed. Cir. 1992) (flexible landscape

edging device which is conformable to a ground surface of varying slope not suggested

by combination of prior art references). .
\

For a specific example, appendix C, page 5, sets forth “Fibre Channel storage..."

as a possible primary reference having claim elements ABCDFG with an astounding 54

individual secondary references with which “Fibre Channel storage...” is to be possibly

combined with. The examiner is then supposed to go to Exhibit 22 to then interpret the

shorthand of claim elements A—G of each reference in order to come up with the manner

in which the cited art is to be applied in combination, thereby placing the burden on the

examiner to provide the rationale to make the possible combinations. Furthermore,

Exhibit 22 only goes up to claim 6, and not the identified patent claims 1-14. Finally, if

the requestor had intended to apply the 200+ “possible prior art combinations showing

obviousness” against the claims to form a basis for re-examination, then there should

be a corresponding number of prima facie cases of obviousness in order to merit re-

examination. Lacking such, the material of Appendix C would appear to provide a

cumulative IDS listing of references that individually disclose bits and pieces of claims
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Application/Control Number: 90/007,125 Page 7

Art Unit: 2182 '~ ‘

1-6, without setting forth the proper rejections under 35 U.S.C. 103, and will be

considered as an IDS in the course of the re-exémination.

2. The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving

Patent No. 6,425,035 throughout the course of this reexamination proceeding. The third party

requester is also reminded of the ability to similarly apprise the Office of any such activity or

proceeding throughout the course of this reexamination proceeding. See MPEP §§ 2207, 2282

and 2286.

3. It is noted that an issue not within the scope of reexamination proceedings has been

raised. The issue of the co—pending applications will not be addressed in this re-examination,

noting that some of them have matured into patents. The issue of secondary considerations and

any licensing/income will not be considered during. this re-examination, unless such is raised as

an issue by patent owner. The issue of disclosure during the patent prosecution will not be

addressed in this re-examination.

4. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Fritz M Fleming whose telephone number is 703—308—1483. The

examiner can normally be reached on M-F, 0600—1500.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s

supervisor, Jeffrey Gaffin can be reached on 703-308—3301. The fax phone number for the

organization where this application or proceeding is assigned is 703-872—9306.
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Application/Control Number: 90/007,125 A Page 8
Art Unit: 2182

Information regarding the status of an application may be obtained from the Patent

Application Information Retrieval (PAIR) system. ‘Status information for published applications

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished

applications is available through Private PAIR only. For more information about the PAIR _

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR

system, contact the ElectronicBusiness Center (EB‘C) at 866-217-9197

iiammg
Primary Examiner
Art Unit 2182
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' Access DB# [2 / 22
SEARCH REQUEST FORM

Scientific and Technical Information Center

Requester’s Full Name: Pinchus Laufer Examiner # :73139 Date: 8/26/04

ArtUnit: 2100 PhoneNumber308—4562 SerialNumber: 90/007,125

Mail Box Location: 2D16B Results Format Preferred (circle): PAPER DISK E-MAIL

If more than one search is submitted, please prioritize searches in order of need.
2':***************akin?************9«**********inhh':****************~k*~k*k**********k***********~k

Please provide a detailed statement ofthe search topic, and describe as specifically as possible the subject matter to be searched. Include the

elected species or structures, keywords, synonyms, acronyms, and registry numbers, and combine with the concept or utility of the invention.
Define any terms that may have a special meaning. Give examples or relevant citations, authors, etc, ifknown. Please attach a copy ofthe
cover sheet, pertinent claims, and abstract.

Title oflnvention: 

Inventors (please provide full names):
 

 

Earliest Priority Filing Date:

*For Sequence Searches Only* Please include (Ill pertinent information (parent, child, divisional, or issued patent numbers) along with the appropriate
serial number.

Litigation

6,425,035

Inventor Geoffrey Hoese et 211. Date August 31, 2004

****i¢*~k****k*********k*******ir*******i<~k***************9d:i:9c***~k****************~k*i¢k******************

 

 

STAFF USE ONLY Type of Search Vendors and cost where applicable

Searcher: Shirelle Green Sequence (#)

Searcher Phone #: 306-4767 AA Sequence (#)

Structure (it) '
 

 
 

 

 

Date Searcher Picked Up: Bibliographic

Date Completed: Litigation

Searcher Prep & Review Time: Fulltext

Clerical Prep Time: Patent Family  

 
Tr”

Online Time: lb Other Other (specify)
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Gréen,ShheHe
IM

From: Laufer, Pinchus

Sent: Thursday, August 26, 2004 6:06 PM
To: STlC-EIC21OO

Subject: litigation 7125

E ‘»

SearcriFormdoc

(Pmc/ius

Pinchus M. Laufer, Ph.D., JD.
Special Programs Examiner, Technology Center 2100
Computer Architecture, Software, & information Security
US Patent and Trademark Office

(703) 306—4160
plaufer@iispto.gov
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l ofl DOCUMENT

UNITED STATES PATENT AND TRADEMARK OFFICE GRANTED PATENT

6425035

Link to Claims Section

July 23, 2002

Storage router and method for providing virtual local storage

REEXAM—LITIGATE:

NOTICE OF LITIGATION

Crossroads Systems (Texas), Inc., a Texas Corporation v. Dot Hill Systems Corporation, a Delaware corporation, Filed
October 17,2003, D.C. W.D. Texas, Doc. No. A-03-CA—754-55

CERT-CORRECTION: August 26, 2003 - a Certificate of Correction was issued for this patent (O.G. September 16,

2003)

APPL—NO: 965335 (09)

FILED-DATE: September 27, 200] .

GRANTED—DATE: July 23, 2002

ASSIGNEE-AT-ISSUE: Crossroads Systems, lnc., Austin, Texas, 02

ENGLISH-ABST:

A storage router ( 56) and storage network ( 50) provide virtual local storage on remote SCSI storage devices (

60, 62, 64) to Fiber Channel devices. A plurality oFFiber Channel devices, such as workstations ( 58), are connected to
a Fiber Channel transport medium ( 52), and a plurality of SCSI storage devices ( 60, 62, 64) are connected to a SCSI

bus transport medium ( 54). The storage router ( 56) interfaces between the Fibre Channel transport medium ( 52) and

the SCSI bus transport medium ( 54). The storage router( 56) maps between the workstations ( 58) and the SCSI

storage devices ( 60, 62, 64) and implements access controls for storage space on the SCSI storage devices ( 60, 62,

64). The storage router( 56) then allows access from the workstations ( 58) to the SCSI storage devices ( 60, 62, 64)
using native low level, block protocol in accordance with the mapping and the access controls.

LEXIS-NEXIS

Lib may: PATENTS

1 File: ALL

\\,, 7,, A ,7 , , 7,777,, ,,
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No Documents Found!

No documents were found for your search (6425035 or 6,425,035).

Click the "Edit Search" button below to try again. You may want to
try one or more of the following:

Check for spelling errors.
Remove some search terms.

Use a less restrictive date range.
Use more common search terms. "Suggested Words and
Concepts" are displayed on the search form when you click
on Edit Search.
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About LexisNexis | Terms and Conditions

Copyright © 2004 LexisNexis, a division of Reed Elsevier Inc. All rights reserved.
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’5 Libl'al'y: PATEM‘S
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No Documents Found!

No documents were found for your search (6425035 or 6,425,035).
Click the "Edit Search" button below to try again. You may want to
try one or more of the following:

. Check for spelling errors.

. Remove some search terms.

. Use a less restrictive date range.

. Use more common search terms. ”Suggested Words and
Concepts" are displayed on the search form when you click
on Edit Search. '
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Copyright© 2004 LexisNexis, a division of Reed Elsevier Inc. All rights reserved.
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1 of2 DOCUMENTS

Copyright 2003 Comtex News Network, Inc.

All Rights Reserved

Copyright 2003 Knobias.com, LLC, All rights reserved.
Knobias.com

This content is provided to LexisNexis by Comtex News Network, Inc,

October 22, 2003 Wednesday

LENGTH: 74 words

HEADLINE: CRDS Files Patent Infringement Suit Against HILL

DATELINE: Ridgeland, MS

BODY:

...Crossroads Systems Inc. (CRDS) on October 17, 2003‘ Dot Hill has not been served with the Complaint. The suit

alleges patent infringement by Dot Hill of United States Patent Nos. 5,941,972 and 6.42520352 relating to storage routers

and methods for providing virtual local storage.

gLEXIS-NEXIS

1 Library: NEWS ;
l File: CURNEWS t
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2 0f2 DOCUMENTS

Copyright 2003 PR Newswire Association, Incl
' PR Newswire

October 22, 2003, Wednesday

SECTION: FINANCIAL NEWS

DISTRIBUTION: TO BUSINESS AND TECHNOLOGY EDITORS

LENGTH: 498 words.

HEADLINE: Dot Hill Systems Announces Complaint Filed By Crossroads Systems

DATELINE: CARLSBAD, Calif., Oct. 22

BODY:

...Texas by Crossroads Systems on October 17, 2003. Dot Hill has1 not been served with the Complaint. The suit
alleges patent infringement by Dot Hill of United States Patent Nos. 5,941,972 and 6,425,0352 relating to storage routers
and methods for providing virtuallocal storage.

"Crossroads Systems first offered us a license for certain of their patents in February 2002, asserting that the patents
related to
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?us6425035/pn

** SS 1: Results 1

Search statement 2

?prt full nonstop legalall

 

l/l PLUSPAT — (C) QOE8TEL—ORBIT— image
PN — 082002010812 A1 20020124 [0820020010812]
PN2 — 086425035 82 20020723 [086425035]

TI — (A1) Storage router and method for providing virtual local storage
PA — (B2) CROSSROADS SYSTEMS INC (US)
FAQ — Crossroads Systems, Inc , Austin TX [US]
PA2 — (82) CROSSROADS SYSTEMS INC (US)
IN - (A1) HOESE GEOFFREY E (US); RUSSELL JEFFRY T (US)

AP - 0896533501 20010927 [200108—0965335]
FD — Continuation of: 085941972

PR — 0896533501 20010927 [200108—0965335]
— 0835468299 19990715 [199908—0354682]
- 08179997 19971231 [199708—0001799]

IC — (Al) G06F—003/00 ‘
3C - G06F—013/4002
PCL — ORIGINAL (0) 710105000; CROSS-REFERENCE (X) 710008000 710036000

710310000

3T — Corresponding document
CT — 085748924; 085768623; 085809328; 085812754; 085835496; 085848251;

085935260; 085941972; 085959994; 086041381; 086055603; 086065087;
086075863; 086098149; 086118766; 086148004; 086185203; 086209023;
086230218; 086341315; 086343324

STG — (A1) Utility Patent Application published on or after January 2, 2001
STG2— (B2) 0.8. Patent (with prevgrant pub.) after Jan. 2, 200;
AB — A storage router (56) and storage network (50) provide virtual local

storage on remote SCSI storage devices (60, 62, 64) to Fiber Channel
devices. A plurality of Fiber Channel devices, such as workstations
(58), are connected to a Fiber Channel transport medium (52), and a
plurality of SCSI storage devices (60, 62, 64) are connected to a SCSI,
bus transport medium (54). The storage router (56) interfaces between

the Fibre Channel transport medium (52) and the SCSI bus transport
medium (54). The storage router (56) maps between the workstations
(58) and the SCSI storage devices (60, 62, 64) and implements access
controls for storage space on the SCSI storage devices (60, 62, 64).
The storage router (56) then allows access from the workstations (58)
to the SCSI storage devices (60, 62, 64) using native low level, block
protocol in accordance with the mapping and the access controls.

UP ~ 2002—05

1/1 LGST - (C) EPO

PN — 082002010812 Al 20020124 [0820020010812]
7 086425035 32 20020723 [086425035]

AP ~ 0896533501 20010927 [200108—0965335]
ACT — 20030826 US/CC—A

CERTIFICATE OF CORRECTION
0P - 2003—41

°l/l CRXX — (C) CLAIMS/RRX
PN — 6,425,035 A 20020723 [086425035]

PA — Crossroads Systems Inc
ACT —-200309l6 CERTIFICATE OF CORRECTION
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Patent Assignment Abstract of Title

Total Assignments: 3 $56 # 022
Application #: 099.03% Filing Dt: 12/31/1997 Patent #: 5941972 Issue Dt: 08/24/1999

PCT #: NONE Publication #: NONE Pub Dt:

Inventors: GEOFFREY B. HOESE, JEFFRY T. RUSSELL

Title: STORAGE ROUTER AND METHOD FOR PROVIDING VIRTUAL LOCAL STORAGE

Assignment: 1

Reel/Frame: mm ORE/$2233; [ff/2273:; 04372931998 :ages:
Conveyance: ASSIGNMENT OF ASSIGNORS INTEREST (SEE DOCUMENT FOR DETAILS).

Assignors: HOESE, GEOFFREY B. Exec Dt: 12/22/1997

RUSSELL JEFFRY T. Exec Dt: 12/22/1997
 

Assignee: ROSSROADS SYSTEMS, INC.

9390 RESEARCH BLVD., SUITE II-3OO

USTIN, TEXAS 78759

Correspondent: BAKER & BOTTS, L.L.P.
ANTHONY E. PETERMAN

2001 R055 AVENUE

DALLAS, TX 75201-2980

  
 

- ignment: 2

Ree/renam 48/8 , ,
Conveyance: SECURITY AGREEMENT

Assignor: CROSSWORLDS SOFTWARE INC. Exec Dt: 06/30/2000

Assignee:W
LOAN DOCUMENTATION H6150

3003 TASMAN DR

SANTA CLARA, CALIFORNIA 95054

SILICON VALLEY BANK

JACQUELYN LE
LOAN DOCUMENTATION H6150

3003 TASMAN DR.

SANTA CLARA, CA 95054

Assignment: 3

8888/8888 888—884H H /,
Conveyance: RELEASE 8/

Assignor: SILICON VALLEY BANK Exec Dt: 03/20/2002

Assignee: WEE

577 AIRPORT BOULEVARD, SUITE 300

BURLINGAME, CALIFORNIA 94010

Correspondent: SILICON VALLEY BANK
MICHELLE GIANNINI

LOAN DOCUMENTATION HA155

3003 TASMAN DR.

SANTA CLARA, CALIFORNIA 95054
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Search Results as of: 8/4/2004 8:26:15 AM.

 

I! you have any comments or questions concerning "16 data displayed, contact OPR /Assignments at 703-308-9723
Web interface last modified: Oct. 5. 2002
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Page 1 of 1

UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Addmll‘ COMMISSIONER FOR PATENTSPO. Box I450

Alexandria. Virginia 22313-1450www.mpmgov

REEXAMCONTROLWR HUNGORW)

90/007,125 07/19/2004 6425035

 

-99NF!RMATION NO- 2298.--.-2222
Natu J. Patel, Esq. j
Wang & Patel, PC i
1301 Dove StreetSuite1o50 ....-._._ . 2,.-. , .,-., - W, . -. .- W. i

Newport Beach, CA 92660

Date Mailed: 08/04/2004

NOTICE OF REEXAMINATION REQUEST FILING DATE

(Third Party Requester)

Ré’huester is hereby notified that the filing date of the request for reexamination is 07/19/2004, the date the
refiuired fee of $2,520 was received.

Aijecision on the request for reexamination will be mailed within three months from the filing date of the request
forgeexamination. (See 37 CFR 1.515(a)).

SIZES

Aéijopy of the Notice is being sent to the person identified by the requester as the patent owner. Further patent
owner correspondence will be the latest attorney or agent of record in the patent file. (See 37 CFR 1.33). Any
paper filed should include a reference to the present request for reexamination (by Reexamination Control
Number).

Cl‘fi:Patent Owner

Gray Cary Ware & Friedenrich LLP
1221 S. MoPac Expressway Suite 400
Austin, TX 78746—6875

 

Office of Patent Legal A ation
Central Reexamination Unit (703) 308-9692

PART 3 - OFFICE COPY
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. . Page 1 ofl

UNITED STATES PATENT AND TRADEMARK OFFICE UNITED STATFS DEPARTBII‘NT OF COMMERCE
United States Patent and Trademark Office
Addren. COMMISSIONER FUR PATENTSPo. Box 1450

Mmmvmm 2231371450wwwunptogov

REEXAM CONTROL NUMBER FILING 0R 3“ (0) DATE PATENT NUMBER

90/007,125 07/19/2004 6425035

 

#7
CONFIRMATION NO. 2298

Gray Cary Ware & Friedenrich LLP REEXAM ASSIGNMENT NOTICE

1221 3' M°Pa° EXp’essway 5”"6 40° Illllillllll||||lllIlllllllllllllllllllfl lllllillllllllIlllllillllllllllllllllllllllllll
AUSt'n’ TX 787466875 'OC000000013437560*

   

Date Mailed: 08/04/2004

NOTICE OF ASSIGNMENT OF REEXAMINATION REQUEST

The above-identified request for reexamination has been assigned to Art Unit 2182. All future correspondence to
the proceeding should be identified by the control number listed above and directed to the assigned Art Unit..“i

7:51!

Asippy of this Notice is being sent to the latest attorney or agent of record in the patent file or to all owners of
reggprd. (See 37 CFR 1.33(c)). If the addressee is not. or does not represent, the current owner, he or she is
required to fonivard all communications regarding this proceeding to the current owner(s). An attorney or agent
refiaiving this communication who does not represent the current owner(s) may wish to seek to withdraw pursuant
tQ__§7 CFR 1.36 in order to avoid receiving future communications. If the address of the current owner(s) is
ufiltnown, this communication should be returned within the request to withdraw pursuant to Section 1.36.q:

“wit

1‘it};m4::':'
octhThird Party Requester(if any)

I

Ngtu J. Patel, Esq.
Wéng & Patel, PC

1523131 Dove Street Suite 1050 7
Newport Beachz'CA 92660 " " ' ’ “M

 
   

 

ation

3) 308-9692
Office of Patent Legal Ad
Central Reexamination Unit

PART 3 - OFFICE COPY
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O I O {agar/I0 (5'
Approved for use through 04/30/2007. OMB 0651-0033

U.3. Patent and Trademark Office; U.5. DEPARTMENT OF COMMERCE4;; ..- PTO

 
  
  

  
d to as FORM PTO-1465)

REQUEST FOR EX PARTE REEXAMINATION TRANSMITTAL FORM

Address to: 66548 US PTOMail stop Ex Parte Reexam

  
 
 

 

  
 EFEwyéLQ IIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIIII. “fr; ”“5””  
    LE This is a request for ex parte reexamination pursuant to 37 CFR 1.510 of patent number _6.425,035

issued _July 23, 2002 . The request is made by: 
 

  

 
 

CI patent owner. [XI third party requester.

 
 

2.. The name and address of the person requesting reexamination is:

 
 
 

__Natu J. Patel, Esq., Wang 8. Patel PC

 
 

_1301 Dove Street. Suite 1050

_Newport Beach, CA 92660 

 
 

 
 

 3. [X] a. A check in the amount of $_2520.00 is enclosed to cover the reexamination fee. 37 CFR 120(c)(1);

I:I b. The Director is hereby authorized to charge the fee as set forth in 37 CFR 120(c)(1)
to Deposit Account No. (submit duplicate of this form for fee processing); or  

  E] c. Payment by credit card. Form PTO-2038 is attached.

  4. I3] Any refund should be made by [XI check or |:] credit to Deposit Account No.
37 CFR1.26(c). If payment is made by credit card. refund must be to credit card account.

 5.. ‘ A copy of the patent to be reexamined having a double column format on one side of a separate
paper is enclosed. 37 CFR 1.510(b)(4)    6.I:]

7. I:I Nucleotide and/or Amino Acid Sequence Submission
Ifapplicable, all of the following are necessary.

 CD-ROM or CD-R in duplicate, Computer Program (Appendix) or‘large table

 
   
 3. III Computer Readable Form (CRF)

b. Specification Sequence Listing on:  
 i. I: CD-ROM (2 copres) or CD-R (2 copies); or

ii. [:I paper  

  
c. I:I Statements verifying identity of above copies

8. SI A copy of any disclaimer, certificate of correction or reexamination certificate issued in the patent is included.  
  
 

9. [E Reexamination of claim(s) _1 through 14 (all claims) is requested.

to. A copy of every patent or printed publication relied upon is submitted herewith including a listing thereof on

Fm“ ”0'14” °' equ‘va‘em' wars/aim mumr BtIBBBBB3 93337125

11. CI An English language translation of all necessary and pertinent non—English language patents and/or printed
publications is included.

  
  

[Page 1 of 2)

This collection of information is required by 37 CFR 1.510. The information is required to obtain or retaiggfleecing; e public which'Is to file (and was I?II: III: fl c'lungpto process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This col ated to take 2 hours to complee
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the

‘ amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer. U.S. Patent and
Trademark Office, U.S. Department of Commerce, PO. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Mail Stop Ex Pane Reexam, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

I! you need assrstanca in conwleting the farm, call 1-800-PTO~9199 and select option 2.
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PTO/SB/57 (04-04)
Approved for use thmugh 04/30/2007. OMB 0651 -0033

US. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
Under the Pa-erwork Reduction Act of 1995. no aersons are required to respond to a collection of information unless it dis-Ia a valid OMB control number.

12. The attached detailed request includes at least the following items:

a. A statement identifying each substantial new question of'patentability based on prior patents and printed
publications. 37 CFR 1.510(b)(1)

b. An identification of every claim for which reexamination is requested, and a detailed explanation of the pertinency
and manner of applying the cited art to every claim for which reexamination is requested. 37 CFR 1.510(b)(2)

13. 1:] A proposed amendment is included (only where the patent owner is the requester). 37 CFR 1 .510(e)

14. [it a. It is certified that a copy of this request (if filed by other than the patent owner) has been sewed in its entirety on
the patent owner as provided in 37 CFR 1.33(c).
The name and address of the party served and the date of service are:

_Gray Cary Ware & Freidenrich, LLP. Atn: Tracy McCreight, Esq.,

, , _1221 S. MoPac Expressway, Suite 400 

_Austin, TX 78746-6875 

Date of Service: _July 19, 2004 ; or
 

D b. A duplicate copy is enclosed since service on patent owner was not possible.
 

"’ 15. Correspondence Address: Direct all communication about the reexamination to:

IE Customer Number: 37819

OR

Firm or
Individual Name

ddress (line 1)

 
 

  
 
 
 

  
 

 

_Ll 

 

' 16. [it . The patent is currently the subject of the following concurrent proceeding(s):
I: a. Copending reissue Application No.
|:l b. Copending reexamination Control No.
I: c. Copending Interference No.
[X] d. Copending litigation styled:

   
 

 
 

  
 _Crossroads Systems, Inc. v. Dot Hill Systems Corporation. U.S.D.C. for Western District of Texas,_  

 
_ Case Number A-03-CV-754(SS)

rm may become public. Credit card Information should not be
redit card information and authorization on PTO-2038.  

  

 
 
 

 
 

July 19, 2004
Date
  Authorized Signature

  _Natu J. Patel _39559 I: For Patent Owner Requester
Typed/Printed Name Registration No., if applicable m For Third Party Requester  

[Page 2 of 2]
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

  

REQUEST FOR EX PARTE

REEXAMINATION

Inventor: Hoese, et 31.
Title of Invention:

Storage router and method for

proViding virtual local storage

Issued: July 23, 2002

Patent No.: 6,425,035

 
 

Mail Stop Ex Parte Reexam
Commissioner for Patents

PO. Box 1450

Alexandria, VA 22313-1450

REQUEST FOR EX PARTE REEXAMINATION

Dear Sir:

This is a Request for Ex Parte Reexamination of Claims 1 through 14 of the above

identified United States Patent. It is believed that newly discovered prior art submitted

 
herewith, which was not considered by the Patent Office during the prosecution of the

above Patent, raises a substantial new question of Patentability with respect to Claims 1

through 14. Accordingly, reexamination under 35 U.S.C. §§ 302—307 pursuant to 37

C.F.R. § 1.510, et seq. is hereby respectfully requested.

In accordance with 37 C.F.R. § 1.510, the following is provided herein:

37 C.F.R. § 1.510(a) Prior art cited under 37 C.F.R. §' 1.501, infra.

Fee for ex parte reexamination as per 37 C.F.R.

120(c)(1), $2,520.00, included with petition.

i
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37 CPR. § 1.510(b)(1)

37 can. § 1.510(b)(2)

37 CPR. § 1.51 0(b)(3)

37 C.F.R. § l.510(b)(4)

37 can. § 1.510(b)(4)

A statement indicating each substantial new

question of Patentability based on prior Patents and

printed publications, infra.

An identification of every claim for which

reexamination is requested, and a detailed

explanation of the pertinency and manner of

applying the cited prior art to every claim for which

reexamination is requested, infra.

A copy of every Patent or printed publication relied

upon or referred to in paragraph (b)(1) and (2) of

this section, with listing (Exhibit 1).

A copy of the entire Patent including the front face,

drawings, and specification/claims (in double

column format) for which reexamination is

requested, and a copy of any disclaimer, certificate

of correction, or reexamination certificate issued in

the Patent. (Exhibit 2).

A certification that a copy of the request filed by a

person other than the Patent owner has been served

in its entirety on the Patent owner at the addressvas

provided for in § 1.33(c). The name and address of

the party served must be indicated. (Exhibit 3).

ii
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I. INTRODUCTION

This request is based upon numerous prior patents and printed publications,

including 77 US. Patents and 6 printed articles, most of which were not previously

considered by the Patent Office in granting the above-referenced patent. It is believed

that Claims 1 through 14 ofUS. Patent No. 6,425,035 (the ‘035 Patent) are invalid:

1) pursuant to 35 U.S.C. {$102 as being anticipated by the Maxstrat GENS,

StorageTek Iceberg, CMD CRD-5500 and Infortrend 3000 controller

products; V

2) under 35 U.S.C. §103 as being obvious;

i) in light of the patentees’ deposition and trial testimony that the

invention amounts to nothing more than simply adding “access

controls” to a prior art storage router and such a simple

modification was obvious in light of a number of patents, products

and motivations to make such a combination; and

ii) because motivations to combine the prior art inevitably would lead

one skilled in the art to arrive at the alleged invention embodied in

the ‘035 Patent.

This request is served concurrently with a request for reexamination of US.-

Patent Nos. 5,941,972 (the ‘972 Patent), 6,421,753 (the ‘753 Patent), 6,425,036 (the ‘036

Patent), and 6,738,854 (the ‘854 Patent), collectively referred to as the “Related Patents.”

 
The ‘972 Patent was the parent of the Related Patents.

II. BACKGROUND

The invention described and claimed in the ‘035 Patent is currently assigned to

Crossroads Systems (Texas), Inc. (“Crossroads”).

The ‘972 Patent was the parent of the Related Patents, and all five Patent

specifications have identical figures and nearly identical written descriptions - the only

differences can be found in the claims, and even those differences are minimal. The

l
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differencesbetween the claims of the ‘972 and ‘035 Patents concern the way in which the

claimed router device is connected to devices. The ‘972 Patent specifies that the router

connects to hosts using the Fibre Channel transport medium, and connects to storage

devices using the SCSI transport medium. The ‘035 Patent specifies that the router

connects to hosts using any first transport medium, and connects to storage devices using

any second transport medium. Otherwise, the patent claim language is identical or nearly

identical. A chart depicting the differences in the claims of the ‘972, ‘036, ‘035 and ‘854

Patents is included herein (Exhibit 4).

The ‘972 and ‘035 Patents are currently being litigated in the case of Crossroads

Systems, Inc. v. Dot Hill Systems Corporation, Western District of Texas, Case Number

A-03-CV-754(SS) (“Crossroads v. Dot Hill”). On June 26, 2004, Dot Hill submitted a

Motion for Summary Judgment (“MSJ”) to the Court, a copy of which is included herein.

(Exhibit 5). The Motion requests a finding of invalidity based upon: 1) the ‘035 Patent

being anticipated by, or rendered obvious in light of, prior art; and 2) the ‘972 Patent

being obvious in light of prior art.

Specifically, the MS] argument is based partially upon undisputed prior art in the

form of the HSZ70 array controller designed and manufactured by Digital Equipment

Corporation (“DEC”) and related, published product manuals. Further, the MS] contains

 
three declarations from former DEC employees who were involved in the design and

manufacture of the HSZ70 that clearly establish the date of conception, use, and

publication of the manuals of the DEC HSZ70 as long before the earliest alleged

conception dates for the ‘035 and ‘972 Patents. (See Exhibit 5).

The HSZ70 product was on sale before the issuance of the ‘972, ‘035 and Related

Patents, yet the Patentees did not disclose this relevant prior art to the USPTO during the

examination of the Patents. (See Exhibit 5). Even worse, Dot Hill’s previous counsel

gave to Crossroads’ patent counsel copies of the HSZ70 manuals prior to the issuance of
the ‘854 Patent, and yet the Patentees still did not disclose this relevant prior art to the

USPTO during the examination of that patent. Dot Hill earnestly encourages the

2
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examiner to review the attached copy of the MS] and corresponding declarations, which

have been filed with the Court, to evaluate the impact of the DEC HSZ70 product

literature on the portfolio of Related Patents. (See Exhibit 5).

Further, inventors Hoese and Russell have at least six (6) pending applications

that are continuations claiming priority based upon the ‘972 patent application filing date.

The Application Numbers of the pending applications are 10/023786, 10/081082,

10/081110, 10/081114, 10/361283 and 10/658163. As each of these applications depends

upon the ‘972 patent application, Dot Hill contends that each application suffcrs from the >

same critical infirmity as the ‘972 and ‘035 Patents. Dot Hill cannot pursue

reexamination of the pending applications; nevertheless, Dot Hill respectfully requests

that these applications and any other pending applications depending on the ‘972 Patent

or any Related Patent be examined in light of this reexamination petition and the petitions

for the Related Patents.

III. PRIOR LITIGATION INVOLVING THE ‘972 PATENT

This is a unique case that presents the examiner with a wealth of information to

assist in the reexamination as to motivation to combine, claim interpretation, and prior
art.

 
The ‘972 Patent was litigated on two separate occasions and the Court has defined

terms in the ‘972 Patth that apply equally to the ‘035 Patent. Biovail Corp. Int'l v.

Andrx Pharms., Inc, 239 F.3d 1297, 1301 (Fed.Cir.2001) ("When multiple Patents derive

from the same initial application, the prosecution history regarding a claim limitation in

any Patent that has issued applies with equal force to subsequently issued Patents that

contain the same claim limitation"). The claim limitation in the ‘035 Patent are either

broader or equal to the limitations of the corresponding ‘972 Patent claims. Thus the

‘972 Patent claim limitations are within the bounds of the ‘035 Patent claims.

3
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The _ Court’s Markman Order for the ‘972 Patent in the ease of Crossroads

Systems, Inc. v. Chaparral Network Storage, Inc., Western District of Texas, CivilAetion

Number A 00 CA 217 SS (“Chaparral”) is critical to the examiner’s review of the ‘035

Patent. A copy of the Court’s Markman Order appears in Exhibit 6. Pursuant to MPEP

§2207, Court documents related to a Patent are to be admitted at any time and from

anyone into the Patent file. A district court's finding is binding upon the Patent examiner

in a reexamination. Marlow Industries, Inc. v. Igloo Products Corp., 2002 WL 485698,

*4 —5, G\ID.Tex.2002) referring to In Re Freeman, 30 F.3d 1459, 1468 (Fed.Cir.l994)

see also MPEP §2286. (Exhibit 7).

During the course of the “972 Patent litigation in the Chaparral ease, the

Patentees made a number of admissions under oath at deposition and at trial that have a

direct bearing on the current reexamination and the scope of the patents at issue.

Pursuant to MPEP §2217, Patentee admissions may be used in combination with Patents

and printed publications to establish a substantial new question of Patentability.

Admissions are not restricted to just a determination of a substantial new question

of Patentability. Under section 305, reexamination proceeds "...aecording to the

procedures established for initial examination." 35 U.S.C.A. § 305, see also In re Portola

Packaging Inc., 122 F.3d 1473, 1475 (C.A.Fed.,1997) see also 37 C.F.R. 1.104 (c)(3).

“Facts, including admissions which have already been established in the record, have

 
been authorized for use in reexamination proceedings. See 37 CFR 1.106(c) and M.P.E.P.

§ 2258.” Ex Parte the Successor in Interest of Robert S. McGaughey 1988 WL 252480,

*4. (Exhibit 8). “In the initial examination of Patent applications, admissions by the

applicant are considered for any purpose including evidence of obviousness under section

103.” Id. ”An admission is defined as an acknowledged, declared, conceded or

recognized fact or truth. Thus, admissions are simply facts.” Id at *5.

IV. THE SCOPE OF THE INVENTION AS ADMITTED BY AN INVENTOR

4
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During trial and deposition testimony in the Chaparral case, one of the two

inventors of the ‘972, ‘035 and other Related Patents stated that the only invention
claimed was the movement of access controls from a network server into the router

device. Every other limitation in the claims of the ‘972 and ‘035 Patents, including the

router device itself, was admitted to be prior art. See trial transcript of inventor Geoffrey

Hoese, Exhibit 9, pages 70 to 72.‘ According to the inventor, the novel feature of the

claims is that the storage router, rather than a network server, performs access control

such that each workstation may have controlled access to a specific partition of the

storage device which forms the virtual local storage for that workstation (‘035 Patent,

column 4, lines 28-31). All other aspects of the alleged invention as set feith in figure 2

of the ‘972 and ‘035 Patents and the corresponding written description of the ‘972 and

‘035 Patents were acknowledged by the inventor Geoffrey Hoese, in his trial testimony in

the Chaparral case, to be part of the prior art and not the invention.

Q. Figure — well, figure 2 is not your invention, right, sir?
A. Figure 2 is not my invention.

Q. And this description is in reference to figure 2, and this

description mentions native low-level block protocols and

mentions mapping, and you say figure 2 is not your invention?
A. That’s correct. ,

(Trial transcript of Hoese, page 81, starting at line 3, emphasis
added)

*‘ai: * 
See, In re Nomiya, 509 F.2d 566, 570—71, 571 n.5, 184 USPQ 607, 611, 611 n;4

(CCPA 1975) (“We see no reason why appellants' representations in their application

should not be accepted at face value as admissions that Figs. 1 and 2 may be considered

“prior art” for any purpose, including use as evidence of obviousness under § 103.

[Citations omitted] By filing an application containing Figs. 1 and 2, labeled prior art,

ipsissimis verbis, and statements explanatory thereof, appellants have conceded what is to

be considered as prior art in determining obviousness of their improvement”)

V. THE ‘035 PATENT IS INVALID AS IT IS ANTICIPATED BY THE

MAXSTRAT GEN 5 PRODUCT
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MaxStrat (previously known as Maximum Strategy) was a company that designed '

and manufactured RAID (redundant array of independent devices) controllers as well as

entire storage systems, beginning in the early 19903. In 1996, MaxStrat began shipping

the GENS RAID controller, which was a router that performed the fimction of access

controls and met each and every claim of the ‘972 and ‘035 Patents. (It should be noted

that in the Chaparral case, the Court determined that the ‘972 Patent covered RAID

controller devices, as they met the definition of “routers.” Further, the devices accused by

Crossroads in Crossroads v. Dot Hill are RAID controllers, like the GENS.)

A chart is included in Exhibit 10 comparing elements described in the GENS

V System Guide and GUI User’s Guide with each limitation in all claims of the ‘035 Patent.

A copy of the Gen5 S—SERIES XL System Guide Revision 1.01, published June 11, 1996 '

(“System Guide”), is included as Exhibit 11, and a copy of the Graphical User Interface

for MAXSTRAT Gen5/Gen—S Servers User ’5 Guide 1.], published January 6, 1997 (“GUI

Guide”), is included as Exhibit 12. Both manuals were published before the alleged

invention of the ‘035 Patent.

The GUI Guide describes the operation of the Gen5 S—Series Storage Server,

which is documented in the System Guide.

“1 . 1 .2 System Requirements

The GUI will function on all models of the Gen5 Storage Servers,

at Gen5 software revision 1.60 or higher, and all models of the Profile

NFS File Server at ProOS revision 0.82 and higher, and all models of the

S-Series at software revision 1.00 or higher.” [GUI Guide, page 1]

 
The GUI Guide expressly references the System Guide, which is incorporated by

reference:

“1.1.3 Related Reference Material

S-Scries System Manual” [GUI Guide, page 2]

The GUI Guide and System Guide are a two-volume set that make a single

publication. This printed publication describes each and every limitation of the Claims of

- the ‘035 Patent. The pertinency and manner of applying this printed publication to the
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‘035 Patent is explained in the chart included in Exhibit 10, which compares elements of

the Gen5 with each limitation in each of the claims of the ‘035 Patent.

The GENS provides a number of devices such as Cray computers on one side of

the GENS with access to storage devices such as hard disk drives on the other side of the

GENS. An outline of this configuration is shown below.

 
 
 

_1

Maxstrat .
Devices {Crav -.( < Storage (Hard* ' L‘En- Dicks}computers) , .i

_ PottsA l

B —C 2 
3

 
   

As to the “access control" limitation of the ‘972 and ‘035 Patents, the GenS is

able to assign a specific storage area to a specific device. .The GENS includes the “ifp”

command, which includes the “luns bitmask enable” field. This field is used to specify

 
the enabling of LUNs on interface ports to provide access to “facilities” (storage units).

[See Exhibit 10, Claim chart, pages 5 and 6; see Exhibit 11, GenS System Guide, pages

'4-42 to 4-43]. For example, each device attached to a GENS can be assigned a subset of

a disk drive as shown below.
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Maxsti‘at

Deuces (Cray G616 Stomge [Hard
complltci s} Disks)P0113 

 

          
Alternatively, the GEN5 allows for a configuration where all the devices can

access a global disk storage, as identified below.

Maxsil'nt

Dcn’ccs (Cray (36115 Stm‘nge~(Haul
computers) Disks)' Ports

  
    

Finally, the GENS can assign a device to a particular drive, again as displayed

below.
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 hilaxstrat

Genfi Storage (Hard
Disks)

 
Dexices (Cray
computers) ’

 
  

    
Notably, this last configuration of the GEN5 was quite common and not an

unreasonable extension of the product. (See .Hz'llgrave Corp. v. Symam‘ec Corp, 265

F.3d 1336, 1343 (Fed.Cir. 2001) for a discussion of the reasonable use of a product

involved in an infringement analysis). Review of the GEN5 documentation attached

herein indicates that such a Configuration was available. (Exhibit 13)..

While GEN5 connected to storage devices using only the SCSI transport medium,

GenS could be configured to use combinations SCSI, Fibre Channel and/or HlPPl

transport media to connect to hosts.

 
ln sum, the GEN5 allows access to a global data storage device, subsets of a

single storage device, and access to a single storage device. This allocation of storage is

what the Court in Chaparral identified as access control. (Exhibit 6). The GEN5 meets

every element of the alleged invention of the’035 Patent.
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In comparing the last configuration of the GenS (shown on the previous page) to

an embodiment of the invention of the ‘035 Patent as shown in Fig. 3 of the ‘035 Patent

specification above, it is clear that the GENS anticipates every element of the ‘035 Patent.

The only difference between Fig. 3 and the last configuration of the GENS is that the

workstations in Fig 3. are attached to a single Fibre Channel transport medium, while the
workstations of the GENS are attached to separate Fibre Channel transport mediums.

However, it is important to note that Claim 1 of the ‘035 Patent does require every

“device” (referred to as Fibre Channel devices in the specification) to be connected to a

single transport medium. This is done in the GENS through the use of port 4 connecting

to each of the devices on the left side of the GENS. The chart below identifies an excerpt

of Claim 1 that addresses this issue and a full detailed analysis appears in Appendix A.

Further analysis in relation to the ‘035 Patent is presented in Appendix‘B and C.

10
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‘035 Patent claim 1 l I 1 

1. A storage router for providing

virtual local storage on remote storage
devices to devices, comprising:

  

This claim element specifies that there is
cooperation between the devices and the

first transport medium. However, there is
no limitation in the claim that access

control must be performed exclusively in
relation to the first transport medium. The
GENS allows each device on the left side

to be connected to a single transport
medium via port 4. The GENS allows

access control, mapping, and maintaining a
configuration by configuring a port for
each device. Therefore the GENS meets

every limitation of the ‘035 Patent claims.

the supervisor unit operable to map
between devices connected to the first

transport medium and the storage

devices, to implement access controls for

storage space on the storage devices and

to process data in the buffer to interface

between the first controller and the

second controller to allow access fiom

devices connected to the first transport

medium to the storage devices .., . ..

 
 

 
Using a number of ports to connect individual devices to GENS would be covered

by Claim 1. As a result, GENS completely anticipates the subject matter claimed in the 
‘035 Patth and renders the ‘035 invalid.

 
VI. THERE WERE OTHER CONTROLLERS ON THE MARKET PRIOR

TO THE INVENTION OF THE ‘035 PATENT THAT ANTICIPATE THE

‘035 PATENT AND PERFORMED ACCESS CONTROLS 
In addition to the Maxstrat Gen5, there were other RAID controllers that

performed access controls, were commercially available at the time of the alleged

invention of the ‘035 Patent, and completely anticipate the subject matter claimed in the

‘03 5 Patent.

Storage Technologies, Inc. (known as “StorageTek”) designed and manufactured

the Iceberg RAID controller before 1997. Iceberg performed access control; Iceberg

madeselected hosts blind to selected storage based on the permission granted to those

selected hosts. Iceberg connected a plurality of IBM mainframe host computers to

11
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partitions and subsets of multiple SCSI storage devices. As described in the ‘035 Patent,

Iceberg contained a supervisor unit, which was coupled to a buffer, a host controller and

a storage controller. The host and storage controllers included protocol units, FIFO

buffers and DMA. Iceberg performed mapping to present a virtual Count-Key—Data disk

interface to the hosts for the fixed-block allocation SCSI disk drives.

Similarly, CMD Technology, Inc. made the CRD—5500 SCSI RAID Controller

before 1997. The CRD—5500 includes every element described in the ‘035 Patent.

Features for access controls to partitions of disks and subsets of disks (called

“redundancy groups”) are explained in the CRD—5500 SCSI RAID Controller User ’3

Manual, Rev. 1.3, published November 21, 1996, which is included as Exhibit 15.

“The controller’s Host LUN Mapping feature makes it possible to

map RAID sets differently to each host. You make the same redundancy
group show up on different LUNs to different hosts, or make a redundancy
group visible to one host but not to another.” (CRD-5500 User’s Guide,
page 1-1, Section 1.2).

“4.3.3 Host LUN Mapping .

This screen may be used to map LUNs on each host channel to a

particular redundancy group. Or you may prevent a redundancy group
from appearing on a host channel. Thus, for example, you may map
redundancy group 1 to LUN 5 on host channel 0 and the same redundancy
group to LUN 12 on host channel 1. Or you may make redundancy group
8 available on LUN 4 on host channelO and block access to it on host

channel 1.” (CRD-SSOO User’s Guide, page 4-5, Section 4.3.3),

 
Finally, Infortrcnd Technologies, Inc. made the IFT-3000 before 1997. The IFT—

3000 is also a SCSI RAID controller, and includes all the elements described in the “035

Patent. A chart is included in Exhibit 15 comparing elements described in the IFT-3000

Instruction Manual with each limitation in Claim 1 of the ‘035 Patent. A copy of the

[FT-3000 SCSI to SCSI Disk Array Controller Instruction Manual Revision 2.0,

published in 1995, is included as Exhibit 16.
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The manuals indicate that these controllers could be configured in much the same

way as the GENS, as shown above, which performs “access controls” as that term is used

in the ‘035 Patent, and was defined by the Court in the Chaparral litigation

VII. THE ‘035 PATENT IS INVALID AS IT IS ANTICIPATED BY US.

PATENT NO. 6,073,209 TO BERGSTEN

The ‘035 Patent is also anticipated by US Patent No. 6,073,209 (the ‘209 Patent)

titled “Data storage controller providing multiple hosts with access to multiple storage

subsystems,” to Bergsten, filed March 31, 1997, which was prior art as of the ‘035

Patent’s effective filing date. A copy of the ‘209 Patth is included in Exhibit 1, and the

claim chart comparing elements of this Patent to limitations in the claims of the “035

Patent is included in Exhibit 22. The ‘209 Patent describes a form of access controls

using low level, block protocols. For example, the ‘209 Patent states in the ABSTRACT
section:

“Each storage controller may be coupled to at least one host

processing system and to at least one other storage controller to control

access of the host processing systems to the mass storage devices.”

 
The ‘209 Further states, in column 15, lines 39 to 47:

. “A storage controller of the present invention further allows data

blocks to be write protected, so that a block cannot be modified from any
host computer. Write protection may be desirable for purposes such as

virus protection or implementation of security firewalls. Write protection
can be achieved by configuring the storage controller appropriately at set-
up time or by inputting a write protect command to the storage controller
from a host computer.”

 

The ‘209 Patent thus describes how to control access of hosts to storage devices

by allowing data blocks to be write protected from host computers. Since data blocks can

be write protected, the ‘209 Patent describes a storage controller that limits a computer’s

access to subsets of storage devices or sections of a single storage devices, which is what

the Court in Chaparral identified as access control (Exhibit 6). In addition, this explicit

reference to security-oriented data protection provides strong motivation to a person of
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ordinary skill in the art to combine the ‘209 Patent and other prior art storage routers with

enhanced security features.

The ‘209 Patent also includes all the remaining elements of the claims of the ‘035

Patent: 3 RAM buffer (column 6, line 26); a first (Fibre Channel) controller (column ‘4,

line 28); a second (SCSI) controller (column 4, line 21); a CPU supervisor unit (column

6, line 26); and mapping (column 3, line 18). See Figure 3 frOm the ‘209 Patent, included

below, depicting a STORAGE CONTROLLER with CPU, RAM, HOST DEVICE I/F

(interface) with arrows leading TO/FROM HOST (first transport medium), and

STORAGE DEVICE I/F with arrows leading TO/FROM LOCAL EXTERNAL

STORAGE DEVICES (second transport medium). I

  
 

 

 

 

 
 
 

 
 

 

  

 

 

  
   

[— ———————————————————————— —|
I STORAGE l
l I/O [/0 CONTROLLERl
I DEVICE l/F DEVICE W 3 l
I 1.3 L9 l
l l
I l
| l
I I
I HOST STORAGE CONTROLLER :
I DEVICE l/F DEVICE l/F DEVICE UP

I m _1_5 l
l l
|_ _ __________________________ _!

” TO/FROM TO/FROM TO/FFIOM
HOST LOCAL. EXTERNAL OTHER STORAGE

STORAGE DEVICES CONTROLLERS

FIG. 3

Thus, the ‘209 Patent anticipates the ‘035 Patent, or in the alternative, provides

strong intrinsic motivation to combine a storage router with access control.

VIII. THE ALLEGED INVENTION OF THE ‘035 WAS OBVIOUS lN LIGHT OF

THE PRIOR ART AND NUMEROUS MOTIVATIONS TO COMBINE

14
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The Obviousness Standard.

“... [T]he standard under 35 U.S.C. § 103 [for obviousness] is what would have

been obvious to one of ordinary skill in the art, and the level of the skilled artisan should

not be underestimated. See In re Sovish, 769 F.2d 738, 743, 226 USPQ 771, 774 (Fed.

Cir. 1985).” Ex Parte Richard A. Flasck, 2000 WL 33520310, *3. (Exhibit 17). Factors

that may be considered in determining level of ordinary skill in the art include: ( 1) the

education level of the inventor; (2) type of problems encountered in the art; (3) prior art

solutions to those problems; (4) rapidity with which innovations are made; (5)

sophistication of the technology; and (6) education level of active workers in the field.

Environmental Designs v. Union Oil Co. of Cal., 713 F.2d 693, 696-697 (Fed.Cir.1983),

cert. denied, 464 US. 1043, 104 S.Ct. 709, 79 L.Ed.2d 173 (1984) see also Orthopedic

Equipment Ca, Inc. v. All Orthopedic Appliances, Inc, 707 F.2d 1376 at 1381-1382

(Fed.Cir.1983). The level of one of ordinary skill is evaluated at the time the invention

was made. Id at 1382.

The Ficld of Endeavor.

The first question in an obviousness argument is whether the references are in the

field of the inventor’s endeavor. In re Deminski, 796 F.2d 436, 230 U.S.P.Q. 313,

(Fed.Cir., Jul 08, 1986). The field of art that encompasses the ‘035 Patent, as well as the

 
Related Patents, is that of computer science and electronics. Some of the hardware.

identified in the ‘035 Patth includes routers, networks, bridges, servers, controllers,

storage devices, storage disks, microprocessors, buffers, storage controllers, and

workstations. The prior art would encompass, at least, the fields of computer science and

electronics as it relates to the hardware discussed above.

It is common knowledge that the computer science and electronics field is one

that has experienced, and continues to experience, rapid development and complexity in

hardware and software. As a result, a person skilled in the art would be someone with a

degree in Computer Science, Electrical Engineering or an equivalent, with perhaps seven

15
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or more years of professional experience, and with knowledge of at least computer

hardware, systems, electronics, and software in such an area of rapid innovation.

The Motivation to Combine

Identification in the prior art of each individual part claimed is insufficient to

defeat patentability of the whole claimed invention. Rather, to establish Obviousness

based on a combination of the elements disclosed in the prior art, there must be some

motivation, suggestion, or teaching of the desirability of making the specific combination

that was made by the applicant. In re Kotzab, 217 F.3d 1365, 1369-1370 '(C.A.Fed.,

2000). '

Obviousness and Motivation to Combine in Li ght of the 1984 Bfle Magazine Article

As has already been discussed, one of the two inventors of the ‘972 and ‘035

Patents admitted under oath that the only limitation of the ‘972 (and ‘035) Patents that is

not taught by prior art is the movement of access controls from the network server to the

router. This petition has identified no less than four RAID controllers « or “routers” —

(five if one includes the DEC HSZ70 RAID controller) that performed access controls.

However, even if one were to ignore those prior art RAID controllers, the movement of

 
access controls from the network server into the router would have been obvious in light

of an article published in Byte Magazine in 1984.

“Local—Area Networks for the IBM PC” was written by J. Scott Haugdahl

(“Haugdahl”) and published in the December 1984 edition of Byte Magazine. Byte

Magazine is a widely—read computer magazine and publicly available. (Exhibit 18). The

Haugdahl article teaches the following:

o A need to preserve the benefits of7a stand—alone personal computer system
while obtaining the benefits from networking.

“Thus, with LANs you want to preserve the benefits of stand-alone

microcomputers, namely, use of your favorite software and peripherals
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and having a machine all to yourself, as well as adding new benefits from
networking.” (p. 147, col. 2).

Network benefits known at the time of the invention included access controls and

mapping. This reference, however, is not limited to just networks, but provides

motivation to develop systems other than networks that have some desirable network

characteristics.

0 Access controls that enabled only a particular user to access data.

“Because all these servers support multiple users, you’re going to
need some sort of password protection scheme, as well as some means of

protecting the data of one user from another.” (p.151).

This clearly teaches restricting access to stored data. It is not limited to any particular

implementation and could very well be the impetus to use such schemes as LUN

masking.

0 Servers were known to be a potential bottleneck problem.

“However, the server is a potential bottleneck, particularly if you
don’t go with a high-performance processor.” (p. 154, col. 3).

Bottlenecks were a well known problem and a person skilled in the art would be sensitive
 

to alternatives, such as having the router perform access controls, as opposed to the
server.

0 Implementing access controls at a low level.

“Disk service users’ requests for disk I/O (input/output) at a low level.
Thus the server is really a disk ‘volume’ server, and file 1/0 is handled

directly by the operating system in the PC.” (p. 154, col. 3).

Here is the connection between native low-level protocols as used by a personal

computer and the difference as it existed in 1984 for file servers.

0 Access control and virtual local storage.
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“EtherShare manages virtual disks at the volume level. Passwords

are required to ‘log on’ and optional passwords can be placed on volume.

Volumes can be made private for individual use only, public for use by
several users in a read-only fashion, and shared for multiple read/write
access.” (p. 156, col.2).

“[Regarding Corvus] It was simply a device that allowed you to

share a hard disk by partitions.” (p. 163, col. 3). “[Regarding Nestar] [l]n
fact, if you had two PLAN 4000 systems with a gateway server, you could
establish virtual connections with disks on other network file servers and

use them as ifthey were loca .” (p. 166, col. 3).

Virtual access to disks, security—oriented access control, private and shared hard

disks, and use of remote storage devices having the appearance and characteristics of

local storage were well documented and available to consumers at least as early as 1984.

The article further highlights numerous disadvantages to using file servers for the

performance of certain functions and directly indicates how handling a file with a

personal computer’s U0 is more direct. The type of I/O endemic to the personal

computer is a native low-level block protocol. A person skilled in the art would realize

that a remote storage device, like that provided by a file server, would be more desirable

if it utilized the I/O handling like that of a personal computer. Further, a person skilled in

the art would realize that other network—like options would be desirable. Those options

would include access control.

 
Obviousness and Motivation to Combine in Light of the 1995 Bursky Article

Similar to the Hauga’ahl article, Dave Bursky wrote an article that appeared in the

February 6, 1995 edition of “Electrical Design” entitled “New Serial I/O Speed Storage

Subsystems” (Exhibit 19) that also teaches the desirability of connecting workstations to

a storage controller or router via serial interfaces, such as Fibre Channel.
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0 The Bursky article teaches that emerging serial interfaces like Fibre Channel

helps relieve problems with remote, high-speed devices, such as noise, signal
integrity, speed, and bulky cables.

“Using a serial interface also helps relieve one of the largest

headaches when it comes to connecting many high-speed devices together
— noise and signal integrity. Therefore, to achieve top performance,

long parallel cables must be eliminated to control impedance, minimize

crosstalk, and allow data transfers to run at maximum speeds. The FC

drives eliminate the need for large connectors and bulky SCSI cable.”
(Burs/g), p. 81, col. 2 to p. 82, col. 1.)

o The Bursky article teachesthat chips for handling various protocols, like Fibre
Channel, were commercially available.

“Aside from Seagate’s disk drives, only a handful of FC storage

interfaces are immediately available and just a few companies offer any
silicon. The smattering of chips on the market include several choices

from Applied Micro Circuits, Hewlett—Packard (G—Logic chip set), LSI
Logic (megacells), Microelectronics Technology Center, NCR, Rockwell

International, TriQuint Semiconductor, and Vitcsse Semiconductor.”

(Bursky, p. 88, col. 3.)

The Bursky article expounds the virtues of serial interfaces and lists

manufacturers from which controllers for storage interfaces can be acquired.

One of the Inventors Admitted To Obviousness and a Motivation to Combine.

 
In fact, one of the inventors of the ‘972 and ‘035 Patents testified under oath in

the Chaparral litigation that a person skilled in the art would have known at the time of

the filing of the ‘972 and ‘035 Patents that various known and readily identifiable

problems would be solved by performing the access control fimetion in the router, as

opposed to the network server.

“...the main problem is the network server is expensive to
maintain, it has various bottlenecks in transferring data between these

things, has to go through a lot of effort to translate the data requests, get
the data from one side to the other.”

(Trial transcript ofHoese, page 59-60.) (See above).
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There is no indication that the main problem spoken of by Hoese constituted a

unique problem known only by the Patentees, or that the Patentees forever solved the

problem with their alleged invention, or that there was a long felt need to solve the

problem that now ceases to exist due to the Patentees alleged invention. Finally, it is

clear that the Patentees did not discover the source of any of these problems or their

solutions; the problems and solutions were known to the industry at the time.

The Patentees sworn testimony shows that a person skilled in the art at the time of

the alleged invention embodied in the ‘035 Patent would have been acutely aware of a

variety of needs in the field. These needs provide the motivation for a person skilled in

the art to seek a solution.

IX. ADDITIONAL PRIOR ART THAT ADDRESSES EACH OF THE GENERAL

NEEDS AS IDENTIFIED BY THE SWORN TESTIMONY OF THE INVENTORS

The prior art RAID controllers discussed herein, the magazine article, the prior art

patents, and the testimony of the inventors of the ‘035 are reason enough to find that the

‘035 Patent should have never issued. However, in the interests of bringing all prior art

to the attention of the examiner and the Patent Office, we supply, below, additional prior

art that addresses each of the needs as identified by the inventors in sworn testimony.

 
Access Controls

The Haugdahl article addressed access control as far back as 1984. The Patentees

admitted that one of the network’s functions was the performance of access control.

Q. Okay. Can you explain your invention of the 972 Patent

invention in your own words, sir? ‘

A. The invention provides a method for connecting computers

to storage devices, providing that connectivity, the ability to map storage
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between different devices, providing virtual local storage and security
management capabilities for those devices.

Q. Well, what was the state—of—the-art at the time that you
came up with your invention? How were people doing that sort of thing?

A. Primarily through the use ofnetwork servers.

(Trial transcript of Hoese. Page 58, starting at line 16.) See above.

Q. So how did your invention improve on this basic situation?

A. Well, using the invention in this role, you basically have
the computers on the one side speaking their native low-level block

protocols that they communicate with to storage devices, routing those
through a storage router, and connecting those devices to the actual

storage without having to do the translation from the — through the
network protocols or translation through the file system.

(Trial transcript of Hoese. Page 60, starting at line 19.) See above.

Q. Mr. Russell, you said you solved problems that existed in
the world just a moment ago. Could you elaborate on that, what you
meant by that?

A. Sure. That was the initial problem that we saw tobe solved

by the invention which is the way that storage was hooked up remotely.

So it was done through network file servers aerossthe network, and that’s
how you accessed storage.‘

(Trial transcript of Russell. Page 115, starting at line 5.) (Exhibit
21).

By admission of both Patentees, a prior art network file server had the ability to

 
perform all the functions identified by the invention, including restricting the

addressability of the storage units, i.e. access control. What the networks did not do was

operate using native low—level block protocols.

However, as shown above, it was well known in the art that transport mediums

such as Fibre Channel and SCSI contained network capabilities and could work at low-

level block protocols The ability to identify, address, and partition storage drives for

access by a host computer was well-known in the art at the time of the filing of the ‘035

Patent. As already discussed, this was evidenced by prior art RAID controllers such as

the GENS, CRD 5500, Iceberg and Infortrend 3000. However, it was also evidenced by

US. Patent No. 5,634,111 to Oeda, et a], tiled March 1993, issued May 27, 1997,
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reference in the Abstract. See also U.S. Pat. No. 4,961,224 to Yung titled “Controlling

access to network resources,” filed March 6, 1989, issued October 2, 1990. Also, U.S.

Patent No. 5,659,756 titled, “Method and system for providing access to logical partition

information on a per resource basis,” to Hefferon, et a1, filed March 31, 1995 discloses a

system that partitions a subset ofmain storage. (Exhibit 1).

Another form of access control is identified in U.S. Patent No. 6,073,218 titled,

“Methods and apparatus for coordinating shared multiple raid controller access to

common storage devices,” to DeKoning, et a1, filed December 26, 1996, that was prior art

as of the Patent filing date, which states in the “BACKGROUND OF THE

INVENTION” section that

“There are five ’levels’ of standard geometries defined in the

Patterson publication. The simplest array, a RAID level 1 system,

comprises one or more disks for storing data and an equal number of

additional “mirror” disks for storing copies of the information written to

the data disks. The remaining RAID levels, identified as RAID level 2, 3,

4 and 5 systems, segment the data into portions for storage across several
51 data disks. One or more additional disks are utilized to store error check or

11:? parity information.”

 

Thus, storage across disks addresses the concept of assigning subsets of the disk

 
so as to retain information from a specific workstation. (Exhibit 1).

 The prior art identifies aspects of a distributed security system in which access to

system resources is controlled by access control lists associated with each system

resource. U.S. Patent No. 5,315,657 to Abadi, et al., issued: May 24, 1994, filed

September 28, 1990. Access control lists are used to define the extent to which different

users will be allowed access to different resources on a server depending on the level of

access control implemented on a given server, access control lists for a given disk defines

the access restrictions for all the resources or files stored on that disk. U.S. Pat. No.

5,889,952 to Hunnicutt, et a1, issued March 30, 1999, filed: August 14, 1996 under the

“STATEMENT OF THE PROBLEM” as part of prior art as of the filing date of August

14, 1996. Each host processor has exclusive access to its own set of storage devices and

it cannot access the storage device of another host. U.S. Pat. No. 5,860,137 to Raz, et a1,
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issued January 12, 1999, filed: July 21, 1995 under the “BACKGROUND OF THE

INVENTION” As part of prior art as of the filing date of July 21, 1995. These groups of

files form virtual disks, sometimes referred to as mini-disks, which for purposes of this

description are identified by a number. A list of authorized users must exist for each

mini-disk. US Pat. No. 5,469,576 to Dauerer, et al, issued November 21, 1995, filed

March 22, 1993. (Exhibit 1).

Given the Patentees sworn admission that a storage router was well known in the

art, it would have been obvious to a person skilled in the art to start with a router and

implement changes to address the need for access controls within the router. This, in

turn, would have led to the design of a device that incorporated all the limitations as

found in the ‘035 Patent.

X. A PERSON OF ORDINARY SKILL IN THE ART AT THE TIME OF THE

ALLEGED INVENTION WOULD BE MOTIVATED TO ADD ACCESS

CONTROLS TO EXISTING STORAGE ROUTERS

A Person of Ordinafl Skill in the Art at the Time of the Alleged Invention

The ‘035 Patent identifies the invention as a bridge device. “035 Patth Column 5

 
starting at Line 34. At the time the ‘972 and ‘035 Patents wcrc filed, a person skilled in

the art of the computer field would have knowledge of networks, server, routers, bridges,

and brouters. Furthermore, such a person would be familiar with connecting

workstations and storage devices with the items listed above. It is thus important to

identify what encompasses a bridge and other related devices at the time of the filing of

the ‘035 application.

“In general, routers are used to interconnect different configirations of LANs

(Ethernet to token ring, for example), over arbitrary distances, while bridges are used to

interconnect locally like configurations of LANs (token ring to token ring, for example).”
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US. Patent No. 5,426,637 to Derby, et al, filed December 14, 1992, issued June 20, 1995,

(Emphasis added). (Exhibit 1).

“A router is an intemetworking device that chooses between multiple paths when

sending data, particularly when the paths available span a multitude of types of

local area and wide area interfaces. Routers are best used for (l) selecting the

most efficient path between any two locations; (2) automatically re-routing

around failures; (3) solving broadcast and security problems; and (4) establishing

and administering organizational domains. One class of router, often called

bridge/routers or Brouters, also implements switching fimctionalitL such as

transparent bridging and the like.”

US. Patent No. 5,802,278 to Isfeld, et a1, identified as prior art as of the date of

filing the application, starting at Column 1 at Line 23, filed January 23, 1996, issued

September 1, 1998, (Emphasis added). (Exhibit 1).

A brouter (bridge/router) is a device that connects two or more LANs. A brouter

allows stations on one LAN to connect to stations on different LANS. US. Patent No.

5,781,715 to Sheu, identified in “Prior Art” as of the filing date starting at Column 1,

Line 26, filed October 13, 1992, issued July 14, 1998, emphasis added. (Exhibit 1).

 
“A previously known local area network (LAN) is used to interconnect multiple

personal computers or work stations, called ’clients,’ and, a network server. The

network server comprises a personal computer and a program which provides a

variety of services to the clients. For example, the server manages a local disk

(DASD) and permits selected (or all) clients on the LAN to access the disk. Also,

the server may provide access by LAN clients to a local printer that the server

manages. To access the local disk, the client must first establish a session or ’log-

on’ to the server with a valid account and password and rcquest a connection to

the local disk. In response, the server validates the account and password, and

grants the connection if available. Then, the client requests a remote file operation

(e.g. open, read, write, close) and furnishes associated parameters. In response,

the server may copy (depending on the operation) the file from the local disk into

RAM, and performs the operation requested by the client. If the file is updated,

the server will copy the updated version back to the local disk, overwriting the

previous version.”

 

US. Patent No. 5,642,515 to Jones, et al, titled “Network server for local and

remote resources,” filed April 17, 1992, issued June 24, 1997, in the background section
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identifying prior art, starting at Column 1 at Line 11, emphasis added. (Emphasis added).

(Exhibit 1). '

From the references above, it is clear that a person skilled in the art at the time of

the filing of the ‘035 Patth application would understand the principles and applications

of: ,1) connecting a multiplicity of computing devices together, or to a system; 2)

connecting a variety of peripherals to a system; 3) interfacing between like and different

mediums; 4) controlling the access to storage units; 5) techniques for making a storage

device transparent to a workstation (virtual local storage); and 6) a thorough

understanding of similarities and differences in the various protocols in the computer

field.

Motivation to add Access Controls to Existing Storage Routers

The central question in combining a variety of elements to arrive at the invention

in a Patent is, “what would motivate a person to combine the elements?” In the present

case, the Patentees have provided the answer to this question. Through sworn testimony,

the Patentees identified a number of general problems in the field. The nature of the

problem can lead inventors to look to references relating to possible solutions to that

problem. In re Rinehart, 531 F.2d 1048, 1054, 189 USPQV143, 149 (CCPA 1976).
 

As discussed above, inventor Hoese testified at trial that a storage router having

every limitation of the alleged invention of the ‘972 and ‘035 Patents except for access

control, was prior art as identified in Fig. 2' of the ‘035 Patent and the related written

description. Also, inventor Hoese stated that the alleged invention ofthe ‘035 Patent was

just adding access control to a storage router. The Iceberg, GENS, CRD-5500, and IFT

3000 prior art RAID controllers were all “routers” (as defined by the Court in the

Chaparral case) that performed access controls. The designers of each of those

controllers understood clearly the benefits of having those RAID controllers perform

access controls, as opposed to a network server. The article written by Hauga’ahl, above,

identifies that making volumes private by using passwords was a desirable feature for a
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network type system. Further, inventor Hoese identified that addressibility was a well-

known issue in the field. Further, the article written by Haugdalzl, and the patents to

Oeda, Yeung, Hefferon, DeKonig, Abadi, Hunnieutt, Raz, and Dauerer all discuss not

only the existence of well-known techniques for restricting access to storage devices in

systems involving multiple hosts and multiple storage devices, but the need to do so.

Given the prior art storage router in Fig. 2 of the ‘035 Patent, the prior art RAID

controllers discussed herein, the teaching fiom Haugdahl that it was desirable to include

access control in systems like the storage router in Fig. 2, the Patentees testimony that

addressibilty was an issue at the time of the alleged invention embodied in the ‘035

Patent, the numerous prior art patent references to access control, and the knowledge of

those in the art regarding the use of access controls in storage systems, it would have

been obvious to one skilled in the art at the time of the alleged invention of the ‘035

Patent to merely add access control to a prior art storage router and arrive at the ‘035

Patent. 
XI. VALIDITY ANALYSIS: EXHIBITS CITING PRIOR ART AND

EXPLAINING THE PERTINENCY AND MANNER OF

APPLYING THE CITED PRIOR ART

Due to the large quantity of prior art cited in this request for reexamination, we
 

include appendices and exhibits to explain the pertinency and manner of applying the

cited prior art in tabular form rather than to embed hundreds of pages of analysis within

this request. Although the analysis in the appendices and exhibits refer directly only to a

selected subset of the claims of the ‘035 Patent, all arguments for invalidity apply equally

to the remaining claims or the ‘035 Patent.

Appendix A includes an analysis of the meaning of terms used in Claim 1 of the

‘035 Patent, based upon the Chaparral Markman order, the patentee’s admissions, and

the prior art.
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Appendix B includes a matrix summarizing and identifying the elements of Claim

1 of the ‘035 Patth that are found in each of the cited prior art US. Patents and printed

publications.

Appendix C includes a listing of possible prior art combinations in support of an

obviousness rejection claims of the ‘035 Patent under 35 U.S.C. §103.

Exhibit 22 includes charts for each of the US. Patents and printed publications

identified in Appendix B, indicating the relevant portions of the prior art that pertain to

elements of the ‘035 Patent claims.

Below, please find the detailed analysis of each of the fourteen (14) claims of the

‘035 Patent and summary of the prior art and combinations that render each claim

invalid.

Claim 1.

Claim 1 states:

1. A storage router for providing virtual local storage on remote

storage devices to devices, comprising:

a buffer providing memory work space for the storage router;
a first controller operable to connect to and interface with a first

transport medium;

a second controller operable to connect to and interface with a

second transport medium; and

a supervisor unit coupled to the first controller, the second

controller and the buffer, the supervisor unit operable to

map between devices connected to the first transport

medium and the storage devices, to implement access

controls for storage space on the storage devices and to
- process data in the buffer to interface between the first

controller and the second controller to allow access from

devices connected to the first transport medium to the

storage devices using native low level, block protocols.

'This claim is similar to Claim 1 of the ‘972 Patent, except that limitations for

Fibre :Channel and SCSI protocols have been removed, and the “to maintain a

configuration ...” limitation has also been removed. For further discussion of the
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differences between the ‘972 Patent claims and the ‘035 Patent claims, see see Exhibit 4

(differences in claims of the ‘972, ‘036, ‘035 and ‘854 Patents).

Claim 1 is Invalid Based on RAID Controllers in the Prior Art that Already Have Access

Controls

As discussed above, the patentees admitted that Fig. 2 was prior art, and thus, that

the idea of a “storage router” mapping between Fibre Channel workstations and SCSI

disk drives was already known. Such a storage router is also clearly described in the

manuals for the Maxstrat GenS, [See Exhibit 10, Claim chart, and Exhibits 11 and 12,

Gen5 manuals], CRD—SSOO and the IFT-3000.

The patentees have admitted that the only component of the alleged invention of

the ‘972 and ‘035 Patents that they believe to be innovative is the performance of “access

control” using “low level, block protocols” in the router device.

However, as discussed above and demonstrated in Exhibits 10 and 11, the

Maxstrat GenS router device implements access controls using low level, block protocols.

As the GenS manuals show, access control was configured for the Gen5 by using the

“ifp” command which includes the “luns bitmask enable” field. This field is used to

specify the enabling of LUNs on interface ports to provide access to “facilities” (storage

 
units). [See Exhibit 10, Claim chart, pages 5 and 6; see Exhibit 11, GenS System Guide,

pages 4-42 to 4-43]. The same is true for the CRD-SSOO, IFT-3000 and Iceberg RAID

controller/router devices.

The Court in the Chaparral case defined “implements access controls for storage

space on the SCSI storage devices” as “provides controls which limit a computer’s access

to a specific subset of storage devices or sections of a single storage device.” (Exhibit 6,

starting on page 3; Exhibit 6, page 15). The Gen5 did exactly that - a simple and

reasonable configuration of the Gen5 would result in some computers having access to

specific RAID sets (which could be a subset of storage devices or sections of a single
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storage device), while other computers would not have access to those specific storage

units.

The CRD—SSOO had a similar access control called “Host LUN Mapping.” The

CRD—5500 Host LUN Mapping feature made it possible to map RAID sets differently to

each host. (Exhibit 14, CRD-SSOO User’s Guide, pages 1-1 and 4-5). The IFT—3000 also

had a similar feature for mapping LUNs to logical drives (Exhibit 15 Claim chart).

Thus, the Maxstrat Gen5, CRD-5500 and IFT-3000 (as well as the Iceberg and

DEC HSZ70) all anticipate Claim 1 under 35 U.S.C. §102.

Claim 1 is Also Invalid Based on Adding Access Controls to US. Patents in the Prior Art

The RAID controllers discussed above anticipate and render the ‘035 Patent

obvious because they include elements for “access control,” as that term is used in the

‘035 Patent. The alleged invention of the ‘035 Patent can also be arrived at by starting

with prior art US. Patents for storage routers and adding access controls. A listing of

such prior art appears in Exhibits 1 and 22 and in Appendices B and C.

For example, US. Patent No. 5,748,924 (the ‘924 Patent) to Llorens, et a1, filed

October 17, 1995, issued May 5, 1998 is pertinent to discuss here, and a good reference

 
to use for defining one such physical structure. As discussed above, 35 U.S.C. §303(a)

authorizes the Patent Office to consider the Llorens prior art in a reexamination, even

though this US. Patent was cited during the initial examination of the ‘035 Patent. The

structure of Claim 1 in the ‘035 Patth is virttially identical to Fig. 1 of the ‘924 Patent

shown below. (Exhibit 1).

‘924 Patent to Llorens, Fig. 1
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This figure identifies the same elements of the storage router depicted in Fig. 4 of

the ‘035 Patent, such as a bus, Serial Device (Fibre Channel), and a memory (buffer).

Below is Fig. 4 of the ‘035 Patent.
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The comparison between these two figures is striking. While Fig. 4 of the ‘035

Patent identifies data passing between the controllers and the buffer, it is important to

note that this limitation is not present in Claim 1 of the ‘035 patent. This renders the

functionality described by the two images to be nearly identical.

The ‘924 Patth was referenced as prior art in the ‘035 Patent application by the

Patentees. This shows that a person skilled in the art at the time, such as the Patentees,

would have known that the ‘924 was a relevant and useful foundation from which to

solve the problems identified supra by the Patentees.
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The ‘924 Patent addresses an adapter for facilitating communications between a

Fibre Channel device and a SCSI device. This was also well known as described above

in reference to the patents issued to Chatwani and Arrowood. The ‘924 structure allows

for Fibre Channel to SCSI interfacing using native low-level block protocols, as

discussed above. The use of low-level block protocols was also known in the prior art as

shown in the patents issued to Malladi and Berman, shown above and addressed the

known issue of reducing data translation requests. Further, the patentees admitted that

Figure 2 of the ‘035 Patent was prior art.

While the ‘924 Patth addresses a single device on each side of the adapter, the

principal could be expanded to a number of such devices. This is true where, as here,

part of the statement of the problem in the field as sworn to by the inventor of the ‘035

Patent addressed multiple devices. This would include multiple devices cooperating with

multiple storage units.

At the time of the ‘972 and ‘035 Patent Applications, a person skilled in the art

trying to solve the problem of addressability of devices (as identified by the patentees)

would certainly have relied upon disclosures in the prior art referring to access control

from such sources as the patents issued to Oeda, Yung, Hefferon, DeKoning, Abadi,

Hunnicutt, Raz, and Dauerer discussed above. Access control could be combined with

 
transparent bridging between devices, which was well known in the art. See US. Patent

No. 5,802,278 to lsfeld, et a1, above. This combination provides virtual local storage as

defined in the ‘035 Patent. (Exhibit 1).

Access control is not limited to any single embodiment. As identified in the

written description of the ‘035 Patent, “Storage router 56 allows the configuration and

modification of the storage allocated to each attached workstation 58 through the use of

mapping tables or other mapping techniques.” ‘035 Patent, starting at Column 4, Line

13. The claims of the ‘035 Patent cover any mapping techniques, and not just tables or
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lists. As such, a person skilled in the art would have known of the numerous ways

described above to achieve access control.

When viewing the teachings of the Haugdahl and BurSky articles, the Patentees

sworn statements concerning issues that drove the field at the time of the alleged

invention of the ‘035 Patent, and the numerous prior art references, it becomes clear that

a person skilled in the art would have know to combine the references cited above and

arrive at the ‘035 alleged invention.

Claim 2

Claim 2 depends from claim 1 and states:

2. The storage router of claim 1, wherein the supervisor unit

maintains an allocation of subsets of storage space to associated devices

connected to the first transport medium, wherein each subset is only
accessible by the associated device connected to the first transport
medium.

This claim is similar to Claim 2 of the ‘972 Patent, except that limitations for
 

Fibre Channel and SCSI protocols have been removed, and the “to maintain a

I""1 configuration ...” limitation has also been removed. A new limitation in this ‘035 Claim

might also be that in this ‘035 Claim, the “supervisor unit maintains” that which “the

configuration maintained by the supervisor includes” in the ‘972 Patent. 
This claim specifies that each subset of storage space is only accessible by the

associated device connected to the first transport medium.

This purported limitation is, however, just an aspect implied by the phrase “access

controls” as found in Claim 1. If “access controls” mean “provides controls which limit a

computer’s access to a specific subset of storage devices or sections of a single storage

device” (Exhibit 6, page 15), then limiting access to associate devices is simply one form
of access control.

32

341 of 411



342 of 411

As discussed above with respect to Claim 1, the Maxstrat Gen5, CRD-SSOO and

IFT-3000 manuals all document exactly this kind of access control. Claim 2 is thus

anticipated by the Gen5 RAID CRD-5500 and IFT—3 000 RAID controller manuals.

Claim 3.

Claim 3 depends from claim 2 and states:

3. The storage router of claim 2, wherein the devices connected to

the first transport medium comprise workstations.

This claim is similar to Claim 3 of the ‘972 Patent, except that limitations for

Fibre Channel protocols have been removed.

Patentees own admissions, supra, identify that it was well known in the art that

workstations were used routinely in conjunction with routers. In fact, the entire question

of using a storage router would be moot if there were no workstations involved. This

claim is squarely met in the prior art and a skilled person in the field would have found it

obvious to connect workstations to the host (first transport medium) side of a storage.
router. 

Z: M

Claim 4 depends from claim 2 and states:

4. The sterage router of claim 2, wherein the storage devices
compri se hard disk drives.

This claim is similar to Claim 4 of the ‘972 Patent, except that limitations for

SCSI protocols have been removed.

Again, the Patentees own admissions, supra, identify that storage devices were

routinely in the prior art. A person skilled in the art would have found it obvious to
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connect a storage device to the storage side (second transport medium) of a storage
router.

Claim 5.

Claim 5 depends from claim 1 and states:

5. The storage router of claim 1, wherein the first controller

comprises:

a first protocol unit operable to connect to the first transport
medium;

a first-in—first—out queue coupled to the first protocol unit; and

p a direct memory access (DMA) interface coupled to the first-in-
first-out queue and to the buffer. '

This claim is similar to Claim 5 of the ‘972 Patent, except that limitations for

Fibre Channel protocols have been removed. 
The written description in the ‘035 Patent identifies a Tachyon HPFC-SOOO Fibre

tin Channel controller as part of an embodiment of the alleged invention; prior art. As such,

the Tachyon would have a first protocol unit, a first-in-first out queue coupled to the first

"1‘ protocol unit, and 3 DMA. This claim merely provides further definition for the first

5:" controller limitation found in the invalid claim 1. Thus, Claim 5 is anticipated and

rendered obvious by the prior art. 

Claim 6.

Claim 6 depends from claim 1 and states:

6. The storage router of claim 1, wherein the second controller

comprises:

a second protocol unit operable to connect to the second transport
medium;

an internal buffer coupled to the second protocol unit; and

a direct memory access (DMA) interface coupled to the internal

buffer and to the buffer of the storage router.
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This claim is similar to Claim 6 of the ‘972 Patent, except that limitations for

SCSI protocols have been removed.

The written description in the ‘035 Patent identifies a SYMBIOS 53C8xx SCSI

controller as part of an embodiment of the alleged invention, and the SYMBIOS

controller was prior art at that time. Claim 6, like Claim 5, merely provides further

definition for the second controller limitation found in Claim 1.

Claim 7.

Claim 7 states:

7. A storage network, comprising:

a first transport medium;

a second transport medium;

a plurality ofworkstations connected to the first transport medium;

a plurality of storage devices connected to the second transport
medium; and .

a storage router interfacing between the first transport medium and

the second transport medium, the storage router providing

virtual local storage on the storage devices to the

workstations and operable:

to map between the workstations and the storage devices;

to implement access controls for Storage space on the storage
devices; and

to allow access from the workstations to the storage devices using
native low level, block protocol in accordance with the

mapping and access controls.

 
This claim is similar to Claim 7 of the ‘972 Patent, except that limitations

for Fibre Channel and SCSI- protocols have been removed.

Claim 7 identifies a “storage router” as a limitation. Since the patentees have

chosen to define the phrase “storage router” in Claim 1, Claim 7 thus includes the storage

router of Claim 1. Claim 7 is therefore the storage router of Claim 1 combined with

communication links (cables), workstations and storage devices.

35

344 of411

 



345 of 411

The only thing claim 7 adds to the alleged invention of claim 1 are the

workstations, storage devices, and cables (transport media). These are the components

that would naturally be required to use the alleged invention of Claim 1} in its ordinary,

intended manner. In addition, Figure 2 generally depicts a storage network. Since Figure

2 is admitted to be prior art, the idea of a storage network is also admittedly prior art.

Finally, the manuals and claim charts for the GenS, CRD-5500 and IFT-3000 show that

these products were intended to be used with workstations and disk drives. Thus, Claim

7 is anticipated and rendered obvious by the same prior art that anticipates Claim 1 and

renders Claim 1 obvious.

I Claim 8.

Claim 8 depends from claim 7 and states:

8. The storage network of claim 7, wherein the access controls

include an allocation of subsets of storage space to associated

workstations, wherein each subset is only accessible by the associated

workstation. 
This claim is nearly identical to Claim 8 of the ‘972 Patent.

This claim merely restates the elements of Claim 2, but applied to Claim 7. Just

as Claim 2 merely describes a prior-art aspect of “access control,” so does Claim 8.

Claim 9.

Claim 9 depends from claim 7 and states:

9. The storage network of claim 7, wherein the storage devices

comprise hard disk drives.
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This claim is nearly identical to Claim 9 of the ‘972 Patent, except that limitations

for Fibre Channel and SCSI protocols have been removed.

This claim merely restates the elements of Claim 4, but applied to Claim 7. Just

as Claim 4 merely describes prior-art hard disk drives, so does Claim 9.

Claim 10.

Claim 10 depends from claim 7 and states:

10. The storage network of claim 7, wherein the storage router
comprises:

a buffer providing memory work space for the storage router;

a first controller operable to connect to and interface with the first

transport medium, the first controller further operable to pull
outgoing data from the buffer and to place incoming data into the
buffer;

a second controller operable to connect to and interface with the second

transport medium, the second controller further operable to pull
outgoing data from the buffer and to place incoming data into the
buffer; and

a supervisor unit coupled to the first controller, the second controller and

the buffer, the supervisor unit operable:

to map between devices connected to the first transport medium and the

storage devices, to implement the access controls for storage space
on the storage devices and to process data in the buffer to interface
between the first controller and the second controller to allow

access from workstations to storage deVices.

 
This claim is nearly identical to Claim 10 of the ‘972 Patent,except that

limitations for Fibre Channel and SCSI protocols have been removed.

This claim merely restates the remaining elements of Claim 1 that were not

eXpressly enumerated in Claim 7. These elements are clearly found in the GenS, CRD-

5500, and IFT-3000 RAID controllers, in the Tachyon and SYMBIOS controllers, as well

as in many of the prior art US. Patents and articles describe in the appendices and

exhibits.
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Claim 11.

Claim 11 states:

11. A method for providing virtual local storage on remote storage

devices connected to one transport medium to devices connected to

another transport medium, comprising:

interfacing with a first transport medium;

interfacing with a second transport medium;

mapping between devices connected to the first transport medium and the

storage devices and that implements access controls for storage

space on the storage devices; and

allowing access from devices connected to the first transport medium to

the storage devices using native low level, block protocols.

This claim is nearly identical to Claim 11 of the ‘972 Patent, except that

limitations forFibre Channel and SCSI protocols have been removed.

This claim merely restates the limitations of Claim 1, but in the form of a method

claim. As such, like Claim 1, this claim is anticipated and rendered obvious by the

numerous cited examples of prior art. See Honeywell International, Inc. v. Universal

Avionics Systems Corp, 288 F.Supp.2d 638 (D.Del. 2003). 
Claim 12.

Claim 12 depends from claim 11 and states:

12. The method of claim 11, wherein mapping between devices

connected to the first transport medium and the storage devices includes

allocating subsets of storage space to associated devices connected to the

first transport medium, wherein each subset is only accessible by the

associated device connected to the first transport medium.

This claim is nearly identical to Claim 11 of the ‘972 Patent, except that

limitations for Fibre Channel and SCSI protocols have been removed.
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This claim merely restates the elements of Claim 2, but applied to Claim 11. Just

as Claim 2 merely describes a prior-art aspect of “access control,” so does Claim 12.

Claim 13.

Claim 13 depends from claim 12 and states:

13. The method of claim 12, Wherein the devices connected to the

first transport medium comprise workstations.

This claim is nearly identical to Claim 14 of the ‘972 Patent, except that

limitations for Fibre Channel protocols have been removed.

This claim merely restates the elements of Claim 3, but applied to Claim 12. Just

as Claim 3 merely describes prior—art workstations, so does Claim 13.

Claim 14. 
Claim 14 depends from claim 12 and states:

14. The method of claim 12, wherein the storage devices comprise
hard disk drives. 
This claim is nearly identical to Claim 14 of the ‘972 Patent, except that

limitations for SCSI protocols have been removed.

This claim merely restates the elements of Claim 4, but applied to Claim 12. Just

as Claim 4 merely describes prior-art hard disk drives, so does Claim 14.

As has been shown and amply demonstrated by the Maxstrat Gen5, CRD-SSOO

and IFT-3000 manuals, all claims of the ‘035 Patent are anticipated under 35 U.S.C. §102

by printed publications.
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XII. THERE ARE NO SECONDARY CONSIDERATIONS THAT WOULD

INDICATE THAT THE ALLEGED INVENTION WAS NOT OBVIOUS

Secondary considerations for nonobviousness can'include evidence of commercial

success, long felt but unsolved needs, and failure of others. Graham v. John Deere Co.,

383 US. 1, 17-18, 86 S.Ct. 684, 15 L.Ed.2d 545 (1966). As discussed above, there were

no long felt but unsolved needs that the alleged invention addressed. Furthermore, there

is no indication that others attempted and failed to arrive at the alleged invention.

As to commercial success, there must be a sufficient relationship, or “nexus”,

between the commercial success and the patented invention. Demaco Corp. v. F. Von

Langsdorff Licensing Ltd., 851 F.2d 1387, 1392 (C.A.Fed.l988). “The term ‘nexus’ is

often used, in this context, to designate a legally and factually sufficient connection

between the proven success and the patented invention, such that the objective evidence

should be considered in the determination of nonobviousness.” Id at 1392. The burden

ofproof as to this connection or nexus resides with the Patentee. Id. 7

Crossroads, the assignee of the “035 Patent, has never manufactured a product that

covers the ‘035 Patent or the ‘972 Patent. Crossroads has never even written the code

necessary to implement access controls on a router. While Crossroads may contend that

there has been licensing of the ‘035 Patent and ‘972 Patent, there is no indication that any

 
such licensing was a result of the invention as opposed to a desire on the part of the
licensee to avoid the litigious bent of the Crossroads. There is no evidence of any nexus

that any licensing was the result of the success of the alleged invention as embodied in

the ‘035 Patent and market driven forces where a customer sought said invention. The

Inventors have never made a router product that performs access controls, as described in

the ‘035 Patent; in fact, they have never even written any software that can perform

access controls. There is no indication of secondary considerations.

111. IN CONCLUSION THE ‘035 PATENT IS INVALID AS BEING2(_________._______________——

ANTICIPATED BY PRIOR ART RAID CONTROLLERS AND AS BEING
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OBVIOUS IN LIGHT OF THE NUMEROUS MOTIVATIONS TO COMBINE

AND THE VAST PRIOR ART

- The Maxstrat GENS7 CRD-SSOO, IFT-3000 and Iceberg (as well as the DEC

HSZ70) satisfy every limitation that exists in the claims of the ‘035 Patent. Thus, they all

anticipates the ‘035 Patent and therefore the ‘035 Patent is invalid.

The patentees have admitted under oath that the only inventive aspect of the ‘972

and ‘035 Patents was the movement of the “access controls” function from the network

server into the router device. However, the combining of a storage router and access

control and thereby arriving at the alleged invention of the ‘035 patent would have been

obvious to one skilled in the art based on the numerous motivations to combine and the

prior art references.

 
As to the question of obviousness, the existenCe of diffcrcnccs between prior art

w and the invention is not determinative. “But the mere existence of differences between

the prior art and an invention does not establish the invention's nonobviousness. The gap

3” _. between the prior art and respondent's system is simply not so great as to render the

at? system nonobvious to one reasonably skilled in the art.” Dann v. Johnston 425 US. 21.9,

I 230, 96 S.Ct. 1393, 1399 (U.S.Cust. & Pat.App.,1976)(a computer system case). In the

present case, the gap is nonexistent due to the nature of the prior art and the clear 
motivation to combine. The ‘035 Patent is invalid as being anticipated and obvious.
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A endix and Exhibit List for ‘035 Reexamination 

Following is a description of the appendices and exhibits included herein.

Appendix A Analysis of the meaning of claim terms of ‘035 Patent
Appendix B Matrix of claim elements of ‘035 Patent found in prior art
Appendix C Listing of possible prior art combinations showing obviousness

Exhibit 1 Copics ofpatents and printed publications relied upon
Exhibit 2 Patent at issue (6,425,035)

Exhibit 3 Certification of service

Exhibit 4 Differences between claims of ‘972, ‘036, ‘035 and ‘854 Patents

Exhibit 5 Motion for Summary Judgment, Crossroads v. Dot Hill

MSJ Exhibits 3, 4 & 5 Declarations of DEC HSZ7O
inventor & witnesses '

MSJ Exhibits 6, 7 & 8 DEC HSZ7O Manuals

MSJ Exhibit 1 1 DEC HSZ70 Software excerpt

MSJ Exhibit 15 Chart comparing DEC HSZ7O with
claims of ‘035 Patent

Exhibit 6 Markman Order, Crossroads v. Chaparral

Exhibit 7 Marlow case '

Exhibit 8 McGaughey case

Exhibit 9 Trial transcript of Hoese, Crossroads v. Chaparral

Exhibit 10 Chart comparing Gen5 with claims of ‘035 Patent

Exhibit 11 GenS System Guide
Exhibit 12 Gcn5 GUI User’s Guide

Exhibit 13 Declaration that Gen5 configuration was available
Exhibit 14 CRD-5500 User’s Manual

Exhibit 15 Chart comparing lFT—3000 with claims of ‘035 Patent
Exhibit 16 IFT-3000 Instruction Manual

Exhibit 17 Flasck case

Exhibit 18 Haugdahl article

Exhibit 19 Bursky article ,

Exhibit 20 Deposition of Hoese, Crossroads v. Chaparral
Exhibit 21 Trial transcript of Russell, Crossroads v. Chaparral

Exhibit 22 Charts comparing'prior art with claims of ‘035 Patent
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