
U.S. Patent No. 6,108,704 
Motion for Rehearing 

WEST\255630171.2 
347269-000084  

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 
SAMSUNG ELECTRONICS CO., LTD.,  

SAMSUNG ELECTRONICS AMERICA, INC. &  
SAMSUNG TELECOMMUNICATIONS AMERICA, LLC.  

Petitioner, 
 

v .  
 

STRAIGHT PATH IP GROUP, INC. 
Patent Owner 

 
INTER PARTES REVIEW OF U.S. PATENT NO. 6,108,704 

 
 

Case IPR2014-01366 (Patent 6,108,704) 
 

 
 

PETITIONER’S REQUEST FOR REHEARING 
UNDER 37 C.F.R. § 42.71(d) 

 
 
 
 
 
 

Mail Stop Patent Board 
Patent Trial and Appeal Board 
P.O. Box 1450 
Alexandria, VA  22313-1450 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


WEST\25563
347269-0000

 INI.

P

Electron

(“Petitio

Partes R

authoriz

6,108,7

5,341,4

grounds

Manual

P

redunda

construc

construe

             
1 “Micro

(1994) (

Technic

(1992) (

30171.2 
084 

NTRODU

Pursuant to 

nics Ameri

oner”) resp

Review iss

zation of in

04 (“’704 

77 (“Pitkin

s based in p

l and NetB

Petitioner re

ancy of gro

ction issue

ed certain 

                
osoft Manu

(Ex. 1012 

cal Standar

(Ex. 1014 

UCTION 

37 CFR §

ica, Inc., an

pectfully re

sued on Ma

nter partes

patent”) ba

n”).  The b

part on Pit

IOS.1  Dec

espectfully

ounds base

es identified

claim limit

              
ual” refers

to the Petit

rd, Protoco

to the Petit

42.71, Sam

nd Samsun

equests reh

arch 6, 201

s review of

ased upon 

basis for thi

kin are red

cision at 21

y submits t

ed in part o

d by the B

tations usin

 to MICRO

tion), and “

ols for X/O

tion) (“Net

1 

msung Elec

ng Telecom

hearing of t

15 (Paper 1

f any claim

any groun

is denial w

dundant to 

1-22. 

that the Bo

n Pitkin be

oard in its 

ng the broa

SOFT WIND

“NetBIOS

Open PC In

tBIOS”). 

ctronics Co

mmunicatio

the Decisio

12, “Decisi

m of United

nd based in 

was the Boa

grounds re

oard misapp

ecause of t

Decision. 

adest reaso

DOWS NT 3

” refers to 

nterworking

U.S. Pate
Moti

o., Ltd., Sa

ons Ameri

on Instituti

ion”) deny

d States Pat

n part on U

ard’s concl

elying on M

prehended

the pending

 While the

onable inte

3.5, TCP/IP

THE OPEN

g: SMB, V

ent No. 6,108
ion for Rehe

amsung 

ca, LLC 

ing Inter 

ying 

tent No. 

.S. Patent N

lusion that 

Microsoft 

d the non-

g claim 

e Board 

erpretation 

P User Gu

N GROUP, 

Version 2.0

8,704 
aring 

No. 

ide 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


U.S. Patent No. 6,108,704 
Motion for Rehearing 

WEST\255630171.2 
347269-000084 2 

(“BRI”) standard, the Decision indicates that these constructions are conditional 

and subject to change: 

However, at the time of the final written decision, the 

’704 patent will have expired, most likely, and we will 

apply the district court standard for claim construction as 

outlined in Phillips v. AWH Corp., 415 F.3d 1303 (Fed. 

Cir. 2005).  Accordingly, Petitioner and Patent Owner 

should address the differences, if any, between the 

broadest reasonable construction and the construction 

applied by a district court so that we can address them 

when we render a final written decision. 

Decision at 6 (emphasis added).  Thus, while the Decision applies a BRI standard, 

the final decision may apply the Phillips standard, which may result in a 

construction other than that identified in the Decision. 

Petitioner asserted alternative grounds based in part of Pitkin in case the 

Board applied a more narrow construction.  Because the Decision expressly stated 

it would consider more narrow constructions, instituting the grounds based in part 

on Pitkin will not result in any significant additional burden on the parties or on the 

Board.  Further, no new argument or matter is introduced by instituting grounds 
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The Board provided constructions for certain claim limitations, including 

“connected to the computer network” and “on-line status”, Decision at 6-8, but left 

open the question as to the ultimate construction of this claim limitation and other 

claim limitations.  Instead, the Board asked the parties to “address the differences, 

if any, between the broadest reasonable construction and the construction applied 

by a district court so that we can address them when we render a final written 

decision.”  See, infra, at 2.  Because the basis for denying institution of grounds 

based in part on Pitkin was that the Board construed “connected to the computer 

network” and “on-line status” broadly, the fact that these same constructions may 

change in a final decision renders grounds based in part on Pitkin non-redundant, 

as such grounds would become relevant in that situation. 

More specifically, for the claim limitation “connected to the computer 

network” and “on-line status”, the Board found that this limitation “encompasses a 

processing unit that is ‘active and on-line at registration’” under the BRI standard.  

Decision at 6-8.  This is consistent with Petitioner’s proposed construction under 

both the BRI standard and the Phillips standard and with determinations made in 

Sipnet.3  Decision at 8.  In contrast, Patent Owner argues that this limitation should 

                                           
3 Sipnet EU S.R.O. v. Straight Path IP Group, Inc., IPR 2013-00246 (PTAB) 

(“Sipnet”). 
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