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(“BRI”) standard, the Decision indicates that these constructions are conditional 

and subject to change: 

However, at the time of the final written decision, the 

’704 patent will have expired, most likely, and we will 

apply the district court standard for claim construction as 

outlined in Phillips v. AWH Corp., 415 F.3d 1303 (Fed. 

Cir. 2005).  Accordingly, Petitioner and Patent Owner 

should address the differences, if any, between the 

broadest reasonable construction and the construction 

applied by a district court so that we can address them 

when we render a final written decision. 

Decision at 6 (emphasis added).  Thus, while the Decision applies a BRI standard, 

the final decision may apply the Phillips standard, which may result in a 

construction other than that identified in the Decision. 

Petitioner asserted alternative grounds based in part of Pitkin in case the 

Board applied a more narrow construction.  Because the Decision expressly stated 

it would consider more narrow constructions, instituting the grounds based in part 

on Pitkin will not result in any significant additional burden on the parties or on the 

Board.  Further, no new argument or matter is introduced by instituting grounds 
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The Board provided constructions for certain claim limitations, including 

“connected to the computer network” and “on-line status”, Decision at 6-8, but left 

open the question as to the ultimate construction of this claim limitation and other 

claim limitations.  Instead, the Board asked the parties to “address the differences, 

if any, between the broadest reasonable construction and the construction applied 

by a district court so that we can address them when we render a final written 

decision.”  See, infra, at 2.  Because the basis for denying institution of grounds 

based in part on Pitkin was that the Board construed “connected to the computer 

network” and “on-line status” broadly, the fact that these same constructions may 

change in a final decision renders grounds based in part on Pitkin non-redundant, 

as such grounds would become relevant in that situation. 

More specifically, for the claim limitation “connected to the computer 

network” and “on-line status”, the Board found that this limitation “encompasses a 

processing unit that is ‘active and on-line at registration’” under the BRI standard.  

Decision at 6-8.  This is consistent with Petitioner’s proposed construction under 

both the BRI standard and the Phillips standard and with determinations made in 

Sipnet.3  Decision at 8.  In contrast, Patent Owner argues that this limitation should 

                                           
3 Sipnet EU S.R.O. v. Straight Path IP Group, Inc., IPR 2013-00246 (PTAB) 

(“Sipnet”). 
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