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. INTRODUCTION. ..ottt 1

1. RESPONSES TO PATENT OWNER’S ARGUMENTS ... 1
A. Petitioner does not “conflate two disparate embodiments of Bouevitch” -
Bouevitch Fig. 11 in view of Smith renders the claims obvious without
any combination with Bouevitch Fig. 5 [Corresponds to Response § IIL.A]......... 1
B. It was obvious to use 2-axis mirrors, including by combining Bouevitch
Fig. 11 with Smith [Corresponds to Response § IILB].........cccovierininiininncnnnn. 2
1. Bouevitch teaches a MEMS structure for switching in Fig. 11 that
also performs power control using the same angular misalignment
principle that Smith USeS........cccvuiieeiiiiiiiieeee e 2
2. PO mischaracterizes the test for ObviouSNEess .........ccceevuereenieerienienennienen. 6
3. Engineering considerations are not a legal reason to block
combining Bouevitch and Smith, and nothing prevented the POSA
from substituting 2-axis for 1-axiS MIITOTS .......ccccveerrvreeririeerieeerreeerieeenns 7
4. PO did not deny that 2-axis mirrors were obvious to try nor did PO
deny Petitioner’s other obviousness rationales............ccccceeevereeerieeennneenne. 8
5. PO proved no secondary considerations of non-obviousness.................. 10
C. Bouevitch teaches input, output and other ports [Corresponds to Response
§ TIL Tttt 10
1. There is no dispute that the ordinary and customary meaning of
ports includes Circulator POTES........ccueeeieeriierieeiiecie et 11
2. The patentee did not redefine “ports” ........ccceecveeeciieeniieeniieeeiee e 11
3. The patentee did not expressly disavow circulator ports.........c..ccceeueee. 11
4. If anything, the patent expressly encompasses circulators ...................... 12
5. The patentee did not implicitly disavow circulator ports.............cceeuee.e. 13
PO lacks expert support for its disavowal claim.......................... 13
b. Dr. Marom did not imply that “port” excludes circulators
[corresponds to Response § ITI.C.3] ...cccvviiiiiieciiieeeeee e 14
c. Circulators do not limit scalability...........ccccevviiiniiniiiniiiiien, 14
d. Circulators do not add significant size, cost or 1oss..................... 15
D. It was obvious to use continuous mirror control in both axes [Corresponds
10 ReSPONSE § ITLD | ..ciiiiiiieeeee e e 16
1. PO fails to deny that continuous control was known and obvious to
1157 SRR 17
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2. Lin teaches continuous CONtrol ............cccveeiieriieniienienieeiesie e
3. Each of PO’s arguments about Lin conflict with the facts ....................
4. Smith teaches continuous control ............ccceeeieriieiieniiieiiecieeee e
5. Bouevitch teaches continuous control ............ccceeeeevieeeciiieniiieenieeeieeens

By teaching “focusing,” the prior art also teaches “imaging” for claims 17
& 21 (as well as the “focusing” feature of claim 11) [Corresponds to

Response §§ IIL.LD.5 and VI.B] ...cccoiiiiiiiiiiieiecee et

ROADM “Add” operations disclose “combin[ing] selected... channels”

element of claim 17 [Corresponds to Response § IV]......cccoviiviieniiiniiniennnns

It was obvious to use any of the wavelength-selective devices recited in
claim 12, including Dueck’s diffraction gratings [Corresponds to

RESPONSE § V] oottt e e e aaaee s

It was obvious to use Smith’s servo control in Bouevitch [Corresponds to

ReESPONSE § VLA oottt et e e s
Smith is prior art to the ‘368 patent [Response § VII].......ccccoeviiviienieiiiennnns

PO cites no evidence or law for its unsupported RPI theory [Corresponds

t0 ReSpOnSe § VIII]...coouuiiiiiiiie et

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Exhibit 1039:

Exhibit 1040:

Exhibit 1041:
Exhibit 1042:

Exhibit 1043:

Exhibit 1044:

Exhibit 1045:

List of Exhibits Cited in this Reply

June 30, 2015, Deposition Transcript of Dr. Alexander V. Sergienko
(“S. Tr.”)

Abdul Al-Azzawi, Fiber Optics: Principles and Practices (CRC
Press 2006). (““Al-Azzawi”) (containing additional excerpts to the
copy produced by Patent Owner at Ex. 2020)

U.S. Patent No. 6,950,609 to Marom (“Marom ‘609”)

Rajiv Ramaswami & Kumar N. Sivarajan, Optical Networks: A
Practical Perspective (Morgan Kaufmann Publishers 2000).
(“Ramaswami”)

FiberStore.com, Optical Circulators (listed under WDM Optical
Network->Passive Optical Components->Optical Circulator)

Clifford Holliday, Components for R-OADMs *05 (B & C
Consulting Services & IGI Consulting Inc. 2005). (“Updated
Holliday R-OADMSs”) (containing additional excerpts to the copy
produced by Patent Owner at Ex. 2009)

Clifford Holliday, Switching the Lightwave: OXC’s — The
Centerpiece of All Optical Network (IGI Consulting Inc. & B & C
Consulting Services 2001). (“Updated Holliday OXC”) (containing

additional excerpts to the copy produced by Patent Owner at Ex.
2011)

Petitioner also incorporates herein all exhibits from the IPR2014-01166 petition.
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Case No. 2014-01166 - Atty. D. No. CSCO-001/00US [034855.2014] (RE42,368)
Petitioner’s Reply to Patent Owner’s Response

l. INTRODUCTION

The PO has provided nothing to warrant altering the Board’s determination
that Petitioner should prevail on all of the challenged claims. Petitioner addresses
below each of the arguments in the Patent Owner’s Response to the Petition.

1. RESPONSES TO PATENT OWNER’S ARGUMENTS

A.  Petitioner does not “conflate two disparate embodiments of
Bouevitch” - Bouevitch Fig. 11 in view of Smith renders the
claims obvious without any combination with Bouevitch Fig. 5
[Corresponds to Response § 111.A]

PO argues that Petitioner “appears to rely on” the beam modifying means of
Bouevitch Fig. 5 in addition to Fig. 11. Ex. 2004, 9 122. PO contends (1) that Fig.
5 is incompatible with Fig. 11 and Smith, and (2) that “[a]lthough not explicit in
the Petition, Petitioner places modifying means 150 [of Fig. 5] into the
configuration shown in Figure 11.” Resp., 21. Neither contention is accurate. Fig.
5 has nothing to do with the Petition or with the instituted grounds, and Petitioner
does not place Fig. 5 into Fig. 11 or otherwise rely on Fig. 5.

Instead, the instituted combination of Bouevitch and Smith places only the
2-axis MEMS modifying means of Smith into Bouevitch Fig. 11. In that
combination, Fig. 11 discloses a COADM using MEMS mirrors that tilt in one axis
for switching. Smith discloses mirrors that tilt in two axes as a substitute for one-
axis mirrors for both switching and power control in COADMs. Pet., 31-35.

It was obvious to replace Bouevitch’s 1-axis mirrors with Smith’s 2-axis
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