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Case No. 2014-01166 - Atty. D. No. CSCO-001/00US [034855.2014] (RE42,368) 
Petitioner’s Reply to Patent Owner’s Response 
 

1 
 

I. INTRODUCTION  

The PO has provided nothing to warrant altering the Board’s determination 

that Petitioner should prevail on all of the challenged claims.  Petitioner addresses 

below each of the arguments in the Patent Owner’s Response to the Petition.   

II. RESPONSES TO PATENT OWNER’S ARGUMENTS 

A. Petitioner does not “conflate two disparate embodiments of 
Bouevitch” - Bouevitch Fig. 11 in view of Smith renders the 
claims obvious without any combination with Bouevitch Fig. 5 
[Corresponds to Response § III.A] 

PO argues that Petitioner “appears to rely on” the beam modifying means of 

Bouevitch Fig. 5 in addition to Fig. 11. Ex. 2004, ¶ 122.  PO contends (1) that Fig. 

5 is incompatible with Fig. 11 and Smith, and (2) that “[a]lthough not explicit in 

the Petition, Petitioner places modifying means 150 [of Fig. 5] into the 

configuration shown in Figure 11.” Resp., 21.  Neither contention is accurate.  Fig. 

5 has nothing to do with the Petition or with the instituted grounds, and Petitioner 

does not place Fig. 5 into Fig. 11 or otherwise rely on Fig. 5. 

Instead, the instituted combination of Bouevitch and Smith places only the 

2-axis MEMS modifying means of Smith into Bouevitch Fig. 11.  In that 

combination, Fig. 11 discloses a COADM using MEMS mirrors that tilt in one axis 

for switching.  Smith discloses mirrors that tilt in two axes as a substitute for one-

axis mirrors for both switching and power control in COADMs. Pet., 31-35. 

It was obvious to replace Bouevitch’s 1-axis mirrors with Smith’s 2-axis 
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