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Case No. IPR2014—O1 126

Patent No. RE 38,551

PA.'l‘ENT ()WNER’S OPPOSITION TO ’PET'ITI()NERS’ MOTIONS FOR

PRO H."/1C VICE ADMISSION OF JAMES F. HURST, CHARLES B. KLEIN,

AND MAUREEN L. RURKA UNDER 37 C.F.R. § 42.10
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ii:li7il,iiTi‘3,i; “i‘Kit:r. 3f~'1.fi?iii Cziise o. i§l§*l%.IZi'l‘i«<l~~A(ill. l?.f;%

.l)tiiiili.i<).l"3ti’1‘i:§ lmrve liilcti t,litrec virtually’ idt-Entity:-.1} l.\/Iot.ion.s ibi“ P)"‘£§ fsiirc‘ l"ir;*e

Ar:ln:ti:e:stir:)t'r i].h'1tler 3'7 ('§TZ.i*".§l{. 42,10 <;>l,"tl3r*ee trial eourrsel, lzlurst and

and lifts. .i”2..'l,.i,i"i5ltZé {’eolti.et:tti},/ iiiii‘v’itfJ'tlt{Llt'Ttfiv2ii§ i:”‘a§:aer*s l l, l 12,, and ‘iii, res;:ve«;:‘tiit/eiy,

t"‘i‘i<::ri /ttigg;‘ti:.si,i E9, 20 '1. vii). lf~3ec:»=ruse i}t:'l;i’t.lt.7iTlti?t‘E§ l'l:¢1V<;‘% not €SEfl'b§i$iv'].€édi- good cause for

t:l*te aclm‘is:::ion oft/tree trial eoiinsel i,l’l'l'.C) tlhe presents t3r<)ceecii.nt;<g., the l\/lotions

should l‘DtE‘ ciertied. Patent Qtivn er suhrnits that the admission of one qualili ed trial

munsel into the pi*<)cccdi.ng is reasonable for both parties, and iurtlters the just,

speeclyc and inexpensive resolution ofthis proceeciing. 37 C.T.ii‘.'R. § 42.l(b). l'*‘2,ttent

C)vv'r.ter is “W itiitl'ir"1g to stipulate that it will not seek to adrtnit more than one trial

counsel into 'l;i’lt;‘. present 'prfoceeding;, if Petitioners are likewise limited to one. This

paper is timely filed no later than one week a‘l’ter the filing of the Motions. See

IiPR20'l3-0O639, Paper 7, p. 3.

[Each of the Motions avers that the individual is “trial. counsel for Petitioners

in patent litigation against Patent Owner concerning the patent challenged in the

Petition,” with Mr. Hurst being denoted as “lead” trial counsel. Paper l l, p. 3,

Paper 12, p. 3, and "Paper l3, p 3. The l.\/lotions merely provide a general statement

about each counse1’s role, stating that “as a result of [counsel’s] involvement as

trial counsel for Petitioners in co~—pendi:ng district court litigation over the involved

patent, [counsel] has obtained liamiliarity with the involved patent, the prior art,

and the various issues raised in this proceeding.” Id. The Motions ascribe no
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Zltfil3a‘t:ert3t l‘*«l&LTl, l,.l:‘%=1i.i":%il I3» 3% l, asr: txle, il§’l%;, Q} 3, ~'1l~»£;? l

(,ll,l'ill<:7?t‘t3*l"}’(. or }ftEli'lClt§tJl.¥tit‘ e:ape1*tise, role, 1‘e,spit)r1sihilitjy or kl,1‘1()\vledg,e to the trial

munsel indi,’vit‘l‘uz3.lly. Aside f'ro1‘n the desigg,nat:ion ol:“lVlr., lalurst “lead.” trial

t:r>i.'tt:ts:':l, the iVljo‘t,ie,rts fgaresent: no ttttrtibute, i»:rirrtv‘.le¢;l vifit‘«:f‘X§71*tL;"5l"litf?‘{’t€L3t£'f'il’lé§'E

tl.islting:t.i.i.slies one t;‘:(T)'LI.tlE~3tL’l over anotlier. "l"lte1*e'l’ore, the ilvlotiottts provide no _r=sa.so1i,

.mL'l(:.l1 ‘“g;<tt>rl cruise," why all three counsel are needed in the present;

pi‘c)eeedii'1g,. Slow the contrih'u.t'ion.s ol"eaeh as described in the‘: Motions are

‘virtual.ly identical, Pt“-Itll.iOl'“1(3.t‘S have, at best, provided “g,oocl tzause” for admission

o i‘ one trial eotinsel, not all three.

Moreove_i*, eaelrt oi’ the Motions notes that the trial eounsel “has not applied

to appear pm /‘7cf'lC! ‘vice in the last three years in any matter before the Board.”

Paper 1.1, p. 4, Paper 12, p. 4, and Paper "l3, p 3. Therefore, none of the trial

counsel has any particularized expertise in inter parres review or other proceedings

before the Patent Trial and Appeal Board that would provide a unique reason why

that counsel. should be admitted into the present: proceeding.

The recognition ofcounsel pro /vac vice during a proceeding is within the

discretion of the Board, based upon a showing of good cause. 37 C.F.R. §

42. 10(0). Here, Petitioners have not established good cause for admission of three

trial counsel whose individual contributions would be virtually the same.

'l‘here‘fore, the Motions should be denied, or, in the alternative, Petitioners should

be limited to one qualified trial counsel.
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