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[PR2014-01106 U.S. Patent No. 5,255,313

PATENT OWNER’S MOTION FOR ADDITIONAL DISCOVERY
PURSUANT TO 37 C.F.R. § 42.51(b)2)(i)

Universal Electronics Inc. (“UEI”) respectfully moves the Board for an order
granting UEI permission to obtain additional discovery from Universal Remote
Control, Inc. (“URC”) relating to URC’s failure to identify all real parties-in-
interest. URC did not identify Ohsung Electronics Co., Ltd., and/or Ohsung
Electronics U.S.A., Inc. (collectively “Ohsung”) as real parties-in-interest. UEI
has identified evidence supporting its contention that Ohsung may be a real party-
in-interest subject to the mandatory disclosure provision of 35 U.S.C. § 312(a)(2).
URC and Ohsung share office space, at least one key remote control executive, and
legal counsel in a related federal district court litigation. Moreover, URC’s CEO’s
trial testimony suggests that Ohsung has previously paid certain of URC’s legal
fees. In the interest of justice, it is necessary that the Board permit UEI to take
limited discovery to explore the full extent to which Ohsung may be a real party-
in-interest in this proceeding.

UEI has filed this Motion for Additional Discovery under 37 C.F.R.
§ 42.51(b)(2)(1) in response to the Board’s March 3, 2015, Order Authorizing
Motion for Additional Discovery. (Paper 12.) UEI timely filed the instant motion
in accordance with the Board’s March 5, 2015, deadline. (/d. at 3.) UEI sought a
meet and confer with URC’s counsel, in accordance with the Board’s

recommendation. (/d.) URC’s counsel offered to permit UEI’s counsel to view
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the discovery gathered in a prior UEI v. URC litigation in lieu of responding to
UETI’s discovery requests. UEI declined that offer because UEI would not expect
to find information responsive to its discovery requests in the materials produced
in that prior litigation. Ohsung was not a named defendant in that prior litigation
and different patents were at issue than are at issue in the current proceedings
between UEI and URC. For those reasons, among others, the real party in interest
question raised here was neither litigated nor resolved in that prior litigation.

L. FACTUAL BACKGROUND

The Petition identifies a single real party in interest, Universal Remote
Control, Inc. (Petition at 1.) URC acknowledges that UEI sued URC and Ohsung
in the currently pending federal court litigation involving the patent at issue in this
Proceeding. (Id. (Universal Electronics Inc., v. Universal Remote Control, Inc.,
Ohsung Electronics Co., Ltd., and Ohsung Electronics U.S.A., Inc., Case No.
SACV 13-00984 AG (JPRx) (C.D. Cal.) (“UEI Litigation 1I"")).)

According to URC’s CEO, Chang Park, URC and Ohsung have a “very
close relationship.” (Exhibit 2017, Trial Transcript from Universal Electronics,
Inc. v. Universal Remote Control, Inc., No. 8:12-cv-00329-AG-JPR (“UEI
Litigation I”’), Dkt. No. 398-1, at 596:22-24.) This very close relationship goes
beyond a simple supplier relationship. First, a key remote control executive

identifies himself as both an Ohsung and URC employee, depending upon the
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