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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

TAIWAN SEMICONDUCTOR MANUFACTURING COMPANY, LTD., TSMC
NORTH AMERICA CORP., FUJITSU SEMICONDUCTOR LIMITED, FUJITSU
SEMICONDUCTOR AMERICA, INC., ADVANCED MICRO DEVICES, INC.,
RENESAS ELECTRONICS CORPORATION, RENESAS ELECTRONICS
AMERICA, INC., GLOBALFOUNDRIES U.S., INC., GLOBALFOUNDRIES
DRESDEN MODULE ONE LLC & CO. KG, GLOBALFOUNDRIES DRESDEN
MODULE TWO LLC & CO. KG, TOSHIBA AMERICA ELECTRONIC
COMPONENTS, INC., TOSHIBA AMERICA INC., TOSHIBA AMERICA
INFORMATION SYSTEMS, INC., TOSHIBA CORPORATION, and
THE GILLETTE COMPANY,

Petitioner,

V.

ZOND, LLC,
Patent Owner.

Cases IPR2014-00818, IPR2014-00819, IPR2014-0821,
[PR2014-0827, and IPR2014-01098'
Patent 6,853,142 B2

Before KEVIN F. TURNER, JONI Y. CHANG, and JENNIFER M. MEYER,
Administrative Patent Judges.

TURNER, Administrative Patent Judge.

"TPR2014-00866, IPR2014-01012, and IPR2014-01075 have been joined with
IPR2014-00818; IPR2014-00867, IPR2014-01014, and IPR2014-01046 have been
joined with IPR2014-00819; IPR2014-00863, IPR2014-01013, and IPR2014-
01057 have been joined with IPR2014-00821; IPR2014-00865, IPR2014-01015,
and [PR2014-01063 have been joined with [PR2014-00827; and IPR2014-01016
has been joined with IPR2014-01098.
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IPR2014-00818, IPR2014-00819, IPR2014-0821,
IPR2014-0827, and IPR2014-01098
Patent 6,853,142 B2

ORDER
Conduct of the Proceeding
37 C.F.R.§425

We instituted inter partes review in each of the above-identified proceedings
to review the claims of U.S. Patent No. 6,853,142 (“the *142 Patent”). Paper 9. A
list of Joinder Cases is provided in the Appendix of the instant Order. For
efficiency, we synchronized the Scheduling Orders that set forth the due dates for
the parties to take action for each of the above-identified reviews, ensuring that the
reviews will be completed within one year of institution. See Paper 10. An initial
conference call was held on November 25, 2014, between respective counsel for
the parties’ for the above-identified reviews and Judges Turner, Chang, and Meyer.
The purpose of the call was to discuss any proposed changes to the Scheduling
Orders, as well as any motions that the parties intend to file, and to address

questions that the parties might have.

Trial Schedule
The parties indicated that they do not, at this time, foresee any problems
with meeting the due dates set forth in the Scheduling Orders. We remind the
parties that they may stipulate to different dates for Due Dates 1-5. If the parties
decide to stipulate to different due dates, the parties should file a notice of
stipulation that includes a copy of the due date appendix of the Scheduling Order,

showing the new due dates next to the original due dates.

? For the purpose of clarity and expediency, we treat IPR2014-00818 as
representative, and all citations are to [IPR2014-00818 unless otherwise noted.

* We note that Petitioner in IPR2014-01098 is limited to GLOBALFOUNDRIES
U.S., Inc., GLOBALFOUNDRIES Dresden Module One LLC & Co. KG, and
GLOBALFOUNDRIES Dresden Module Two LLC & Co. KG, and The Gillette
Company.
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IPR2014-00818, IPR2014-00819, IPR2014-0821,
IPR2014-0827, and IPR2014-01098
Patent 6,853,142 B2

We noted that the oral hearings for each of the above-identified reviews are
scheduled on the same day. The parties may request a single-combined oral
hearing in their requests for oral hearing on or before Due Date 4. Given the
similarity in claimed subject matter and overlapping asserted prior art, the
transcript from the combined oral hearing could be usable across all of the above-

1dentified reviews.

The Procedure for Consolidated Filings and Discovery

As we noted during the conference call, the Decisions on the Motions for
Joinder (“the Joinder Decisions”) did not change the grounds of unpatentability on
which a trial was instituted or the Scheduling Orders, in each of the original
reviews. The Joinder Decisions set forth a procedure for consolidated filings and
discovery. The parties stated that they are in agreement with the procedure.

Given the similarity in claimed subject matter and overlapping asserted prior
art and that Petitioner submitted declarations from the same expert witness in each
review, the parties may coordinate and combine discovery for these proceedings,
as well as other proceedings involving the parties, but different patents. For
example, cross-examination of Petitioners’ declarant may be combined and useable
in each of the above-identified reviews, for efficiency and consistency. Should the
parties combine discovery of the above-identified reviews, which involve the
’142 Patent, with other proceedings that involve another patent, the parties are
encouraged to keep the record clear as to each proceeding and each patent.

The parties indicated that there were no issues with the upcoming cross-
examination of Petitioners’ declarant, Dr. Kortshagen, scheduled to occur on

December 3 and 4, 2014.
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IPR2014-00818, IPR2014-00819, IPR2014-0821,
IPR2014-0827, and IPR2014-01098
Patent 6,853,142 B2
Motions for Pro Hac Vice Admission

During the conference call, Zond indicated that it did not oppose the pending
motions for pro hac vice admission by Petitioners. We also reminded the parties
that indicating to the Board whether identical or similar motions are being filed in
particular proceedings allows for those motions to be decided concordantly. We
also counseled that agreements between the parties, in particular indications of
opposition or non-opposition to particular motions and/or papers, assist the Board

in making speedy decisions on such motions and/or papers.

Incorporation by Reference is Prohibited

During the conference call, we reminded the parties that incorporation by
reference from one document to another is not permitted under our rules. See
37 C.F.R. § 42.6(a)(3). We observed that, in a family of cases challenging the
same patent, as here, briefing papers may cross-reference between different inter
partes reviews, but incorporation by reference is still prohibited. For example, the
Patent Owner Response or Reply to a Patent Owner Response filed in one
proceeding may not incorporate by reference arguments submitted in another
proceeding. Each briefing paper must stand on its own, with appropriate

supporting evidence.

Objections and Motions to Exclude Evidence
We remind the parties that while certain due dates are set forth in the
Scheduling Orders, the times for serving objections to evidence are set forth in
37 C.F.R. § 42.64(b). For instance, the parties are not required to seek prior
authorization for filing a motion to exclude evidence under 37 C.F.R. § 42.64(c), a
motion for observation regarding cross-examination of a reply witness, and a

response to such observation because the Scheduling Orders set forth the due date
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IPR2014-00818, IPR2014-00819, IPR2014-0821,

IPR2014-0827, and IPR2014-01098

Patent 6,853,142 B2

for these motions and responses. However, any objection to evidence submitted
during a preliminary proceeding must be served within ten business days of the
institution of the trial. After institution, any objection must be served within five
business days of service of evidence to which the objection is directed. The parties
further should note that a motion to exclude evidence must identify and explain the

objections.

ORDER
Itis
ORDERED that the parties are authorized to request a single-combined oral
hearing for the above-identified inter partes reviews; and
FURTHER ORDERED that the parties are authorized to consolidate
discovery for the above-identified inter partes reviews, so that the
cross-examination and redirect examination may be usable in each of the above-

identified inter partes reviews.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




