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Case: IPR2014-01078
Patent 7,837,736
Pursuant to 35 U.S.C. §313 and 37 C.F.R. §42.107, Patent Owner, Bonutti
Skeletal Innovations, LLC ("Bonutti"), submits the following Patent Owner’s
Preliminary Response in response to a Petition for inter partes review filed by Zimmer
Holdings, Inc. and Zimmer Inc. ("Zimmer") concerning claims 23, 24 and 25 of U.S.
Patent No. 7,837,736 ("the '736 patent™) (Ex. 1001).
Petitioner contends under Ground 1 that claim 25 is anticipated by Walker et al.
U.S. Patent 5,755,801 ("Walker") (Ex. 1002); and contends under Ground 2 that claims
23-25 are obvious over Walker in view of Buechel et al. U.S. Patent 4,340,978
("Buechel") (Ex. 1012). (See Petition, Paper 1, pp. 26-30, 30-34).
Petitioner previously challenged the validity of claims 23 and 24 in [IPR2014-
00191, and the Board rejected Petitioner's challenge finding that "Petitioner has not

demonstrated a reasonable likelihood of prevailing on its contention that the

subject matter of claims 23 and 24 would have been obvious over (i) Walker and

Insall '658 or (i1) Walker, Insall '658, and Insall '283. See Zimmer v. Bonutti

Skeletal Innovations, LLC, IPR2014-00191, Institution Decision, Paper 12, p. 16 (Pat.

App. 2014). Petitioner also challenged the validity of claim 25 in IPR2014-00191 on
multiple grounds, including anticipation by Walker, all of which were rejected because
"Petitioner has failed to provide the claim construction analysis required by 37 C.F.R. §
42.104(b) (3) for the means-plus function limitation recited in claim 25." (Id. at 13).

Petitioner was served with a complaint alleging infringement of the '736
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Case: IPR2014-01078
Patent 7,837,736
patent on January 4, 2013, more than a year prior to the July 10, 2014 filing date
of the Petition (Petitioner's Motion for Joinder, Paper 3, p. 1). Accordingly, the
Petition is barred under 37 C.F.R. § 42.102(b) absent joinder with [PR2014-00191
under 37 C.F.R. § 42.122(b). Patent Owner opposed the Petitioner's Motion for
Joinder (Paper 3) on the grounds that it is untimely and not an appropriate
mechanism to seek reconsideration of a denial of an inter partes review of claims,
particularly in this case where the Petitioner seeks review on the identical claims
previously denied. (See Patent Owner Opposition to Joinder, Paper 8).
For at least' the reasons set forth herein, Petitioner has, for a second time, failed to
meet its burden to establish a reasonable likelihood that claim 25 is anticipated by Walker or
that claims 23-25 are unpatentable as obvious over of Walker in view of Buechel, and thus,

the inter partes review of claims 23-25 of the '736 patent should again be denied

under 35. U.S.C. § 314(a).

I. The '736 Patent
The 736 patent describes a number of surgical techniques, surgical

instruments, and implants. Claims 23-25 are directed to an embodiment of the '736

' This paper sets forth Patent Owner's preliminary response to the petition under 37
C.F.R. § 42.107(a). Patent Owner expressly reserves the right to contest any ground
of patentability for which review is instituted, and to contest any and all factual and

legal contentions asserted in the Petition.
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Case: IPR2014-01078
Patent 7,837,736
patent, which can be illustrated with Figures 88-89, reproduced below:

Fig. 89

Fig. 88
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Figures 88-89 illustrate a mobile bearing implant 1250 including a femoral
component 1252 and a tibial component 1254. (Id., col. 99, 11. 36-38).The tibial
component 1254, in turn, is comprised of a tibial tray 1266 and a bearing insert
1268. Tray 1266 includes a tapered spike 1270 and a plate member 1272. (I1d., col.
99, 11. 50-51). Plate member 1272 has a superior surface 1274 which is shown as "a
concave, spherically shaped plateau surface." (Id., col. 99, 11. 53-54). Bearing insert
1268 has a spherically shaped inferior surface 1284 so that the interface between
tibial tray 1266 and bearing insert 1268 enables sliding motions along these inferior
(1284) and superior (1274) surfaces. (Id., col. 99, 11. 56-60).

The superior surface of the bearing insert 1268 interfaces with the femoral
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Case: IPR2014-01078
Patent 7,837,736
component 1252. In this regard, the superior surface of the bearing insert includes a
pair of depressions (1280 in Figure 89) that form bearing surfaces for the condyles
surfaces of the femoral component. (Id., col. 100, 11. 6-8).

The bearing insert 1268 includes a recess in the form of a dovetail shaped
groove 1286 which mates with a protrusion in the form of a dovetail pin shaped track
1276. Although "shown centrally located, track 1276 can be located elsewhere along
superior surface 1274 .. .." (Id., Figures 88-89. col. 99, 1. 62 to col. 100, 1. 1).

Although Figures 88-89 depict the protrusion 1276 on the tray 1266 and the
recess 1268 on the bearing insert 1268, this arrangement can be switched so that the
protrusion is on the bearing insert and the recess is on the tray. (Id., col. 100, 11. 2-5).

Further, although this self-centering mobile bearing implant is illustrated with
reference to total knee replacement, it can also be "applied to . . . partial knee
replacement." (Id., col. 102, 11. 1-4).

II. Claims 23-25 Of The '736 Patent

Claims 23-25 depend from claim 15.> Claims 15, 23-25 are set forth

below:

15. A device to replace an articulating surface of a first side of a joint in

a body, the joint having first and second sides, comprising:

> A statutory disclaimer has previously been filed with regard to Claim 15. See

Zimmer v. Bonutti Skeletal Innovations, LLLC, IPR2014-00191, Paper 26.
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