UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

HTC CORPORATION AND HTC AMERICA, INC.
Petitioner
V.
E-WATCH, INC.

Patent Owner

Case: IPR2014-00989
Patent No. 7,643,168

Title: Apparatus For Capturing, Converting And Transmitting A Visual Image
Signal Via A Digital Transmission System

PATENT OWNER E-WATCH INC’S RESPONSE
UNDER 37 C.F.R. §42.120

E-Watch, Inc.
Petitioner — HTC Corporation et. al
Patent Owner — E-Watch, Inc.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner Response IPR2014-00989

TABLE OF CONTENTS
I. STATEMENT OF MATERIAL FACTS IN DISPUTE........ccccovnieiiinnnnnee 1
I INTRODUCTION ....c.ccooiiiiirieieieeeieitieietete ettt et sese e ssssssens 1
A.  Statement Of Relief Requested...........ccoouveiinieiininieeneecceeeeeeenas 1
B. Summary Of Patent Owner’s Argument...........ccceeueeveveveerereerereeesreresreeenen. 2
C.  Earliest Effective Filing Date Of The ‘168 Patent............cccocecerrueerinennnee. 4

.  CONTEXT OF INVENTIVE DISCLOSURE OF REFERENCES RELIED

UPON BY PETITIONER ........cooioieiiieeeeceeteeee ettt ens 6
A.  Japanese Patent Publication No. H06-133081 (“Morita”)........cccceereuennnnee 6
B. U.S. Patent No. 5,477,264 (“Sarbadhikari”)...........cccceeeeereveeevenerreeniennnnes 7
C.  PCT Published Application No. WO 95/23485 (“Longginou”) ............... 8

D.  United Kingdom Published Application No. GB 2,289,555 (“Wilska”)..9

E. European Published Application No. 0594992 (“’Yamagishi-9927)......... 9
F. U.S. Patent No. 5,550,754 (“MCNeElley”) ....ceceveerrerreieerieeeeeeeeeenes 10
IV.  CLAIM CONSTRUCTION ......c.eceottiniriririeieieieentntntseeieieieieeesestsee e esesessseees 11
A. “Retained Visual Image Data’.............ccoeiveieinieineeeeeeeeeeee e, 12
B. “Compressed Visual Image Data™............ccoeeivineeninieecenieeeneeeeeene, 15
C. “Compressed Digital Image Data” ............cccoooveevieeniecenecneeeeeeee, 17
ii

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner Response IPR2014-00989

V.  PATENT OWNER’S RESPONSE TO PETITIONER’S CLAIM ANALYSIS
AND OBVIOUSNESS ASSERTIONS ......cccooeiiiiiniciniricineieneeserensenseeenennes 18

A.

DOCKET

_ ARM

References Relied Upon In Ground 1 Do Not Disclose Or Suggest All

Limitations Of The Challenged Claims.............ccccoeerririeereninnrscerenreeenenns 18
1. Compressed Visual Image Data Providing Limitation As Recited
In Claims 1, 22,24,26,27,and 29........c.cccooeeveeeeeeeeeeeeeenee 19

2. Compressed Digital Image Data Conveying Limitation As
Recited In Claims 1, 22,24, 26,27, and 29 ........cccooveveevvvvevennnee. 25

References Relied Upon In Ground 2 Do Not Disclose Or Suggest All

Limitations Of The Challenged Claims.............ccccoeeuririrccnnneeeerenrneeenns 27

1. Transmission Format Providing Limitation As Recited In Claim
L6 ettt 28

2. Transmission Protocol Algorithm Execution Limitation As
Recited In Claim 16-18 ........cccccoeemiiiiinnccccccceeeeeen. 31

References Relied Upon In Ground 3 Do Not Disclose Or Suggest All

Limitations Of The Challenged Claims...........cccooevvierrerernrersieenrsenennns 32
1. Compressed Visual Image Data Providing Limitation As Recited
In Claims 1, 22, 24,26, 27, and 29........ccooooveeieeieieeeeeeeenne. 33

2. Compressed Digital Image Data Conveying Limitation As
Recited In Claims 1, 22,24, 26,27, and 29 .........cccoeeveevveveeenennen. 37

3. Visual Image Transmission Limitation As Recited In Claims 1,
iii

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner Response IPR2014-00989

22,24,26,27,a0d 29 ... 41
4. Transmission Format Providing Limitation As Recited In Claim
L6 ettt 46
D. Petitioner’s Obviousness Analysis Is Flawed ............ccocoevnriviccenrinnnen. 49

1. Obvious Analysis For Claim 16 in Ground 2 Relies On

“Conclusory Statements™ .........ccceveeeveeeiereerereeesieeeeeereseeesseeenens 49

VI, CONCLUSION ..ottt steae et sesee s e st s e eneenes 54

v

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner Response IPR2014-00989

Currently Filed —

EXHIBIT LIST

Patent Owner

[EXH. 2001]

[EXH. 2002]

[EXH. 2003]

[EXH. 2004]

[EXH. 2005]

[EXH. 2006]

[EXH. 2007]

[EXH. 2008]

U.S. Patent Application No. 11/617,509 of David A. Monroe
(“the *509 Application™)

U.S. Patent Application No. 10/336,470 of David A. Monroe
(“the *470 Application”)

U.S. Patent Application No. 09/006,073 of David A. Monroe
(“the *073 Application™)

PTAB Decision to Institute for IPR2014-00439 (“the ’439
decision”)

U.S. Patent No. 6,122,526 (“the Parulski ‘526 patent™)

U.S. Patent No. 5,943,603 (“the Parulski ‘603 patent™)

U.S. Patent No. 5,666,159 (“the Parulski ‘159 patent™)

Expert Witness Declaration of Dr. Jose Luis Melendez

(“Melendez Declaration™)

Previously Filed — Petitioner

[Ex. 1001]

[Ex. 1002]
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Certified Translation of the Japanese Patent Application

v

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




