Patent Owner Response IPR2014-00987

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

HTC CORPORATION AND HTC AMERICA, INC.
Petitioner
V.

E-WATCH, INC.
Patent Owner

Case: IPR2014-00987
Patent No. 7,365,871

Title: Apparatus For Capturing, Converting And Transmitting A Visual
Image Signal Via A Digital Transmission System

PATENT OWNER E-WATCH INC’S RESPONSE
UNDER 37 C.F.R. §42.120

E-Watch, Inc.
Petitioner — HTC Corporation et. al
Patent Owner — E-Watch, Inc.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner Response IPR2014-00987

TABLE OF CONTENTS
I. STATEMENT OF MATERIAL FACTS IN DISPUTE.......cccceeviieeieeenee. 1
IL.  INTRODUCTION. ..ottt ettt 1
A. Statement Of Relief Requested..........occvvevieiiieeciiiieeeee, |
B. Summary Of Patent Owner’s Argument ...........cccceeeeeercieencieenveeennnne 2

1.  CONTEXT OF INVENTIVE DISCLOSURE OF REFERENCES RELIED

UPON BY PETITIONER .......c.coooiiiiiiteeeeeeeeeeee et 4
A.  United Kingdom Application No. GB 2,289,555 (“Wilska”).............. 4
B. Japanese Publication No. HO6-176114 (“Yamagishi”).........c.cccueu...... 5

IV.  PATENT OWNER’S RESPONSE TO PETITIONER’S CLAIM ANALYSIS

AND OBVIOUSNESS ASSERTIONS ......coooiiiiiniieirieeeeereeeseeeeseee e 5
A.  References Relied Upon Do Not Disclose Or Suggest All Limitations
Of The Challenged Claims..........cc.coueveieiniiiiiesiesieieieeee et 5
1. Non-Audio Digital Image Signal Transmission Limitation As
Recited In Claims 1, 6, and 12........cooovveiiiiiiiiiiiiiiieee e 6
2. Visual Image Transmission Limitation As Recited In Claims 1 and
D ettt ettt ettt b e e st et et e bt nee 10
B. Considerations Weighing Against Motivation To Combine
RETEIEINCES ...c.veviviiiiiec et 15
i

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner Response IPR2014-00987

Essential Principle Of Operation Of Wilska ..........cccccooeveinnnenee. 16

Obviousness Analysis For Combining “Special Purpose” Device
with Wilska Consists Of “Conclusory Statements™..................... 27

Obviousness Analysis For Display Viewfinder Limitation in
Claims 2 and 12 Consists Of “Conclusory Statements™.............. 34

Obviousness Analysis For Digitized Framed Image Displaying
Limitation in Claim 12 Consists Of “Conclusory Statements”....39

Proposed Combination Would Require Change In Principle Of
Operation of Wilska ..........ccceveiiiiiiiiiieeeeee e 43

V. CONCLUSION ....ooiitiiieeteeeet ettt ettt ettt s s e e 50

DOCKET

_ ARM

il

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner Response IPR2014-00987

EXHIBIT LIST

Currently Filed — Patent Owner

[EXH. 2001] Expert Witness Declaration of Dr. Jose Luis Melendez
(“Melendez Declaration™)

[EXH. 2002] U.S. Patent 6,427,078 (“Wilska’s ‘078 Patent”)

[EXH. 2003] Office Action Reply In Inter Partes Reexamination Of U.S.
Patent 6,427,078 of Wilska et al. Under Control No.
90/012,637 (“Wilska ‘637 IPX Office Action Reply™)

[EXH. 2004] U.S. Patent 5,550,646 (“Hassan™)

Previously Filed — Petitioner

[Ex. 1001] U.S. Patent No. 7,365,871 (“the *871 Patent”)

[Ex. 1002] United Kingdom (U.K.) Patent Application GB 2,289,555 A to
Wilska (“Wilska™)

[Ex. 1003] Certified Translation of the Japanese Patent Application
Publication No. H06-176114 to Yamagishi (“Yamagishi”),
Certification of English Translation and the Original Japanese
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[Ex. 1004] U.S. Patent No. 5,550,754 B2 to McNelley et al.
(“McNelley )

[Ex. 1005] European Patent Application Publication No. 0594992 A1l to
Yamagishi (“Yamagishi-992”)

[Ex. 1006] Declaration of Kenneth Parulski including Attachments A-D
(“Parulski Declaration™)

[Ex. 1007] Select Portions of the 871 Prosecution File History(“‘871

Prosecution File History”)
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