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I. Introduction

Patent Owner respectfully requests rehearing of the Board’s Decision of
December 16, 2014 (Paper No. 11; “Decision”), to institute inter partes review of
claims 1-17 and 19 of U.S. Pat. No. 6,771,970 (“the 970 Patent”).

First, the Decision misapprehended or overlooked the law of privity. The
issue of privity between Petitioner, Location Labs, and each of Petitioner’s
customers—Sprint, AT&T, and T-Mobile (collectively “Defendants”)—need not
be assessed “at the time Sprint, AT&T, and T-Mobile were served respectively
with complaints in 2012.” Decision at 8 (emphasis added). On its face, 35 U.S.C.
§ 315(b) does not require that privity for the purposes of compliance with § 315(b)
exist at the time a complaint asserting patent infringement is served on a privy of a
petitioner. Instead, a plain reading of the statute makes clear that preclusion based
on privity applies so long as privity exists by the time the petition is filed.

Second, even if preclusion based on privity were to apply only if privity
existed at the time of service of the complaint asserting patent infringement, the
existence of an indemnitor-indemnitee relationship between the Petitioner and each
of the Defendants prior to the filing of the complaint, coupled with subsequent
actions of the Petitioner and the Defendants arising from the contractual
relationship among them is itself evidence of privity at the time of service of the

complaint.
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Third, the Board’s Decision misapprehended or overlooked the evidence
demonstrating that Petitioner exercised control over the Defendants in the
respective district court proceedings prior to June 9, 2014, the filing date of the
Petition.

Fourth, the Board’s Decision misapprehended or overlooked the fact that
preclusion based on privity can apply even in the absence of control. In addressing
the issue of time bar based on privity, the Board focused only on evidence of
control. Decision at 8. The relevant inquiry, however, is whether the relationship
between Petitioner and the Defendants is sufficiently close to establish privity that
bars institution of inter partes review.

Thus, because the Decision overlooks or misapprehends the law of privity
and evidence that demonstrates that the Petition was filed by Petitioner more than
one year (nearly 1.5 years) after Petitioner’s privies were served with a complaint
alleging infringement of the 970 Patent, Patent Owner requests reconsideration of
the Board’s Decision that the Petition is not barred under 35 U.S.C. § 315(b).

II. Standard of Review for Rehearing

Under 37 C.F.R. § 42.71(c), “[w]hen rehearing a decision on petition, a
panel will review the decision for an abuse of discretion.” The Federal Circuit has
held that “[a]n abuse of discretion occurs when the decision is based on an

erroneous interpretation of the law, on factual findings that are not supported by
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