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UNITED STATES PATENT AND TRADEMARK OFFICE

*x k%

BEFORE THE PATENT TRIAL AND APPEAL BOARD
* % %
WAVEMARKET INC., d/b/a LOCATION LABS,
Petitioner,
- against -
LOCATIONET SYSTEMS, LTD.,

Patent Owner.

December 24, 2014
1:01 p.m.

BEFORE GLENN J. PERRY, KRISTEN L. DROESCH,
and SHERIDAN K. SNEDDEN, Administrative Patent
Judges, held via telephone on the above-mentioned
date and time, reported stenographically by Melissa
Jimenez-De Armas, Shorthand Reporter and Notary

Public for and within the State of New York.
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1 APPEARANTCE S:
2
DENTONS US, LLP
3 Attorneys for Petitioner
BY: SCOTT W. CUMMINGS, ESQ.
4 scott.cummings@dentons.com
MARK L. HOGGE, ESQ.
5 mark.hogge@dentons.com
6
7 PEPPER HAMILTON, LLP
Attorneys for Patent Owner
8 BY: ANDY CHAN, ESOQ.
chana@pepperlaw.com
9 THOMAS ENGELLENNER, ESQ.
engellennert@pepperlaw.com
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mollaaghababar@pepperlaw.com
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1 MR. CHAN: Good afternoon your Honors. T
2 am Andy Chan representing Patent Owner,

3 Locationet Systems.

4 Patent Owners requested this conference
5 seeking authorization to file a motion for
6 additional discovery concerning third party
7 in privity with Petitioner for the purpose
8 of preparing the Patent Owner's response,

9 which is due on February 23rd, 2015.

10 Patent Owner submits that evidence

11 further establishing privity between

12 Petitioner and each of Sprint, AT&T and

13 T-Mobile is in Petitioner's possession, and
14 without such evidence Patent Owner will be
15 severely prejudiced because Patent Owner

16 cannot obtain equivalent information by any
17 other means.

18 To address some of the prior comments in
19 this proceeding and in prior proceedings,
20 our November motion for additional
21 discovery, prior to the institution of the
22 decision, was denied because the Board
23 concluded: One, that the proof of such
24 discovery would not be available prior to
25 the target date for the Board's institution
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1 decision.

2 Two, the Board was going to consider the
3 evidence put forward in our preliminary

4 response.

5 And three, it was not clear why Patent

6 Owner did not obtain the sought after

7 documents in discovery. I'd like to address
8 the third point first, since it appears that
9 there is some confusion.

10 Judge Andrews in the District Court of

11 Delaware has ruled that discovery regarding
12 the issue of privity between Petitioner and
13 each Sprint, AT&T and T-Mobile should be

14 sought in the IPR proceeding and not in the
15 District Court.

16 That definitive ruling required us to

17 obtain this discovery in this IPR

18 proceeding. And Patent Owner had obtained
19 certain documents in the District Court
20 proceeding that were produced for other
21 reasons, but it seems that in this
22 proceeding Patent Owners can't present that
23 evidence that we had to the Board because
24 the protective order in the underlying
25 litigation prevents us from using any
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