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Macronix International Co., Ltd., Macronix Asia Limited, Macronix (Hong 

Kong) Co., Ltd., and Macronix America, Inc. (collectively “Petitioners”) petition 

for Inter Partes Review (“IPR”) under 35 U.S.C. §§ 311-319 and 37 C.F.R., Part 

42 of claims 7 and 14 of U.S. Patent No. 7,151,027 (“the ’027 Patent”) (MX027II-

1001).  As shown below, there is a reasonable likelihood that Petitioners will 

prevail with respect to each of the challenged claims. 

A motion for joinder of this proceeding with IPR2014-00108 accompanies 

this Petition.   

I. MANDATORY NOTICES UNDER 37 C.F.R. § 42.8 

A. Real Parties-in-Interest  

Macronix International Co., Ltd., Macronix Asia Limited, Macronix (Hong 

Kong) Co., Ltd., and Macronix America, Inc. are real parties-in-interest. 

B. Related Matters under 37 C.F.R. § 42.8(b)(2) 

1. Pending Actions 

The ’027 Patent is asserted in actions styled: (1) Spansion LLC v. Macronix 

International Co., Ltd., et. al., Case No. 3:13-cv-03566, filed August 1, 2013, in 

the United States District Court for the Northern District of California; and (2) In 

re Flash Memory Chips and Products Containing Same, Inv. No. 337-TA-893, 

filed August 1, 2013, before the U.S. International Trade Commission. 
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The ’027 Patent is also involved in IPR2014-00108 filed by Petitioners 

against Patent Owner.  Trial has been instituted on claims 1-6 and 8-13 in 

connection with that proceeding. 

2. Prior Action 

The ’027 Patent was asserted by Spansion LLC against various Samsung 

entities in an action styled Spansion LLC v. Samsung Electronics Co., Ltd., et al., 

Case No. 1:10-cv-00881 (E.D. Va.).  That action is no longer pending. 

C. Lead and Back-Up Counsel under 37 C.F.R. § 42.8(b)(3) 

Lead Counsel Back-Up Counsel 
Michael M. Murray (Reg. # 32,537)  

WINSTON & STRAWN LLP 

200 Park Ave. 

New York, NY 10166-4193 

Telephone: (212) 294-4700 

Fax: (212) 294-6700 

Email: mmurray@winston.com 

Andrew R. Sommer (Reg. # 53,932)  

WINSTON & STRAWN LLP 

1700 K Street NW 

Washington, D.C.  20006-3817 

Telephone: (202) 282-5000 

Fax: (202) 282-5100 

Email: asommer@winston.com  

D. Service Information 

Documents may be delivered by hand to the addresses of lead and back-up 

counsel above. Petitioner consents to electronic service by e-mail at the above 

listed e-mail addresses of Lead and Back-Up Counsel. 
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