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Pursuant to 37 C.F.R. § 42.23(a), Petitioner files this Reply to “Opposition
of Patent Owner to Petitioner’s Motion for Joinder” (Paper 7, “Opposition”).

I. RESPONSE TO PATENT OWNER’S ARGUMENTS AGAINST
JOINDER

A.  Patent Owner Incorrectly Argues That The Deadline For Filing A
Request For Rehearing Is Relevant To Joinder

In its Opposition, Patent Owner asserts that the Motion for Joinder is im-
proper because the motion ““is nothing more than an out-of-time request for rehear-
ing of the April 25, 2014 decision of the Board to institute trial on claims 20-24 of
the 228 Patent in [PR2014-00111.” Paper 7, p. 4. The deadline for filing a mo-
tion for rehearing is entirely irrelevant, however, because Petitioner did not elect to
file a motion for rehearing.

The deadline for filing the Motion for Joinder is one month after the Institu-
tion Decision on the Petition in [PR2014-00111 (“First Petition). 37 C.F.R. §
42.122(b). However, because the one-month period expired on Sunday, May 25,
2014, and Monday, May 26 was a Federal Holiday (Memorial Day), the deadline
for filing the Motion for Joinder was Tuesday, May 27, 2014. 37 C.F.R. §§ 1.7
and 42.1(a). The Second Petition and Motion for Joinder were appropriate and
timely, as they were concurrently filed on May 27, 2014. The timing for filing a

motion for rehearing is not at issue herein.
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B. Patent Owner’s Argument That “Delay” Warrants Denying Join-
der Is Untenable

The Patent Owner argues that joinder is improper because it would result in
substantial delay. See Opposition, p. 10-11. That is not correct. Patent Owner has
already considered and provided its response regarding Figulla as applied to claims
20-24 in the First Petition (see IPR2014-00111, Paper 9 (Preliminary Response), p.
21-22 and 39-40), and repeats those arguments in opposition to the Motion for
Joinder (see IPR2014-00823, Paper 7, p. 11-12)." Thus, there is no reason for any
substantial delay to arise from joinder. Moreover, Petitioner renews its offer to ac-
commodate any reasonable logistical or scheduling request of Patent Owner, or de-
termined by the Board to be appropriate or necessary, in view of the joinder of the
proceedings. See IPR2014-00823, Paper 2, p. 8-9. Extensions of the schedule are
permitted by law and are not a reason to deny joinder herein. 35 U.S.C. §

316(a)(1); 37 C.F.R. § 42.100(c).

' The arguments Patent Owner makes regarding the patentability of claims 20-24
over Figulla rely on limitations missing from the claims and/or erroneous claim
constructions, much as the Board concluded in connection with comparable ar-
guments made by Patent Owner in its Preliminary Response to the First Petition.
See, e.g., IPR2014-00111, Paper 10 (Decision), at p. 6-11 (rejecting Patent Own-

er’s proposed construction of “means for maintaining” and “ring member”).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

IPR2014-00823
Patent 6,482,228

C. Patent Owner’s Argument That The Second Petition Is Uneces-
sary Is At Odds With The Indisputable Facts

In its Motion for Joinder, Petitioner explained that joinder of the instant peti-
tion in [IPR2014-00823 (“Second Petition™) seeking review of U.S. Patent No.
6,482,228 based on Figulla alone and in combination with Shu will avoid potential
prejudice to Petitioner because Figulla and Shu are references under 35 U.S.C. §
102(b) (“102(b)”), whereas Shreck is a reference under 35 U.S.C. § 102(e)
(“102(e)”) which Patent Owner is attempting to antedate. Paper 2 (Motion) at p. 5.
Patent Owner’s response is to argue that Petitioner should have “raised these issues

2

in a request for rehearing.” Paper 7 (Opposition) at p. 7. The rules, however, do
not require Petitioner to file a request for rehearing rather than the timely Second
Petition and Motion for Joinder.

Patent Owner also argues that Petitioner will not suffer prejudice if joinder is
denied because even if “Norred is able to swear behind Schreck and survive
IPR2014-00111 with claims 20-24 intact,” Petitioner still has IPR2014-00110 and
IPR2014-00395. Paper 7 (Opposition) at p. 8. That argument is baseless.

The claims at issue in IPR2014-00110 (claims 16-19) have no overlap to the
claims at issue in this proceeding (claims 20-24). Thus, IPR2014-00110 will not

lessen the prejudice to Petitioner if joinder is denied as to the application of Figulla

(alone and in combination with Shu) to claims 20-24.
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And while claims 20-24 are at issue in [PR2014-00395, Figulla is an im-
portant reference because it is a 102(b) reference that clearly shows the connecting

rods connecting each stent segment:

"Tissue Valve" "Connecting Rods"

"Ring Member"

Fig. 2. The aortal bioprosthesis or artificial aortal valve in the proximal portion of the

multi-component, self-expanding stent

See IPR2014-00823, Paper 3 (Petition), p. 10, Fig. 2.

The Patent Owner is only now (i.e., as of the filing of its Response dated Ju-
ly 17, 2014) apparently asserting that such connecting rods, as disclosed in Figulla,
meet the “means for maintaining” limitation of independent claim 20, as illustrated
by the following side-by-side comparison of the drawing that Patent Owner offers
as evidence of conception of the purported invention of claim 20 and another fig-

ure from Figulla:

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




