
UNITED STATES PATENT AND TRADEMARK OFFICE 
__________________ 

 
BEFORE THE PATENT TRIAL AND APPEAL BOARD 

__________________ 
 

TAIWAN SEMICONDUCTOR MANUFACTURING COMPANY, LTD.,  
TSMC NORTH AMERICA CORPORATION, 

FUJITSU SEMICONDUCTOR LIMITED, 
FUJITSU SEMICONDUCTOR AMERICA, INC., 

ADVANCED MICRO DEVICES, INC., RENESAS ELECTRONICS 
CORPORATION, RENESAS ELECTRONICS AMERICA, INC., 

GLOBALFOUNDRIES U.S., INC., GLOBALFOUNDRIES DRESDEN 
MODULE ONE LLC & CO. KG, GLOBALFOUNDRIES DRESDEN 

MODULE TWO LLC & CO. KG, TOSHIBA AMERICA ELECTRONIC 
COMPONENTS, INC., TOSHIBA AMERICA INC., TOSHIBA 

AMERICA INFORMATION SYSTEMS, INC., 
TOSHIBA CORPORATION, and 

THE GILLETTE COMPANY, 
Petitioners, 

v. 

ZOND, LLC 
Patent Owner 

__________________ 
 

Case IPR2014-008191 
Patent 6,853,142 B2  

__________________ 
 
 

JOINT MOTION TO TERMINATE  
 PURSUANT TO 35 U.S.C. § 317 AND 37 C.F.R. § 42.72 

                                                                                                                                                          
1 Cases IPR 2014-00867, IPR 2014-01014, and IPR 2014-01046 have been joined 
with the instant proceeding.         
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Pursuant to 35 U.S.C. §317 and 37 C.F.R. § 42.72, and the Board’s 

authorization of March 9, 2015, Patent Owner ZOND LLC (“Patent Owner”) and 

Petitioners TAIWAN SEMICONDUCTOR MANUFACTURING COMPANY, 

LTD. and TSMC NORTH AMERICA CORP (jointly, “TSMC” or “Petitioner”) 

(collectively, “the Parties”) have settled their dispute and jointly request 

termination of Inter Partes Review No. IPR2014-00819, regarding U.S. 6,853,142 

as to Petitioners TAIWAN SEMICONDUCTOR MANUFACTURING 

COMPANY, LTD. and TSMC NORTH AMERICA CORP. only.  Because 

additional petitioners remain, the grant of this motion will not result in the 

termination of this inter partes review. 

I. RELATED PROCEEDINGS 

The following related proceedings are currently before the Office: 

U.S. Patent Number IPR Case Number 

6,853,142 IPR2014-00818 

IPR2014-00821 

IPR2014-00819 

IPR2014-00827 

7,147,759 IPR2014-00781 

IPR2014-00782 

7,604,716 IPR2014-00807 

IPR2014-00808 
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The Parties have agreed to settle, have dismissed with prejudice their related 

district court litigations concerning the Patents, and jointly request termination of 

this proceeding and all IPRs as to TSMC for the above listed Patents.1  

 

 

                                                                                                                                                          
1 The Parties are submitting a Joint Motion to Terminate Proceeding in each of the 

IPRs filed or joined by TSMC relating to the above-identified patents. 

7,808,184 IPR2014-00799 

IPR2014-00803 

7,811,421 IPR2014-00800 

IPR2014-00802 

IPR2014-00805 

6,805,779 IPR2014-00828 

IPR2014-00829 

IPR2014-00917 

6,806,652 IPR2014-00861 

6,896,773 IPR2014-00580 

IPR2014-00726 

6,896,775 IPR2014-00578 

IPR2014-00604 
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The various Patents are involved in litigation as follows:  

Caption Case No. Patents Defendants Status 

Zond, Inc. v. 

Fujitsu Limited 

et al. 

1:13-cv-

11634 

(MAD) 

6,805,779

6,806,652

6,853,142

7,147,759

7,604,716

7,808,184

7,811,421

Fujitsu Semiconductor 

America, Inc.; Fujitsu 

Semiconductor Limited; 

Taiwan Semiconductor 

Manufacturing Company 

Limited; TSMC North 

America Corp. 

Admin. 

Closed; 

stipulation 

of 

dismissal 

filed as to 

TSMC 

Zond, Inc. v. 

Renesas 

Electronics 

Corporation et 

al. 

1:13-cv-

11625 

(MAD) 

6,805,779

6,806,652

6,853,142

7,147,759

7,604,716

7,808,184

7,811,421

Renesas Electronics 

America, Inc.; Renesas 

Electronics Corporation 

Pending; 

Stayed 

Zond, Inc. v. SK 

Hynix Inc. et al 

 

1:13-cv-

11591 

(MAD) 

6,805,779

6,806,652

6,853,142

7,147,759

7,604,716

7,808,184

7,811,421

Hynix Semiconductor 

America, Inc.; SK Hynix 

America Inc.; SK Hynix 

Inc.; SK Hynix Memory 

Solutions Inc.  

Terminated

Zond, Inc. v. 1:13-cv- 6,805,779 Toshiba America Pending; 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


IPR2014-00819 
U.S. Patent No. 6,853,142 

JOINT MOTION TO TERMINATE  
 

4 
 

Toshiba 

America 

Electronic 

Components, 

Inc. et al 

11581 

(MAD) 

6,806,652

6,853,142

7,147,759

7,604,716

7,808,184

7,811,421

Electronic Components, 

Inc.; Toshiba America 

Information Systems, 

Inc.; Toshiba Corporation 

 

Stayed 

Zond, LLC v. 

Advanced Micro 

Devices, Inc., et 

al. 

1:13-cv-

11577 

(MAD) 

6,805,779

6,806,652

6,853,142

7,147,759

7,604,716

7,808,184

7,811,421

Advanced Micro Devices, 

Inc.; GlobalFoundries 

Dresden Module One 

LLC & Co. KG; 

GlobalFoundries Dresden 

Module Two LLC & Co. 

KG; Global Foundries 

US, Inc. 

Pending; 

Stayed 

Zond, LLC v. 

Intel 

Corporation 

1:13-cv-

11570 

(MAD) 

6,805,779

6,806,652

6,853,142

7,147,759

7,604,716

7,808,184

7,811,421

Intel Corporation Terminated

Zond, Inc. v. 

The Gillette 

Company, et al 

1:13-cv-

11567 

(MAD) 

6,805,779

6,806,652

6,853,142

6,896,773

The Gillette Company; 

The Proctor & Gamble 

Company 

 

Pending; 

Stayed 
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