
PRIVILEGED AND CONFIDENTIAL

ATTORNEY WORK PRODUCT

UNITED STATES PATENT AND TRADEMARK OFFICE

________________

BEFORE THE PATENT TRIAL AND APPEAL BOARD

________________

BOSTON SCIENTIFIC CORPORATION and
BOSTON SCIENTIFIC SCIMED, INC.

Petitioner

v.

VASCULAR SOLUTIONS, INC.
Patent Owner

________________

Case IPR: Unassigned
Patent 8,048,032

________________

Attorney Docket No. 0025216-00057

________________

PETITION FOR INTER PARTES REVIEW
UNDER 37 C.F.R. § 42.100

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


ii

TABLE OF CONTENTS

Page

I. MANDATORY NOTICES (37 C.F.R. § 42.8(a)(1))......................................1
A. Real Party-In-Interest (37 C.F.R. § 42.8(b)(1)) ....................................1
B. Related Matters (37 C.F.R. § 42.8(b)(2))..............................................1
C. Lead And Back-Up Counsel (37 C.F.R. §§ 42.8(b)(3), 42.10(a)) ........2
D. Service Information (37 C.F.R. § 42.8(b)(4)) .......................................2

II. PAYMENT OF FEES (37 C.F.R. § 42.103) ...................................................2

III. GIBB5FK D; F9A9J5CH H97=CDAD<K 5C8 n),+ E5H9CH .........3
A. Overview Of Interventional Cardiology Procedures ............................3
B. 8R`P_V]aV\[ DS HUR 5YYRTRQ >[cR[aV\[ DS HUR n),+ ENaR[a ..................4
C. GbZZN_f \S aUR E_\`RPbaV\[ =V`a\_f \S aUR n),+ ENaR[a ......................6

IV. REQUIREMENTS FOR INTER PARTES REVIEW ....................................9
A. Grounds for Standing Under 37 C.F.R. § 42.104(a) ...........................10
B. Identification of Challenge and Relief Requested ..............................10
C. Claims for Which Inter Partes Review Is Requested .........................10
D. The Specific Art and Statutory Ground(s) on Which the Challenge

Is Based Under 37 C.F.R. § 42.104(b)(2) ...........................................10
A. Construction Of The Challenged Claims ............................................14

1. l_NVY `a_bPab_R dVaU\ba N YbZR[m................................................15
2. lV[aR_cR[aV\[NY PN_QV\Y\Tf QRcVPR$`%m .......................................16
3. la\ _RPRVcR N[ V[aR_cR[aV\[NY PN_QV\Y\Tf QRcVPR V[a\ aUR

coaxial lumen while the proximal portion remains within the
YbZR[ \S aUR TbVQR PNaURaR_m ( lNQN]aRQ a\ _RPRVcR N[
interventional cardiology device passed through continuous
lumen of the guide catheter and into the coaxial lumen while
aUR QRcVPR V` V[`R_aRQ V[a\ aUR P\[aV[b\b` YbZR[m ....................17

4. lNQN]aRQ a\ OR ReaR[QRQ beyond the distal end of the guide
catheter while a proximal portion remains within the
lumen of the guide catheter, such that the device assists in
resisting axial and shear forces exerted by the
interventional cardiology device passed through and
beyond the coaxial lumen that would otherwise tend to
QV`Y\QTR aUR TbVQR PNaURaR_ S_\Z aUR O_N[PU N_aR_fm.............19

B. The Prior Art References.....................................................................20
1. Mihara .......................................................................................21
2. Takahashi ..................................................................................22

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iii

C. How The Construed Claim(s) Are Unpatentable ................................23
D. Supporting Evidence Under 37 C.F.R. § 42.104(b)(5) .......................23

VII. DETAILED EXPLANATION OF PERTINENCE AND MANNER OF
APPLYING CITED PRIOR ART TO EVERY CLAIM FOR WHICH
REVIEW IS REQUESTED UNDER 37 C.F.R. § 42.104(b) (4)..................23
A. Claims 1, 2, 3, 4, 11, and 13 Are Anticipated Under 35 U.S.C.

§102(b) By Mihara ..............................................................................24
1. Claim 2......................................................................................31
2. Claims 3, 4, and 13....................................................................32
3. Claim 11....................................................................................34

B. Claims 1, 2, 3, 4, 11 And 13 Are Obvious Under 35 U.S.C. §103
Over Mihara In View of the Knowledge of a Person of Ordinary
Skill in the Art .....................................................................................50

C. Claims 1-4, 8, 11, 13 and 17 Are Obvious Under 35 U.S.C. §103(a)
Over Mihara In View Of Takahashi....................................................51

VIII. CONCLUSION..............................................................................................54

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


iv

Exhibit List for Inter Partes Review of U.S. Patent No. 8,048,032

Exhibit Description Exhibit No.
U.S. Patent No. 8,048,032 to Root, et al. 1001
File History for U.S. Patent No. 8,048,032 1002
Declaration of Ronald Jay Solar, Ph.D., with attached Appendix1:
Curriculum Vitae of Ronald Jay Solar, Ph.D. and attached Appendix
2: Prior Expert Testimony of Ronald Jay Solar, Ph.D

1003

U.S. Patent No. 8,292,850 to Root, et al. 1004
U.S. Patent No. 8,142,413 to Root, et al. 1005
File History for U.S. Patent No. 8,292,850 1006
File History for U.S. Patent No. 8,142,413 1007
Copy of a Second Petition (excluding exhibits) for Inter Partes
FRcVRd ;VYRQ 7\[Pb__R[aYf Of ERaVaV\[R_ \[ aUR n),+ ENaR[a

1008A

U.S. Publication No. 2004/0236215 A1 to Mihara et al. 1009
Translation of Japanese Patent Application No. 2003-070808 1010
U.S. Patent No. 5,527,292 to Adams et al. 1011
U.S. Publication No. 2003/0195546 A1 to Solar, et al. 1012
U.S. Patent No. 6,638,268 to Niazi 1013
U.S. Publication No. 2005/0004523 A1 to Osborne, et al. 1014
U.S. Publication No. 2004/0127927 to Adams 1015
U.S. Patent No. 6,338,725 B1 to Hermann et al. 1016
U.S. Patent No. 5,776,141 to Klein et al. 1017
U.S. Patent No. 7,232,452 to Adams et al. 1018
U.S. Patent No. 5,328,472 to Steinke et al. 1019
HNXNUN`UV Ra NY'& lCRd BRaU\Q a\ >[P_RN`R N 6NPXb] Gb]]\_a \S N /
;_R[PU <bVQV[T 7\_\[N_f 7NaURaR_&m Catherization and
Cardiovascular Interventions 63:452-456 (2004)

1020

U.S. Patent No. 5,690,613 to Verbeek 1021
U.S. Patent No. 5,156,594 to Keith 1022
U.S. Patent No. 5,102,403 to Alt 1023
Kucklick, Theodore R., The Medical Device R&D Handbook (2006) 1024
Amended Complaint filed by Vascular Solutions, Inc. in Vascular
Solutions, Inc. v. Boston Scientific Corporation, No. 13-cv-1172
(JRT-SER) (D. Minn). (May 28, 2013)

1025

Memorandum In Support of Motion for Preliminary Injunction filed
by Vascular Solutions, Inc. in Vascular Solutions, Inc. v. Boston
Scientific Corporation, No. 13-cv-1172 (JRT-SER) (D. Minn).
(June 10, 2013)

1026

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


v

Exhibit Description Exhibit No.
Declaration of HowarQ F\\a >[ Gb]]\_a \S JN`PbYN_ G\YbaV\[& >[P'o`

Motion for Preliminary Injunction with Non-Confidential Exhibits
filed in Vascular Solutions, Inc. v. Boston Scientific Corporation,
No. 13-cv-1172 (JRT-SER) (D. Minn). (June 10, 2013)

1027

Boston Scientific Corporation Opposition to Vascular Solutions,
>[P'o` B\aV\[ S\_ E_RYVZV[N_f >[Wb[PaV\[ SVYRQ V[ Vascular Solutions,
Inc. v. Boston Scientific Corporation, No. 13-cv-1172 (JRT-SER)
(D. Minn). (July 28, 2013)

1028

Non-Confidential Memorandum Opinion and Order Granting In Part
EYNV[aVSSo` B\aV\[ S\_ E_RYVZV[N_f >[Wb[PaV\[ SVYRQ V[ Vascular
Solutions, Inc. v. Boston Scientific Corporation, No. 13-cv-1172
(JRT-SER) (D. Minn). (December 19, 2013)

1029

6\`a\[ GPVR[aVSVP 7\_]\_NaV\[o` B\aV\[ S\_ An Interim Stay and
Stay Pending Appeal, No. 2014-1185 (Fed. Cir). filed December 27,
2013

1030

JN`PbYN_ G\YbaV\[`& >[P'o` D]]\`VaV\[ a\ 6\`a\[ GPVR[aVSVP

7\_]\_NaV\[o` B\aV\[ S\_ 5[ >[aR_VZ GaNf N[Q GaNf ER[QV[T 5]]RNY&
No. 2014-1185 (Fed. Cir). filed January 3, 2014

1031

6\`a\[ GPVR[aVSVP 7\_]\_NaV\[o` C\[-Confidential Opening Brief,
No. 2014-1185 (Fed. Cir). filed January 7, 2014

1032

JN`PbYN_ G\YbaV\[`& >[P'o` C\[-Confidential Responsive Brief, No.
2014-1185 (Fed. Cir). filed January 29, 2014

1033

6\`a\[ GPVR[aVSVP 7\_]\_NaV\[o` FR]Yf 6_VRS& C\' +)*--1185
(Fed. Cir). filed February 3, 2014

1034

Transcript of Oral Argument Proceedings held on April 8, 2014
(Fed. Cir).

1035

Federal Circuit Order Vacating Preliminary Injunction (April 15,
2014)

1036

Joint Claim Construction Statement filed in Vascular Solutions, Inc.
v. Boston Scientific Corporation, No. 13-cv-1172 (JRT-SER)
(D. Minn). (February 21, 2014)

1037

U.S. Patent No. 6,997,908 B2 to Carrillo, Jr., et al. 1038
Monorail Piccolino Publication, Introducing the Schneider
MONORAIL-GEX$ Guidewire Exchange Catheter Brochure

1039

U.S. Publication No. 2002/0165598 A1 to Wahr et al. 1040
U.S. Patent No. 5,267,958 to Buchbinder et al. 1041
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