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I. BACKGROUND 

On August 7, 2014, the Board authorized Patent Owner’s prior request to 

file a Motion for Additional Discovery.  Paper 8, p. 3.  As shown below, the 

discovery sought is necessary in the interest of justice, and the Board should grant 

the requested additional discovery that is set out in Ex. 2001. 

II. ADDITIONAL DISCOVERY CONCERNING THE IDENTITY 
OF ALL REAL PARTIES IN INTEREST IS NECESSARY IN 
THE INTEREST OF JUSTICE 

 A party is entitled to additional discovery under 37 C.F.R. § 42.51(a)(2) if 

the party shows that such additional discovery is “in the interest of justice.”  35 

U.S.C. § 316(a)(5).  Garmin Int'l, Inc. v. Cuozzo Speed Techs. LLC, IPR2012-

00001, Paper 26, pp. 6-7 (PTAB March 5, 2013) set forth five factors to be 

considered when determining if a party has satisfied the “necessary in the interest 

of justice” standard under 35 U.S.C. § 316(a)(5).  Each factor is addressed below. 

A. Patent Owner Is in Possession of Evidence that Shows 
Beyond Speculation that Something Useful Will Be 
Uncovered (Garmin Factor 1) 

The first Garmin factor asks whether the party requesting discovery is “in 

possession of evidence tending to show beyond speculation that in fact something 

useful will be uncovered.”  Garmin Int’l, IPR2012-00001, Paper 26 at p. 6.  In the 

context of the first Garmin factor, “useful” means “favorable in substantive value 

to a contention of the party moving for discovery.”  Id. at p. 7. 
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