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L INTRODUCTION

In its Decision on Institution (“DI”), the Board recognized there is a
reasonable likelihood that the challenged claims 30-37 should be cancelled. See
IPR2014-604 DI at p. 22. None of the arguments raised by Zond provides any
reasonto alter the determination of the Board in the Decision on Institution.

First, Zond attempts to require a particular ordering of the method claims in a
manner which is not consistent with the patent specification, and which is refuted by
Zond’s own expert, Dr. Hartsough.

Second, Zond attempts to import the structural feature of a “gap” in the claim
limiation “means for ionizing.” However, the cross examination of Dr. Hartsough
reveals the “gap” is indeed taught by the prior art.

Third, Zond argues that one dependent claim (i.e., claim 33) adds patentable
subject matter. However, Dr. Hartsough’s cross examination testimony demonstrates
that Zond’s arguments are wrong.

The Petition, supported by Mr. DeVito’s declaration, demonstrates why one of
ordinary skill in the art would have combined the teachings of the cited references.
The cross examination testimony of Dr.Hartsough further demonstrates that the
references would have been combined. Petitioner also provides the declaration of
Dr. John Bravman, who reached the same conclusion that references would have

been combined by one of ordinary skill in the art and that the challenged claims are
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unpatentable. '

IL ZOND CONCEDES THAT INDEPENDENT CLAIMS 30, 36 AND 37
ARE TAUGHT BY THE PRIOR ART

Zond’s own declarant, Dr. Larry Hartsough, explicitly conceded that just about
all the limitations recited in the independent claims were well known before the
effective date of the 775 patent. See Ex. 1119 (*775 Hartsough Depo.”) at 42:4 — 45:
18.

Zond nevertheless argues that method claim 30 requires a specific order, and
that the cited references do not suggest “a means for ionizing.” Both of these
arguments are refuted by the cross examination testimony of Dr. Hartsough.

Claim 30 does not require a specific order

Zond asserts that method claim 30 requires the step of “ionizing a feed gas...”
to occur before “generating a magnetic field...”> IPR2014-604 PO Resp. at pp. 34-
37. However, Dr. Hartsough unequivocally concedes that this is not the case, as
reproduced below:
Q: In Claim 15 of the ‘775 patent, the step of ionizing a feed gas

does not have to occur before the generation of a magnetic field; right?

' Mr. DeVito is no longer available to provide testimony.
?Zond argues that “Mr. DeVito’s comments concerning claim 15 apply equally to

claim 30.” IPR2014-604, PO Resp. at p. 36.
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