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L. STATEMENT OF RELIEF REQUESTED
Microsoft Corporation (“Microsoft”) submits concurrently herewith a

Petition for inter partes review of claims 1, 3, 4, 7, 8, 10, 12, and 13 of U.S. Patent
No. 6,502,135 (“the ‘135 patent) (“Petition”). The Petition is being filed within
one year of service by VirnetX, Inc. (“VirnetX”’) of a complaint against Microsoft
alleging infringement of the ‘135 Patent.' As such, Microsoft respectfully submits
that, for at least the reasons outlined in the Petition, 35 U.S.C. § 315(b) is
inapplicable and does not bar institution of the inter partes review of the ‘135

patent that is requested in Microsoft’s Petition.

' The *135 patent is the subject of Civ. Act. No. 6:13-cv-00351-LED (E.D. Tex),
which was filed April 22, 2013 (*the 2013 VirnetX litigation”). The complaint in
the 2013 VirnetX litigation was served on April 23, 2013. VirnetX has also
asserted the 135 patent against Microsoft in two prior instances: VirnetX, Inc. v.
Microsft Corporation (Case No. 6:07-cv-80 (E.D. Tex.), filed February 2007, and
VirnetX, Inc. v. Microsoft (Case No. 6:10-cv-94 (E.D. Tex.), filed March 2010.
These prior litigations were dismissed pursuant to a settlement agreement that
expressly preserved Microsoft’s ability to later challenge the validity of the

patents-in-suit.
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If, however, the Board decides that 35 U.S.C. § 315(b) is applicable and bars
Microsoft from instituting an inter partes review of the ‘135 patent, Microsoft
moves for joinder, pursuant to 35 U.S.C. § 315(c) and 37 C.F.R. § 42.122(b), with
respect to the pending inter partes review designated as IPR2014-00171 (“the RPX
[PR”) and requested by RPX Corporation (“RPX”), upon institution of the RPX
IPR.

In accordance with the Board’s Representative Order identifying matters to
be addressed in a motion for joinder (IPR2013-00004, Paper No. 15)*, Microsoft
submits that: (1) joinder is appropriate because it will promote efficient
determination of the validity/invalidity of the 135 patent without prejudice to the
existing parties; (2) the grounds of unpatentability raised in Microsoft’s Petition
are a subset of those at issue in the RPX IPR; (3) joinder would not affect the
timely completion of that proceeding; and (4) Microsoft is willing to accept

reasonable restrictions on briefing and discovery that will minimize the burden of

> A motion for joinder should: (1) set forth the reasons why joinder is
appropriate; (2) identify any new grounds of unpatentability asserted in the
petition; (3) explain what impact (if any) joinder would have on the trial
schedule for the existing review; and (4) address specifically how briefing
and discovery may be simplified. See Kyocera Corporation v. Softview LLC,

IPR2013-00004, Paper No. 15 at 4 (April 24, 2013).
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joinder on the Board and on the parties. Moreover, absent joinder, Microsoft’s
interests will not be fully and fairly represented in the RPX IPR.

Accordingly, if the Board declines to institute the inter partes review of the
‘135 patent requested in the attached Petition, Microsoft respectfully asks the

Board to grant Microsoft joinder.

II. BACKGROUND AND RELATED PROCEEDINGS
VirnetX has asserted varying sets of claims of the ‘135 patent against
various defendants in numerous law suits.” Microsoft has been targeted in three (3)
of those law suits, most recently in Civ. Act. No. 6:13-cv-00351-LED (E.D. Tex),

filed April 22, 2013 (“the 2013 VirnetX litigation”).*

3 The 135 patent is the subject of the following ongoing civil actions: (i) Civ. Act.
No. 6:13-cv-00211-LED (E.D. Tex.), filed February 26, 2013; (ii) Civ. Act. No.
6:12-cv-00855-LED (E.D. Tex.), filed November 6, 2012; (iii) Civ. Act. No. 6:10-
cv-00417-LED (E.D. Tex.), filed August 11, 2010; (iv) Civ. Act. No. 6:11-cv-
00018-LED (E.D. Tex), (iv) Civ. Act. No. 6:13-cv-00351-LED (E.D. Tex), filed
April 22,2013 (*“the 2013 VirnetX litigation™); (v) Civ. Act. No. 6:10-cv-00094
(E.D. Tex); and (vi) Civ. Act. No. 6:07-cv-00080 (E.D. Tex).

* See FN 1 of the instant motion, above at page 2.
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