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TARANTO, Circuit Judge. 
This case involves method claims of two patents that 

disclose processes for generating limited-use transaction 
codes to be given to a merchant by a customer for the 
purchase of goods and services, an objective being to 
enhance security for the customer by withholding the 
customer’s credit card number from the merchant and 
using the transaction code to complete the transaction 
instead.  In two inter partes review proceedings, the 
Patent Trial and Appeal Board of the United States 
Patent and Trademark Office decided that the disputed 
claims are unpatentable for anticipation and obviousness.  
Because the Board’s decisions rest on an unreasonable 
claim interpretation, we vacate the decisions and remand 
for further proceedings. 

I 
John D’Agostino owns U.S. Patent Nos. 7,840,486 and 

8,036,988.  The ’988 patent is a continuation of the ’486 
patent.  Both patents disclose methods of effecting secure 
credit-card purchases by minimizing merchant access to 
credit card numbers.  ’988 patent, abstract; ’486 patent, 
abstract.  The written descriptions of the two patents are 
materially identical.   

MasterCard International Incorporated filed two peti-
tions with the PTO requesting inter partes review of the 
two patents under 35 U.S.C. ch. 31.  Regarding the ’988 
patent, the Board, as delegee of the PTO Director, 37 
C.F.R. §§ 42.4, 42.108, instituted a review of claims 1–10, 
15–25, 27–33, and 35–38 for anticipation by U.S. Patent 
No. 6,422,462 to Cohen and of claims 11–14, 26, and 34 
for obviousness over Cohen and U.S. Patent No. 5,826,243 
to Musmanno (IPR2014-543).  Regarding the ’486 patent, 
the Board instituted a review of claims 1–15 and 22–30 
for anticipation by Cohen and of claims 16–21 for obvi-
ousness over Cohen and Musmanno (IPR2014-544).  After 
conducting the reviews, the Board cancelled all of the 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


D’AGOSTINO v. MASTERCARD INTERNATIONAL 3 

reviewed claims as unpatentable on the grounds on which 
it instituted review.  MasterCard Int’l Inc. v. D’Agostino, 
2015 WL 5159950 (P.T.A.B. Aug. 31, 2015) (’988 Deci-
sion); MasterCard Int’l Inc. v. D’Agostino, 2015 WL 
5159951 (P.T.A.B. Aug. 31, 2015) (’486 Decision).  The 
Board’s two final written decisions are materially identi-
cal for present purposes, so we hereafter cite only the ’988 
Decision. 

As relevant here, the claims fall into two categories—
those which involve “limiting a number of transactions to 
one or more merchants,” i.e., a “one or more merchants 
limitation,” ’988 patent, col. 8, lines 66–67; and those 
which involve “limit[ing] transactions to a single mer-
chant,” i.e., a “single merchant limitation,” id., col. 11, 
lines 12–13.  It being undisputed that the former are 
unpatentable if the latter are unpatentable, the Board 
relied only on the “single merchant” claims in its deci-
sions, holding them unpatentable and, solely on that 
ground, also holding the “one or more merchants” claims 
unpatentable.  ’988 Decision at *8.  We therefore address 
only the “single merchant” claims. 

Claim 21 is representative of the “single merchant” 
claims: 

21.  A method for implementing a system for per-
forming secure credit card purchases, the method 
comprising: 

a) receiving account information from an 
account holder identifying an account that 
is used to make credit card purchases; 
b) receiving a request from said account 
holder for a transaction code to make a 
purchase within a payment category that 
at least limits transactions to a single 
merchant, said single merchant limitation 
being included in said payment category 
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prior to any particular merchant being 
identified as said single merchant; 
c) generating a transaction code utilizing a 
processing computer of a custodial author-
izing entity, said transaction code associ-
ated with said account and reflecting at 
least the limits of said payment category, 
to make a purchase within said payment 
category; 
d) communicating said transaction code to 
said account holder; 
e) receiving a request to authorize pay-
ment for a purchase using said transac-
tion code; 
f) authorizing payment for said purchase if 
said purchase is within said payment cat-
egory. 

’988 patent, col. 11, lines 5–27.  
After construing the single-merchant limitation, 

which is step (b) in representative claim 21, the Board 
found that Cohen meets the single-merchant limitation 
through an embodiment that limits credit-card transac-
tions to a particular chain of stores.  ’988 Decision at *8.  
The Board also found that Cohen discloses the step of 
defining and designating the “payment category” before 
the transaction code is generated.  Id. at *9–10.  The 
Board’s unpatentability reasoning for both anticipation 
and obviousness relies critically on those two rulings; the 
Board did not rely on any independent alternative 
grounds for its decisions. 

Mr. D’Agostino appeals under 35 U.S.C. §§ 141(c) and 
319.  We have jurisdiction to review the Board’s decisions 
under 28 U.S.C. § 1295(a)(4)(A). 
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II 
The Board permissibly applied the broadest reasona-

ble interpretation standard in this inter partes review 
proceeding.  See Cuozzo Speed Techs., LLC v. Lee, 136 S. 
Ct. 2131, 2142 (2016); 37 C.F.R. § 42.100(b).  “There being 
no dispute here about findings or evidence of facts extrin-
sic to the patent, . . . we conduct a de novo review of the 
Board’s determination of the broadest reasonable inter-
pretation of the claim language.”  Straight Path IP Grp., 
Inc. v. Sipnet EU S.R.O., 806 F.3d 1356, 1360 (Fed. Cir. 
2015).  “The protocol of giving claims their broadest 
reasonable interpretation . . . does not include giving 
claims a legally incorrect interpretation.”  In re Skvorecz, 
580 F.3d 1262, 1267 (Fed. Cir. 2009).  Instead, “claims 
should always be read in light of the specification and 
teachings in the underlying patent,” In re Suitco Surface, 
Inc., 603 F.3d 1255, 1260 (Fed. Cir. 2010); the Board 
“should also consult the patent’s prosecution history in 
proceedings in which the patent has been brought back to 
the agency for a second review,” Microsoft Corp. v. Proxy-
conn, Inc., 789 F.3d 1292, 1298 (Fed. Cir. 2015).   

We note two limits on our review and ruling here.  
First, we separately address only the “single merchant” 
claims because the Board relied entirely on those claims 
for its decisions as to all claims.  Second, as to Cohen, we 
consider only the portion, concerning a chain of stores, on 
which the Board relied.  We reject the Board’s bases of 
decision and remand.  The Board on remand may consider 
other issues, e.g., as to Cohen and as to the “one or more 
merchants” claims, that the parties have preserved. 

A 
The single-merchant limitation clearly requires a sep-

aration in time between the communication of one piece of 
information and the communication of another.  The 
authorizing entity, in being asked for a transaction code, 
is told that the number of merchants to be covered by that 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


