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I. Introduction 

Petitioner MasterCard International Incorporated (“MasterCard”) submits 

this Reply in support of its Motion to Exclude Evidence submitted by Patent 

Owner John D’Agostino (“Patent Owner”).  In its Opposition, Patent Owner argues 

that the declaration of its proffered expert, Edward L. Gussin, is admissible 

because there is an “adequate relationship between his experience and the claimed 

invention.”  Opposition, pp. 1, 5.  Patent Owner, however, fails to explain in 

particular how Mr. Gussin’s general experience in computer hardware and 

software technology is related in any way to credit card controls or to performing 

secure credit card transactions, the technical fields underlying U.S. Patent 

8,036,988 (the ‘988 Patent).  Further, even if Mr. Gussin’s testimony is admissible, 

it should be entitled to little or no weight given the fact that his technical 

experience is unrelated to the technology at issue. 

In addition, Patent Owner argues that the Board’s claim constructions in its 

Decisions to Institute are only preliminary and that, as a result, Mr. Gussin’s 

testimony need not be consistent with the Board’s constructions.  Patent Owner, 

however, just repeats the same claim construction arguments without citing any 

authority supporting its contention that it should have another chance to present the 

same claim construction arguments. 
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II. Mr. Gussin’s Proffered Expert Testimony Should be Excluded 
Because He Is Not Qualified as an Expert In the Pertinent Art 

Contrary to Patent Owner’s suggestion, the proffered expert in Sundance 

was not simply a patent attorney, but also was a mechanical engineer with 

practicing experience.  See Sundance, Inc. v. DeMonte Fabricating Ltd., 550 F.3d 

1356, 1361 (Fed. Cir. 2008); see also Brief of Appellant DeMonte Fabricating Ltd., 

2007 WL 4739102, at *7 (Dec. 21, 2007).  Despite having technical expertise, the 

Federal Circuit found that the proffered expert’s testimony was inadmissible 

because his expertise was not sufficiently related to the specific mechanical field of 

the claimed invention, i.e., “the field of tarps or covers.”  Id. at 1361-62.   

Similarly, Mr. Gussin may have technical expertise as an engineer but this 

proffered expertise is not in any way related to the specific field of the claimed 

invention. 

Patent Owner argues that Mr. Gussin’s expert testimony is admissible under 

Federal Rule of Evidence 702 because his “testimony [establishes] an adequate 

relationship between his experience and the claimed invention.”  SEB S.A. v. 

Montgomery Ward & Co., Inc., 594 F.3d 1360, 1373 (Fed. Cir. 2010).  But Patent 

Owner fails to explain how Mr. Gussin’s experience is related to the claimed 

invention.  In particular, Patent Owner admits that the ‘988 Patent is in the field of 

“secure credit card purchases” and it does not dispute that Mr. Gussin has no 

expertise in secure credit card purchases.  (In fact, Mr. Gussin has no experience 
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whatsoever with the payment industry, with card payment technologies, or with 

remote payment card transaction practices.)  Instead, Patent Owner only contends 

that Mr. Gussin has general experience in the field of “computer hardware and 

software technology.”  This fails to meet the requirements of FRE 702, however, 

because none of Mr. Gussin’s computer-related experience is related to what he 

himself admits is the pertinent field of technology underlying the claimed 

invention – secure credit card purchases. 

Unlike the expert in SEB, Mr. Gussin has not provided any evidence to 

demonstrate how his experience is relevant to the claimed invention.  See SEB, 594 

F.3d at 1373.  In SEB, the Federal Circuit admitted the testimony of the expert 

because he explained that the claimed invention “involves the selection of 

particular ... polymer material that have certain characteristics and furthermore that 

[m]ost of the areas [he has] worked in ... have used polymers in one form or 

another.”  Id. (internal quotations omitted).  Having testified that he had “sufficient 

relevant technical expertise” to the claimed invention, the Federal Circuit permitted 

the expert’s testimony under FRE 702.  Id. 

Here, on the other hand, Mr. Gussin has failed to establish a relationship 

between his experience and the claimed invention.  In fact, Mr. Gussin has not 

presented any evidence that his general experience in computer hardware and 

software technology is adequately related to the field of secure credit card 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


