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Micrografx’s Motion to Amend under 37 CFR §42.121 is defective and should be 

denied for multiple reasons. First, Micorgrafx failed to follow each of the Board’s clear 

guidelines for submitting a motion to amend. Second, the additional recitations of the 

proposed new claims 29-30 are taught by the prior art references at issue in the current IPR 

proceeding. Third, the additional recitations of the proposed new claims 29-30 are taught by 

other prior art references (including predictable and ordinary textbooks) which, when viewed 

in light of the prior art references at issue in the current IPR proceeding, would render the 

proposed new claims obvious. When Micrografx’s Motion to Amend is read in the context of 

Micrografx’s Response (objecting to the broadest reasonable interpretation (BRI) standard), 

it becomes clear that Micrografx is essentially inviting a denial of its motion to amend as part 

of an (insincere) attempt to preserve its objection to the BRI standard. Such a motion should 

be scrutinized, not authorized.  

I. The Board dedicated meaningful time to explain to Micrografx the 
requirements for a Motion to Amend 

In a motion to amend, “[t]he burden is not on the petitioner to show unpatentability, 

but on the patent owner to show patentable distinction over the prior art of record and also 

prior art known to the patent owner.” IPR2012-00027, Paper 26 at 7; see also 37 C.F.R. 

§42.20(c). The Board in the present case emphasized that “Patent Owner must show 

patentability over the prior art that is relevant to the substitute claims, and not just over the 

references applied by Petitioner against the original patent claims.” IPR2014-00532, Paper 
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